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§41.79

(2) Request rehearing. The owner may
request that the proceeding be reheard
under §41.79 by the Board upon the
same record. The request for rehearing
must address any new ground of rejec-
tion and state with particularity the
points believed to have been misappre-
hended or overlooked in entering the
new ground of rejection and also state
all other grounds upon which rehearing
is sought.

(c) Where the owner has filed a re-
sponse requesting reopening of prosecu-
tion under paragraph (b)(1) of this sec-
tion, any requester, within one month
of the date of service of the owner’s re-
sponse, may once file comments on the
response. Such written comments must
be limited to the issues raised by the
Board’s opinion reflecting its decision
and the owner’s response. Any re-
quester that had not previously filed
an appeal or cross appeal and is seek-
ing under this subsection to file com-
ments or a reply to the comments is
subject to the appeal and brief fees
under §41.20(b)(1) and (2), respectively,
which must accompany the comments
or reply.

(d) Following any response by the
owner under paragraph (b)(1) of this
section and any written comments
from a requester under paragraph (c) of
this section, the proceeding will be re-
manded to the examiner. The state-
ment of the Board shall be binding
upon the examiner unless an amend-
ment or new evidence not previously of
record is made which, in the opinion of
the examiner, overcomes the new
ground of rejection stated in the deci-
sion. The examiner will consider any
owner response under paragraph (b)(1)
of this section and any written com-
ments by a requester under paragraph
(c) of this section and issue a deter-
mination that the rejection is main-
tained or has been overcome.

(e) Within one month of the exam-
iner’s determination pursuant to para-
graph (d) of this section, the owner or
any requester may once submit com-
ments in response to the examiner’s de-
termination. Within one month of the
date of service of comments in re-
sponse to the examiner’s determina-
tion, the owner and any requesters may
file a reply to the comments. No re-
quester reply may address the com-
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ments of any other requester reply.
Any requester that had not previously
filed an appeal or cross appeal and is
seeking under this subsection to file
comments or a reply to the comments
is subject to the appeal and brief fees
under §41.20(b)(1) and (2), respectively,
which must accompany the comments
or reply.

(f) After submission of any comments
and any reply pursuant to paragraph
(e) of this section, or after time has ex-
pired, the proceeding will be returned
to the Board which shall reconsider the
matter and issue a new decision. The
new decision is deemed to incorporate
the earlier decision, except for those
portions specifically withdrawn.

(g) The time period set forth in para-
graph (b) of this section is subject to
the extension of time provisions of
§1.956 of this title when the owner is
responding under paragraph (b)(1) of
this section. The time period set forth
in paragraph (b) of this section may
not be extended when the owner is re-
sponding under paragraph (b)(2) of this
section. The time periods set forth in
paragraphs (c¢) and (e) of this section
may not be extended.

§41.79 Rehearing.

(a) Parties to the appeal may file a
request for rehearing of the decision
within one month of the date of:

(1) The original decision of the Board
under §41.77(a),

(2) The original §41.77(b) decision
under the provisions of §41.77(b)(2),

(3) The expiration of the time for the
owner to take action under §41.77(b)(2),
or

(4) The new decision of the Board
under §41.77(f).

(b)(1) The request for rehearing must
state with particularity the points be-
lieved to have been misapprehended or
overlooked in rendering the Board’s
opinion reflecting its decision. Argu-
ments not raised in the briefs before
the Board and evidence not previously
relied upon in the briefs are not per-
mitted in the request for rehearing ex-
cept as permitted by paragraphs (b)(2)
and (b)(3) of this section.

(2) Upon a showing of good cause, ap-
pellant and/or respondent may present
a new argument based upon a recent
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relevant decision of either the Board or
a Federal Court.

(3) New arguments responding to a
new ground of rejection made pursuant
to §41.77(b) are permitted.

(c) Within one month of the date of
service of any request for rehearing
under paragraph (a) of this section, or
any further request for rehearing under
paragraph (d) of this section, the owner
and all requesters may once file com-
ments in opposition to the request for
rehearing or the further request for re-
hearing. The comments in opposition
must be limited to the issues raised in
the request for rehearing or the further
request for rehearing.

(d) If a party to an appeal files a re-
quest for rehearing under paragraph (a)
of this section, or a further request for
rehearing under this section, the Board
shall render a decision on the request
for rehearing. The decision on the re-
quest for rehearing is deemed to incor-
porate the earlier opinion reflecting its
decision for appeal, except for those
portions specifically withdrawn on re-
hearing and is final for the purpose of
judicial review, except when noted oth-
erwise in the decision on rehearing. If
the Board opinion reflecting its deci-
sion on rehearing becomes, in effect, a
new decision, and the Board so indi-
cates, then any party to the appeal
may, within one month of the new de-
cision, file a further request for rehear-
ing of the new decision under this sub-
section. Such further request for re-
hearing must comply with paragraph
(b) of this section.

(e) The times for requesting rehear-
ing under paragraph (a) of this section,
for requesting further rehearing under
paragraph (c) of this section, and for
submitting comments under paragraph
(b) of this section may not be extended.

§41.81 Action following decision.

The parties to an appeal to the Board
may not appeal to the U.S. Court of
Appeals for the Federal Circuit under
§1.983 of this title until all parties’
rights to request rehearing have been
exhausted, at which time the decision
of the Board is final and appealable by
any party to the appeal to the Board.

§41.104

Subpart D—Contested Cases

§41.100 Definitions.

In addition to the definitions in §41.2,
the following definitions apply to pro-
ceedings under this subpart:

Business day means a day other than
a Saturday, Sunday, or Federal holiday
within the District of Columbia.

Involved means the Board has de-
clared the patent application, patent,
or claim so described to be a subject of
the contested case.

§41.101 Notice of proceeding.

(a) Notice of a contested case will be
sent to every party to the proceeding.
The entry of the notice initiates the
proceeding.

(b) When the Board is unable to pro-
vide actual notice of a contested case
on a party through the correspondence
address of record for the party, the
Board may authorize other modes of
notice, including:

(1) Sending notice to another address
associated with the party, or

(2) Publishing the notice in the Offi-
cial Gazette of the United States Patent
and Trademark Office.

§41.102 Completion of examination.

Before a contested case is initiated,
except as the Board may otherwise au-
thorize, for each involved application
and patent:

(a) Examination or
must be completed, and

(b) There must be at least one claim
that:

(1) Is patentable but for a judgment
in the contested case, and

(2) Would be involved in the con-
tested case.

reexamination

§41.103 Jurisdiction
files.

over involved

The Board acquires jurisdiction over
any involved file when the Board initi-
ates a contested case. Other pro-
ceedings for the involved file within
the Office are suspended except as the
Board may order.

§41.104 Conduct of contested case.

(a) The Board may determine a prop-
er course of conduct in a proceeding for
any situation not specifically covered
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