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tive. This past year I have experienced
some personal losses. I lost my father,
and my mother lost her husband of 50
years. My mother, due to serious
health problems, is being forced to
move into assisted living. My mother
has lost her home, her husband, and
her life as she knew it.

This week before making this deci-
sion I visited my mother in her hos-
pital in Harrisburg. I should say she is
now out and is in the assisted living fa-
cility. I asked her how she could handle
these setbacks with such a positive at-
titude. She said,

Newtie—she still calls me that. I do not
think I am ever going to get to Mr. Speaker
with my mother—she says, Newtie, you just
have to get on with life.

Coming back from Harrisburg, I real-
ized that she gave me strength and
made me realize that for Marianne and
myself, moving on with our lives, in
the right way, by doing the right thing
was our most important goal.

Let me make clear: We endure the
difficulties, and the pain of the current
political process, but we believe renew-
ing America is the great challenge for
our generation. I said on the day I be-
came Speaker for the second time that
we should focus on the challenges of
race, drugs, ignorance and faith. Over
the past few months, I have met with
Americans of all backgrounds and all
races as we discussed new approaches
and new solutions. I am convinced that
we can enter the 21st century with a re-
newed America of remarkable power
and ability.

This is a great country, filled with
good people. We do have the capacity
to reform welfare and help every cit-
izen move from welfare to work. We do
have the potential to help our poorest
citizens move from poverty to pros-
perity. We do have the potential to re-
place quotas with friendship and set-
asides with volunteerism. We can reach
out to every American child of every
ethnic background, in every neighbor-
hood, and help them achieve their Cre-
ator’s endowed unalienable right to
pursue happiness. We cannot guarantee
happiness, but we can guarantee the
right to pursue.

Recently, I had a chance to have
breakfast with the fine young men and
women of the 2d Infantry Division in
Korea where my father had served.
Today South Korea is free and pros-
perous because young Americans, for 47
years, have risked their lives in alli-
ance with young Koreans.

I was reminded on that morning that
freedom depends on courage and integ-
rity; that honor, duty, country is not
just a motto, it is a way of life. We in
this House must live every day in that
tradition. We have much to do to clean
up our political and governmental
processes. We have much to do to com-
municate with our citizens and with
those around the world who believe in
freedom and yearn for freedom. Every-
where I went recently, in Hong Kong,
Beijing, Shanghai, Taipei, Seoul, and
Tokyo, people talked about freedom of
speech, free elections, the rule of law,

an independent judiciary, the right to
own private property, and the right to
pursue happiness through free markets.

We in this House are role models.
People all over the world watch us and
study us. When we fall short, they lose
hope. When we fail, they despair.

To the degree I have made mistakes,
they have been errors of implementa-
tion but never of intent. This House is
at the center of freedom, and it de-
serves from all of us a commitment to
be worthy of that honor.

Today, I am doing what I can to per-
sonally live up to that calling and that
standard. I hope my colleagues will
join me in that quest.

May God bless this House, and may
God bless America.

T34.13 PROVIDING FOR THE
CONSIDERATION OF H.R. 400

Mr. MCINNIS, by direction of the
Committee on Rules, called up the fol-
lowing resolution (H. Res. 116):

Resolved, That at any time after the adop-
tion of this resolution the Speaker may, pur-
suant to clause 1(b) of rule XXIII, declare the
House resolved into the Committee of the
Whole House on the state of the Union for
consideration of the bill (H.R. 400) to amend
title 35, United States Code, with respect to
patents, and for other purposes. The first
reading of the bill shall be dispensed with.
All points of order against consideration of
the bill are waived. General debate shall be
confined to the bill and shall not exceed one
hour equally divided and controlled by the
chairman and ranking minority member of
the Committee on the Judiciary. After gen-
eral debate the bill shall be considered for
amendment under the five-minute rule. It
shall be in order to consider as an original
bill for the purpose of amendment under the
five-minute rule the amendment in the na-
ture of a substitute recommended by the
Committee on the Judiciary now printed in
the bill, modified as specified in section 2 of
this resolution. The committee amendment
in the nature of a substitute, as modified,
shall be considered as read. All points of
order against the committee amendment in
the nature of a substitute, as modified, are
waived. During consideration of the bill for
amendment, the Chairman of the Committee
of the Whole may accord priority in recogni-
tion on the basis of whether the Member of-
fering an amendment has caused it to be
printed in the portion of the Congressional
Record designated for that purpose in clause
6 of rule XXIII. Amendments so printed shall
be considered as read. The Chairman of the
Committee of the Whole may: (1) postpone
until a time during further consideration in
the Committee of the Whole a request for a
recorded vote on any amendment; and (2) re-
duce to five minutes the minimum time for
electronic voting on any postponed question
that follows another electronic vote without
intervening business, provided that the min-
imum time for electronic voting on the first
in any series of questions shall be fifteen
minutes. At the conclusion of consideration
of the bill for amendment the Committee
shall rise and report the bill to the House
with such amendments as may have been
adopted. Any Member may demand a sepa-
rate vote in the House on any amendment
adopted in the Committee of the Whole to
the bill or to the committee amendment in
the nature of a substitute, as modified. The
previous question shall be considered as or-
dered on the bill and amendments thereto to
final passage without intervening motion ex-
cept one motion to recommit with or with-
out instructions.

SEC. 2. The amendment in the nature of a
substitute recommended by the Committee
on the Judiciary now printed in H.R. 400 is
modified as follows:

(a) page 14, line 19, after ‘‘at’’ insert ‘‘a
rate not to exceed’’; and

(b) page 46, line 15, strike ‘‘activities’’ and
insert in lieu thereof ‘‘activities, subject to
the submission of a plan to the Committees
on Appropriations of the House and Senate
in accordance with the procedures set forth
in section 605 of the Departments of Com-
merce, Justice, and State, the Judiciary, and
Related Agencies Appropriations Act 1997’’.

When said resolution was considered.
After debate,
On motion of Mr. MCINNIS, the pre-

vious question was ordered on the reso-
lution to its adoption or rejection and
under the operation thereof, the resolu-
tion was agreed to.

A motion to reconsider the vote
whereby said resolution was agreed to
was, by unanimous consent, laid on the
table.

T34.14 PATENT SYSTEM IMPROVEMENTS

The SPEAKER pro tempore, Mr.
HOBSON, pursuant to House Resolu-
tion 116 and rule XXIII, declared the
House resolved into the Committee of
the Whole House on the state of the
Union for the consideration of the bill
(H.R. 400) to amend title 35, United
States Code, with respect to patents,
and for other purposes.

The SPEAKER pro tempore, Mr.
HOBSON, by unanimous consent, des-
ignated Mr. LAHOOD as Chairman of
the Committee of the Whole.

The Acting Chairman, Mr. CAMP as-
sumed the Chair; and after some time
spent therein,

T34.15 RECORDED VOTE

A recorded vote by electronic device
was ordered in the Committee of the
Whole on the following amendment in
the nature of a substitute submitted by
Mr. ROHRABACHER:

Strike all after the enacting clause and in-
sert the following:
SECTION 1. SHORT TITLE.

This Act may be cited as the ‘‘Patent
Rights and Sovereignty Act of 1997’’.
SEC. 2. FINDINGS.

The Congress finds that—
(1) the right of an inventor to secure a pat-

ent is assured through the authorization
powers of the Congress contained in Article
I, section 8 of the Constitution, has been con-
sistently upheld by the Congress, and has
been the stimulus to the unique techno-
logical innovativeness of the United States;

(2) the right must be assured for a guaran-
teed length of time in the term of the issued
patent and be further secured by maintain-
ing absolute confidentiality of all patent ap-
plication data until the patent is granted if
the applicant is timely prosecuting the pat-
ent;

(3) the quality of United States patents is
also an essential stimulus for preserving the
technological lead and economic well-being
of the United States in the next century;

(4) the process of examining and issuing
patents is an inherently governmental func-
tion that must be performed by Federal em-
ployees acting in their quasi-judicial roles
under regular executive and legislative over-
sight; and

(5) the quality of United States patents is
inextricably linked to the professionalism of
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patent examiners and the quality of the
training of patent examiners as well as to
the resources supplied to the Patent and
Trademark Office in the way of adequate
manpower, appropriately maintained search
files, and other needed professional tools.
SEC. 3. SECURE PATENT EXAMINATION.

Section 3 of title 35, United States Code, is
amended by adding at the end thereof the
following:

‘‘(f) All examination and search duties for
the grant of United States patents are sov-
ereign functions which shall be performed
within the United States by United States
citizens who are employees of the United
States Government.’’.
SEC. 4. MAINTENANCE OF EXAMINERS’ SEARCH

FILES.
Section 9 of title 35, United States Code, is

amended—
(1) by striking ‘‘may revise and maintain’’

and inserting ‘‘shall maintain and revise’’;
and

(2) by adding at the end thereof the fol-
lowing: ‘‘United States patents, and all such
other patents and printed publications shall
be maintained in the examiners’ search files
under the United States Patent Classifica-
tion System.’’.
SEC. 5. PATENT EXAMINER TRAINING.

(a) IN GENERAL.—Chapter 1 of title 35,
United States Code, is amended by adding at
the end the following new section:
‘‘§ 15. Patent examiner training

‘‘(a) IN GENERAL.—All patent examiners
shall spend at least 5 percent of their duty
time per annum in training to maintain and
develop the legal and technological skills
useful for patent examination.

‘‘(b) TRAINERS OF EXAMINERS.—The Patent
and Trademark Office shall develop an incen-
tive program to retain as employees patent
examiners of the primary examiner grade or
higher who are eligible for retirement, for
the sole purpose of training patent exam-
iners who have not achieved the grade of pri-
mary examiner.’’.

(b) CONFORMING AMENDMENT.—The table of
sections for chapter 1 is amended by adding
at the end the following:
‘‘15. Patent examiner training.’’
SEC. 6. ADMINISTRATIVE MATTERS.

(a) LIMITATIONS ON PERSONNEL.—Section
3(a) of title 35, United States Code, is amend-
ed by adding at the end thereof the fol-
lowing: ‘‘The Office shall not be subject to
any administratively or statutorily imposed
limitation on positions or personnel, and no
positions or personnel of the Office shall be
taken into account for purposes of applying
any such limitation.’’.

(b) RETENTION OF FEES.—(1) Section
255(g)(1)(A) of the Balanced Budget and
Emergency Deficit Control Act of 1985 (2
U.S.C. 905(g)(1)(A)) is amended by inserting
after the item relating to the National Cred-
it Union Administration, credit union share
insurance fund, the following new item:

‘‘Patent and Trademark Office’’.
(2) Section 10101(b)(2)(B) of the Omnibus

Budget Reconciliation Act of 1990 (35 U.S.C.
41 note) is amended by striking ‘‘, to the ex-
tent provided in appropriation Acts,’’ and in-
serting ‘‘without appropriation’’.

(3) Section 42(c) of title 35, United States
Code, is amended by striking the first sen-
tence and inserting the following: ‘‘Revenues
from fees shall be available to the Commis-
sioner to carry out the activities of the Pat-
ent and Trademark Office, in such alloca-
tions as are approved by Act of Congress.
Such revenues shall not be made available
for any purpose other than that authorized
for the Patent and Trademark Office.’’.

(c) USE OF FEES.—Section 42(c) of title 35,
United States Code, is amended by adding at
the end thereof the following: ‘‘All patent

application fees collected under paragraphs
(1), (3)(A), (3)(B), and (4) through (8) of sec-
tion 41(a), and all other fees collected under
section 41 for services or the extension of
services to be provided by patent examiners
shall be used only for the pay and training of
patent examiners.’’.

(d) PUBLICATIONS.—Section 11 of title 35,
United States Code, is amended by adding at
the end thereof the following:

‘‘(c) The Patent and Trademark Office
shall make available for public inspection
during regular business hours all solicita-
tions issued by the Office for contracts for
goods or services and all contracts for goods
or services entered into by the Office.

‘‘(d) Notice of a proposal to change United
States patent law that will be made on be-
half of the United States to a foreign coun-
try or international body shall be published
in the Federal Register before, or at the
same time as, the proposal is transmitted.’’.
SEC. 7. GAO STUDY AND REPORT.

(a) IN GENERAL.—The Comptroller General
shall conduct a study of—

(1) the total number of patents applied for,
issued, abandoned, and pending in the period
of the study;

(2) the classification of the applicants for
patents in terms of the country they are a
citizen of and whether they are an individual
inventor, small entity, or other:

(3) the pendency time for applications for
patents and such other time and tracking
data as may indicate the effectiveness of the
amendments made by this Act;

(4) the number of applicants for patents
who also file for a patent in a foreign coun-
try, the number of foreign countries in which
such filings occur and which publish data
from patent applications in English and
make it available to citizens of the United
States through governmental or commercial
sources;

(5) a summary of the fees collected by the
Patent and Trademark Office for services re-
lated to patents and a comparison of such
fees with the fully allocated costs of pro-
viding such services; and

(6) recommendations regarding—
(A) a revision of the organization of the

Patent and Trademark Office with respect to
its patent functions, and

(B) improved operating procedures in car-
rying out such functions,

and a cost analysis of the fees for such proce-
dures and the impact of the fees.

(b) ADDITIONAL STUDY MATTER.—The Com-
mittees on Appropriations, Judiciary, and
Small Business of the House of Representa-
tives and the Senate may, no later than 12
months after the beginning of the study
under subsection (a), direct the Comptroller
General to include other matters relating to
patents and the Patent and Trademark Of-
fice in the study conducted under subsection
(a).

(c) REPORT.—Upon the expiration of 36
months after the beginning of the study
under subsection (a), the Comptroller Gen-
eral shall report the results of the study to
the Congress.
SEC. 8. PATENT TERMS.

(a) AMENDMENT OF TITLE.—Effective on the
date of the enactment of this Act, section 154
of title 35, United States Code, as amended
by the Uruguay Round Agreements Act, is
amended—

(1) in paragraph (2) of subsection (a), by
striking ‘‘and ending’’ and all that follows in
that paragraph and inserting ‘‘and ending—

‘‘(A) 17 years from the date of the grant of
the patent, or

‘‘(B) 20 years from the date on which the
application for the patent was filed in the
United States, except that if the application
contains a specific reference to an earlier
filed application or applications under sec-

tion 120, 121, or 365(c) of this title, 20 years
from the date on which the earliest such pat-
ent application was filed,

whichever is later.’’.
(2) in subsection (c)(1), by striking ‘‘shall

be the greater of the 20-year term as pro-
vided in subsection (a), or 17 years from
grant’’ and inserting ‘‘shall be the term pro-
vided in subsection (a)’’.

(b) TECHNICAL AMENDMENT.—Section 534(b)
of the Uruguay Round Agreements Act is
amended by striking paragraph (3).
SEC. 9. DEFINITION OF SPECIAL CIR-

CUMSTANCES TO PROTECT THE
CONFIDENTIALITY STATUS OF AP-
PLICATIONS.

Section 122 of title 35, United States Code,
is amended by striking ‘‘as may be deter-
mined by the Commissioner’’ and inserting
‘‘as in any of the following:

‘‘(1) In the case of an application under sec-
tion 111(a) for a patent for an invention for
which the applicant intends to file or has
filed an application for a patent in a foreign
country, the Commissioner may publish, at
the discretion of the Commissioner and by
means determined suitable for the purpose,
no more than that data from such applica-
tion under section 111(a) which will be made
or has been made public in such foreign
country. Such a publication shall be made
only after the date of the publication in such
foreign country and shall be made only if the
data is not available, or cannot be made
readily available, in the English language
through commercial services.

‘‘(2)(A) If the Commissioner determines
that a patent application which is filed after
the date of the enactment of this
paragraph—

‘‘(i) has been pending more than 5 years
from the effective filing date of the applica-
tion,

‘‘(ii) has not been previously published by
the Patent and Trademark Office,

‘‘(iii) is not under any appellate review by
the Board of Patent Appeals and Inter-
ferences,

‘‘(iv) is not under interference proceedings
in accordance with section 135(a),

‘‘(v) is not under any secrecy order pursu-
ant to section 181,

‘‘(vi) is not being diligently pursued by the
applicant in accordance with this title, and

‘‘(vii) is not in abandonment,

the Commissioner shall notify the applicant
of such determination.

‘‘(B) An applicant which received notice of
a determination described in subparagraph
(A) may, within 30 days of receiving such no-
tice, petition the Commissioner to review
the determination to verify that subclauses
(i) through (vii) are all applicable to the ap-
plicant’s application. If the applicant makes
such a petition, the Commissioner shall not
publish the applicant’s application before
the Commissioner’s review of the petition is
completed. If the applicant does not submit
a petition, the Commissioner may publish
the applicant’s application no earlier than 90
days after giving such a notice.

‘‘(3) If after the date of the enactment of
this paragraph a continuing application has
been filed more than 6 months after the date
of the initial filing of an application, the
Commissioner shall notify the applicant
under such application. The Commissioner
shall establish a procedure for an applicant
which receives such a notice to demonstrate
that the purpose of the continuing applica-
tion was for reasons other than to achieve a
delay in the time of publication of the appli-
cation. If the Commissioner agrees with such
a demonstration by the applicant, the Com-
missioner shall not publish the applicant’s
application. If the Commissioner does not
agree with such a demonstration by the ap-
plicant or if the applicant does not make an
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attempt at such a demonstration within a
reasonable period of time as determined by
the Commissioner, the Commissioner shall
publish the applicant’s application.
The Commissioner shall ensure that publica-
tions under paragraph (1), (2), or (3) will not
result in third-party pre-issuance opposi-
tions which will delay or interfere with the
issuance of the patents whose applications’
data will be published.’’.
SEC. 10. INVENTION DEVELOPMENT SERVICES.

(a) INVENTION DEVELOPMENT SERVICES.—
Part I of title 35, United States Code, is
amended by adding after chapter 4 the fol-
lowing new chapter:
‘‘CHAPTER 5—INVENTION DEVELOPMENT

SERVICES
‘‘Sec.
‘‘51. Definitions.
‘‘52. Contracting requirements.
‘‘53. Standard provisions for cover notice.
‘‘54. Reports to customer required.
‘‘55. Mandatory contract terms.
‘‘56. Remedies.
‘‘57. Records of complaints.
‘‘58. Fraudulent representation by an inven-

tion developer.
‘‘59. Rule of construction.
‘‘§ 51. Definitions

‘‘For purposes of this chapter—
‘‘(1) the term ‘contract for invention devel-

opment services’ means a contract by which
an invention developer undertakes invention
development services for a customer;

‘‘(2) the term ‘customer’ means any person,
firm, partnership, corporation, or other enti-
ty who is solicited by, seeks the services of,
or enters into a contract with an invention
promoter for invention promotion services;

‘‘(3) the term ‘invention promoter’ means
any person, firm, partnership, corporation,
or other entity who offers to perform or per-
forms for, or on behalf of, a customer any act
described under paragraph (4), but does not
include—

‘‘(A) any department or agency of the Fed-
eral Government or of a State or local gov-
ernment;

‘‘(B) any nonprofit, charitable, scientific,
or educational organization, qualified under
applicable State law or described under sec-
tion 170(b)(1)(A) of the Internal Revenue
Code of 1986; or

‘‘(C) any person duly registered with, and
in good standing before, the United States
Patent and Trademark Office acting within
the scope of that person’s registration to
practice before the Patent and Trademark
Office; and

‘‘(4) the term ‘invention development serv-
ices’ means, with respect to an invention by
a customer, any act involved in—

‘‘(A) evaluating the invention to determine
its protectability as some form of intellec-
tual property, other than evaluation by a
person licensed by a State to practice law
who is acting solely within the scope of that
person’s professional license;

‘‘(B) evaluating the invention to determine
its commercial potential by any person for
purposes other than providing venture cap-
ital; or

‘‘(C) marketing, brokering, licensing, sell-
ing, or promoting the invention or a product
or service in which the invention is incor-
porated or used, except that the display only
of an invention at a trade show or exhibit
shall not be considered to be invention devel-
opment services.
‘‘§ 52. Contracting requirements

‘‘(a) IN GENERAL.—(1) Every contract for
invention development services shall be in
writing and shall be subject to the provisions
of this chapter. A copy of the signed written
contract shall be given to the customer at
the time the customer enters into the con-
tract.

‘‘(2) If a contract is entered into for the
benefit of a third party, such party shall be
considered a customer for purposes of this
chapter.

‘‘(b) REQUIREMENTS OF INVENTION DEVEL-
OPER.—The invention developer shall—

‘‘(1) state in a written document, at the
time a customer enters into a contract for
invention development services, whether the
usual business practice of the invention de-
veloper is to—

‘‘(A) seek more than 1 contract in connec-
tion with an invention; or

‘‘(B) seek to perform services in connection
with an invention in 1 or more phases, with
the performance of each phase covered in 1
or more subsequent contracts; and

‘‘(2) supply to the customer a copy of the
written document together with a written
summary of the usual business practices of
the invention developer, including—

‘‘(A) the usual business terms of contracts;
and

‘‘(B) the approximate amount of the usual
fees or other consideration that may be re-
quired from the customer for each of the
services provided by the developer.

‘‘(c) RIGHT OF CUSTOMER TO CANCEL CON-
TRACT.—(1) Notwithstanding any contractual
provision to the contrary, a customer shall
have the right to terminate a contract for
invention development services by sending a
written letter to the invention developer
stating the customer’s intent to cancel the
contract. The letter of termination must be
deposited with the United States Postal
Service on or before 5 business days after the
date upon which the customer or the inven-
tion developer executes the contract, which-
ever is later.

‘‘(2) Delivery of a promissory note, check,
bill of exchange, or negotiable instrument of
any kind to the invention developer or to a
third party for the benefit of the invention
developer, without regard to the date or
dates appearing in such instrument, shall be
deemed payment received by the invention
developer on the date received for purposes
of this section.
‘‘§ 53. Standard provisions for cover notice

‘‘(a) CONTENTS.—Every contract for inven-
tion development services shall have a con-
spicuous and legible cover sheet attached
with the following notice imprinted in bold-
face type of not less than 12-point size:

‘‘ ‘YOU HAVE THE RIGHT TO TERMI-
NATE THIS CONTRACT. TO TERMINATE
THIS CONTRACT, YOU MUST SEND A
WRITTEN LETTER TO THE COMPANY
STATING YOUR INTENT TO CANCEL THIS
CONTRACT. THE LETTER OF TERMI-
NATION MUST BE DEPOSITED WITH THE
UNITED STATES POSTAL SERVICE ON OR
BEFORE FIVE (5) BUSINESS DAYS AFTER
THE DATE ON WHICH YOU OR THE COM-
PANY EXECUTE THE CONTRACT, WHICH-
EVER IS LATER.

‘‘ ‘THE TOTAL NUMBER OF INVENTIONS
EVALUATED BY THE INVENTION DEVEL-
OPER FOR COMMERCIAL POTENTIAL IN
THE PAST FIVE (5) YEARS IS lllll.
OF THAT NUMBER, lllll RECEIVED
POSITIVE EVALUATIONS AND lllll
RECEIVED NEGATIVE EVALUATIONS.

‘‘ ‘IF YOU ASSIGN EVEN A PARTIAL IN-
TEREST IN THE INVENTION TO THE IN-
VENTION DEVELOPER, THE INVENTION
DEVELOPER MAY HAVE THE RIGHT TO
SELL OR DISPOSE OF THE INVENTION
WITHOUT YOUR CONSENT AND MAY NOT
HAVE TO SHARE THE PROFITS WITH
YOU.

‘‘ ‘THE TOTAL NUMBER OF CUSTOMERS
WHO HAVE CONTRACTED WITH THE IN-
VENTION DEVELOPER IN THE PAST FIVE
(5) YEARS IS lllll. THE TOTAL NUM-
BER OF CUSTOMERS KNOWN BY THIS IN-
VENTION DEVELOPER TO HAVE RE-

CEIVED, BY VIRTUE OF THIS INVENTION
DEVELOPER’S PERFORMANCE, AN
AMOUNT OF MONEY IN EXCESS OF THE
AMOUNT PAID BY THE CUSTOMER TO
THIS INVENTION DEVELOPER IS
lllllll.

‘‘ ‘THE OFFICERS OF THIS INVENTION
DEVELOPER HAVE COLLECTIVELY OR
INDIVIDUALLY BEEN AFFILIATED IN
THE LAST TEN (10) YEARS WITH THE
FOLLOWING INVENTION DEVELOPMENT
COMPANIES: (LIST THE NAMES AND AD-
DRESSES OF ALL PREVIOUS INVENTION
DEVELOPMENT COMPANIES WITH WHICH
THE PRINCIPAL OFFICERS HAVE BEEN
AFFILIATED AS OWNERS, AGENTS, OR
EMPLOYEES). YOU ARE ENCOURAGED TO
CHECK WITH THE UNITED STATES PAT-
ENT AND TRADEMARK OFFICE, THE FED-
ERAL TRADE COMMISSION, YOUR STATE
ATTORNEY GENERAL’S OFFICE, AND
THE BETTER BUSINESS BUREAU FOR
ANY COMPLAINTS FILED AGAINST ANY
OF THESE COMPANIES.

‘‘ ‘YOU ARE ENCOURAGED TO CONSULT
WITH AN ATTORNEY OF YOUR OWN
CHOOSING BEFORE SIGNING THIS CON-
TRACT. BY PROCEEDING WITHOUT THE
ADVICE OF AN ATTORNEY REGISTERED
TO PRACTICE BEFORE THE UNITED
STATES PATENT AND TRADEMARK OF-
FICE, YOU COULD LOSE ANY RIGHTS YOU
MIGHT HAVE IN YOUR IDEA OR INVEN-
TION.’.

‘‘(b) OTHER REQUIREMENTS FOR COVER NO-
TICE.—The cover notice shall contain the
items required under subsection (a) and the
name, primary office address, and local of-
fice address of the invention developer, and
may contain no other matter.

‘‘(c) DISCLOSURE OF CERTAIN CUSTOMERS
NOT REQUIRED.—The requirement in the no-
tice set forth in subsection (a) to include the
‘TOTAL NUMBER OF CUSTOMERS WHO
HAVE CONTRACTED WITH THE INVEN-
TION DEVELOPER IN THE PAST FIVE (5)
YEARS’ need not include information with
respect to customers who have purchased
trade show services, research, advertising, or
other nonmarketing services from the inven-
tion developer, nor with respect to cus-
tomers who have defaulted in their payments
to the invention developer.

‘‘§ 54. Reports to customer required
‘‘With respect to every contract for inven-

tion development services, the invention de-
veloper shall deliver to the customer at the
address specified in the contract, at least
once every 3 months throughout the term of
the contract, a written report that identifies
the contract and includes—

‘‘(1) a full, clear, and concise description of
the services performed to the date of the re-
port and of the services yet to be performed
and names of all persons who it is known
will perform the services; and

‘‘(2) the name and address of each person,
firm, corporation, or other entity to whom
the subject matter of the contract has been
disclosed, the reason for each such disclo-
sure, the nature of the disclosure, and com-
plete and accurate summaries of all re-
sponses received as a result of those disclo-
sures.

‘‘§ 55. Mandatory contract terms
‘‘(a) MANDATORY TERMS.—Each contract

for invention development services shall in-
clude in boldface type of not less than 12-
point size—

‘‘(1) the terms and conditions of payment
and contract termination rights required
under section 52;

‘‘(2) a statement that the customer may
avoid entering into the contract by not mak-
ing a payment to the invention developer;

‘‘(3) a full, clear, and concise description of
the specific acts or services that the inven-
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tion developer undertakes to perform for the
customer;

‘‘(4) a statement as to whether the inven-
tion developer undertakes to construct, sell,
or distribute one or more prototypes, mod-
els, or devices embodying the invention of
the customer;

‘‘(5) the full name and principal place of
business of the invention developer and the
name and principal place of business of any
parent, subsidiary, agent, independent con-
tractor, and any affiliated company or per-
son who it is known will perform any of the
services or acts that the invention developer
undertakes to perform for the customer;

‘‘(6) if any oral or written representation of
estimated or projected customer earnings is
given by the invention developer (or any
agent, employee, officer, director, partner,
or independent contractor of such invention
developer), a statement of that estimation or
projection and a description of the data upon
which such representation is based;

‘‘(7) the name and address of the custodian
of all records and correspondence relating to
the contracted for invention development
services, and a statement that the invention
developer is required to maintain all records
and correspondence relating to performance
of the invention development services for
such customer for a period of not less than 2
years after expiration of the term of such
contract; and

‘‘(8) a statement setting forth a time
schedule for performance of the invention
development services, including an esti-
mated date in which such performance is ex-
pected to be completed.

‘‘(b) INVENTION DEVELOPER AS FIDUCIARY.—
To the extent that the description of the spe-
cific acts or services affords discretion to the
invention developer with respect to what
specific acts or services shall be performed,
the invention developer shall be deemed a fi-
duciary.

‘‘(c) AVAILABILITY OF INFORMATION.—
Records and correspondence described under
subsection (a)(7) shall be made available
after 7 days written notice to the customer
or the representative of the customer to re-
view and copy at a reasonable cost on the in-
vention developer’s premises during normal
business hours.
‘‘§ 56. Remedies

‘‘(a) IN GENERAL.—
‘‘(1) VOIDABLE CONTRACT.—Any contract for

invention development services that does not
comply with the applicable provisions of this
chapter shall be voidable at the option of the
customer.

‘‘(2) RELIANCE ON FALSE, FRAUDULENT, OR
MISLEADING INFORMATION.—Any contract for
invention development services entered into
in reliance upon any material false, fraudu-
lent, or misleading information, representa-
tion, notice, or advertisement of the inven-
tion developer (or any agent, employee, offi-
cer, director, partner, or independent con-
tractor of such invention developer) shall be
voidable at the option of the customer.

‘‘(3) WAIVER.—Any waiver by the customer
of any provision of this chapter shall be
deemed contrary to public policy and shall
be void and unenforceable.

‘‘(4) ACTION BY DEVELOPER.—Any contract
for invention development services which
provides for filing for and obtaining utility,
design, or plant patent protection shall be
voidable at the option of the customer unless
the invention developer offers to perform or
performs such act through a person duly reg-
istered to practice before, and in good stand-
ing with, the Patent and Trademark Office.

‘‘(b) CIVIL ACTION.—
‘‘(1) IN GENERAL.—Any customer who is in-

jured by a violation of this chapter by an in-
vention developer or by any material false or
fraudulent statement or representation, or

any omission of material fact, by an inven-
tion developer (or any agent, employee, di-
rector, officer, partner, or independent con-
tractor of such invention developer) or by
failure of an invention developer to make all
the disclosures required under this chapter,
may recover in a civil action against the in-
vention developer (or the officers, directors,
or partners of such invention developer) in
addition to reasonable costs and attorneys’
fees, the greater of—

‘‘(A) $5,000; or
‘‘(B) the amount of actual damages sus-

tained by the customer.
‘‘(2) DAMAGE INCREASE.—Notwithstanding

paragraph (1), the court may increase dam-
ages to not more than 3 times the amount
awarded.

‘‘(c) REBUTTABLE PRESUMPTION OF IN-
JURY.—For purposes of this section, substan-
tial violation of any provision of this chapter
by an invention developer or execution by
the customer of a contract for invention de-
velopment services in reliance on any mate-
rial false or fraudulent statements or rep-
resentations or omissions of material fact
shall establish a rebuttable presumption of
injury.

‘‘§ 57. Records of complaints
‘‘(a) RELEASE OF COMPLAINTS.—The Direc-

tor shall make all complaints received by
the United States Patent and Trademark Of-
fice involving invention developers publicly
available, together with any response of the
invention developers.

‘‘(b) REQUEST FOR COMPLAINTS.—The Direc-
tor may request complaints relating to in-
vention development services from any Fed-
eral or State agency and include such com-
plaints in the records maintained under sub-
section (a), together with any response of the
invention developers.

‘‘§ 58. Fraudulent representation by an inven-
tion developer
‘‘Whoever, in providing invention develop-

ment services, knowingly provides any false
or misleading statement, representation, or
omission of material fact to a customer or
fails to make all the disclosures required
under this chapter, shall be guilty of a mis-
demeanor and fined not more than $10,000 for
each offense.

‘‘§ 59. Rule of construction
‘‘Except as expressly provided in this chap-

ter, no provision of this chapter shall be con-
strued to affect any obligation, right, or
remedy provided under any other Federal or
State law.’’.

(b) TECHNICAL AND CONFORMING AMEND-
MENT.—The table of chapters for part I of
title 35, United States Code, is amended by
adding after the item relating to chapter 4
the following:

‘‘5. Invention Development Services ... 51’’.
SEC. 11. PROVISIONAL APPLICATIONS, PLANT

BREEDER’S RIGHTS, DIVISIONAL AP-
PLICATIONS.

(a) ABANDONMENT.—Section 111(b)(5) of
title 35, United States Code, is amended to
read as follows:

‘‘(5) ABANDONMENT.—Notwithstanding the
absence of a claim, upon timely request and
as prescribed by the Director, a provisional
application may be treated as an application
filed under subsection (a). If no such request
is made, the provisional application shall be
regarded as abandoned 12 months after the
filing date of such application and shall not
be subject to revival thereafter.’’.

(b) EFFECTIVE DATE.—The amendment
made by subsection (a) applies to any provi-
sional application filed on or after June 8,
1995.

(c) INTERNATIONAL APPLICATIONS.—Section
119 of title 35, United States Code, is
amended—

(1) in subsection (a), by inserting ‘‘or in a
WTO member country’’ after ‘‘the United
States’’ the first place it appears; and

(2) by adding at the end the following new
subsections:

‘‘(f) APPLICATIONS FOR PLANT BREEDER’S
RIGHTS.—Applications for plant breeder’s
rights filed in a WTO member country (or in
a UPOV Contracting Party) shall have the
same effect for the purpose of the right of
priority under subsections (a) through (c) of
this section as applications for patents, sub-
ject to the same conditions and requirements
of this section as apply to applications for
patents.

‘‘(g) DEFINITIONS.—As used in this section—
‘‘(1) the term ‘WTO member country’ has

the same meaning as the term is defined in
section 104(b)(2) of this title; and

‘‘(2) the term ‘UPOV Contracting Party’
means a member of the International Con-
vention for the Protection of New Varieties
of Plants.’’.

(d) PLANT PATENTS.—
(1) TUBER PROPAGATED PLANTS.—Section

161 of title 35, United States Code, is amend-
ed by striking ‘‘a tuber propagated plant or’’.

(2) RIGHTS IN PLANT PATENTS.—The text of
section 163 of title 35, United States Code, is
amended to read as follows: ‘‘In the case of a
plant patent, the grant shall include the
right to exclude others from asexually repro-
ducing the plant, and from using, offering for
sale, or selling the plant so reproduced, or
any of its parts, throughout the United
States, or from importing the plant so repro-
duced, or any parts thereof, into the United
States.’’.

(3) EFFECTIVE DATE.—The amendment
made by paragraph (1) shall apply on the
date of the enactment of this Act. The
amendment made by paragraph (2) shall
apply to any plant patent issued on or after
the date of the enactment of this Act.

(e) ELECTRONIC FILING.—Section 22 of title
35, United States Code, is amended by strik-
ing ‘‘printed or typewritten’’ and inserting
‘‘printed, typewritten, or on an electronic
medium’’.

(f) DIVISIONAL APPLICATIONS.—Section 121
of title 35, United States Code, is amended—

(1) in the first sentence by striking ‘‘If’’
and inserting ‘‘(a) If’’; and

(2) by adding at the end the following new
subsections:

‘‘(b) In a case in which restriction is re-
quired on the ground that two or more inde-
pendent and distinct inventions are claimed
in an application, the applicant shall be enti-
tled to submit an examination fee and re-
quest examination for each independent and
distinct invention in excess of one. The ex-
amination fee shall be equal to the filing fee,
including excess claims fees, that would have
applied had the claims corresponding to the
asserted independent and distinct inventions
been presented in a separate application for
patent. For each of the independent and dis-
tinct inventions in excess of one for which
the applicant pays an examination fee within
two months after the requirement for re-
striction, the Director shall cause an exam-
ination to be made and a notification of re-
jection or written notice of allowance pro-
vided to the applicant within the time period
specified in section 154(b)(1)(B)(i) of this title
for the original application. Failure to meet
this or any other time limit set forth in sec-
tion 154(b)(1)(B) of this title shall be treated
as an unusual administrative delay under
section 154(b)(1)(A)(iv) of this title.

‘‘(c) An applicant who requests reconsider-
ation of a requirement for restriction under
this section and submits examination fees
pursuant to such requirement shall, if the re-
quirement is determined to be improper, be
entitled to a refund of any examination fees
determined to have been paid pursuant to
the requirement.’’.
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SEC. 12. PROVISIONAL RIGHTS.

Section 154 of title 35, United States Code,
is amended—

(1) in the section caption by inserting ‘‘;
provisional rights’’ after ‘‘patent’’; and

(2) by adding at the end the following new
subsection:

‘‘(d) PROVISIONAL RIGHTS.—
‘‘(1) IN GENERAL.—In addition to other

rights provided by this section, a patent
shall include the right to obtain a reasonable
royalty from any person who, during the pe-
riod beginning on the date of publication of
the application for such patent pursuant to
the voluntary disclosure provisions of sec-
tion 122 or the publication provisions of sec-
tion 122(1) or 122(2) of this title, or in the
case of an international application filed
under the treaty defined in section 351(a) of
this title designating the United States
under Article 21(2)(a) of such treaty, the date
of publication of the application, and ending
on the date the patent is issued—

‘‘(A)(i) makes, uses, offers for sale, or sells
in the United States the invention as
claimed in the published patent application
or imports such an invention into the United
States; or

‘‘(ii) if the invention as claimed in the pub-
lished patent application is a process, uses,
offers for sale, or sells in the United States
or imports into the United States products
made by that process as claimed in the pub-
lished patent application; and

‘‘(B) had actual notice of the published pat-
ent application and, where the right arising
under this paragraph is based upon an inter-
national application designating the United
States that is published in a language other
than English, a translation of the inter-
national application into the English lan-
guage.

‘‘(2) RIGHT BASED ON SUBSTANTIALLY IDEN-
TICAL INVENTIONS.—The right under para-
graph (1) to obtain a reasonable royalty shall
not be available under this subsection unless
the invention as claimed in the patent is
substantially identical to the invention as
claimed in the published patent application.

‘‘(3) TIME LIMITATION ON OBTAINING A REA-
SONABLE ROYALTY.—The right under para-
graph (1) to obtain a reasonable royalty shall
be available only in an action brought not
later than 6 years after the patent is issued.
The right under paragraph (1) to obtain a
reasonable royalty shall not be affected by
the duration of the period described in para-
graph (1).

‘‘(4) REQUIREMENTS FOR INTERNATIONAL AP-
PLICATIONS.—The right under paragraph (1)
to obtain a reasonable royalty based upon
the publication under the treaty defined in
section 351(a) of this title of an international
application designating the United States
shall commence from the date that the Pat-
ent and Trademark Office receives a copy of
the publication under such treaty of the
international application, or, if the publica-
tion under the treaty of the international
application is in a language other than
English, from the date that the Patent and
Trademark Office receives a translation of
the international application in the English
language. The Director may require the ap-
plicant to provide a copy of the international
publication of the international application
and a translation thereof.’’.

SEC. 13. EFFECTIVE DATE.

Except as otherwise provided, this Act and
the amendments made by this Act shall take
effect 60 days after the date of the enactment
of this Act.

It was decided in the Yeas ....... 178!negative ....................... Nays ...... 227

T34.16 [Roll No. 85]

AYES—178

Abercrombie
Bachus
Baldacci
Ballenger
Barcia
Barr
Barrett (WI)
Bartlett
Bereuter
Bilirakis
Bonilla
Bonior
Bono
Brown (OH)
Burton
Calvert
Campbell
Cardin
Chambliss
Chenoweth
Christensen
Clayton
Coburn
Collins
Combest
Condit
Cook
Cooksey
Cox
Coyne
Cramer
Crapo
Cubin
Cunningham
Danner
Deal
DeFazio
Dellums
Diaz-Balart
Dixon
Doolittle
Doyle
Duncan
Emerson
English
Ensign
Everett
Filner
Foley
Forbes
Fowler
Gallegly
Gephardt
Gibbons
Gillmor
Goode
Goodling
Goss
Graham
Hansen

Hastings (WA)
Hayworth
Hefley
Herger
Hill
Hilleary
Hostettler
Hoyer
Hulshof
Hunter
Hutchinson
Istook
Jackson (IL)
Jackson-Lee

(TX)
Jones
Kaptur
Kildee
Kim
King (NY)
Kingston
Kleczka
Klink
Kucinich
LaHood
Largent
LaTourette
Lazio
Leach
Lewis (CA)
Lewis (KY)
Lipinski
Livingston
LoBiondo
Lucas
Maloney (CT)
Manzullo
Martinez
Mascara
McCarthy (NY)
McDade
McHugh
McInnis
McIntosh
McIntyre
McKeon
McKinney
McNulty
Menendez
Metcalf
Mica
Miller (CA)
Miller (FL)
Mink
Molinari
Moran (KS)
Murtha
Myrick
Neumann
Ney

Norwood
Oberstar
Obey
Olver
Ortiz
Pallone
Pappas
Parker
Pascrell
Paul
Payne
Petri
Pickering
Pombo
Poshard
Radanovich
Regula
Riggs
Riley
Rivers
Rohrabacher
Ros-Lehtinen
Royce
Ryun
Salmon
Sanders
Sanford
Saxton
Scarborough
Schaffer, Bob
Sessions
Shadegg
Sherman
Smith (MI)
Smith (NJ)
Smith, Linda
Snowbarger
Snyder
Solomon
Souder
Spence
Stearns
Strickland
Stump
Sununu
Talent
Taylor (NC)
Thomas
Thornberry
Thune
Tiahrt
Traficant
Walsh
Wamp
Waters
Watts (OK)
Weygand
Whitfield
Young (AK)

NOES—227

Ackerman
Aderholt
Allen
Archer
Armey
Baesler
Bass
Bateman
Becerra
Bentsen
Berman
Berry
Bilbray
Bishop
Blagojevich
Bliley
Blunt
Boehlert
Boehner
Boswell
Boucher
Boyd
Brady
Brown (CA)
Brown (FL)
Bryant
Burr
Buyer
Camp
Canady
Cannon
Capps

Carson
Castle
Chabot
Clement
Clyburn
Coble
Conyers
Cummings
Davis (FL)
Davis (IL)
Davis (VA)
Delahunt
DeLauro
DeLay
Deutsch
Dickey
Dingell
Doggett
Dooley
Edwards
Ehlers
Ehrlich
Engel
Eshoo
Evans
Ewing
Farr
Fattah
Fawell
Fazio
Ford
Fox

Frank (MA)
Franks (NJ)
Frelinghuysen
Frost
Furse
Ganske
Gejdenson
Gekas
Gilchrest
Gilman
Gonzalez
Goodlatte
Gordon
Granger
Green
Greenwood
Gutierrez
Gutknecht
Hall (OH)
Hall (TX)
Hamilton
Hastert
Hastings (FL)
Hefner
Hilliard
Hinojosa
Hobson
Hoekstra
Holden
Hooley
Horn
Houghton

Hyde
Inglis
Jefferson
Jenkins
John
Johnson (CT)
Johnson (WI)
Johnson, E. B.
Kanjorski
Kasich
Kelly
Kennedy (MA)
Kennedy (RI)
Kennelly
Kilpatrick
Kind (WI)
Knollenberg
Kolbe
LaFalce
Lampson
Lantos
Latham
Levin
Lewis (GA)
Linder
Lofgren
Lowey
Luther
Maloney (NY)
Manton
Markey
Matsui
McCarthy (MO)
McCollum
McDermott
McGovern
McHale
Meehan
Meek
Minge
Moakley
Mollohan
Moran (VA)
Morella

Nadler
Neal
Nethercutt
Northup
Nussle
Owens
Oxley
Packard
Pastor
Paxon
Pease
Pelosi
Peterson (MN)
Peterson (PA)
Pickett
Pitts
Pomeroy
Porter
Portman
Price (NC)
Pryce (OH)
Quinn
Rahall
Ramstad
Rangel
Reyes
Rodriguez
Roemer
Rogan
Rogers
Rothman
Roukema
Roybal-Allard
Rush
Sabo
Sanchez
Sandlin
Sawyer
Schumer
Scott
Serrano
Shaw
Shays
Shimkus

Shuster
Sisisky
Skaggs
Skeen
Skelton
Slaughter
Smith (OR)
Smith (TX)
Smith, Adam
Spratt
Stabenow
Stark
Stenholm
Stokes
Stupak
Tanner
Tauscher
Tauzin
Taylor (MS)
Thompson
Thurman
Tierney
Torres
Turner
Upton
Velazquez
Vento
Visclosky
Watkins
Watt (NC)
Waxman
Weldon (FL)
Weldon (PA)
Weller
Wexler
White
Wicker
Wise
Wolf
Woolsey
Wynn
Yates
Young (FL)

NOT VOTING—28

Andrews
Baker
Barrett (NE)
Barton
Blumenauer
Borski
Bunning
Callahan
Clay
Costello

Crane
DeGette
Dicks
Dreier
Dunn
Etheridge
Flake
Foglietta
Harman
Hinchey

Johnson, Sam
Klug
McCrery
Millender-

McDonald
Schaefer, Dan
Schiff
Sensenbrenner
Towns

So the amendment in the nature of a
substitute was not agreed to.

The SPEAKER pro tempore, Mr.
UPTON, assumed the Chair.

When Mr. LAHOOD, Chairman, re-
ported that the Committee, having had
under consideration said bill, had come
to no resolution thereon.

T34.17 COMMITTEE RESIGNATION—
MINORITY

The SPEAKER pro tempore, Mr.
UPTON, laid before the House the fol-
lowing communication, which were
read as follows:

CONGRESS OF THE UNITED STATES,
HOUSE OF REPRESENTATIVES,

April 17, 1997.
Hon. NEWT GINGRICH,
Speaker, U.S. House of Representatives, The

Capitol, Washington, DC.
DEAR MR. SPEAKER: I hereby resign from

the Committee on Government Reform and
Oversight effective April 17, 1997.

Thank you very much for your consider-
ation.

Sincerely,
TIM HOLDEN,

Member of Congress.

By unanimous consent, the resigna-
tion was accepted.

T34.18 COMMITTEE RESIGNATION—
MINORITY

The SPEAKER pro tempore, Mr.
UPTON, laid before the House the fol-
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