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AMENDMENTS 

2002—Pub. L. 107–273 made technical correction to di-

rectory language of Pub. L. 106–113, which enacted this 

section. 

§ 314. Conduct of inter partes reexamination pro-
ceedings 

(a) IN GENERAL.—Except as otherwise provided 
in this section, reexamination shall be con-
ducted according to the procedures established 
for initial examination under the provisions of 
sections 132 and 133. In any inter partes reexam-
ination proceeding under this chapter, the pat-
ent owner shall be permitted to propose any 
amendment to the patent and a new claim or 
claims, except that no proposed amended or new 
claim enlarging the scope of the claims of the 
patent shall be permitted. 

(b) RESPONSE.—(1) With the exception of the 
inter partes reexamination request, any docu-
ment filed by either the patent owner or the 
third-party requester shall be served on the 
other party. In addition, the Office shall send to 
the third-party requester a copy of any commu-
nication sent by the Office to the patent owner 
concerning the patent subject to the inter 
partes reexamination proceeding. 

(2) Each time that the patent owner files a re-
sponse to an action on the merits from the Pat-
ent and Trademark Office, the third-party re-
quester shall have one opportunity to file writ-
ten comments addressing issues raised by the 
action of the Office or the patent owner’s re-
sponse thereto, if those written comments are 
received by the Office within 30 days after the 
date of service of the patent owner’s response. 

(c) SPECIAL DISPATCH.—Unless otherwise pro-
vided by the Director for good cause, all inter 
partes reexamination proceedings under this 
section, including any appeal to the Board of 
Patent Appeals and Interferences, shall be con-
ducted with special dispatch within the Office. 

(Added Pub. L. 106–113, div. B, § 1000(a)(9) [title 
IV, § 4604(a)], Nov. 29, 1999, 113 Stat. 1536, 
1501A–568; amended Pub. L. 107–273, div. C, title 
III, § 13202(a)(3), (c)(1), Nov. 2, 2002, 116 Stat. 1901, 
1902.) 

AMENDMENTS 

2002—Pub. L. 107–273, § 13202(c)(1), made technical cor-

rection to directory language of Pub. L. 106–113, which 

enacted this section. 
Subsec. (b). Pub. L. 107–273, § 13202(a)(3), redesignated 

par. (2) as (1), substituted ‘‘the Office shall send to the 

third-party requester a copy’’ for ‘‘the third-party re-

quester shall receive a copy’’, redesignated par. (3) as 

(2), and struck out former par. (1) which read as fol-

lows: ‘‘This subsection shall apply to any inter partes 

reexamination proceeding in which the order for inter 

partes reexamination is based upon a request by a 

third-party requester.’’ 

§ 315. Appeal 

(a) PATENT OWNER.—The patent owner in-
volved in an inter partes reexamination proceed-
ing under this chapter— 

(1) may appeal under the provisions of sec-
tion 134 and may appeal under the provisions 
of sections 141 through 144, with respect to any 
decision adverse to the patentability of any 
original or proposed amended or new claim of 
the patent; and 

(2) may be a party to any appeal taken by a 
third-party requester under subsection (b). 

(b) THIRD-PARTY REQUESTER.—A third-party 
requester— 

(1) may appeal under the provisions of sec-
tion 134, and may appeal under the provisions 
of sections 141 through 144, with respect to any 
final decision favorable to the patentability of 
any original or proposed amended or new 
claim of the patent; and 

(2) may, subject to subsection (c), be a party 
to any appeal taken by the patent owner under 
the provisions of section 134 or sections 141 
through 144. 

(c) CIVIL ACTION.—A third-party requester 
whose request for an inter partes reexamination 
results in an order under section 313 is estopped 
from asserting at a later time, in any civil ac-
tion arising in whole or in part under section 
1338 of title 28, the invalidity of any claim fi-
nally determined to be valid and patentable on 
any ground which the third-party requester 
raised or could have raised during the inter 
partes reexamination proceedings. This sub-
section does not prevent the assertion of inva-
lidity based on newly discovered prior art un-
available to the third-party requester and the 
Patent and Trademark Office at the time of the 
inter partes reexamination proceedings. 

(Added Pub. L. 106–113, div. B, § 1000(a)(9) [title 
IV, § 4604(a)], Nov. 29, 1999, 113 Stat. 1536, 
1501A–569; amended Pub. L. 107–273, div. C, title 
III, §§ 13106(a), 13202(a)(4), (c)(1), Nov. 2, 2002, 116 
Stat. 1900–1902.) 

AMENDMENTS 

2002—Pub. L. 107–273, § 13202(c)(1), made technical cor-

rection to directory language of Pub. L. 106–113, which 

enacted this section. 

Subsec. (b). Pub. L. 107–273, § 13106(a), reenacted head-

ing without change and amended text generally. Prior 

to amendment, text read as follows: ‘‘A third-party re-

quester may— 

‘‘(1) appeal under the provisions of section 134 with 

respect to any final decision favorable to the patent-

ability of any original or proposed amended or new 

claim of the patent; or 

‘‘(2) be a party to any appeal taken by the patent 

owner under the provisions of section 134, subject to 

subsection (c).’’ 

Subsec. (c). Pub. L. 107–273, § 13202(a)(4), struck out 

‘‘United States Code,’’ after ‘‘title 28,’’. 

EFFECTIVE DATE OF 2002 AMENDMENT 

Amendment by section 13106(a) of Pub. L. 107–273 ap-

plicable with respect to any reexamination proceeding 

commenced on or after Nov. 2, 2002, see section 13106(d) 

of Pub. L. 107–273, set out as a note under section 134 of 

this title. 

ESTOPPEL EFFECT OF REEXAMINATION 

Pub. L. 106–113, div. B, § 1000(a)(9) [title IV, subtitle F, 

§ 4607], Nov. 29, 1999, 113 Stat. 1536, 1501A–571, provided 

that: ‘‘Any party who requests an inter partes reexam-

ination under section 311 of title 35, United States 

Code, is estopped from challenging at a later time, in 

any civil action, any fact determined during the proc-

ess of such reexamination, except with respect to a fact 

determination later proved to be erroneous based on in-

formation unavailable at the time of the inter partes 

reexamination decision. If this section is held to be un-

enforceable, the enforceability of the remainder of this 

subtitle [see Short Title of 1999 Amendment note set 
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