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AN ACT

To amend title 35, United States Code, to provide enhanced
protection for inventors and innovators, protect patent
terms, reduce patent litigation, and for other purposes.

Be it enacted by the Senate and House of Representa-
tives of the United States of America in Congress assembled,
SECTION 1. SHORT TITLE:
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Nees 61 Conforming amendments:
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Nees 6200 Suspension o exelsion from practice:
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ble:

TITLE I—INVENTORS’ RIGHTS
Aet ™
Part I of title 35; tnited States Code; 13 amended
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_H_£ it
serviees’ means a econtract by which an imvention
for o erstomrer:
enters Hito o finanetd relationship or o contraet with
tees;
t7 who offers to perform or performs for; or on be-
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1 S any departient or ageney of the Fed-
2 erad Government or of a State or loead eovern-
3 ettt

4 By any nenprofit; charitable; setentifie;
6 pheable State law or desertbed wnder seetion
7 FHOBHBEY of the hnternad Revenne Code of
8 +986;

9 {6} any person duly registered with; and
11 ent and Trademark Office acting within the
15 sttbparagraph (B) or () of paragraph (4 or
16 DY sy perset oF etk dnobeed ithe
17 evaluation to determine eommeretal potentiad of;
18 ot offertie to heetse of seth o s patent or
19 w prestorste fled tonprovistord it potent
20 appheation; and

21 4 the term ‘thventton prototon serviees
22 et swtth pespeet o o Hventioh by o etstotrers
23 any aet mvelved m—

24 ) evaduatine the tvention to determine
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6
property; other than evaluation by & person
ten conteact shall be oiven to the enstomer at the e
2 I a contract 13 entered into for the benefit of
be constdered a enstomer for prrposes of His ehapter
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3 ) state 1 a wrttten doentnent; at the time
4 n eHstotter ehters tito o cottraet for Hvention pro-
7 A seek more than 1 eontract 1 eonhee-
8 tior with ah thvention: or

10 with ot Hrvention te boor more phases: with the
11 performanee of each phase eovered m 1 or more
12 stbsegttent contraets; and

13 “EM smpply e the enstomer o copy ol the widi-
14 ten doetment together with a written stmmarsy of
16 moter; ehdie—

17 “A) the usuaal business terms of eontracts;
18 ated

19 B the approstiiate amotnt of the sl
20 fees or other consideration that may be required
21 from the enstomer for each of the services pro-
22 vided by the mvention promoter:

25 et o etstotrer shad beee Hie toht to termrite o cot
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8

traet for mvention promotion serviees by sendine & written
Hon promoter or to o third party for the benefit of the
motion serviees shall have a consptenons and leetble eover

Yo HAVE ™S RIGHT 370 FERMINATYE THES
YOoU MUST sEND A WRITMEN EETER 70 THE
COMPANY STATING YOUR INTENT 10O CANCEL
THES CONTRACT:
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9
BVER IS EATER.
FOR COMMERCIAL POTENTIAL EN THE PAST
R YOU ASSION BVEN A PARTIAL INFEREST
THE RIGHT 10 SELL OR DISPOSE OF THE IN-
NOT HAVE 10 SHARE THE PROFITS WITH YOU-
CEIVED, BY VIRTUE OF THIS ENVENTION PRO-
MOTER'S PERFORMANCE. AN AMOUNT OF
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MOTER 1S 30000006 AS A RESUET OF PHE Bl
BEEN ARRHEIATED BN PHE FAST FEN (0} YIARS
OR ALL PREVIOUS IENVENJION PROMOTION

YOU ARE ENCOURAGED 10 CONSULT WIPH
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CEEDING WHTHOUT THE ADVICE OF AN ATTOR-
MY REGERTERED 10 RPRACHCE BEFORE HHHs
s YoU oD EosE ANY RIGHTS YOO
eontain no other matter:
“$ 54. Reports to eustomer required
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1 otee every 5 motths thiotehont the termr of the eonteret

2 & written report that identifies the contract and mehrdes—
3 “HH a full; elear; and eoneise deseription of the
7 atrel

10 jeet tatter of the contract has been discloseds the
11 reason for each sueh diselostre; the nature of the
12 chselostre; and complete and acenrate stmmaries of
13 al rexponses recetved as o resudt of those dhiseln-
14 sures:

15 «§55. Mandatery eontraet terms

18 not fess than $2-potnt stre—

19 “EH the ternts amd condittors of pavient aned
21 a2

22 2 a statemrent that the enstomer may avord
24 pretient o the Hvetton protroters
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“3) & full; elear; and eoncise deseription of the
4 a statement as to whether the imvention
prototer ndertakes To constenet. sell o distribnte
prifeipat place of busthess of any parent; subsichiary;
steh Hvention promotery; a statement of that est-
mation or projection and a deseription of the data
ment that the invention promoter is required to

HR 1907 RS
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14
sueh enstomer for a pertod of not less than 2 years
) a statement settine forth a tine sehedude
ventton promoter shall be deemed a fiduerars
“§ 56 Remedies
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perform or performs sueh aet throueh a person duly ree-
Fared by a volation of this chapter by an mventton pro-

moter of by any matertal false or frandulent statement

invention promioter for any agents employee; directors offi-
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ecover t a et aetton aeatnst the tvention promoter {or
the ereater of—
) $57600; or
statements or representations or omissions of muatertad
“$ 57 Reeords of complaints
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meter
resentation; or omisston of muatertad faet to a enstomer or
“§ 59: Rule of eonstruetion
or State law=
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TITEE H—FIRST INVENTOR
DEFENSE
et

SEG: 202. DPEFENSE TO PATENT INFRINGEMENT BASED ON
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EAREIER INVENTOR:

seetoh:

ventor
meretal wse” mean use of a method i the Hnited
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ok

2 i1 the ease of aetivibes performed by =
stteh as o vhRiverstts researeh eenter; or hosptal o
A may be asserted as a defense under

“Bt iy wot be asserted as o defense

3 the term ‘methodd means a method of
) the ‘effective filine date’ of a patent s the
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“H By opNERAE—T shall be a defense to an
otherwwise tfriee one or more clatms for a method
i the patent beine asserted agamst & persen; o
other disposttion; of a usefal end result produced by
a patented methods by a person entitled to assert a

tton for which the defense i3 asserted i3 for a
method:
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L Not A afNERAL HerNstE—The de-

fense asserted by a person under this seetion 18
not a general heense under all elaims of the
speet to which the person ean assert a defense
evidenee:
of stieh abandonment 1 estabhshine a defense wnder
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this seetion; when aequired as part of a good faith

who stubsequently fatls to demonstrate a reasonable
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23
deemed to be invalid under seetion 102 or 103 of

“273 Defense to mfringement based on earher mventor:
fringement; meliding & eonsent judgment; has been made
TITLEE HH—PATENT TERM
GEARANTEE
antee Aet™
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) CGEARANTEE OF PROMPT PATENT

to—
Hoh of any et for a patent or any objee-
Hoht of aretnent uwnder seetton 132, or
etve or matl a written notiee of allowanee
1525 of to an appead taken under seetion
tekens
months after the date of a deeiston by the
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whder seetton 134 or 135 o a deetston by
& Federal conrt under seetion 445 1455 or
“¥) isste a patent within 4 months
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) any Hine eonsted by o pro-
Federal eonrt; or
(i any delay i the processmg of

HR 1907 RS

“f) & proceeding under seetion
attt to seetion 181 or
Patent Appeals and Interferences or by a
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 paregraph (h overlap; the pertod of any ad-
term of which has been diselatmed beyvond &

Y4} The period of adjastment of the
be reduced by a pertod equal to the pertod

HR 1907 RS



© 00 N O O B~ W N PP

N N DN DN DD DN P PP PPk PR PP
o A W N P O ©W 00 N O 0o b W N B+ O

HR 1907 RS

28
S With respeet to adjstinents o
& notiee from the Offtee making any rejee-

. blishine 1 ]\ for the TIE
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29
riod of any patent term adjustment ander
this stbseetion; and shall transmit a notiee

a showihe that; 1 sptte of all due eare; the ap-
“D) The Direetor shall proeeed to erant
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30

termination of a patent term adjustment under

nldabnl ] APY(C
BM-RBHAJM@%—‘ T -

Ay An applieant dissatisfted with a de-
Any final judement resulting i a chanee to the
steh ehanees

“By Fhe determination of a patent term
subjeet to appeal or challenge by a third party
prior to the grant of the patent=

13 amended i1 the fourth paragraph by steikine <156

HR 1907 RS



© 00 N O O B~ W N P

N N DN DN DD DN P PP PPk PR PP
aa A W N P O ©W 00 N O 0o b W N B+ O

31
tie™
SEC. 303. CONTINUED EXAMINATION OF PATENT APPLICA-
TIONS:
atended—

and meertne /‘iéa—}%eﬂevef—“”a-ﬁe}
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the enactment of this Aet and; exeept for a desten patent

TITEE IV—UNITED STATES PUB-
EHCATION OF PATENT APPLI-
CATIONS PUBLISHED
ABROAD
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4 the Director

5

JAINK J (S ) .

“HH B evERAE—) Subjeet to paragraph
of & pertod of 18 months after the earhest filine date
for which a benefit i3 soneht under this title: At the
any other provision of law; & determination by the
eernine & published patent appheation shall be final

HR 1907 RS
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34
= NP N s— Y i appheation that s
“B) An applieation that is subjeet to a seereey
i An appheant who has made a request
eten eountry or uhnder a multtateral international

HR 1907 RS
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35
ore or more foreten countries; direetly or threueh &
may submit a redacted eopy of the appheation filed
responding appheations filed i a foreten eountesy=

HR 1907 RS
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154ty shall net apply to & elaim H the deseription
does not enable a person skiHed 1 the art to make
Hon to the erant of & patent on ah appheation may be
the United States shall conduet a stady of apph-
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SEG: 403: TIME FOR CEAIMING BENEFIT OF EARLEIER FIL-

ING DATE.
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38
pheant to file a timely elaim for prierity as a watrver of
mehrding the payment of a sureharee; to aceept an anin-
apon which it 1s based; a translation i not m the Enehsh
te pertod as a watver of any beneftt under this seetion:

HR 1907 RS
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amended—

{2} by adding at the end the following new stb-

provided by this section; & patent shall nelude the
rieht to obtain & reasonable royvalty from any person

hshed patent appheation 18 a proeess; uses; of-

HR 1907 RS
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40
the United States that is published 1 & lan-
) PRME ERHTATION ON OBFARNIENG A REA-
to obtain a reasonable rovalty shall be avatlable only
H-

HR 1907 RS
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4 paragraph 1) to obtain a reasonable rovalty
8 ecommenee on the date on which the Patent and
10 eatton tider the treaty of the mterpational ap-
13 ather than Fnohshs on the date on whieh the
14 Patent and Trademark Office reeetves a trans-
15 Fattonr of the international application i the
16 English lanegtage:

17 “B) Cormrs—The Director may require
18 the apphieant to provide o vopy of the fnter-
19 trtotd apphedtion ahd o terstrtton thereot—
20 SEC. 405. PRIOR ART EFFECT OF PUBLISHED APPLICA-
21 TIONS.

22 Secttort H02e4 of Htbe 357 batted States Codes s

23 amended to read as folows:
24 “fe) the mvention was desertbed i—
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6 have the effeet ander His subseetton of o natonad
10 treaty i the Bnehsh lanetage; or

11 “B} a patent eranted on an appheation for
14 & patent shall net be deemed filed i the United
15 States for the prrposes of Hhis subseetion based on
18 SEC. 406. COST RECOVERY FOR PUBLICATION.

19 The Director of the Hrited States Patent and Trade-
22 ine a separate pubheation fee after nottee of allowanee 18

24 Code:

HR 1907 RS
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tHons for patents” after “Patents™
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N
o1

e

4} The item relatine to seetion 122 in the table

bliention of oentionsy after Samplien

)y

i;_ N ‘A' l . |1 2 I:1 114 1 '77'
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44
the appheation or” after “withheld™
by inserting “the publieation of an appheation
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46
TITEE V—OPTIONAL INTER
PARTES REEXAMINATION

PROCEDURE

Chapter 30 of title 35; United States Codes is amend-
Seetion 100 of title 35 United States Codes is
amended by addine at the end the followihe new sub-

“fe) The term third-party requester’ means a person

SEG: 504: OPTIONAL INTER PARTES REEXAMINATION PRO-

CEDURES:

HR 1907 RS
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1 SCHAPTER 31—OPTHHONAL INFER PARTES

2 REEXAMINATION PROCEDURES

e

—3'1'6—“‘ -Al')i')eﬂ'l‘

& patent on the basis of any prior art etted under the pro-
10 read party th tterest; and be aecompanted by pay-
11 ment of an Hter partes reexamination fee estab-

© 00 N O 0o b~ W

12 Lished by the Direetor under seetion 41 and

13 =2 et forth the perthetes ahd tther of ap-
15 amination 1s requesteds

16 et Coby—Tess Hhe reqtestine person s the
17 ewner of the patent; the Director prompHsy shal send a
18 eopy of the request to the owner of record of the patents

HR 1907 RS
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48

“3312; Determination of issue by Director

after the filine of a request for inter partes reexamination
the Director may determine whether a substantial new
Hons:

file of the patent; and a eopy shall be promptly erven or
the Direetor finds that a substantial new euestion of pat-
entabthity affeeting a elaim of & patent is raised; the deter-

HR 1907 RS



© 00O N O 0o B~ W N P

N N DN DN DD P PP PPk PR PP
aa A W N P O ©W 00 N O 0o b W N B+ O

49
eeedings

to propose any amendment to the patent and a new elaim
order for titer partes reexatttiation s based tpon o re-

HR 1907 RS
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50
reeetve o copy of any commttention sent by the Offtee
=654 Foreh tie Hhat the patent oserer fles o respotse
“$ 315- Appeal
ehapter—
adverse o the patentability of sy oviginal or pro-

HR 1907 RS
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2 may be a party to any appeal taken by a
“Ub) Trrb-Paney REQUESTER—A third-party re-
efrester ray—
patentability of any original or propesed amended or
new elatm of the patent; or

© 00O N O O B~ W N P

e~ i < e
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=
(ep}

22 able to the third-party requester and the Patent and
23 Trademark Office at the time of the inter partes reexam-
24ttt proceedittos:

N N B R R
B, O © 0

HR 1907 RS



© 00 N O O b~ wWw N B

N N N N N N DN P B P B PP PP P
o 0 & W N P O © 00 N O O A W N P O

52
and elaim eanecellation
eorporated Hto a patent followihe an mter partes reex
sathe; prior to isstanee of a certifiente under the provi-

HR 1907 RS
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53
party reegrester; Hf any; nor privies of etther; may file &
been entered aeathst a party i a eivd aetion aristhe
whole or i part ander seetion 1338 of title 28 that the
of any patent elath sttt or H a finad deciston 1 an
inter partes reexamination proceeding institated by a
third-party requester is favorable to the patentability of

HR 1907 RS
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54
proveedings.

“Otee ant order for tter prrtes feesttttton of o
owHer may obtait & stay of any pending htigation which
petichtte detertrites that o stay wordd fot serve the e

Hhh Conioriineg A — e table of ehap-

tion 4HaHT) of title 35; Hnited States Code; 1s amended
anintentionally abandoned appheation for a patent;

HR 1907 RS
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“§134- Appeal te the Boeard of Patent Appeals and
Interferenees

“fay PareNt APPHeaNT—An applieant for a pat-

ent; any of whose elaims has been tiviee rejected; may ap-

original or proposed amended or new elaim of a patent;

HR 1907 RS
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Not later than 5 vears after the effeetive date of this
title; the Director of the United States Patent and Trade-
mark Office shall sabmit to the Coneress & report eveh

HR 1907 RS
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D7
13 estopped from challeneine at a later Hime; 1 any el
TITLE VI—PATENT AND
TRADEMARK OFFICE
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Subtitle A—United States Patent
and Trademark Office

SEC. 611. ESTABLISHMENT OF PATENT AND TRADEMARK
OFFICE:

“$ 1. Establishment

HR 1907 RS
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29
tions; to be & restdent of the distriet i whieh #s prinetpal
“32: Powers and duties
marks: and
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60
1 shall adopt and use a seal of the Offiee;
ters patent: certifieates of trademark registrations:
ertteth
atred rettteved electrontenys sahieet to the provi-
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prosecttion of thetr appheations or other bust
“Y provide for the development of a per-
’
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the proeess of composttion; platemaking; pressworks
et Govermtterts o o retmbtesable basts and eo-
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or loeal government ageney or instrumentality or
o to perfort fitetions ot s bebads
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)ty condhret programns; studies; or ex-

and
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“§ 3. Officers and employees
Setater The Director shal be a person who has =
A By abavkhab—Fhe Pheector st be
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dities dow fades ipartiah and equitable pian-
hers
established i1 seetion 5 on a regular basis on
& regrlar basts on matters relating to the trade-
before submittine budeetary proposals to the

wser fees or patent or trademark regulations

be-
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reetor: The Deputy Direetor shall be a ettizen of the
Frited States who has o professtonad backeround

(¢

Seeretary of Comrmeree shall appotnt a Coms-
stoner for Trademarks shall be a ettizen of the
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eree i trademark law and serve for a term of
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pensation i o ealendar year to equal or exeeed
Code:
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subparagraph (B); without regard to the provi-
shall sabmit to the Coneress & propesal to provide
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16 dute of the Patent and Tradenmrk Offtee Effietenes
17 Aet; all offtcers and employees of the Patent and
18 Frademark Offtce on the day before sueh effeetive
19 thite <t heeome officers and emplovees of the 4
20 free; withott a break h servtee:

24 or emplovee of the Department of Commeree {other
25 than an officer or emplovee under paraeraph
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for which & major funetion i3 the performanee
Contteree:
“B) such individual serves 1 a pesthen
eraph {1 and shall be made without a break m
serviees
the date on which a Director gualifies under sub-

HR 1907 RS



74

8 for Patents until the date on which a Commisstoner
11 Commisstoner for Trademarks on the day before the
12 effective date of the Patent and Frademark Offiee
14 Trademarks unti the date on which a Commissioner
16 SEC. 614. PUBLIC ADVISORY COMMITTEES.

17 Chapter 1 of part T of title 35; United States Ceode;
18 is amended by thsertine after seetion 4 the folowine:

19 “§5. Patent and Trademark Office Publie Advisory

20 Committees

22 HPrErs—

23 =th Abbobersdacr—"he Fted Stabes Pt
24 et aid Fradetk Offtee shadt Bave o Patent Pab-
25 he Arebetsory Cotrtittee and o Frademmk Pabhe Ad-
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visory Committee shall be appointed for a term of 3
three shall be appointed for a term of + vear; and
three shall be appointed for a term of 2 years: In
2 o R—The Seeretary shall destenate =

shal be e¢hosen so as to represent the mterests of di-
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21 srittee st tebide o representative of eaeh kbor orenti-
22 gzation recochized by the Hatted States Patent and Frade-
25 pottteds
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11 the Direetor on these matters;
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12 2 wvithin 60 days after the end of each fisead
13 Fert—

14 “A) prepare an annnal report on the mat-
15 ters referred to t paraeraph

16 SYBY teansmit the report to the Seeretarsy
17 of Commeree; the President; and the Commit-
18 tees on the Judietary of the Senate and the
19 Hewse of Representatives: and

20 “HC) publish the report in the Offietal Ga-
21 zette of the Hnited States Patent and Freade-
22 wark Offtees

23 “He) Con member of each Advi-

25 e teavel thned doeine which sneh o member s attending
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meetines or conferenees of that Advisory Comnittee or
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to reetstration; appheation to reetster as a tawtnl conenr-
rent wser; or appheation to eaneel the reetstration of a
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direet a Trademark Triad and Appeal Board to determine
SEC. 618. BOARD OF PATENT APPEALS AND INTER-
FERENCES.

amended—

tions & throueh 14 as seetions 7 threweh 135 respee-
“% 6. Board of Patent Appeals and Interferences
fiee & Board of Patent Appeals and Interferences: The P+
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Teehnieal Amendments

“I. United States Patent and Trademark Office ... P
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“PARTF I—UNFEED STATES PATENT AND
TRADEMARK OFFICE™
1. Establishment; Officers and Employees; Funetions ...... P
4 Fhe table of seetions for ehapter 1+ of title
SCHAPTER 1—ESTABLISHMENT, OFFICERS
9
AND EMPLOYEES, FUNCTIONS
e
¢ 6 Board of Patent Appeals and Interferenees:
£ 9. Certified eopies of reeords:
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Code; 3 atmended—
and
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and Trademark Office of the Department of Com-
2) Seetion 702(d) of the Federal Food; Drue;

striking “Conmmissioner of Patents” and insertine

“Director of the United States Patent and Trade-
3 Section 105(e) of the Federal Adeohel Ad-
G4y Seetion 1295(aH4) of tithe 28 United
ek and
“Commissioner of Patents and Trademarks”
and insertine “Director of the United States
5y Chapter 115 of tite 28, United States
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A i the item relating to seetion 1744 in

the table of sections by strikding “Patent Offiee?
Prademark Offices

ents”and dnserting U Divector ol the

8} Seetion 151 of the Atomie Bneroy Aet of
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atended—
rector s and
tor -
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1 (22} Seetion 1 of tithe 44 United States
3 Paterts

4 23) Seetion 14 of tite 44 United States
6 Paterts

7 24) Seetion 123 of title 44 United States
8 Code; is amended by striking “the Patent Office;
10 States Code: and the items relating to those seetions
11 in the table of contents for chapter 13 of such tithe;
12 ate tepenteds

13 263 Seetton HHH of the Feadine with the
14 eremy et (50 TLSC- App- 106} is amended by
15 stitkete “Cotsstoret of  Patents™  and tsertie
16 “Pirector of the bFratted Stttes Patent and Frade-
17 mark Offtee’™>

18 Subtitle C—Miseellaneous

19 Previsions

20 SEC. 641. REFERENCES.

22 erad bwe Fexeentive orders ender veondation: or deleontion
23 of aunthority; or any document of or pertainine to & depart-
25 #itle—
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1 1 te the head of such department or offiee 18
2 deemed to refer to the head of the department or of-
4 2} to sueh department or office 13 deemed to
5 refer to the department or office to which such fane-
6 ton 13 transferred:
8 other Federal law; Iixeeutive order; rule; regnlation; or
10 to the Patent and Trademark Offtee—
11 1 to the Commissioner of Patents and Trade-
12 marks 18 deemed to refer to the Under Seeretary of
13 Commeree for Intellectual Property and Director of
14 the United States Patent and Trademark Offiee;
16 s deemed to refer to the Commissioner for Patents;
17 or
18 3} to the Assistant Commissiener for Trade-
19 marks 18 deemed to refer to the Commissioner for
20 Trademarks:
21 SEC. 642. EXERCISE OF AUTHORITIES.
22 Exeept as otherwise provided by laws & Federal offi-
23 eial to whom a funetion is transferred by this title may;
24 for purpeses of performine the fanetion; exereise all an-
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or other proceeding commenced by or against the Depart-
ment of Commeree or the Seeretary of Coteree; or by
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fieer i the offtetal eapacity of sueh officer is party to &
st with respeet to a funetton of the offteer; and wnder
econneetion with a fanetion transferred to an offteial or
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ferred:
offieial to whom a fanetion s transferred under this fite
SEC. 646. AUTHORITY OF DIRECTOR OF THE OFFICE OF
MANAGEMENT AND BUDGET WITH RESPECT
TO FUNCTIONS TRANSFERRED-
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SEC. 647. CERTAIN VESTING OF FUNCTIONS CONSIDERED
TRANSFERS.
For purposes of this title; the vesting of a funetion
& departent or offtee purstant to reestabhshment of
Hot-
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of & provistenal appheation falls on a Saturday; Sunday;
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ment:
atended—
A by msertine “in & WO member eoun-
ated
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a member of the International Convention for the
SEG: 703: CERTAIN HIMITATIONS ON DAMAGES FOR PAT-
ENT INFRINGEMENT NOT APPLICABLE.
35; United States Code; 18 amended by strikine “printed

HR 1907 RS



© 00O N O 0o B~ W N PP

N NN NN R P R R R R RR R e
5E W N B O © 0 N O O A W N R O

103
() MAINTENANCE  OF  CORRECTIONS— Seetion
or eleetronte™
SEC. 705. STUDY AND REPORT ON BIOLOGICAL DEPOSITS
IN SUPPORT OF BIOTECHNOLOGY PATENTS:
{ar By GENERAE—No later than 6 months after the
conchiet a stady and sabmit & report to the Coneress on
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SEC. 707. PRIOR ART EXCLUSION FOR CERTAIN COMMONLY
ASSIGNED PATENTS:

seettor B o o and Hisertire Sote of tote of sth-
SECTION 1. SHORT TITLE.

This Act may be cited as the “American Inventors Pro-
tection Act of 19997
SEC. 2. TABLE OF CONTENTS.

The table of contents is as follows:

Sec. 1. Short title.
Sec. 2. Table of contents.

TITLE I—INVENTORS™ RIGHTS

Sec. 101. Short title.
Sec. 102. Integrity in invention promotion services.
Sec. 103. Effective date.

TITLE II—PATENT AND TRADEMARK FEE FAIRNESS

Sec. 201. Short title.

Sec. 202. Adjustment of patent fees.

Sec. 203. Adjustment of trademark fees.

Sec. 204. Study on alternative fee structures.
Sec. 205. Patent and Trademark Office funding.
Sec. 206. Effective date.

TITLE III—FIRST INVENTOR DEFENSE

Sec. 301. Short title.
Sec. 302. Defense to patent infringement based on earlier inventor.

HR 1907 RS
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303. Study and report on business methods patents.
304. Effective date and applicability.

TITLE IV—PATENT TERM GUARANTEE

401. Short title.

402. Patent term guarantee authority.

403. Continued examination of patent applications.
404. Technical clarification.

405. Effective date.

TITLE V—DOMESTIC PUBLICATION OF PATENT APPLICATIONS

PUBLISHED ABROAD

501. Short title.

502. Publication.

503. Time for claimang benefit of earlier filing date.
504. Provistonal rights.

505. Prior art effect of published applications.

506. Cost recovery for publication.

507. Conforming amendments.

508. Effective date.

TITLE VI—OPTIONAL INTER PARTES REEXAMINATION PROCEDURE

Sec.
Sec.
Sec.
Sec.
Sec.
Sec.
Sec.
Sec.

Sec.
Sec.
Sec.
Sec.
Sec.

Sec.
Sec.
Sec.
Sec.

601. Short title.

602. Ex parte reexamination of patents.

603. Definitions.

604. Optional inter partes reexamination procedures.
605. Conforming amendments.

606. Report to Congress.

607. Estoppel effect of reexamination.

608. Effective date.

TITLE VII—MISCELLANEOUS PATENT PROVISIONS

701. Provisional applications.

702. International applications.

703. Certain limitations on damages for patent infringement not applicable.

704. Electronic filing and publications.

705. Study and report on biological deposits in support of biotechnology pat-
ents.

706. Prior invention.

707. Prior art exclusion for certain commonly assigned patents.

708. Exchange of copies of patents with foreign countries.

709. National security.

TITLE I—INVENTORS’ RIGHTS

SEC. 101. SHORT TITLE.

This title may be cited as the “Inventors’ Rights Act

0of 1999,
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SEC. 102. INTEGRITY IN INVENTION PROMOTION SERVICES.

(a) Chapter 29 of title 35, United States Code, 1s
amended by adding at the end the following new section:
“§297. Improper and deceptive invention promotion

“(a) IN GENERAL.—An invention promoter shall have
a duty to disclose the following information to a customer
m writing, prior to entering into a contract for invention
promotion services:

“(1) the total number of inventions evaluated by
the wnvention promoter for commercial potential in
the past 5 years, as well as the number of those inven-
tions that received positiwe evaluations, and the num-
ber of those imventions that recewved negative evalua-
tions;

“(2) the total number of customers who have con-
tracted with the wnvention promoter in the past 5
years, not including customers who have purchased
trade show services, research, advertising, or other
nonmarketing services from the invention promoter,
or who have defaulted in thewr payment to the inven-
tion promoter;

“(3) the total number of customers known by the
mvention promoter to have received a net financial
profit as a direct result of the invention promotion

services provided by such invention promoter;
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“(4) the total number of customers known by the
mvention promoter to have received license agree-
ments for their inventions as a divect result of the in-
vention promotion services provided by such inven-
tion promoter; and

)

“(5) the names and addresses of all previous in-
vention promotion companies with which the inven-
tion promoter or its officers have collectively or indi-
vidually been affiliated in the previous 10 years.

“(b) CrviL. ACTION.—(1) Any customer who is found
by a court to have been injured by any material false or
Sfraudulent statement or representation, or any omission of
material fact, by an invention promoter (or any agent, em-
ployee, durector, officer, partner, or independent contractor
of such invention promoter), or by the failure of an inven-
twon promoter to disclose such information as required
under subsection (a), may recover in a civil action against
the invention promoter (or the officers, directors, or part-

) )
ners of such invention promoter), in addition to reasonable
costs and attorneys’ fees—

“(A) the amount of actual damages incurred by
the plaantiff; or

“(B) at the election of the plaintiff at any time

before final judgment s rendered, statutory damages
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m a sum of not more than $5,000, as the court con-

siders just.

“(2) Notwithstanding paragraph (1), mn a case where
the plaawntiff sustains the burden of proof, and the court
finds, that the invention promoter intentionally misrepre-
sented or omitted a material fact to such customer, or will-
Jully failed to disclose such information as requirved under
subsection (a), with the purpose of deceiving that customer,
the court may increase damages to not more than 3 times
the amount awarded, taking into account past complaints
made against the invention promoter that resulted in regu-
latory sanctions or other corrective actions based on those
records compiled by the Commissioner under subsection (d).

“(c) DEFINITIONS.—For purposes of this section—

“(1) a ‘contract for invention promotion services’
means a contract by which an invention promoter
undertakes imvention promotion services for a cus-
tomer;

“(2) a ‘customer’ is any person, firm, partner-
ship, corporation or other entity who enters into a
contract with an invention promoter for invention
promotion services;

“(3) the term ‘“invention promoter’ means any
person, firm, partnership, corporation, or other entity

who offers to perform or performs invention pro-
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1 motion services for, or on behalf of, a customer, but
2 does not include—

3 “(A) any department or agency of the Fed-
4 eral Government or of a State or local govern-
5 ment;

6 “(B) any nonprofit, charitable, scientific, or
7 educational organization, qualified under appli-
8 cable State law or described under section
9 170(b)(1)(A) of the Internal Revenue Code of
10 1986:
11 “(C) any person or entity involved in the
12 evaluation to determine commercial potential of,
13 or offering to license or sell, a utility patent or
14 a previously filed nonprovisional utility patent
15 application;

16 “(D) any party participating wm a trans-
17 action involving the sale of the stock or assets of
18 a business; or

19 “(KE) any party who directly engages in the
20 business of retaal sales of products or the dis-
21 tribution of products; and
22 “(4) the term ‘invention promotion services’
23 means any act, where the customer s an individual,
24 done for the purpose of procuring a firm, corporation,
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or other entity to develop and market products or

services that include the invention.

“(d) RECORDS OF COMPLAINTS.—

“(1) RELEASE OF COMPLAINTS.—The Commis-
stoner shall make all complaints recewved by the Pat-
ent and Trademark Office involving invention pro-
moters publicly available, together with any response
of the invention promoters.

“(2) REQUEST FOR COMPLAINTS.—The Commis-
swoner may request complaints relating to invention
promotion services from any Federal or State agency
and nclude such complaints in the records main-
tained under paragraph (1), together with any re-
sponse of the invention promoters.”.

(b) CONFORMING AMENDMENT.—The table of sections
at the beginning of chapter 29 of title 35, Unated States
Code, 1s amended by adding at the end the following new
item:

“§ 297, Improper and deceptive invention promotion.”.
SEC. 103. EFFECTIVE DATE.

This title and the amendments made by this title shall
take effect 60 days after the date of the enactment of this
Act.
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TITLE II—PATENT AND
TRADEMARK FEE FAIRNESS

SEC. 201. SHORT TITLE.

This title may be cited as the “Patent and Trademark
Fee Fairness Act of 19997,

SEC. 202. ADJUSTMENT OF PATENT FEES.

(a) ORIGINAL FILING FEE—Section 41(a)(1)(A) of
title 35, Unated States Code, relating to the fee for filing
an original patent application, 1s amended by striking
“$760” and inserting “$690”.

(b) REISSUE FEE.—Section 41(a)(4)(A) of title 35,
Unated States Code, relating to the fee for filing for a reissue
of a patent, is amended by striking “$760” and inserting
“$690”.

(¢) NATIONAL FEE FOR CERTAIN INTERNATIONAL AP-
PLICATIONS.—Section 41(a)(10) of title 35, United States
Jode, relating to the national fee for certain international
applications, s amended by striking “$760” and inserting
“$690”.

(d) MAINTENANCE FEES.—Section 41(b)(1) of title 35,
United States Code, relating to certain maintenance fees,
1s amended by striking “$940” and inserting “$8307.

SEC. 203. ADJUSTMENT OF TRADEMARK FEES.

Notwithstanding the second sentence of section 31(a)

of the Trademark Act of 1946 (15 U.S.C. 111(a)), the Com-
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massioner of Patents and Trademarks 1is authorized in fiscal
year 2000 to adjust trademark fees without regard to fluc-
tuations in the Consumer Price Index during the preceding
12 monthes.

SEC. 204. STUDY ON ALTERNATIVE FEE STRUCTURES.

The Commissioner of Patents and Trademarks shall
conduct a study of alternative fee structures that could be
adopted by the United States Patent and Trademark Office
to encourage maximum participation by the inventor com-
munity in the United States. The Commaissioner shall sub-
mit such study to the Committees on the Judiciary of the
House of Representatives and the Senate not later than 1
year after the date of enactment of this Act.

SEC. 205. PATENT AND TRADEMARK OFFICE FUNDING.

Section 42(c) of title 35, United States Code, s amend-
ed 1 the second sentence—

(1) by striking “Fees available” and inserting

“All fees available”; and

(2) by striking “may” and inserting “shall”.
SEC. 206. EFFECTIVE DATE.

(a) Except as provided wn subsection (b), the amend-

ments made by this title shall take effect on the date of the

enactment of this Act.
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(b) The amendments made by section 202 of this title
shall take effect 30 days after the date of the enactment of
this Act.
TITLE III—FIRST INVENTOR
DEFENSE

SEC. 301. SHORT TITLE.

This title may be cited as the “First Inventor Defense
Act of 1999
SEC. 302. DEFENSE TO PATENT INFRINGEMENT BASED ON

EARLIER INVENTOR.

(a) DEFENSE.—Chapter 28 of title 35, United States
Code, 1s amended by adding at the end the following new
section:

“§273. Defense to infringement based on earlier in-
ventor

“(a) DEFINITIONS.—For purposes of this section—

“(1) the terms ‘commercially used’ and ‘commer-
cial use’ mean use of a method in the United States,
so long as such use is in connection with an internal
commercial use or an actual arm’s-length sale or
other arm’s-length commercial transfer of a useful end
result, whether or not the subject matter at issue is
accessible to or otherwise known to the public, except
that the subject matter for which commercial mar-

keting or use 1s subject to a premarketing requlatory
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review period during which the safety or efficacy of
the subject matter is established, including any period
specified in section 156(qg), shall be deemed ‘commenr-
cially used’ and in ‘commercial use’ during such reg-
ulatory review period;

“(2) in the case of activities performed by a non-
profit research laboratory, or nonprofit entity such as
a unwversity, research center, or hospital, a use for
which the public is the intended beneficiary shall be
considered to be a use described in paragraph (1), ex-
cept that the use—

“(A) may be asserted as a defense under
this section only for continued use by and in the
laboratory or nonprofit entity; and

“(B) may not be asserted as a defense with
respect to any subsequent commercialization or
use outside such laboratory or nonprofit entity;
“(3) the term ‘method’ means a method of doing

or conducting business; and

“(4) the ‘effective filing date’ of a patent is the
earlier of the actual filing date of the application for
the patent or the filing date of any earlier United
States, foreign, or international application to which
the subject matter at issue is entitled under section

199, 120, or 365 of this title.
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“(b) DEFENSE TO INFRINGEMENT.—

“(1) IN GENERAL.—It shall be a defense to an
action for infringement under section 271 of thas title
with respect to any subject matter that would other-
wise infringe one or more claims for a method in the
patent being asserted against a person, if such person
had, acting n good faith, actually reduced the subject
matter to practice at least one year before the effective
filing date of such patent, and commercially used the
subject matter before the effective filing date of such
patent.

“(2) EXHAUSTION OF RIGHT.—The sale or other
disposition of a useful end product produced by a
patented method, by a person entitled to assert a de-
Jense under this section with respect to that useful end
result shall exhaust the patent owner’s rights under
the patent to the extent such rights would have been
exhausted had such sale or other disposition been
made by the patent owner.

“(3) LIMITATIONS AND QUALIFICATIONS OF DE-
FENSE.—The defense to infringement under this sec-
tion 1s subject to the following:

“(A) PATENT.—A person may not assert the
defense under this section unless the invention

Jor whach the defense is asserted s for a method.
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“(B) DERIVATION.—A person may not as-
sert the defense under this section if the subject
matter on which the defense is based was derived
from the patentee or persons in privity with the
patentee.

“(C) NOT A GENERAL LICENSE.—The de-
fense asserted by a person under this section is
not a general license under all clavms of the pat-
ent at issue, but extends only to the specific sub-
ject matter clavmed in the patent with respect to
which the person can assert a defense under this
chapter, except that the defense shall also extend
to variations in the quantity or volume of use of
the clavmed subject matter, and to vmprovements
m the claimed subject matter that do not in-
fringe additional  specifically  clavmed  subject
matter of the patent.

“(4) BURDEN OF PROOF.—A person asserting the
defense under this section shall have the burden of es-
tablishing the defense by clear and convincing evi-
dence.

“(5) ABANDONMENT OF USE.—A person who has
abandoned commercial use of subject matter may not
rely on activities performed before the date of such

abandonment in establishing a defense under this sec-
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tion with respect to actions taken after the date of
such abandonment.

“(6) PERSONAL DEFENSE.—The defense under
this section may be asserted only by the person who
performed the acts necessary to establish the defense
and, except for any transfer to the patent owner, the
right to assert the defense shall not be licensed or as-
signed or transferred to another person except as an
ancillary and subordinate part of a good faith assign-
ment or transfer for other reasons of the entire enter-
prise or line of business to which the defense relates.

“(7) LIMITATION ON SITES.—A defense under
thas section, when acquired as part of a good faith as-
signment or transfer of an entire enterprise or line of
business to which the defense relates, may only be as-
serted for uses at sites where the subject matter that
would otherwise infringe one or more of the clavms is
m use before the later of the effective filing date of the
patent or the date of the assignment or transfer of
such enterprise or line of business.

“(8) UNSUCCESSFUL ASSERTION OF DEFENSE.—
If the defense under this section s pleaded by a per-
son who s found to infiinge the patent and who sub-
sequently fails to demonstrate a reasonable basis for

asserting the defense, the court shall find the case ex-
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ceptional for the purpose of awarding attorney’s fees

under section 285 of thas title.

“(9) INVALIDITY.—A patent shall not be deemed
to be wmvalid under section 102 or 103 of this title
solely because a defense is raised or established under
this section.”.

(b) CONFORMING AMENDMENT.—The table of sections
at the beginning of chapter 28 of title 35, United States
Code, 1s amended by adding at the end the following new
item:

“273. Defense to infringement based on earlier inventor.”.
SEC. 303. STUDY AND REPORT ON BUSINESS METHODS PAT-
ENTS.

(a) IN GENERAL.—No later than 120 days after the
date of the enactment of this Act, the General Accounting
Office, in consultation with the Patent and Trademark Of-
fice, shall conduct a study and submait a report to the Judi-
ciary Commattees of the Senate and House of Representa-
tives on the effect on innovation, competition (foreign and
domestic), and American businesses (including electronic
commerce) of the quality of patents being issued on business
methods by the Patent and Trademark Office.

(b) CONTENTS.—The study conducted under this sec-
tron shall include—

(1) an examination of the number of applica-
tions recewved for patents on methods of doing busi-
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ness, including recent trends and forecasts, and the
number of patents granted based on such applica-
tions;

(2) an examination of the nature of the appli-
cants filing for and receiving such business methods
patents, including by industry sectors, the extent to

which such applicants have filed for patent protection

Jor such business methods in foreign countries, and

the nature of the technologies or business models rep-
resented 1n such patents and patent applications;

(3) an evaluation of the database of patents,
publications, and other information used by the Pat-
ent and Trademark Office to examine applications for
patents on methods of doing business;

(4) an analysis of the types of skills needed by

patent examaners to adequately examine applications

Jor patents on business methods, whether there are a

sufficient number of examiners handling these appli-
cations with the requisite skills, and what types of
traiming, 1f any, may be called for to augment these
skalls;

(5) an analysis of the economic and competitive
mmpact of patents issued on business methods on
American businesses, particularly on businesses in-

volved in electronic commerce, including the effect of
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such patents on companies’ abilities to raise invest-
ment capital, compete in their relevant markets, and
mnovate i emerging markets and technologies; and
(6) the extent, outcome, and effects on American
business, competition, and innovation of litigation
surrounding approved business methods patents.
SEC. 304. EFFECTIVE DATE AND APPLICABILITY.

This title and the amendments made by this title shall
take effect on the date of the enactment of this Act, but shall
not apply to any action for infringement that 1s pending
on such date of the enactment or with respect to any subject
matter for which an adjudication of infringement, includ-

mg a consent judgment, has been made before such date of

enactment.
TITLE IV—PATENT TERM
GUARANTEE
SEC. 401. SHORT TITLE.

This title may be cited as the “Patent Term Guarantee
Act of 1999
SEC. 402. PATENT TERM GUARANTEE AUTHORITY.

(a) ADJUSTMENT OF PATENT TERM.—Section 154(D)
of title 35, United States Code, 1s amended to read as fol-
lows:

“(b) ADJUSTMENT OF PATENT TERM.—

“(1) PATENT TERM GUARANTEES.—
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“(A) GUARANTEE OF PROMPT PATENT AND
TRADEMARK OFFICE RESPONSES.—Subject to the
Limatations under paragraph (2), if the issue of
an original patent is delayed due to the failure
of the Patent and Trademark Office to—

“(1) provide at least 1 of the notifica-
trons under section 132 of this title or a no-
tice of allowance under section 151 of this
title not later than 14 months after—

“(I) the date on which an appli-

cation was filed under section 111(a)

of thas title; or

“(II) the date on which an inter-
national application fulfilled the re-
quirements of section 371 of thas title;

“(11) respond to a reply under section
132, or to an appeal taken under section
134, within 4 months after the date on
which the reply was filed or the appeal was
taken;

“(ir) act on an application within 4
months after the date of a decision by the
Board of Patent Appeals and Interferences
under section 134 or 135 or a decision by

a Federal court under section 141, 145, or
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146 i a case i which allowable claims re-
main n the application; or

“(w) issue a patent within 4 months
after the date on which the issue fee was
paid under section 151 and all outstanding
requirements were satisfied,

the term of the patent shall be extended one day

Jor each day after the end of the period specified

wm clause (1), (1), (1r), or (w), as the case may
be, until the action described in such clause is
taken.

“(B) GUARANTEE OF NO MORE THAN 3-
YEAR APPLICATION PENDENCY.—Subject to the
Limatations under paragraph (2), if the issue of
an original patent is delayed due to the failure
of the Patent and Trademark Office to issue a
patent within 3 years after the actual filing date
of the application in the Unated States, not
mcluding—

“(r) any time conswmed by continued
examanation of the application requested by

the applicant under section 132(b);

“(i1) any time consumed by a pro-
ceeding under section 135(a), any time con-

sumed by the imposition of an order pursu-
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ant to section 181, or any time consumed
by appellate review by the Board of Patent
Appeals and Interferences or by a Federal
court; or

“(iir) any delay in the processing of
the application by the Patent and Trade-
mark Office requested by the applicant ex-
cept as permitted by paragraph (3)(C),

the term of the patent shall be extended 1 day for

each day after the end of that 3-year period until

the patent 1s issued.

“(C) GUARANTEE OR ADJUSTMENTS FOR

DELAYS DUE TO INTERFERENCES, SECRECY OR-

DERS, AND APPEALS.—Subject to the limitations

under paragraph (2), if the issue of an original

patent is delayed due to—

HR 1907 RS

“(1) a proceeding under section 135(a);

“(11) the imposition of an order pursu-
ant to section 181; or

“(111) appellate review by the Board of
Patent Appeals and Interferences or by a
Federal court in a case in which the patent
was issued pursuant to a decision in the re-
view reversing an adverse determination of

patentability,



© 00 N O O B~ W N PP

N N DN DN NDDN P PP PPk PP PR
o A W N P O ©W 00 N O 0o b W N B O

125
the term of the patent shall be extended one day

Jor each day of the pendency of the proceeding,

order, or review, as the case may be.
“(2) LIMITATIONS.—

“(A) IN GENERAL.—To the extent that peri-
ods of delay attributable to grounds specified in
paragraph (1) overlap, the period of any adjust-
ment granted under this subsection shall not ex-
ceed the actual number of days the issuance of
the patent was delayed.

“(B) DISCLAIMED TERM.—No patent the
term of which has been disclaimed beyond a
specified date may be adjusted under this section
beyond the expiration date specified in the dis-
clavmer.

“(C) REDUCTION OF PERIOD OF ADJUST-
MENT.—

“(1) The period of adjustment of the
term of a patent under paragraph (1) shall
be reduced by a period equal to the period
of time during which the applicant failed to
engage in  reasonable efforts to conclude
prosecution of the application.

“(i) With respect to adjustments to

patent term made under the authority of
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paragraph (1)(B), an applicant shall be
deemed to have failed to engage in reason-
able efforts to conclude processing or exam-
wmation of an application for the cumulative
total of any periods of time in excess of 3
months that are taken to respond to a notice
from the Office making any rejection, objec-
tion, argument, or other request, measuring
such 3-month period from the date the no-
tice was giwen or mailed to the applicant.

“(111) The Commasstoner shall prescribe
requlations establishing the circumstances
that constitute a failure of an applicant to
engage in  reasonable efforts to conclude
processing or examination of an applica-

tion.

“(3) PROCEDURES FOR PATENT TERM ADJUST-

MENT DETERMINATION.—

“(A) The Commissioner shall prescribe reg-

ulations establishing procedures for the applica-

tion for and determination of patent term ad-

Justments under this subsection.

“(B) Under the procedures established under

subparagraph (A), the Commassioner shall—
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“(1) make a determination of the pe-
riod of any patent term adjustment under
this subsection, and shall transmit a notice
of that determination with the written no-
tice of allowance of the application under
section 151; and

“(11) provide the applicant one oppor-
tunity to request reconsideration of any
patent term adjustment determination made
by the Commissioner.

“C) The Commaissioner shall reinstate all
or part of the cumulative period of time of an
adjustment under paragraph (2)(C) if the appli-
cant, prior to the issuance of the patent, makes
a showing that, in spite of all due care, the ap-
plicant was unable to respond within the 3-
month period, but in no case shall more than 3
additional months for each such response beyond
the original 3-month period be reinstated.

“(D) The Commassioner shall proceed to
grant the patent after completion of the Commis-
stoner’s determination of a patent term adjust-
ment under the procedures established under this
subsection, notwithstanding any appeal taken by

the applicant of such determination.
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“(4) APPEAL OF PATENT TERM ADJUSTMENT DE-
TERMINATION.—
“(A) An applicant dissatisfied with a deter-
mination made by the Commaissioner under
paragraph (3) shall have remedy by a civil ac-
tion against the Commissioner filed in the
Unated States District Court for the District of
Columbia within 180 days after the grant of the
patent. Chapter 7 of title 5 shall apply to such
action. Any final judgment resulting in a change
to the period of adjustment of the patent term
shall be served on the Commissioner, and the
Commassioner shall thereafter alter the term of
the patent to reflect such change.
“(B) The determination of a patent term
adjustment under this subsection shall not be
subject to appeal or challenge by a third party
prior to the grant of the patent.”.
(b) CONFORMING AMENDMENTS.—

(1) Section 282 of title 35, United States Code,
1s amended in the fourth paragraph by striking “156
of this title” and inserting “154(b) or 156 of this

title”.
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(2) Section 1295(a)(4)(C) of title 28, Unated

States Code, is amended by striking “145 or 1467

and inserting “145, 146, or 154(b)”".

SEC. 403. CONTINUED EXAMINATION OF PATENT APPLICA-
TIONS.

Section 132 of title 35, United States Code, is
amended—

(1) in the first sentence by striking “Whenever”
and inserting “(a) Whenever”; and
(2) by adding at the end the following:

“(b) The Commissioner shall prescribe requlations to
provide for the continued examination of applications for
patent at the request of the applicant. The Commaissioner
may establish appropriate fees for such continued examina-
tion and shall provide a 50 percent reduction in such fees
Jor small entities that qualify for reduced fees under section
41(h)(1) of this title.”.

SEC. 404. TECHNICAL CLARIFICATION.

Section 156(a) of title 35, United States Code, 1is
amended in the matter preceding paragraph (1) by insert-
mg “, which shall include any patent term adjustment
granted under section 154(b),” after “the original expira-

tion date of the patent”.
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SEC. 405. EFFECTIVE DATE.

(a) AMENDMENTS MADE BY SECTIONS 402 AND 404.—
The amendments made by sections 402 and 404 shall take
effect on the date that is 6 months after the date of the enact-

ment of this Act and, except for a design patent application

6 filed under chapter 16 of title 35, United States Code, shall
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apply to any application filed on or after the date that is
6 months after the date of the enactment of this Act.

(b) AMENDMENTS MADE BY SECTION 403.—The
amendments made by section 403—

(1) shall take effect on the date that is 6 months
after the date of the enactment of this Act, and shall
apply to all applications filed under section 111(a) of
title 35, United States Code, on or after June 8, 1995,
and all applications complying with section 371 of
title 35, United States Code, that resulted from inter-
national applications filed on or after June 8, 1995;
and

(2) do not apply to applications for design pat-
ents under chapter 16 of title 35, United States Code.

TITLE V—DOMESTIC PUBLICA-
TION OF PATENT APPLICA-
TIONS PUBLISHED ABROAD

SEC. 501. SHORT TITLE.
This title may be cited as the “Domestic Publication

of Foreign Filed Patent Applications Act of 1999
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SEC. 502. PUBLICATION.

(a) PUBLICATION.—Section 122 of title 35, Unaited
States Code, is amended to read as follows:
“§122. Confidential status of applications; publica-
tion of patent applications
“la) CONFIDENTIALITY.—Kzxcept as provided in sub-
section (b), applications for patents shall be kept in con-
fidence by the Patent and Trademark Office and no infor-
mation concerning the same given without authority of the
applicant or owner unless necessary to carry out the provi-
sions of an Act of Congress or in such special circumstances
as may be determined by the Commaissioner.
“(b) PUBLICATION.—
“(1) IN GENERAL.—(A) Subject to paragraph
(2), each application for a patent shall be published,
m accordance with procedures determined by the
Commassioner, promptly after the expiration of a pe-
riod of 18 months from the earliest filing date for
which a benefit is sought under this title. At the re-
quest of the applicant, an application may be pub-
lished earlier than the end of such 18-month period.
“(B) No information concerning published pat-
ent applications shall be made available to the public
except as the Commissioner determaines.
“(C) Notwithstanding any other provision of

law, a determination by the Commissioner to release
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or not to release information concerning a published
patent application shall be final and nonreviewable.

“(2) EXCEPTIONS.—(A) An application shall not
be published if that application 1s—

“(1) mo longer pending;

“(11) subject to a secrecy order pursuant to
section 181 of this title;

“(111) a provisional application filed under
section 111(b) of thas title; or

“tw) an application for a design patent
filed under chapter 16 of this title.

“(B)(1) Where an applicant makes a request
upon filing, cevtifying that the invention disclosed in
the application has not and will not be the subject of
an application filed in another country, or under a
multilateral international agreement, that requires
publication of applications 18 months after filing, the
application shall not be published as provided in
paragraph (1).

“(i1) An applicant may rescind a request made
under clause (v) at any time.

“(1i1) An applicant who has made a request
under clause (1) but who subsequently files, in a for-
eign country or under a multilateral international

agreement specified in clause (v), an application di-
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rected to the invention disclosed in the application
filed in the Patent and Trademark Office, shall notify
the Commissioner of such filing not later than 45
days after the date of the filing of such foreign or
mternational application. A failure of the applicant
to provide such mnotice within the prescribed period
shall result in the application being regarded as
abandoned, unless 1t 1s shown to the satisfaction of
the Commassioner that the delay in submitting the
notice was unintentional.

“tiv) Where an applicant rescinds a request
made under clause (1) or notifies the Commissioner
that an application was filed i a foreign country or
under a multilateral international agreement speci-
fied in clause (1), the application shall be published
e accordance with the provisions of paragraph (1) on
or as soon as 1s practical after the date that is speci-
fied i clause (1).

“(v) If an applicant has filed applications in
one or more foreign countries, directly or through a
multilateral international agreement, and such for-
ewgn filed applications corresponding to an applica-
tion filed in the Patent and Trademark Office or the
description of the invention in such foreign filed ap-

plications 1s less extensive than the application or de-
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seription of the vention in the application filed in
the Patent and Trademark Office, the applicant may
submit a redacted copy of the application filed in the
Patent and Trademark Office eliminating any part
or description of the invention in such application
that is not also contained in any of the corresponding
applications filed in a foreign country. The Commis-
stoner may only publish the redacted copy of the ap-
plication unless the redacted copy of the application
18 not recerved within 16 months after the earliest ef-
Jectwe filing date for which a benefit 1s sought under
this title. The provisions of section 154(d) shall not
apply to a clavm f the description of the invention
published in the redacted application filed under this
clause with respect to the clavm does not enable a per-
son skilled in the art to make and use the subject mat-
ter of the claim.
“(¢) PROTEST AND PRE-ISSUANCE OPPOSITION.—The
Jommassioner shall establish appropriate procedures to en-
sure that no protest or other form of pre-issuance opposition
to the grant of a patent on an application may be initiated
after publication of the application without the express
written consent of the applicant.
“(d) NATIONAL SECURITY.—No application for patent

shall be published under subsection (b)(1) where the publi-

HR 1907 RS



© 00 N O 0o B~ W N PP

N NN NN R P R R R R RR R e
5E W N B O © 0 N O O M W N R O

135

cation or disclosure of such invention would be detrimental

to the national security. The Commaissioner shall establish

appropriate procedures to ensure that such applications are

promptly identified and the secrecy of such inventions is

marntained 1 accordance with chapter 17 of this title.”.
(b) STUDY.—

(1) IN GENERAL—The General Accounting Of-
fice shall conduct a 3-year study of the applicants
who file only in the United States after the effective
date of this title and shall provide the results of such
study to the Judiciary Committees of the House of
Representatives and the Senate.

(2) CONTENTS.—The study conducted wunder
paragraph (1) shall—

(A) consider the number of such applicants

m relation to the number of applicants who file

m the United States and outside the United

States;

(B) examine how many domestic-only filers
request at the time of filing not to be published,;

(C) examine how many such filers rescind
that request or later choose to file abroad;

(D) examine the status of the entity seeking

an application and any correlation that may
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exist between such status and the publication of
patent applications; and
(E) examine the abandonment/issuance ra-
tws and length of application pendency before
patent assuance or abandonment for published
versus unpublished applications.
SEC. 503. TIME FOR CLAIMING BENEFIT OF EARLIER FILING
DATE.

(a) IN A FOREIGN COUNTRY.—Section 119(b) of title
35, United States Code, 1s amended to read as follows:

“(b)(1) No application for patent shall be entitled to
this mght of priority unless a clavm 1is filed in the Patent
and Trademark Office, identifying the foreign application
by specifying the application number on that foreign appli-
cation, the intellectual property authority or country in or
Jor which the application was filed, and the date of filing
the application, at such time during the pendency of the
application as required by the Commissioner.

“(2) The Commassioner may consider the failure of the
applicant to file a timely clavm for priority as a waiver
of any such claim. The Commaissioner may establish proce-
dures, including the payment of a surcharge, to accept an
unintentionally delayed claim under this section.

“(3) The Commissioner may require a certified copy

of the orginal foreign application, specification, and draw-
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mgs upon which it 1s based, a translation if not in the
English language, and such other information as the Com-
maissioner considers necessary. Any such certification shall
be made by the foreign intellectual property authority in
which the forewgn application was filed and show the date
of the application and of the filing of the specification and

other papers.”.

(b) IN THE UNITED STATES.—

(1) IN GENERAL.—RSection 120 of title 35,
Unated States Code, s amended by adding at the end
the following: “No application shall be entitled to the
benefit of an earlier filed application under this sec-
tion unless an amendment containing the specific ref-
ervence to the earlier filed application is submaitted at
such time during the pendency of the application as
required by the Commissioner. The Commassioner
may consider the failure to submit such an amend-
ment within the time period as a waiver of any ben-
efit under this section. The Commaissioner may estab-
lish procedures, including the payment of a surcharge,
to accept an unintentionally delayed submission of an
amendment under this section.”.

(2) RIGHT OF PRIORITY.—Section 119(e)(1) of
title 35, Unated States Code, 1s amended by adding

at the end the following: “No application shall be en-
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titled to the benefit of an earlier filed provisional ap-
plication under this subsection unless an amendment
containing the specific reference to the earlier filed
provisional application 1s submaitted at such time
during the pendency of the application as required by
the Commissioner. The Commaissioner may consider
the failure to submit such an amendment within that
time period as a wawver of any benefit under this sub-
section. The Commiassioner may establish procedures,
meluding the payment of a surcharge, to accept an
unintentionally delayed submission of an amendment
under this subsection during the pendency of the ap-

plication.”.

14 SEC. 504. PROVISIONAL RIGHTS.

15
16
17
18
19
20
21
22
23
24
25

Section 154 of title 35, United States Code, is

amended—

(1) in the section caption by inserting *; provi-
sional rights” after “patent’; and

(2) by adding at the end the following new sec-
tion:
“(d) PROVISIONAL RIGHTS.—

“(1) IN GENERAL.—In addition to other rights
provided by this section, a patent shall include the
right to obtain a reasonable royalty from any person

who, during the period beginning on the date of pub-
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lication of the application for such patent pursuant
to section 122(D), or in the case of an international
application filed under the treaty defined in section
351(a) designating the Unated States under Article
21(2)(a) of such treaty, the date of publication of the
application, and ending on the date the patent is
1ssued—
“(A)(1) makes, uses, offers for sale, or sells
i the United States the invention as claimed in
the published patent application or imports such
an mvention into the United States; or
“(11) 1of the invention as claimed in the pub-
lished patent application is a process, uses, offers
for sale, or sells in the United States or imports
wmto the United States products made by that
process as clavmed in the published patent appli-
cation; and
“(B) had actual notice of the published pat-
ent application and, in a case i which the right
arising under this paragraph is based upon an
mternational application designating the United
States that is published in a language other than
English, had a translation of the international

application into the English language.
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“(2) RIGHT BASED ON SUBSTANTIALLY IDEN-
TICAL INVENTIONS.—The right under paragraph (1)
to obtain a reasonable royalty shall not be available
under this subsection unless the invention as clavmed
wm the patent is substantially identical to the inven-
tion as clavmed in the published patent application.

“(3) TIME LIMITATION ON OBTAINING A REASON-
ABLE ROYALTY.—The right under paragraph (1) to
obtain a reasonable royalty shall be available only in
an action brought not later than 6 years after the
patent s issued. The right under paragraph (1) to ob-
tain a reasonable royalty shall not be affected by the
duration of the period described in paragraph (1).

“(4) REQUIREMENTS FOR INTERNATIONAL APPLI-
CATIONS.—

“(A) ErrecTIVE DATE.—The right under
paragraph (1) to obtain a reasonable royalty
based wupon the publication under the treaty de-
fined in section 351(a) of an international ap-
plication designating the Unaited States shall
commence on the date on which the Patent and
Trademark Office receives a copy of the publica-
tion under the treaty of the international appli-
cation, or, if the publication under the treaty of

the nternational application 1s 1 a language
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other than English, on the date on which the
Patent and Trademark Office receives a trans-
lation of the international application in the

English language.

1

2

3

4

5 “(B) CorIiES.—The Commissioner may re-
6 quire the applicant to provide a copy of the
7 mternational  application and a  translation
8 thereof.”.

9 SEC. 505. PRIOR ART EFFECT OF PUBLISHED APPLICA-
10 TIONS.

11 Section 102(e) of title 35, United States Code, 1s

12 amended to read as follows:

13 “(e) the invention was described in—

14 “(1)(A) an application for patent, published
15 pursuant to section 122(b), by another filed in the
16 Unated States before the invention by the applicant
17 Jor patent, except that an international application

18 filed under the treaty defined in section 351(a) shall

19 have the effect under this subsection of a national ap-
20 plication published under section 122(b) only if the
21 mternational application  designating the Unaited
22 States was published under Article 21(2)(a) of such
23 treaty in the English language; or

24 “(B) a patent granted on an application for pat-
25 ent by another filed in the United States before the
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wmvention by the applicant for patent, except that a

patent shall not be deemed filed in the United States

Jor the purposes of this subsection based on the filing

of an wnternational application filed under the treaty

defined in section 351(a); or”.
SEC. 506. COST RECOVERY FOR PUBLICATION.

The Commissioner of Patents and Trademarks shall
recover the cost of early publication required by the amend-
ment made by section 502 by charging a separate publica-
tion fee after notice of allowance is given pursuant to sec-
tion 151 of title 35, United States Code.

SEC. 507. CONFORMING AMENDMENTS.

The following provisions of title 35, United States
Code, are amended.:

(1) Section 11 s amended in paragraph (1) of
subsection (a) by inserting “and published applica-
tions for patents” after “Patents”.

(2) Section 12 1s amended—

(A4) in the section caption by inserting

“and applications” afier “patents”; and

(B) by inserting “and published applica-
tions for patents™ after “patents”.

(3) Section 13 is amended—

(A) in the section caption by inserting

“and applications” ofter “patents”; and
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(B) by inserting “and published applica-
tions for patents” after “patents”.

(4) The items relating to sections 12 and 13 in
the table of sections for chapter 1 are each amended
by inserting “and applications” after “patents”.

(5) The item relating to section 122 in the table
of sections for chapter 11 is amended by inserting
publication of patent applications™ after “applica-
tions”.

(6) The item relating to section 154 in the table
of sections for chapter 14 is amended by inserting
provisional rights” after “patent”.

(7) Section 181 is amended—

(A) in the first undesignated paragraph—

(1) by inserting “by the publication of
an application or” after “disclosure”; and

(11) by inserting “the publication of the
application or” after “withhold”;

(B) in the second undesignated paragraph
by inserting “by the publication of an applica-
tion or” after “disclosure of an invention”;

(C) in the third undesignated paragraph—

(1) by inserting “by the publication of
the application or” after “disclosure of the

mvention”; and
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(11) by inserting “the publication of the
application or” after “withhold”; and
(D) i the fourth undesignated paragraph
by inserting “the publication of an application
or” after “and” in the first sentence.

(8) Section 252 is amended in the first undesig-
nated paragraph by inserting “substantially” before
“edentical” each place it appears.

(9) Section 284 1is amended by adding at the end
of the second undesignated paragraph the following:
“Increased damages under this paragraph shall not
apply to provisional rights under section 154(d) of
this title.”.

(10) Section 374 1is amended to read as follows:

“§ 374. Publication of international application

“The publication under the treaty defined in section
351(a) of this title, of an international application desig-
nating the Unated States shall confer the same rights and

shall have the same effect under this title as an application

Jfor patent published under section 122(D), except as pro-

vided in sections 102(e) and 154(d) of this title.”.
(11) Section 135(b) is amended—
(A) by wnserting “(1)” after “(b)”; and
(B) by adding at the end the following:
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“2) A claim which s the same as, or for the same
or substantially the same subject matter as, a clavm of an
application published pursuant to section 122(b) of this
title may be made mn an application filed after the applica-
tion 1s published only if the clavm 1s made before 1 year
after the date on which the application is published.”.

SEC. 508. EFFECTIVE DATE.

Sections 502 through 507, and the amendments made
by such sections, shall take effect on the date that s 1 year
after the date of enactment of this Act and shall apply to
all applications filed under section 111 of title 35, United
States Code, on or after that date, and all applications com-
plying with section 371 of title 35, United States Code, that
resulted from international applications filed on or after
that date. The amendments made by sections 504 and 505
shall apply to any such application voluntarily published
by the applicant under procedures established under this
title that is pending on the date that is 1 year after the
date of the enactment of this Act. The amendment made
by section 504 shall also apply to international applica-
tions designating the United States that are filed on or after
the date that s 1 year after the date of the enactment of
this Act.
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TITLE VI—OPTIONAL INTER
PARTES REEXAMINATION
PROCEDURE

SEC. 601. SHORT TITLE.

This title may be cited as the “Optional Inter Partes
Reexamination Procedure Act of 1999
SEC. 602. EX PARTE REEXAMINATION OF PATENTS.

Chapter 30 of title 35, Unated States Code, 1s amended
in the title by inserting “EX PARTE” before “REEX-
AMINATION OF PATENTS".

SEC. 603. DEFINITIONS.

Section 100 of title 35, United States Code, 1s amended
by adding at the end the following new subsection:

“le) The term ‘third-party requester’ means a person
requesting ex parte reexamination under section 302 or
mter partes reexamination under section 311 who 1s not
the patent owner.”.

SEC. 604. OPTIONAL INTER PARTES REEXAMINATION PRO-
CEDURES.

(a) IN GENERAL—Part 3 of title 35, United States
Code, 1s amended by adding after chapter 30 the following
new chapter:

“CHAPTER 31—OPTIONAL INTER PARTES

REEXAMINATION PROCEDURES

“Sec.
“311. Request for inter partes reexamination.
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“312. Determination of issue by Commissioner.
“313. Inter partes reexamination order by Commaissioner.
“314. Conduct of inter partes reexamination proceedings.
“315. Appeal.
“316. Certificate of patentability, unpatentability, and claim cancellation.
“317. Inter partes reexamination prohibited.
“318. Stay of litigation.
“§311. Request for inter partes reexamination

“la) IN GENERAL.—Any person at any time may file
a request for inter partes reexamination by the Office of
a patent on the basis of any prior art cited under the provi-
stons of section 301.

“(b) REQUIREMENTS.—The request shall—

“(1) be in writing, wclude the identity of the
real party in interest, and be accompanied by pay-
ment of an inter partes reexamination fee established
by the Commissioner under section 41; and

“(2) set forth the pertinency and manner of ap-
plying cited prior art to every claim for which reex-
amination 1s requested.

“(c) Cory.—Unless the requesting person is the
owner of the patent, the Commissioner promptly shall
send a copy of the request to the owner of record of

the patent.

“§312. Determination of issue by Commissioner

“(a) REEXAMINATION.—Not later than 3 months after
the filing of a request for inter partes reexamination under
section 311, the Commissioner shall determine whether a

substantial new question of patentability affecting any
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clavm of the patent concerned is raised by the request, with
or without consideration of other patents or printed publi-
cations. On the Commissioner’s initiative, and at any time,
the Commissioner may determine whether a substantial
new question of patentability is raised by patents and pub-
lications.

“(b) RECORD.—A record of the Commissioner’s deter-
mination under subsection (a) shall be placed in the official
file of the patent, and a copy shall be promptly given or
mailed to the owner of record of the patent and to the third-
party requester, if any.

“(c) FINAL DECISION.—A determination by the Com-
missioner pursuant to subsection (a) shall be final and non-
appealable. Upon a determination that no substantial new
question of patentability has been raised, the Commaissioner
may refund a portion of the inter partes reexamination fee
required under section 311.

“§313. Inter partes reexamination order by Commis-
sioner

“If, in a determination made under section 312(a), the
Commassioner finds that a substantial new question of pat-
entability affecting a clavm of a patent 1s raised, the deter-
manation shall include an order for inter partes reexamina-
tion of the patent for resolution of the question. The order

may be accompanied by the initial action of the Patent and
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Trademark Office on the merits of the inter partes reexam-

nation conducted in accordance with section 314.

“§314. Conduct of inter partes reexamination pro-
ceedings

“(a) IN GENERAL.—Subject to subsection (b), reexam-
mation shall be conducted according to the procedures es-
tablished for wnitial examination under the provisions of
sections 132 and 133, except as provided for under this sec-
tion. In any inter partes reexamination proceeding under
this chapter, the patent owner shall be permitted to propose
any amendment to the patent and a new clavm or claivms,
except that no proposed amended or new claim enlarging
the scope of the claims of the patent shall be permitted.

“(b) RESPONSE.—(1) This subsection shall apply to
any inter partes reexamination proceeding in which the
order for inter partes reexamination is based upon a request
by a third-party requester.

“(2) With the exception of the inter partes reexamina-
tion request, any document filed by either the patent owner
or the third-party requester shall be served on the other
party. In addition, the third-party requester shall receive
a copy of any communication sent by the Office to the pat-
ent owner concerning the patent subject to the inter partes

reexamination proceeding.
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“(3) Each time that the patent owner files a response
to an action on the merits from the Patent and Trademark
Office, the third-party requester shall have one opportunity
to file written comments addressing issues raised by the ac-
tion of the Office or the patent owner’s response thereto, if
those written comments are recewved by the Office within
30 days after the date of service of the patent owner’s re-
sponse.

“(c) SPECIAL DisrAarcr.—Unless otherwise provided
by the Commissioner for good cause, all inter partes reex-
amination proceedings under this section, including any
appeal to the Board of Patent Appeals and Interferences,
shall be conducted with special dispatch within the Office.
“§315. Appeal

“(a) PATENT OWNER.—The patent owner involved in
an anter partes reexamination proceeding under this
chapter—

“(1) may appeal under the provisions of section

134 and may appeal under the provisions of sections

141 through 144, with respect to any decision adverse

to the patentability of any original or proposed

amended or new claim of the patent; and
“(2) may be a party to any appeal taken by a

third-party requester under subsection (b).
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“(b) THIRD-PARTY REQUESTER.—A third-party re-
quester may—

“(1) appeal under the provisions of section 134
with respect to any final decision favorable to the
patentability of any original or proposed amended or
new clavm of the patent; or

“(2) be a party to any appeal taken by the pat-
ent owner under the provisions of section 134, subject
to subsection (c).

“(c) CviL AcTION.—A third-party requester whose re-
quest for an inter partes reexamination results in an order
under section 313 1s estopped from asserting at a later time,
moany cwil action arising m whole or in part under sec-
tion 1338 of title 28, the wnvalidity of any clavm finally
determained to be valid and patentable on any ground which
the third-party requester raised or could have raised during
the inter partes reexamination proceedings. This subsection
does not prevent the assertion of invalidity based on newly
discovered prior art unavailable to the third-party requester
and the Patent and Trademark Office at the time of the
nter partes reexamination proceedings.

“§316. Certificate of patentability, unpatentability,
and claim cancellation

“(a) IN GENERAL.—In an inter partes reexamination

proceeding under this chapter, when the time for appeal has
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expired or any appeal proceeding has terminated, the Com-
massioner shall issue and publish a certificate canceling any
clavm of the patent finally determined to be unpatentable,
confirming any claim of the patent determaned to be patent-
able, and incorporating in the patent any proposed amend-
ed or new claim determined to be patentable.

“(b) AMENDED ORr NEW CLAIM.—Any proposed
amended or new clavm determined to patentable and incor-
porated into a patent following an inter partes reexamina-
tion proceeding shall have the same effect as that specified
m section 252 of this title for reissued patents on the right
of any person who made, purchased, or used within the
Unated States, or imported into the United States, anything
patented by such proposed amended or new clavm, or who
made substantial preparation for the same, prior to
wssuance of a certificate under the provisions of subsection
(a) of this section.

“§317. Inter partes reexamination prohibited

“la) ORDER FOR REEXAMINATION.—Notwithstanding
any provision of this chapter, once an order for inter partes
reexamination of a patent has been issued under section
313, neither the patent owner nor the third-party requester,
of any, nor privies of either, may file a subsequent request

Jor inter partes reexamination of the patent until an inter
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partes reexamination certificate is issued and published
under section 316, unless authorized by the Commissioner.

“(b) FINAL DECISION.—Once a final decision has been
entered against a party in a cwil action arising in whole
or i part under section 1338 of title 28 that the party
has not sustained its burden of proving the invalidity of
any patent claim n suit or if a final decision in an inter
partes reexamination proceeding instituted by a third-
party requester 1is favorable to the patentability of any
original or proposed amended or new clavm of the patent
then neither that party nor its privies may thereafter re-
quest inter partes reexamination of any such patent claim
on the basis of issues which that party or its privies raised
or could have raised in such civil action or inter partes
reexamination proceeding, and an inter partes reexamina-
tion requested by that party or its privies on the basis of
such issues may not thereafter be maintained by the Office,
notwithstanding any other provision of this chapter. This
subsection does not prevent the assertion of invalidity based
on newly discovered prior art wnavailable to the third-party
requester and the Patent and Trademark Office at the time
of the inter partes reexamination proceedings.
“§318. Stay of litigation

“Once an order for inter partes reexamination of a

patent has been issued under section 313, the patent owner
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may obtain a stay of any pending litigation which involves
an issue of patentability of any clavms of the patent which
are the subject of the inter partes reexamination order, un-
less the court before which such litigation 1s pending deter-
manes that a stay would not serve the interests of justice.”.

(b) CONFORMING AMENDMENTS.—The table of chapters
Jor part LI of title 25, United States Code, is amended by
striking the item relating to chapter 30 and inserting the

Jollowing:

“30. Prior Art Citations to Office and Ex Parte Reexam-
ination of Patents .........................c.cccocoevereenn.. 301
“31. Optional Inter Partes Reexamination of Patents ......... 311”.

SEC. 605. CONFORMING AMENDMENTS.

(a) PATENT FEES; PATENT SEARCH SYSTEMS.—Sec-
tion 41(a)(7) of title 35, United States Code, 1s amended
to read as follows:

“(7) On filing each petition for the revival of an

unintentionally abandoned application for a patent,
Jor the unintentionally delayed payment of the fee for
wssuing each patent, or for an unintentionally delayed
response by the patent owner in any reexamination
proceeding, $1,210, unless the petition is filed under
section 133 or 151 of thas title, in which case the fee
shall be $110.”.

(b) APPEAL TO THE BOARD OF PATENTS APPEALS AND
INTERFERENCES.—Section 134 of title 35, Unated States
Code, is amended to read as follows:

HR 1907 RS



© 00 N O O B~ W N B

N N N DN B R R R R R R R R
W N P O © 0 N O 00 D W N B O

24
25
26

155
“§134. Appeal to the Board of Patent Appeals and
Interferences

“(a) PATENT APPLICANT.—An applicant for a patent,
any of whose clavms has been twice rejected, may appeal
Jrom the decision of the primary examiner to the Board
of Patent Appeals and Interferences, having once paid the
fee for such appeal.

“(b) PATENT OWNER.—A patent owner in any reex-
amination proceeding may appeal from the final rejection
of any clavm by the primary examainer to the Board of Pat-
ent Appeals and Interferences, having once paid the fee for
such appeal.

“(c) THIRD-PARTY.—A third-party requester in an
ter partes proceeding may appeal to the Board of Patent
Appeals and Interferences from the final decision of the pri-
mary examiner favorable to the patentability of any origi-
nal or proposed amended or new clavm of a patent, having
once paid the fee for such appeal. The third-party requester
may not appeal the decision of the Board of Patent Appeals
and Interferences.”.

(¢) APPEAL TO COURT OF APPEALS FOR THE FEDERAL
CIRCUIT.—Section 141 of title 35, United States Code, s
amended by adding the following after the second sentence:
“A patent owner in any reexamination proceeding dissatis-
fied with the final decision in an appeal to the Board of

Patent Appeals and Interferences under section 134 may
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appeal the decision only to the United States Court of Ap-
peals for the Federal Circuit.”.
(d) PROCEEDINGS ON APPEAL.—RSection 143 of title
35, United States Code, 1is amended by amending the third
sentence to read as follows: “In any reexamination cases,
the Commissioner shall submit to the court in writing the

grounds for the decision of the Patent and Trademark Of-

fice, addressing all the issues involved in the appeal.”.

(e) Crvi, AcTION TO OBTAIN PATENT—Section 145
of title 35, United States Code, is amended in the first sen-
tence by inserting “(a)” after “section 134"

SEC. 606. REPORT TO CONGRESS.

Not later than 5 years after the effective date of this
title, the Commassioner of Patents and Trademarks shall
submit to the Congress a report evaluating whether the inter
partes reexamination proceedings established under the
amendments made by this title are imequitable to any of
the parties in interest and, if so, the report shall contain
recommendations for changes to the amendments made by
this title to remove such inequaity.

SEC. 607. ESTOPPEL EFFECT OF REEXAMINATION.

Any party who requests an inter partes reexamination
under section 311 of title 35, United States Code, is es-
topped from challenging at a later time, in any civil action,

any fact determined during the process of such reexamina-
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tion, except with respect to a fact determination later
proved to be erroneous based on information unavailable
at the time of the inter partes reexamination decision. If
this section 1s held to be unenforceable, the enforceability
of the rest of this title or of this Act shall not be denied
as a result.
SEC. 608. EFFECTIVE DATE.

This title and the amendments made by this title shall
take effect on the date that is 1 year after the date of the
enactment of this Act and shall apply to inter partes reex-

amination requests filed on or after such date.

TITLE VII—MISCELLANEOUS

PATENT PROVISIONS

SEC. 701. PROVISIONAL APPLICATIONS.
(a) ABANDONMENT.—Section 111(b)(5) of title 35,
Tnated States Code, 1s amended to read as follows:

“(5) ABANDONMENT.—Notwithstanding the ab-
sence of a claim, upon timely request and as pre-
seribed by the Commassioner, a provisional applica-
tion may be treated as an application filed under
subsection (a). Subject to section 119(e)(3) of this
title, 1f mo such request is made, the provisional ap-
plication shall be regarded as abandoned 12 months
after the filing date of such application and shall not

be subject to revival after such 12-month period.”.
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(b) TECHNICAL AMENDMENT RELATING TO WEEKENDS
AND HOLIDAYS.—Section 119(e) of title 35, United States
Code, s amended by adding at the end the following:

“(3) If the day that is 12 months after the filing
date of a provisional application falls on a Saturday,
Sunday, or Federal holiday within the District of Co-
lumbia, the period of pendency of the provisional ap-
plication shall be extended to the next succeeding sec-
ular or business day.”.

(¢c) ELIMINATION OF COPENDENCY REQUIREMENT.—
Section 119(e)(2) of title 35, United States Code, 1s amend-
ed by striking “and the provisional application was pend-
mg on the filing date of the application for patent under
section 111(a) or section 363 of this title”.

(d) EFFECTIVE DATE.—The amendments made by this
section shall take effect on the date of the enactment of this
Act and shall apply to any provisional application filed
on or after June 8, 1995, except that the amendments made
by subsections (b) and (¢) shall have no effect with respect
to any patent which 1s the subject of litigation in an action
commenced before such date of the enactment.

SEC. 702. INTERNATIONAL APPLICATIONS.
Section 119 of title 35, United States Code, 1s amended

as follows—
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(1) In subsection (a), insert “or in a WT'O mem-
ber country,” after “or citizens of the United States,”.
(2) At the end of section 119 add the following
new subsections:

“(f) Applications for plant breeder’s rights filed in a
WTO member country (or in a foresgn UPOV Contracting
Party) shall have the same effect for the purpose of the right
of priority under subsections (a) through (c) of this section
as applications for patents, subject to the same conditions

and requirements of this section as apply to applications

Jor patents.

“(g) As used in this section—

“(1) the term WTO wmember country’ has the
same meaning as the term s defined in section
104(b)(2) of this title; and

“(2) the term ‘UPOV Contracting Party’ means
a member of the International Convention for the
Protection of New Varieties of Plants.”.

SEC. 703. CERTAIN LIMITATIONS ON DAMAGES FOR PATENT
INFRINGEMENT NOT APPLICABLE.

Section 287(c)(4) of title 35, United States Code, 1is
amended by striking “before the date of enactment of this
subsection™ and inserting “based on an application the ear-
liest effective filing date of which is prior to September 30,

1996
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SEC. 704. ELECTRONIC FILING AND PUBLICATIONS.

(a) PRINTING OF PAPERS FILED.—Section 22 of title
35, United States Code, is amended by striking “printed
or typewritten” and inserting “printed, typewritten, or on
an electronic medium”.

(b) PUBLICATIONS.—Section 11(a) of title 35, United
States Code, is amended by amending the matter preceding
paragraph 1 to read as follows:

“(a) The Commasstoner may publish in printed, type-
written, or electronic form, the following:”.

(¢) CoPIES OF PATENTS FOR PUBLIC LIBRARIES.—
Section 13 of title 35, Unated States Code, s amended by
striking “The Commissioner may supply printed copies of
specifications and drawings of patents” and inserting “The
Commassioner may supply copies of specifications and
drawings of patents in printed or electronic form”.

(d) MAINTENANCE OF COLLECTIONS.—

(1) Section 41(v)(1) of title 35, Unated States

Code, s amended by striking “The Commissioner

shall maintain, for wuse by the public, paper or

microform” and inserting “The Commassioner shall
maintain, for use by the public, paper, microform, or
electronic”.

(2) The Commissioner shall not, pursuant to the
amendment made by paragraph (1), cease to main-
tain, for use by the public, paper or microform collec-
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tions of United States patents, foreign patent docu-
ments, and United States trademark registrations, ex-
cept pursuant to notice and opportunity for public
comment and except the Commissioner shall first sub-
mit a report to the Commattees on the Judiciary of
the Senate and the House of Representatives detailing
such plan, including a description of the mechanisms
m place to ensure the integrity of such collections and
the data contained therein, as well as to ensure
prompt public access to the most current available in-
Jormation, and certifying that the implementation of
such plan will not negatively impact the public.
SEC. 705. STUDY AND REPORT ON BIOLOGICAL DEPOSITS
IN SUPPORT OF BIOTECHNOLOGY PATENTS.
(a) IN GENERAL—No later than 6 months after the
date of the enactment of this Act, the Comptroller General
of the United States, in consultation with the Commissioner
of Patents and Trademarks, shall conduct a study and sub-
mit a report to Congress on the potential risks to the Unated
States biotechnology industry relating to biological deposits
m support of biotechnology patents.
(b) CONTENTS.—The study conducted under this sec-
tion shall include—
(1) an examination of the risk of export and the

risk of transfers to thord parties of biological deposits,
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and the risks posed by the change to 18-month publi-

cation requirements made by this Act;

(2) an analysis of comparative legal and regu-
latory regimes; and
(3) any related recommendations.

(¢) CONSIDERATION OF REPORT.—In drafting regula-
tions affecting biological deposits (including any modifica-
tion of title 37, Code of Federal Regulations, section 1.801
et seq.), the Patent and Trademark Office shall consider the
recommendations of the study conducted under this section.
SEC. 706. PRIOR INVENTION.

Section 102(g) of title 35, United States Code, 1is
amended to read as follows:

“(g)(1) during the course of an interference conducted
under section 135 or section 291, another inventor involved
therein establishes, to the extent permatted in section 104,
that before such person’s invention thereof the invention was
made by such other inventor and not abandoned, sup-
pressed, or concealed, or (2) before such person’s invention
thereof, the invention was made in this country by another
mventor who had not abandoned, suppressed, or concealed
it. In determining priovity of invention under this sub-
section, there shall be considered not only the respective
dates of conception and reduction to practice of the inven-

tion, but also the reasonable diligence of one who was first
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to concere and last to reduce to practice, from a time prior

to conception by the other.”.

SEC. 707. PRIOR ART EXCLUSION FOR CERTAIN COMMONLY
ASSIGNED PATENTS.

(a) PRIOR ART EXCLUSION.—Section 103(c) of title
35, Unated States Code, is amended by striking “subsection
(f) or (9)” and inserting “one or more of subsections (e),
(), and (g)”.

(b) EFFECTIVE DATE.—The amendment made by this
section shall apply to any application for patent filed on
or after the date of the enactment of this Act.

SEC. 708. EXCHANGE OF COPIES OF PATENTS WITH FOR-
EIGN COUNTRIES.

Section 12 of title 35, Unated States Code, 1is amended
by adding at the end the following: “The Commaissioner
shall not enter into an agreement to provide such copies
of specifications and drawings of United States patents and
applications to a foreign country, other than a NAFTA
country or a WTO member country, without the express au-
thorization of the Secretary of Commerce. For purposes of
this section, the terms ‘NAFTA country’ and “WTO member

country’ have the meanings given those terms in section

104(b).”.
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SEC. 709. NATIONAL SECURITY.

Section 6 of title 35, United States Code, is amended
by adding at the end the following new subsection:

“(d) The Commassioner, in consultation with the Di-
rector of the Office of Personnel Management, shall main-
tarn a program for identifying national security positions
and providing for appropriate security clearances, in order
to maintain the secrecy of certain inventions, as described
m section 181, and to prevent disclosure of sensitive and

strategic information i the interest of national security.”.
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