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§2.64

formal requirement if: (1) The require-
ment is repeated, but the examiner’s
action is not made final, and the sub-
ject matter of the requirement is ap-
propriate for petition to the Commis-
sioner (see §2.146(b)); or (2) the examin-
er’s action is made final and such ac-
tion is limited to subject matter appro-
priate for petition to the Commis-
sioner. If the petition is denied, the ap-
plicant shall have until six months
from the date of the Office action
which repeated the requirement or
made it final or thirty days from the
date of the decision on the petition,
whichever date is later, to comply with
the requirement. A formal requirement
which is the subject of a petition de-
cided by the Commissioner may not
subsequently be the subject of an ap-
peal to the Trademark Trial and Ap-
peal Board.

[48 FR 23134, May 23, 1983]

§2.64 Final action.

(a) On the first or any subsequent re-
examination or reconsideration the re-
fusal of the registration or the insist-
ence upon a requirement may be stated
to be final, whereupon applicant’s re-
sponse is limited to an appeal, or to a
compliance with any requirement, or
to a petition to the Commissioner if
permitted by §2.63(b).

(b) During the period between a final
action and expiration of the time for
filing an appeal, the applicant may re-
quest the examiner to reconsider the
final action. The filing of a request for
reconsideration will not extend the
time for filing an appeal or petitioning
the Commissioner, but normally the
examiner will reply to a request for re-
consideration before the end of the six-
month period if the request is filed
within three months after the date of
the final action. Amendments accom-
panying requests for reconsideration
after final action will be entered if
they comply with the rules of practice
in trademark cases and the Act of 1946.

(c)(1) If an applicant in an applica-
tion under section 1(b) of the Act files
an amendment to allege use under §2.76
during the six-month response period
after issuance of a final action, the ex-
aminer shall examine the amendment.
The filing of such an amendment will
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not extend the time for filing an appeal
or petitioning the Commissioner.

(2) If the amendment to allege use
under §2.76 is acceptable in all re-
spects, the applicant will be notified of
its acceptance.

(3) If, as a result of the examination
of the amendment to allege use under
§2.76, the applicant is found not enti-
tled to registration for any reason not
previously stated, applicant will be no-
tified and advised of the reasons and of
any formal requirements or refusals.
The Trademark Examining Attorney
shall withdraw the final action pre-
viously issued and shall incorporate all
unresolved refusals or requirements
previously stated in the new non-final
action.

[48 FR 23134, May 23, 1983, as amended at 54
FR 37592, Sept. 11, 1989]

§2.65 Abandonment.

(a) If an applicant fails to respond, or
to respond completely, within six
months after the date an action Iis
mailed, the application shall be deemed
to have been abandoned. A timely peti-
tion to the Commissioner pursuant to
§§2.63(b) and 2.146 is a response which
avoids abandonment of an application.

(b) When action by the applicant filed
within the six-month response period is
a bona fide attempt to advance the ex-
amination of the application and is
substantially a complete response to
the examiner’s action, but consider-
ation of some matter or compliance
with some requirement has been inad-
vertently omitted, opportunity to ex-
plain and supply the omission may be
given before the question of abandon-
ment is considered.

(c) If an applicant in an application
under section 1(b) of the Act fails to
timely file a statement of use under
§2.88, the application shall be deemed
to be abandoned.

[48 FR 23134, May 23, 1983, as amended at 54
FR 37592, Sept. 11, 1989]

§2.66 Revival of abandoned applica-
tions.

(a) An application abandoned for fail-
ure to timely respond, or for failure to
timely file a statement of use under
§2.88 in an application under section
1(b) of the Act, may be revived as a
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pending application if it is shown to
the satisfaction of the Commissioner
that the delay was unavoidable.

(b) A petition to revive an applica-
tion abandoned for failure to timely re-
spond must be accompanied by:

(1) The required fee,

(2) A showing which is verified or
which includes a declaration in accord-
ance with §2.20 of the causes of the
delay, and

(3) The proposed response, unless a
response has been previously filed.

(c) A petition to revive an applica-
tion abandoned for failure to timely
file a statement of use under §2.88 in an
application under section 1(b) of the
Act must be accompanied by:

(1) The required petition fee,

(2) A showing which is verified or
which includes a declaration in accord-
ance with §2.20 of the causes of the
delay,

(3) The required fees for the number
of requests (in accordance with §2.89
for extensions of time to file a state-
ment of use) which should have been
filed if the application had not been
abandoned, and

(4) Either a statement of use in ac-
cordance with §2.88 (unless the same
has been previously filed) or a request
in accordance with §2.89 for an exten-
sion of time to file a statement of use.

(d) The petition must be filed
promptly. No petition to revive will be
granted in an application under section
1(b) of the Act if granting the petition
would permit the filing of a statement
of use more than 36 months after the
issuance of a notice of allowance under
section 13(b)(2) of the Act.

[54 FR 37592, Sept. 11, 1989]

§2.67 Suspension of action by the Pat-
ent and Trademark Office.

Action by the Patent and Trademark
Office may be suspended for a reason-
able time for good and sufficient cause.
The fact that a proceeding is pending
before the Patent and Trademark Of-
fice or a court which is relevant to the
issue of registrability of the applicant’s
mark, or the fact that the basis for reg-
istration is, under the provisions of
section 44(e) of the Act, registration of
the mark in a foreign country and the
foreign application is still pending, will
be considered prima facie good and suf-

§2.71

ficient cause. An applicant’s request
for a suspension of action under this
section filed within the 6-month re-
sponse period (see §2.62) may be consid-
ered responsive to the previous Office
action. The first suspension is within
the discretion of the Examiner of
Trademarks and any subsequent sus-
pension must be approved by the Com-
missioner.

[37 FR 3898, Feb. 24, 1972]

§2.68 Express abandonment
drawal) of application.

An application may be expressly
abandoned by filing in the Patent and
Trademark Office a written statement
of abandonment or withdrawal of the
application signed by the applicant, or
the attorney or other person represent-
ing the applicant. Except as provided
in §2.135, the fact that an application
has been expressly abandoned shall
not, in any proceeding in the Patent
and Trademark Office, affect any
rights that the applicant may have in
the mark which is the subject of the
abandoned application.

[54 FR 34897, Aug. 22, 1989]

(with-

§2.69 Compliance with other laws.

When the sale or transportation of
any product for which registration of a
trademark is sought is regulated under
an Act of Congress, the Patent and
Trademark Office may make appro-
priate inquiry as to compliance with
such Act for the sole purpose of deter-
mining lawfulness of the commerce re-
cited in the application.

[54 FR 37592, Sept. 11, 1989]
AMENDMENT OF APPLICATION

§2.71 Amendments to correct infor-

malities.

(a) The application may be amended
to correct informalities, or to avoid ob-
jections made by the Patent and Trade-
mark Office, or for other reasons aris-
ing in the course of examination.

(b) The identification of goods or
services may be amended to clarify or
limit the identification, but additions
will not be permitted.

(c) If the verification or declaration
filed with the application is defective,
the defect may be corrected only by
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