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fee(s) cover the classes in ascending
order, beginning with the lowest num-
bered class.

[64 FR 48926, Sept. 8, 1999]

§2.184 Refusal of renewal.

(a) If the renewal application is not
acceptable, the Office will issue a no-
tice stating the reason(s) for refusal.

(b) A response to the refusal of re-
newal must be filed within six months
of the mailing date of the Office action,
or before the expiration date of the reg-
istration, whichever is later, or the
registration will expire.

(c) If the renewal application is not
filed within the time periods set forth
in section 9(a) of the Act, the registra-
tion will expire.

[64 FR 48926, Sept. 8, 1999]

§2.185 Correcting deficiencies in re-
newal application.

(a) If the renewal application is filed
within the time periods set forth in
section 9(a) of the Act, deficiencies
may be corrected, as follows:

(1) Correcting deficiencies in renewal
applications filed within one year before
the expiration date of the registration. If
the renewal application is filed within
one year before the expiration date of
the registration, deficiencies may be
corrected before the expiration date of
the registration without paying a defi-
ciency surcharge. Deficiencies may be
corrected after the expiration date of
the registration with payment of the
deficiency surcharge required by sec-
tion 9(a) of the Act and §2.6.

(2) Correcting deficiencies in renewal
applications filed during the grace period.
If the renewal application is filed dur-
ing the six-month grace period, defi-
ciencies may be corrected before the
expiration of the grace period without
paying a deficiency surcharge. Defi-
ciencies may be corrected after the ex-
piration of the grace period with pay-
ment of the deficiency surcharge re-
quired by section 9(a) of the Act and
§2.6.

(b) If the renewal application is not
filed within the time periods set forth
in section 9(a) of the Act, the registra-
tion will expire. This deficiency cannot
be cured.

[64 FR 48926, Sept. 8, 1999]

§2.186 Petition to Commissioner to re-
view refusal of renewal.

(a) A response to the examiner’s ini-
tial refusal of the renewal application
is required before filing a petition to
the Commissioner, unless the examiner
directs otherwise. See §2.184(b) for the
deadline for responding to an exam-
iner’s Office action.

(b) If the examiner maintains the re-
fusal of the renewal application, a peti-
tion to the Commissioner to review the
refusal may be filed. The petition must
be filed within six months of the mail-
ing date of the Office action maintain-
ing the refusal, or the renewal applica-
tion will be abandoned and the reg-
istration will expire.

(c) A decision by the Commissioner is
necessary before filing an appeal or
commencing a civil action in any
court.

[64 FR 48926, Sept. 8, 1999]
§2.187 [Reserved]

PART 3—ASSIGNMENT, RECORDING
AND RIGHTS OF ASSIGNEE

EDITORIAL NOTE: Part 3 pertaining to both
patents and trademarks is placed in the
grouping pertaining to patents regulations.
It appears on page 223 of this volume.

PART 4—COMPLAINTS REGARDING
INVENTION PROMOTERS

EDITORIAL NOTE: Part 4 is placed in the
separate grouping of parts pertaining to pat-
ents regulations. It appears on page 229 of
this volume.

PART 5—SECRECY OF CERTAIN INVEN-
TIONS AND LICENSES TO EXPORT
AND FILE APPLICATIONS IN FOREIGN
COUNTRIES

EDITORIAL NOTE: Part 5 is placed in the
separate grouping of parts pertaining to pat-
ents regulations. It appears on page 230 of
this volume.

PART  6—CLASSIFICATION  OF
GOODS AND SERVICES UNDER
THE TRADEMARK ACT

Sec.

6.1 International schedule of classes of
goods and services.

6.2 Prior U.S. schedule of classes of goods
and services.
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§6.1

6.3 Schedule for certification marks.
6.4 Schedule for collective membership
marks.

AUTHORITY: Secs. 30, 41, 60 Stat. 436, 440; 15
U.S.C. 1112, 1123.

§6.1 International schedule of classes
of goods and services.

GOODS

1. Chemicals used in industry, science and
photography, as well as in agriculture, horti-
culture and forestry; unprocessed artificial
resins; unprocessed plastics; manures; fire
extinguishing compositions; tempering and
soldering preparations; chemical substances

for preserving foodstuffs; tanning sub-
stances; adhesives used in industry.
2. Paints, varnishes, lacquers; preserva-

tives against rust and against deterioration
of wood; colorants; mordants; raw natural
resins; metals in foil and powder form for
painters, decorators, printers and artists.

3. Bleaching preparations and other sub-
stances for laundry use; cleaning, polishing,
scouring and abrasive preparations; soaps;
perfumery, essential oils, cosmetics, hair lo-
tions; dentifrices.

4. Industrial oils and greases; lubricants;
dust absorbing, wetting and binding com-
positions; fuels (including motor spirit) and
illuminants; candles, wicks.

5. Pharmaceutical, veterinary, and sani-
tary preparations; dietetic substances adapt-
ed for medical use, food for babies; plasters,
materials for dressings; material for stop-
ping teeth, dental wax; disinfectants; prep-
arations for destroying vermin; fungicides,
herbicides.

6. Common metals and their alloys; metal
building materials; transportable buildings
of metal; materials of metal for railway
tracks; nonelectric cables and wires of com-
mon metal; ironmongery, small items of
metal hardware; pipes and tubes of metal;
safes; goods of common metal not included
in other classes; ores.

7. Machines and machine tools; motors and
engines (except for land vehicles); machine
coupling and transmission components (ex-
cept for land vehicles); agricultural imple-
ments other than hand-operated; incubators
for eggs.

8. Hand tools and implements (hand-oper-
ated); cutlery; side arms; razors.

9. Scientific, nautical, surveying, electric,
photographic, cinematographic, optical,
weighing, measuring, signalling, checking
(supervision), life-saving and teaching appa-
ratus and instruments; apparatus for record-
ing, transmission or reproduction of sound or
images; magnetic data carriers, recording
discs; automatic vending machines and
mechanisms for coin operated apparatus;
cash registers, calculating machines, data

37 CFR Ch. | (7-1-01 Edition)

processing equipment and computers; fire ex-
tinguishing apparatus.

10. Surgical, medical, dental, and veteri-
nary apparatus and instruments, artificial
limbs, eyes, and teeth; orthopedic articles;
suture materials.

11. Apparatus for lighting, heating, steam

generating, cooking, refrigerating, drying,
ventilating, water supply, and sanitary pur-
poses.

12. Vehicles; apparatus for locomotion by
land, air, or water.

13. Firearms; ammunition and projectiles;
explosives; fireworks.

14. Precious metals and their alloys and
goods in precious metals or coated there-
with, not included in other classes; jewelry,
precious stones; horological and
chronometric instruments.

15. Musical instruments.

16. Paper, cardboard and goods made from
these materials, not included in other class-
es; printed matter; bookbinding material;
photographs; stationery; adhesives for sta-
tionery or household purposes; artists’ mate-
rials; paint brushes; typewriters and office
requisites (except furniture); instructional
and teaching material (except apparatus);
plastic materials for packaging (not included
in other classes); playing cards; printers’
type; printing blocks.

17. Rubber, gutta-percha, gum, asbestos,
mica and goods made from these materials
and not included in other classes; plastics in
extruded form for use in manufacture; pack-
ing, stopping and insulating materials; flexi-
ble pipes, not of metal.

18. Leather and imitations of leather, and
goods made of these materials and not in-
cluded in other classes; animal skins, hides;
trunks and travelling bags; umbrellas, para-
sols and walking sticks; whips, harness and
saddlery.

19. Building materials (non-metallic); non-
metallic rigid pipes for building; asphalt,
pitch and bitumen; nonmetallic transport-
able buildings; monuments, not of metal.

20. Furniture, mirrors, picture frames;
goods (not included in other classes) of wood,
cork, reed, cane, wicker, horn, bone, ivory,
whalebone, shell, amber, mother-of-pearl,
meerschaum and substitutes for all these
materials, or of plastics.

21. Household or kitchen utensils and con-
tainers (not of precious metal or coated
therewith); combs and sponges; brushes (ex-
cept paint brushes); brush making materials;
articles for cleaning purposes; steel wool;
unworked or semi worked glass (except glass
used in building); glassware, porcelain and
earthenware not included in other classes.

22. Ropes, string, nets, tents, awnings, tar-
paulins, sails, sacks and bags (not included
in other classes); padding and stuffing mate-
rials (except of rubber or plastics); raw fi-
brous textile materials.

23. Yarns and threads, for textile use.
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24. Textiles and textile goods, not included
in other classes; beds and table covers.

25. Clothing, footwear, headgear.

26. Lace and embroidery, ribbons and braid;
buttons, hooks and eyes, pins and needles;
artificial flowers.

27. Carpets, rugs, mats and matting, lino-
leum and other materials for covering exist-
ing floors; wall hangings (non textile).

28. Games and playthings; gymnastic and
sporting articles not included in other class-
es; decorations for Christmas trees.

29. Meat, fish, poultry and game; meat ex-
tracts; preserved, dried and cooked fruits and
vegetables; jellies, jams, fruit sauces; eggs,
milk and milk products; edible oils and fats.

30. Coffee, tea, cocoa, sugar, rice, tapioca,
sago, artificial coffee; flour and preparations
made from cereals, bread, pastry and confec-
tionery, ices; honey, treacle; yeast, baking
powder; salt, mustard; vinegar, sauces (con-
diments); spices; ice.

31. Agricultural, horticultural and forestry
products and grains not included in other
classes; live animals; fresh fruits and vegeta-
bles; seeds, natural plants and flowers; food-
stuffs for animals; malt.

32. Beers; mineral and aerated waters and
other nonalcoholic drinks; fruit drinks and
fruit juices; syrups and other preparations
for making beverages.

33. Alcoholic beverages (except beers).

34. Tobacco; smokers’ articles; matches.

SERVICES

35. Advertising; business management;
business administration; office functions.

36. Insurance; financial affairs; monetary
affairs; real estate affairs.

37. Building construction; repair; installa-
tion services.

38. Telecommunications.

39. Transport; packaging and storage of
goods; travel arrangement.

40. Treatment of materials.

41. Education; providing of training; enter-
tainment; sporting and cultural activities.

42. Providing of food and drink; temporary
accommodation; medical, hygienic and beau-
ty care; veterinary and agricultural services;
legal services; scientific and industrial re-
search; computer programming; services
that cannot be classified in other classes.

[64 FR 48927, Sept. 8, 1999]

§6.2 Prior U.S. schedule of classes of
goods and services.

Class Title

GoobDs

1 Raw or partly prepared materials.

2 Receptacles.

3 Baggage, animal equipments, portfolios, and pocket
books.

Abrasives and polishing materials.

Adhesives.

o b

§6.3

Class Title

6 Chemicals and chemical compositions.
7 Cordage.
8 Smokers’ articles, not including tobacco products.
9 Explosives, firearms, equipments, and projectiles.
10 Fertilizers.
11 Inks and inking materials.
12 Construction materials.
13 Hardware and plumbing and steamfitting supplies.
14 Metals and metal castings and forgings.
15 Oils and greases.
16 Protective and decorative coatings.
17 Tobacco products.
18 Medicines and pharmaceutical preparations.
19 Vehicles.
20 Linoleum and oiled cloth.
21 Electrical apparatus, machines, and supplies.
22 Games, toys, and sporting goods.
23 Cutlery, machinery, and tools, and parts thereof.
24 Laundry appliances and machines.
25 Locks and safes.
26 Measuring and scientific appliances.
27 Horological instruments.
28 Jewelry and precious-metal ware.
29 Brooms, brushes, and dusters.
30 Crockery, earthenware, and porcelain.
31 Filters and refrigerators.
32 Furniture and upholstery.
33 Glassware.
34 Heating, lighting, and ventilating apparatus.
35 Belting, hose, machinery packing, and nonmetallic
tires.
36 Musical instruments and supplies.
37 Paper and stationery.
38 Prints and publications.
39 Clothing.
40 Fancy goods, furnishings, and notions.
41 Canes, parasols, and umbrellas.
42 Knitted, netted, and textile fabrics, and substitutes
therefor.
43 Thread and yarn.
44 Dental, medical, and surgical appliances.
45 Soft drinks and carbonated waters.
46 Foods and ingredients of foods.
47  Wines.
48 Malt beverages and liquors.
49 Distilled alcoholic liquors.
50 Merchandise not otherwise classified.
51 Cosmetics and toilet preparations.
52 Detergents and soaps.

SERVICES

100 Miscellaneous.

101 Advertising and business.
102 Insurance and financial.

103 Construction and repair.

104 Communication.

105 Transportation and storage.
106 Material treatment.

107 Education and entertainment.

[24 FR 10383, Dec. 22, 1959. Redesignated at 38
FR 14681, June 4, 1973]

§6.3 Schedule for certification marks.

In the case of certification marks, all
goods and services are classified in two
classes as follows:

A. Goods.
B. Services.

[24 FR 10383, Dec. 22, 1959. Redesignated at 38
FR 14681, June 4, 1973]
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§6.4

§6.4 Schedule for collective member-
ship marks.

All collective membership marks are
classified as follows:

37 CFR Ch. | (7-1-01 Edition)

Class Title

200 Collective Membership.

[24 FR 10383, Dec. 22, 1959. Redesignated at 38
FR 14681, June 4, 1973]
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INDEX [—RULES RELATING TO TRADEMARKS

EDITORIAL NOTE: This listing is provided for information purposes only. It is compiled and
kept up-to-date by the Department of Commerce.

Section
A
Abandonment of application or mark:

Drawing of abandoned application used in new application................cooeeeeenen. 2.26

During inter partes ProCeeding . ....ccuvriiiiriiiiiii i reaas 2.135

BEXDPress abandonmen .. ..o e e aaeaaas 2.68

For failure to respond or to respond completely to official action.............. 2.65(a)

For failure to timely file a statement of USe .....ccoiiiiiiiiiiiiiiiie, 2.65(¢c)

Opportunity to explain incomplete reSPONSE ....ovvviviriiiiiiiiiieieeieeieieeeenens 2.65(b)

Petition to Commissioner may avoid abandonment ........................ 2.63(b), 2.65(a)

Revival of abandoned appliCation ......ccoviiiuiiiiiiiiiiiiiiiii e e 2.66
Acceptance of affidavit Under SEC. 8....ci i 2.163
Access:

To applications, and all proceedings relating thereto, after publication

(o) G =T 11 1 = 1 v Lo ) s PP 2.27(d)

To applications prior to publication... ...2.27(b)

TO ASSIZNIMENT FECOTAS .iutiritiiit ittt ae et esenensenenseneneanans 1.12

To decisions of Commissioner and the Trademark Trial and Appeal

) 2707z 1 s B PPN 2.27(c)

To materials filed under seal pursuant to a protective order ...................... 2.27(e)

To pending trademark application INdeX .........cccceieiiiiiiiiiiiiiiiiieeeeans 2.27(a)
Acknowledgment of receipt of affidavit or declaration:

FIled UNAET SEC. 8 .onieiniiiiiiit ittt e e e e e et e et e e e enenaanan 2.163
Act, The, Aefined ..o e e e e ae e e e e e e aeaeaeaeaeaes 2.2(a)
Action by assignee Of TeCOTA OF OWIIET ...ouiuiuiiniiiiiiiieieieieiee e eeeaneaeanans 3.71, 3.73
Action by Examiner on appliCation ......c.cooiiiiiiiiiiii s 2.61
Adding party to an INterferenCe .. .ocovuii i 2.98
Address for correspondence with Patent and Trademark Office.............cccooeeenenn. 1.1
Admissions, request for (discovery):

Motion to determine sufficiency of response.......ccccevvviiriiiiiiiiiiiiiieeienns 2.120(h)

1 0 0 b i T o ) U PP PPN 2.120(a)

Use Of AdmiSSIOM .. ettt aas 2.120(3)

When to file copy of request with Trademark Trial and Appeal

270} o PP 2.120(3)(8)
Advertising by attorneys and others, restricted.........cocoviviiiiiiiiiiiiiiii 10.32
Affidavit or declaration:

Claiming benefits of Act of 1946 under SeC. 12(C) .uvuiuininiiiniiiiiiiiieieieeeeereneneans 2.153

Combined SecCs. 8 And 15 ...ttt aan 2.168(a)

For incontestability Under SEC. 15 ..o e eaeae e nenanes 2.167

Of use in commerce or excusable nonuse under SeC. 8.......cecvvvevivivnininrnnnnns 2.160-166

Reconsideration of, Under SEC. 8 ......ccviviiiiiiiiiiiiiieri s 2.163(b), 2.165

To avoid cancellation of registration under sec. 8........ccccoevvviiiiiiinninnn... 2.160-2.161

Agent. See Attorneys and other representatives.
Allegations in application or registration not evidence on behalf of ap-

plicant or registrant in inter partes proceeding..........cococvvvvvveienenennnnnn 2.122(b)(2)
AlloOWancCe, NOTICE OFf .ouininiiii e 2.81(b), 2.88
Amendment of application:
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After fINal ACTION .o 2.64(b)
After publication ....2.35(b), 2.84(b)
Between notice of allowance and statement of USe........covvveviiiiiiiiiiiiiiiinininn, 2,77

Description or drawing Of MATK .....coiiiiiiiiiiirrr e eaeaens 2.72
Form of amendment .. ..ot e e e e e 2.74
Involved in inter partes Proceedings. ....cooviiiiiiiiiiiiiieeeeereeeeeeeee e anas 2.133
TIO Q1LEEE TSE teniniininii ittt ettt e et et e et et et et e et e e et et e et e et et e eanans 2.76
To change to different regisSter ..o s 2.75
To correct INformalities. ..o e e aas 2.711
To seek concurrent use registration .........coveiiiiiiiiiiiii s 2.73
Amendment of pleadings in Inter partes proceedings:
(0725 1e1 1 K= 11 v Lo o B0 S 2.115
[©)/0) 00153 A7 1o ) s B PP 2.107
Amendment of registration:
During inter partes ProCeediNgs .o.uviiiiiir it eee e eee e aaerenaas 2.133
Requirements fOr, iN ZENETAL ....coiiiiiiiiiiireee e e eeeas 2.173
Amendment £0 AllEZE TS c.uiuiuiiiiiii ittt e e a e aanas 2.76
Amendments to description or drawing of mark after filing ................... 2.72(b)(1)
Correction of AefiCienCy IM...iuvi i 2.76(g)
Fee for filing .
Filed during final action response Period.......cccooeviiiiiiiiiiiiiiiiiieieeieeeeenes 2.64(c)
Minimum requirements for filing ......c.ccooviiiiiiiii s 2.76(e)
Requirements for ............ooeeviiennin. ...2.76(b)
Time for filing........ccooveviiiiiiiiinnn, ...2.76(a)
WItRATAWAL OF oo et e e e e e e 2.76(h)
Answer to pleadings in opposition and cancellation proceedings............. 2.106, 2.114
Contents Of ANSWEr. ..o.iuiiii e 2.106(b)(1), 2.114(b)(1)
Corresponds to answer in court proceeding .......c.cvevevviviiiniiiiniieeineneininennnns 2.116(c)
CoUNLETrCIAIIM . .vuitit i e eaens 2.106(b)(2), 2.114(b)(2)
Failure to timely anSWeT . ...vvi it e e e eneanens 2.106(a), 2.114(a)
Answer to notice instituting concurrent use proceeding ..........cccoeveveiinininnnnn.. 2.99(d)
FAIlUTE 0 A S W T «onininiiii et ettt ae et et e e et e e e e e aeae s et eaeaeaenenanananans 2.99(d)(3)
Who needs to answer and WHeN ........ccooiiiiiiiiiiiiiceeeeee e eenes 2.99(d)(2)
Appeal to Court and Civil aCtioN ..o s 2.145
Appeal to Court from decision of CommissSioner ........cvevvvviiiiniiininiiineneinenen. 2.145
Appeal to Court from decision of Trademark Trial and Appeal
BOATA . euiinieiie ittt et a e aanan 2.145
Appeal to U.S. Court of Appeals for the Federal Circuit..............oceeenenn. 2.145(a)
(038728 BF= Ve 1 o) 4 EU N P PP TP PPRPPPIt 2.145(c)
Extensions of time t0 aPDeALl ....viuiiiiiiiii e e 2.145(e)
Notice of appeal t0 COUTT....iiiiniiiiiiiii e e 2.145(c)(4)
Notice of appeal to U.S. Court of Appeals for the Federal Circuit ............. 2.145(b)
Notice of election by appellee to proceed by civil action after appeal
to U.S. Court of Appeals for the Federal circuit...........ccceeeviieenan.... 2.145(c)(3)
Time for appeal or Civil ACtION .....iviiiiii e 2.145(d)
Appeal to Trademark Trial and Appeal Board:
Appropriate response to final refusal or second refusal on the same
f 01 0 1 1 PPt 2.64(a) 2.141
BriefS 0N aDDEaAl ...oviiiiiiii e aaa 2.142(b)
Compliance with requirements not on appeal ........cccevviiiiiiiiiiiiiiiiiiiieenenns 2.142(c)
Failure of appellant to file brief........cooiiiiiiiiiiiiiiieeeee e 2.142(b)(1)
In multiple class aPPliCaATIONS. ..ottt 2.141
Introduction of new evidence after filing of appeal........ccccvvveviiiiiiiiiennnnnnn 2.142(d)
Oral hearing 0N APDEAL.....ciiiiii ittt ea e ea e e eeaeeneaaenens 2.142(e)
Reconsideration of decision On appPeal......ccceviviiiiiiiiiiiiiiiiiiierieieieie e eeaens 2.144
Remand to Examiner re new issue prior to decision ..........c.cvevviiiiniiinninn... 2.142(f)
Reopening of examination of application after decision on appeal............ 2.142(g)
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Time and manner of filing apPPeaAl.....c.cuiiiiiiiiiiii e an 2.142(a)
Applicant:
B o) L =h = s B OO 2.24, 2.34(a)(3) and (4)
May be represented DY an atborney ...o.oiviiriiiiriii e
B P20 0 T 0 2.21, 2. 32(0)
Signature and oath or declaration ...
Application for registration ..............................
Access t0 pending apPliCATIONS ...iuiuiiiiiriiiii e ans 2.27
Amendment of. See Amendment of application.
Authorization for representation; U.S. representative .........cocooeviviiiiniiiinininnn, 2.37
Basis 01 1IN oniniiii e 2.34, 2.35
CertifiCation MATK ..ot e e e e e e e e e e e 2.45
(67 ) B LCTel n v/ oI 0 = o - PP 2.44
CONCUITENT WS vttt e e e eans ...2.42, 2.73, 2.99
Conflicting marks, co-pending applications for ........ccooeviiiiiiiiiiiiiiiiieans 2.83
DesCription Of MATK ...vini i e e e aaas 2.37
Different classes may be COmMDINEd ....c.oviiriiiiriiiiii e eaenees 2.86
Dividing of apDliCations (v e 2.87
Drawing FeQUITEM . .ouuiniiiii et e e et e e et et et e et e eneananeanans 2.51
Filing-date requireIments ..o e e 2.21
Form of apDliCabion ...ouvininiii i e aaas 2.32-2.47
MUSt De N BENGLiSh .o e e aaas 2.32(a)
MUSE DE SIGTIEA . vnininiiiiiiiii et et e et e e e e et e e e e e e anans 2.32(b), 2.33
G R Loy oFz A I S C Y= £ =) U PS 2.46
Priority claim based on foreign application ........c.ccoeveviviiiiiiiiiiiiiiiniennnnnns 2.34(a)(4)
Prior registrations should be identified ..........ccoeiiiiiiiiiiiiii e, 2.36
Requirements fOr ATaWiNZs ..o.iv i iire et ee e et e et e e eneaeaneneananes 2.52
Requirements for written application .......c.coviiiiiiiiiiii e 2.32, 2.34
SEIVICE TNATK 1.ttt et e et e et e et e e tea e et e et saneneananeneananns 2.43
Specimens filed With. ..o 2.56, 2.59
Supplemental RegISTET .. .c.iiii it 2.47
Assignee:
Certificate of registration may be issued 0 ..ocovviviiiiiiiiiiiiiiin s 3.85
New certificate of registration may be issued t0.....ccoevviiiiiiiiiiiiiiinn, 2.171
NOt dOomiICIled 1IN TS couiiiiiiiiii et et e e e et e et e e e e eeaans 3.61
Right to take action when assignment is recorded or proof of assign-
ment has been submitted.....cooiviiiiiiiiiii s 3.71, 3.73
Assignment of registered marks or marks subject to pending applica-
172 (0 3 1S PSPPI 3.1-3.85
B D (Te v o) =T eT o) e s F =S 3.54
Recording in Patent and Trademark Office of assignments or other in-
struments relating to sUCh MAarKS.....c.oiiiiiiiiii e 3.11
Records open to public INSPECTION ...iuiuiiiiiiiii e 1.12
Requirements for recording .......ccooeveiiiiiiiiiiiiiiece s ...3.256-3.31, 3.41
Assignment of trial dates in inter partes proceedings............... ...2.120(a), 2.121
Consolidated ProCeedingS...oouvu i eeeneaenan 2.121(b)(2)
Counterclaim.......ccccoeeevveinnenenn. ...2.121(b)(2)
DR EYeTo A vacY vl o 1Y i o Yo IR PPN 2.120(a)
Extending, Rescheduling........cocoeviviiiiniiiininiiiininiiniennans 2.120(a), 2.121(a)(1), (c), (d)
M 0 ha s o) o vl 0 1c) i Lo 16 IS I PPN 2.121
Trial order mailed with notice of institution...........cocooviiiiiiiiiiiininn, 2.120(a)
Attorney conflict of interest.....ccovviiiiiiiii e 2.61(c), 10.61-10.68
Attorneys and other representatives.........cccceeeunens 2.11, 2.17-2.19, 2.119(d), 10.1-10.170
Authentication of copies of registrations and records..........cccvviviiriieinininnennns 1.13(b)
B
Basis for filing an appliCation .......ccoiiiiiiiiiiiii s 2.34, 2.35
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Bona fide intention to use...... 2.34(a)(2)(1), 2.34(a)(3)(1), 2.34(a)(4)(1), 2.89(a)(3), (b)(3),
(@)
Briefs:
At final hearing in INter PATteS CaSE...oir it reans 2.128
Failure of appellant to file brief on appeal........ccccoeviiiiiiiiiiiiiiiiiiiiiienns 2.142(b)(1)
Failure of inter partes plaintiff to file brief at final hearing ......... ...2.128(a)(3)
Failure to file brief on inter partes motion.............ccooeeviiiiiiiiiiiiiiininn, 2.127(a)
On appeal to Trademark Trial and Appeal Board..........ococeeveeeviiinieennennnnnnnn 2.142(b)
On motions in inter Partes CaSes ...oiviiviiiiiiiiiiii e eeaenes 2.127(a), (e)(1)
On petitions to CommISSIONEr ....ciuiiiiiiiiiiiie e 2.146(c), (e)
Burden of proof in an interference ..........oooiiiiiiiiiiii e 2.96
Business with Patent and Trademark Office to be conducted with deco-

b b o'a Bz h Yo B eT0 )0 11T v TS ...1.3
Business with Patent and Trademark Office transacted in writing ..................... 1.2
C

Cancellation of registrations:
By cancellation proceeding—pleadings and procedure ...............cceuve.n. 2.111 et seq.
(See also Petition for Cancellation)
By registrant ..o e 2.134, 2.172
For failure to file affidavit or declaration of use under sec. 8................ 2.160-2.166
During cancellation ProCeeding .....cccviveiiieiiieiiiiie e reeerereeaeeeaenen 2.134(b)
Cases not specifically defined in rules, petition to the Commis-

S0 (00 0 1= PPN 2.146(a)(4)
Certificate of correction of registration............ccoooviiiiiiiiiiiiiiiin 2.174, 2.175
Certificate of mailing by first class mail.......cccoieiiiiiiiiiiii e, 1.8
Certificate of registration:

As evidence in inter partes proceeding.........oceveviiiiiiiiiiiiiiniiennennnn. 2.122 (b), (d), (e)
(070} 17= s L 1 TN 2.151
Issuance of new certificate t0 asSigNee....ccovviiiiiiiiiii 2.171
When and NOW ISSUEA «.uvuieiiniiiiiiii et e e eaans 2.81, 2.82, 2.151
Certificate Of tranSmMISSION (i e 1.8
Certification MATK . ..ot aens 2.45, 2.56(a)(b)
Certified copies of registrations and reCordsS......coovviiiiiiiiiiiiiieie e 1.13
Citizenship of aPPLICANT ..ouininiii e e e e e e enans 2.32(a)(3)
Civil action:
From decision of CommiSSIONeT ....oc.vuiininiiiiniiiiiiir et 2.145(c)
From decision of Trademark Trial and Appeal Board ...........ccccoeevvviieenennnn. 2.145(¢c)
Notice of election by appellee to proceed by civil action after appeal
to U.S. Court of Appeals for the Federal Circuit ..........ccoeevveieiin.n. 2.145(c)(3)
Notice to Trademark Trial and Appeal Board of election to commence
civil action for review of Board deciSion ........cccceviviiiiiiiiiiiiininininenen.. 2.145(¢c)(4)
Suspension of action in application pending outcome ..........coceevvveviiiiiiiinennnnnn. 2.67
Suspension of inter partes proceedings pending outcome............ccocevveviinn.n. 2.117
Time for commencing civil action from decision of Commissioner or
Trademark Trial and Appeal Board........coeuiiiiniiiiiiiiiiiieiieeeeeneens 2.145(d)
Waiver of right to proceed by civil action in ex parte case .................... 2.145(¢c)(2)
Civil Procedure, Federal Rules of, applied to inter partes pro-

[eTC Lo Ty T PP PP PPPUPRPPN 2.116(a), 2.120(a)
Claim of benefits of Act of 1946 for marks registered under prior

F e 1 T PP PRRPPN 2.1563-2.156

Classification of goods and services
Application limited to single class ...

Combined aPDliCatioNS .ovii i e aaaaaas 2.86(b)
SCREAULES OFf ClaSSES . iuiuiinitiitie ittt ettt et et e en et e e e eteaneaeanenees 6.1-6.4
Code of Professional Responsibility 10.20-10.112
COLIECTIVE TNATK ottt ettt e et e aet e et e e e e e eanans 2.44, 2.56(a)(3)
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Combined aPPliCatiONS ..t aaas 2.86, 2.87
Combined inter partes proceedings:
(072 s LT A - v Ko ) o KPP 2.112(b)
[0)/0) 00153 7 1o ) s K PP TNS 2.104(b)
Commencement of cancellation ......c.oovuiiiiiiiiii s 2.111(a)
Commencement of OPPOSITION .oviriiirii e 2.101(a)
Commissioner of Patents and Trademarks:
May suspend Certain IUles ....ooiviiiiiiiiii e e eenees 2. 146(&)(5) 2.148
Petition to 2.

Communication with attorney or other representative
Complaints against Patent and Trademark Office employees

Compliance of applicant With Other 1aWs ......covuviiiiiiiiiiiiiiirr s 2. 69
Compliance with discovery order of Trademark Trial and Appeal
270 T2 1 ¢ PP PPN 2.120(g)
Compulsory counterclaim .........cccooeviiiiiiiiiiiiiiiiiiieceeens 2.106(b)(2)(1), 2.114(b)(2)(1)
Concurrent use registration......ccoiiiiiiiii s 2.42, 2.99
AmMendment 0 SEE K ....iui it e aaan 2.73
Answer to notice of concurrent use proceeding, by whom and
R 0 1= PP 2.99(d)
ApPPlication reqUIreIMIENS (.o e aaas 2.42
Based upon court determination .........covuiiiiiiiiiiiiiiii s 2.99(f)
Burden of proving entitlement 10 ......coovuiiiiiiniiiiiii e 2.99(e)
Consideration and determination by Trademark Trial and Appeal
BOATA 1ottt e e ans 2.99(h), 2.133(c)
Examination by EXaminer......cocooiiiiiiiiiiiiiiiinnr s 2.99(a), (b)
Intent-to-use applications, when subject tO......ccceiviiiiiiiiiiiiiiininnns, 2.73(b). 2.99(g)
Mark must first be published for opposition PuUrpoOSes .....ccvevviviiiiiiiniiinnennnns 2.99(c)
Notice of concurrent use pProceeding .....cccovveviiiiiiiiiiiiiiiiiiiceeeeceeans 2.99(c), (d)

Registrations and applications to register on Supplemental Register

and registrations under Act of 1920 not subject to ..2.99(g)

Request to divide application during concurrent use proceeding ................ 2.87(c)
Conduct of Practitioners ..o s 10.20-10.170
Conference, pre-trial, in inter partes Cases ....cocvivviiiiiiiiiiiiieieieieieeeeeeaens 2.120(1)(2)
Conference, telephone, in inter Partes Cases ....cocvviviiiiiiiiiiieiieeeeeeaeaens 2.120(1)(1)
Confidential Matters . .oovi i 2.27(e), 2.125(e)
Conflict of interest, attorney .....cocviviiiiiiiiiiiii e 2.61(c), 10.61-10.68
Conflicting marks, co-pending applications for.........cccceevviviiiininiinininiinennnn.. 2.83, 2.91
Consent of applicant or authorized representative to withdrawal of oppo-

SItI0M A T AT S WO .ttt e e 2.106(c)
Consent of opposer to abandonment of application or mark ............c.ccoevvenennnn.. 2.135
Consent of petitioner to surrender or voluntary cancellation of registra-

173 0 o P 2.134
Consent of registrant or authorized representative to withdrawal of can-

Cellation after AN SWET ... e 2.114(c)
Consolidated inter partes proceedings:

Filing consolidated petition to cancel........ccovvviiiiiiiiiiiiiiiiiiiiiieieieeeeeeaes 2.112(b)

Filing consolidated OPPOSITION .iuivirieiiiiii e 2.104(b)

Times for filing briefs.................. ...2.128(a)(2)

Times for taking teStimONY . c.ouvuiiiiiei e 2.121(b)(2)
Constructive use, entry of judgment subject to establishment of in inter

PATTES PrOCEEAIIIES tu ittt ittt ettt ee et ee e ee e aaas 2.129(d)
Contested or inter PArtes CaASES ..ovviiiiiii e e aeas 2.116 et seaq.
Copies of registrations and reCoOrdS ....ocvvivriiiiiiii e enaes 1.13, 2.6
Correction of informalities by amendment........ccoooiriiiiiiiiiiiii e, 2.711
Correction of mistake in certificate of registration:

Mistake by Patent and Trademark OffiCe .......covviiiiniiiiiiiiiiiiiiiiciieeeeens 2.174

MistaKke DY registrant . .o 2.175
Correspondence, with whom held ............oooiiiiiiiiiiiiiiiieee 2.18, 2.24, 2.119(d)

331



37 CFR Ch. | (7-1-01 Edition)

Counterclaim in opposition and cancellation........................... 2.106(b)(2), 2. 114(b)(2)
Coupons, for certain PAFTMENTS .vii i ans
Court determination as basis for concurrent use registration ........................ 2. 99(f)
Courtesy and decorum in dealing with Patent and Trademark Office.................. 1.3
Court of Appeals for the Federal Circuit, U.S., appeal t0......cccevviviviniiiinininninns 2.145
D
Date of first use and first use in commerce:
AMeEendmeEnt Of ... e e e 2.71(c)
Required in amendment t0 allege USE ......cuviuiviininiiniiiiiiiiiiiniieeieeanens 2.76(b)(1), (c)
Required in statement of USe ....covviriiiiiiii e 2.88(b)(1), (¢)
Required in use applications under sec. 1(a)......ccevviveviininnenennnn. 2.34(a)(1)(1) and (ii)
Date of use allegation in application or registration not evidence on be-
half of applicant or registrant in inter partes case .........cceevviviiniinnnn. 2.122(b)(2)
Declaration in lieu of oath or verification .........ccooviiiiiiiiiiiiiiiiirr e 2.20
Declaration Of INEETTETEIICE «.ouuiu ittt e e aenes 2.91
Default judgment for failure to offer evidence in inter partes pro-
[T=T=T0 = PP PP 2.132(a)

Delay in responding to official action...............

Deposit accounts for PaAYING fEeS ..o s 1.25

Depositions, discovery, in inter partes cases:
B0} a0 LSS i (el o B it ) APPSR 2.120(b)
Foreign party or representative ..o 2.120(c)
Motion to compel attendanCe ......ccovvuiiiiiiiiiiii e 2.120(e)
BA\[0) 2N o2 B i v PP PPN 2.120(b)
A 0a T o ) G vF- 1 o =P 2.120(a)
LG £ o PSPPI 2.120(j)
When to file with Trademark Trial and Appeal Board...... ...2.120(3)(8)

Depositions, discovery or trial testimony, upon written questions................... 2.124

Depositions, trial teStimON Y ..o e 2.123
Before Whom BaKem .. ...o.ouiiiiii e 2.123(d)
Certification and filing ......coviiiiiiii i e 2.123(f)
Corresponds to the trial in court proceedings ......cccvevviviiiiiiiiiiiiiiiiiiiieeanns 2.116(e)
Effect of errors and irregularities ....2.123(j)
Examination of Wilnesses .o 2.123(e)
Filing and service of testimony transcript......c.cooviiiiiiiiiiiiii e 2.125
FOrm Of dePOSItiONS couuin it 2.123(g)
Inspection of depositions.. ....2.27(d), 2.123(@1)
Manner Of BaRING ..ouvuiiii e 2.123(a)
MUSE DE FI1EA . i e aaas 2.123(h)
o) v FeT o) il V7= - 0 = PP 2.123(c)
Protective order relating to transcript or exhibits .....cooviiiiiiiiiiiiiin, 2.125(e)
Raising of 0bJeCTIONS ..ouiviniiiiiii i ...2.123(e), (j), (k)
Stipulations CONCEIMING ....iviiii i e et neaens 2.123(b)
Taken in foreign COUNTIY .ovvi i e 2.123(a)(2)

Timing
Description of mark in application
AMENAINENT B0ttt ettt aaas 2. 72
Designation of representative by foreign applicant, registrant, or party:
P28 ) o) b eT: N v Lo} o TS 2.24
ASSIGIIIMNENT ottt ettt aaas 3.61
In inter partes ProCeeding .....ocooiuiiiiiiiii e 2.119(d)
R I B WAL .ottt ittt ettt ettt eaaaaaan 2.183(d)
Disciplinary ProCeeding S . ..ocviiiiiiiiiiii it eaas 10.130-10.170
Disclaimer:
DUTING TN DA S CaS S it ittt ittt ettt et e e eaeaeereneenenearanens 2.133
In part, of registered MATK ....ooiiiriiiiii i e e aas 2.173

Discovery depositions. See Depositions, discovery, in inter partes cases.
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DAY To A vACY vl o) o Le1Te 1 B R PTPST 2.120
Automatic disclosure provisions and scheduling conferences of Federal
Rules of Civil Procedure not applicable ......c.cvvviiiiiiiiiiiiiiiieieeenenenans 2.120(a)
Discovery deposition of domestic PATrtY ..ovevviriiiiiiiii e 2.120(b)
Discovery deposition of foreign party....ccccvviiiiiiiiiiii s 2.120(c)
Discovery provisions of Federal Rules of Civil Procedure apply except
aS OLherwise ProvVIAEd ....ocu i e e e 2.120(a)
Failure to comply with discovery order of Trademark Trial and Appeal
) 270} 1 o PP PP PP PPN 2.120(g)
INEEIrTOZATOTIES . onininiiiei e 2.120(d)(1)
Motion for order to compel diSCOVErY...oiviviiiiiiiiiniiiiiiiiiienennnne. 2.120(d)(1), 2.120(e)
Motion for a protective OTder.......oovieiiiiiii e as 2.120(f)
Place of production of documents and things ...2.120(d)(2)
Pre-trial CONTErenCe .. ..o 2.120(1)(2)
Proceeding suspended pending decision on motion to compel................ 2.120(e)(2)
Request for admisSionS. ..o e 2.120(h)
Sanctions for failure to comply with discovery order of Trademark
Trial and APpPeal BOATA .....coovniiiiiiiiiieie e ie e e eeaeas 2.120(g)
TelePNONE CONTEIEIICE ..euivnininiiit ittt e e e e e e e e e e aneans 2.120(1)(1)
MR 0 Lol o) G0 b0k ) i PP PP PPN 2.120(a)
Use of discovery deposition, answer to interrogatory, or admission .......... 2.120(j)
When to file discovery materials with Trademark Trial and Appeal
D270}z 1 o PPNt 2.120(3)(8)
Dismissal:
For failure to file brief on appeal to Trademark Trial and Appeal
207 1 o P 2.142(b)(1)
For failure to take testimony or offer other evidence in inter partes
L2 PPN 2.132
Distinctiveness under sec. 2(f), proof of
Dividing an apPliCation ....c.o.iiiiiii i e 2.87
Domestic representative of foreign applicant, registrant, or party:
D2N ) ) b eT: N vh Ko} o AU 2.24, 2.37
ASSIGTIIMIEIIT cotinitiiii ittt e e ettt e e et e eaans 3.61
In inter partes ProCEEAINE . ooviiiriiit ittt eeaaanan 2.119(d)
RBIEWAL . uiiiiiii e ettt et a et e e e 2.183(d)
Domicile Of aPPliCANT ..o 2.32(a)(3)
BB 2 A4 0T PP PPN 2.51-2.52
Amendment t0 MATK I1 ..o 2.72
Drawings TEQUITEM c.ouininiii ittt e e e e e et e e et et et et e eneseneaaeneneaneneanans 2.51
(0703 Ko} i b o HS S ...2.52(a)(2)(v)
Requirements fOr AraWing . .oc.ivii it et e et e e e e e eaeananes 2.52
Transfer from abandoned to new application........cccoviviiiiiiiiiiiiiiiiieeeeaens 2.26
Y DEA ATAWITIG Lu ettt ettt et e et e et ete it e et e ensananesaaneneananes 2.52(a)(1)
Duration of registration:
Cancellation for failure to file affidavit or declaration of use under sec.
< PPN 2.160
RENEWAL .ouiiiiiit ettt ettt e e e a et e et e e aaeans 2.181-2.186
Term of original registrations and renewals ........cccooeviiiiiiiiiiiiiiiiiieieeeeans 2.181
E
Emergencies or interruptions in United States Postal Service........................ 1.6(e)
B v Ao 1= i 4 1= RS 2.2(b)
Entry of judgment, in inter partes proceeding, subject to establishment
OFf CONSTIUCTIVE TS 1uinininiiiiiii e e e e e e e e e eens 2.129(d)
Evidence in ex parte appeal after notice of appeal ..........ccooeiiiiiiiiiiiiinininn.. 2.142(d)
Evidence in inter partes proceeding ......cooovviiiiiiiiiiiiiiiiie s 2.122-2.125
Affidavits, stipulated testimony, and stipulated facts.......cocovvveieiiiiiniann 2.123(b)
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Allegations of use and specimens in applications and registrations ...... 2.122(b)(2)
DD Yo v v =TS 010} 0 1T S S 2.120(3)
Exhibits attached 10 Pleadings ...ccoiiviiiiiiiii i e aeas 2.122(c)
Files of applications or registrations which are subject matter of pro-

(S0 B o = OO 2.122(b)(1)
[0k ey Pz B =TeTo ) o I PPN 2.122(e)
Printed publiCations ....ciiiii s 2.122(e)
Registration owned by any party to proceeding...........coeeveveiininenninennnne. 2.122(d)(2)
Registration pleaded by opposer or petitioner ...........cocovviviiiiniiinininnnn.. 2.122(d)(1)
RULES Of EVIARIICE . ouinitiiiii e et e e e e e e e enenens 2.122(a)
Testimony from other proceedings between parties .......cccooevvviiviiiiiiiininnn, 2.122(f)

Testimony upon oral examination
Testimony upon written questions...

Evidence of distinctiveness .......c.covvviiiiiiiinnnn,
Examination of applications ......ccoiviiiiiiiiiii e
Examination of witnesses in inter partes proceeding.........cccoevvvvivriiiininennennns 2. 123(e)
Examiner’s appearance at ex parte appeal oral hearing .............c.ccceevvnen. 2.142(e)(2)
Examiner’s brief on apPeal ..o 2.142(b)
Examiner’s jurisdiction over an application .........cccoiiiiiiiiiiiiiiiiiiiicceeeeen 2.84
Exhibits attached to pleadings:
AS BVIABIICE 1uuinitiiiiie it e et et e e e e et e e e et et a e e e e aaans 2.122(c)
Duplicate copies shall be filed.......ccoiiiiiiiiiiiiiiire s 2.104(a), 2.112(a)
Forwarded to defendant by Trademark Trial and Appeal Board ........... 2.105, 2.113
Exhibits, testimony, filing and Service Of ..o 2.125
Ex parte appeal. See Appeal to Trademark Trial and Appeal Board.
Ex parte matter disclosed but not tried in inter partes case........cocvevviviininenn.n. 2.131
Express abandonment of application or mark:
During examination ProCEAUIE. .. ..c.iiieiii i et ee e eeenans 2.68
During inter partes proceeding .
“Express Mail”’ procedure for filing of papers and fees ........cccovevvviiiiiiiiiiiiiieninnnn.. 1.10
Express surrender or cancellation of registration:
During inter partes ProCEEAINE .. ..ot eee et aeereaas 2.134
Requirements for ...2.172
Extension of time for discovery and testimony ............... 2.120(a), 2.121(a)(1), (c) (d)
Extension of time for filing OPPOSItION . ....iiiiiiiiii i
Extension of time for filing statement of use
Fee for filing request for.......covvviiiiiiiiiiiniiinieeeeens
Good cause ShoWing, When NECESSATY ...uuiiririieiiireieeeiereieereieereieerenanns 2.89(b)(4), (d)
Mark “Box ITU” 0N request fOT..ccciiiiiiiiiiiiiee e eeans 1.1¢h)
Request filed with statement of USe....c.oviniiiiiiiii s 2.89(e)
F
Facsimile transmission, certificate of.................... 1.8
Facsimile transmission of certain correspondence to Patent and Trade-

TNATK OffIC. . euiniiiiii e 1.6(a)(3), (d)
FacCSimiles as SPECIIMIEIIS. . .ttt ettt e e e e ae e aeaea e e eaeaeaeaeaeaans 2.56(c)
Failure by appellant to file brief on ex parte appeal .........cocevvvviviiiinininnnnn. 2.142(b)(1)
Failure by Plaintiff to file brief at final hearing in inter partes pro-

TeTCTTe b T PP PSPPI 2.128(a)(3)
Failure to answer OpPOSItION ..o 2.106(a)
Failure to answer petition for cancellation .................cooooiiii . 2.114(a)
Failure to comply with diSCOVEry Order .....ccoviriiiiriiiiiiiei e eeeneaans 2.120(g)
Failure to comply with order relating to confidential testimony or ex-

10 v PN 2.125(e)
Failure to file affidavit of use under sec. 8 or renewal application for reg-

istration in inter partes Proceeding ......cccvevviiiiiiiiiiiiiiiiiii e 2.134(b)
Failure to file brief on mMoOtioNn.......coiviiii s 2.127(a)
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Failure to offer evidence other than Patent and Trademark Office

DYoo) 6 £ PP PPN 2.132(b)
Failure to respond to official aCtion .....cccoviiiiiiiiiii s 2.65
Failure to take testimony or offer other evidence ............cocevveviviiiiienininnan.n, 2.132(a)
Failure to timely file a statement of USe.......cvviiiiriiiiiiiiiiieeeeees 2.88(h)
Fax transmission, certificate Of ... 1.8
Fax transmission of certain correspondence to Patent and Trademark

(0t (T PP PP PPN 1.6(a)(3), (d)
Federal Rules of Civil ProCedure.......coccvuviiuiiiiniiniiiniieiiineeineneneanenns 2.116(a), 2.122(a)
Federal Rules Of EVIAEIICE .vuiiiiiiiiiieii ettt e e eaeas 2.122(a)
Fees and Charges o 1.21, 1.22, 2.6
Fees, insufficient amount submitted:

BN 0) =1 0] o) B o3z v 1o ) s B PP 2.21(a)(b)

For petition for cancellation ........ccoooiviiiiiiiiiii e 2.85(e), 2.111(c)

FOr X DATrTE ADDEAL ..ottt ettt aaas 2.85(e)

N0} ) 0] 001y A {o ) s KU PPN 2.101(d)

For renewal appliCcation ......ooviiiiiiiiiiiiie s ...2.183(b) and (f)
Fees, PaAYIMENT Of ..o s 1.22, 1.23
Filing an amendment t0 alleZe TS ...c.iuviiiiiiiiiiieiie et ee e eeaans 2.76
Filing an ODPOSIEION . c.uin it a e ...2.101
Filing and service of trial testimony.......cocevviiiiiiiiiiiiiiii e ...2.125
Filing date, effective, after amendment of sec. 1(b) application to Supple-

MNENTAL REZISTOT 1.iviiiiii e e e e e e aanes 2.75(b)
Filing date of application....................

Filing of confidential papers
Filing of papers and fees by ‘‘Express Mail”’
Filing petition for cancellation ..........coivviviiiiiiiiiiiniiiiniirr s

Filing statement of use after notice of allowance
Mark “BoX IT U ittt ee e e e e e e e e e aeanaaees
Filing substitute specimens
Final refusal of application............... .
Filing amendment to allege use during final action response pe-
b Lo 1o TP PPN 2.64(c)
ReconSIAEration Of ..o e e e e aaas 2.64(a)

Final hearing, briefs at (inter partes proceeding)...........
Foreign applicant, registrant, or party, designation of domestic rep-
resentative ..oovvviiiiiiii 2.24, 2.37, 2.119(d), 2.161(h), 2.183(d), 3.61
Foreign application, priority claim based ON.......cccovvviiiiiiiiiiiiiiiiiieeenns 2.34(a)(4)
Foreign registration:
Application based on, under SEC. 44 ......ccoviiiriiiiriiiiiiiiiieieeans 2.34(a)(3), 2.47(b)
(0723 i n b L=To B ¢Te) 072 o ) PPN 2.34(a)(2)
Necessary before publiCcation........ccooiiiiiiiiiiiiiii s 2.34(a)(3)(ii1)

Form of amendment to application

G
General information and COrreSpPONAENCE .....c.vviiiiriiiiniiiiiiieieeieeeieereeeenenans 1.1-1.10
Goods and/or services identification of:
Additions not permitted ... s 2.71(a)
AMeNndmEnt Of .. ..ottt a e e e 2.71(a)
Amendment of, filed with statement of Use........ccooiiiiiiiiiiiiiiiiiiniinen 2.88(1)(3)
In affidavit or declaration filed under S€C. 8.......ccvvviiiiiiiiiiiiiiiiiiiiieeeennes 2.161(e)
In written appliCation ..o 2.32(a)(6)
Multiple goods or services comprised in single class or multiple class-
1= TN 2.32(a)(6), 2.34(a)(1)(v), 2.86
Required in amendment t0 allege USE ......ouveuiiiininiiniiiiiiiiiiiniieeieeanens 2.76(b)(1), (c)
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Required in request for extension of time to file statement of use .............. 2.89(f)
Required in statement of USe.....ccoiiiiiiiiiiiiii 2.88(b)(1), (¢), (1)
Good cause, showing necessary for extension of time to file statement of
L0 PP 2.89(b)(4), (d)
H
Hearing, oral:
At final hearing in inter partes proceeding ......cccovvviriiiiiiiiiiiiiiiiiieeeens 2.129
On appeal to Trademark Trial and Appeal Board ....2.142(e)
On motion in inter partes Proceedings ...coooveiriiiriiiiiiiiiie e 2.127(a)
On petition to ComMmISSIONeT .. ..oviiiiii e aeas 2.146(f)

I

Identification of goods and/or services: See Goods and/or services identification
of.
Identification of pending application or registered mark in correspond-

13 0 L= PPN 1.5
Identification of Prior registrations.....ccoivviiiiiii s 2.36
Incontestability of right to use mark:

AffIdavil UNAET SEC. Lh. . ittt e e e e e e e 2.167
Freedom from interference proceeding .......ccccveviiiiiiiiiiiiiiiiiiiiiieeieeieeeenns 2.91(b)
Informalities, amendment t0 COTTECT ....ouviiiiiiiiii e 2.711
Inquiries directed to Patent and Trademark OffiCe........ccccvvveiniiiiiiiniiiinininninennnn. 1.4
Intent-to-use applications under sec. 1(b):
Abandonment for failure to timely file a statement of use ............ccoecenenene. 2.65(c)
Amendment 0 AllEZE TS ..uiuuininiiiiiie ittt et et e et et e e et e eaans 2.76
Amendments between notice of allowance and statement of use..................... 2,77
Basis for filing appliCation ......co.vviiiiiiiiiii e 2.34, 2.37
Bona fide intention to use mark in commerce necessary..................... 2.34(a)(2)(1)
CertifiCation MATK ...ooiuiii ettt e e et et e e e e e aans 2.45
Collective mark
Dividing................. .
Drawing FeQUITEA ...ouieiii ittt ee et et et e ee e e e eaeaeaneneenanes 2.32(c), 2.51
Extensions of time for filing statement of USe........ccovvviiiiiiiiiii 2.89
Filing-date requirements
Notice of AllOWaANCE . ...ceuiviininiiiiiiiiiiiiiireee e
Requirements for written application .........ccooeeiiiiiiiiiiiiiiiiiiene, 2.32, 2.34(a)(2)
Revival of application abandoned for failure to timely file a statement
[ 0TS N 2.66
Specimens filed with amendment to allege use or statement of
10T N 2.56, 2.76, 2.88
STALEINENT OF USE eviiniiii et e e e e e enenes 2.88
When eligible for CONCUIrrent USe.....ccvvvriiiiiiiiiii e eeeeeaens 2.73(b), 2.99(g)
When eligible for amendment to Supplemental Register................c.oceeevnen. 2.47(c)
Interlocutory motions, inter partes proceeding ........ccccoeveiiiiiiiiiiiiiiiiiiiiieieennns 2.127
INEETIETEIICE Lueuieinitii ettt ettt e e e e e anes 2.91-2.93, 2.96, 2.98
Adding Party to interference
Burden of proof.......coveveiiiiiiiiiiii e
Conflicting marks, co-pending applications for ........ccooeiiiiiiiiiiiiiiiiiiieens 2.83
Declaration of iNterferenCe .....oo.vu i 2.91
Declared only on petition to Commissioner..........ccovviiiiiiiiiiiiiiiieieeenns 2.91(a)
Institution Of INTETrTErENICe . .vuiuiiii e 2.93
TS0 PP 2.96
Marks must otherwise be deemed registrable ........ccceiiiiiiiiiiiiieens 2.92
Notice Of INTEITEIrEIICE .. vuiniii e e e e e e aeaaas 2.93
Preliminary t0 interferencCe .. ... 2.92
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Registrations and applications on the Supplemental Register, registra-
tions under the Act of 1920, and registrations of incontestable

marks not subject to interference........ccoviiiiiiiiiii 2.91(b)
Request to divide application during interference...........cccooeviviviiiiiinininn., 2.87(c)
INnter PATrtesS PIrOCEAUTE ....ouuirie ittt ettt e et eeeneneenensenenens 2.116-2.136
Inter PArtes PrOCEEAIIIE S . ittt ittt ettt ee e eeeneeaeneaaenenes 2.91-2.136
CANCEIIATION L.ininiii i 2.111-2.115
CONCUTTEIIE TS 1uvninitiiiiiiit ettt ettt e et e te e et st eneteaa et teneaeanesesenerneneneanenennans 2.99
Failure of plaintiff to file brief at final hearing.............cocecvvvvvvviiinnn 2.128(a)(3)
Failure of plaintiff to take testimony .....cooviviiiiiiiiiiin e 2.132
TN B ETrEIICE oottt e 2.91-2.93, 2.96, 2.98
[0)/0) 00155 A7 1o ) s KPS 2.101-2.107
ProCEAUIe 11 .oveii i e 2.116-2.136
INterrogatories (AISCOVEIY ) vttt ettt et e ee et ee e aeereaeeneaearenenns 2.120
Motion for an order to compel anSWer......ccooevevviiiiriiirinirenennnnn. 2.120(d)(1), 2.120(e)
Numerical Iimit On ... e e 2.120(d)(1)
A 0o b B o T U 2.120(a)
LTI = £ Y TN 2.120(j)
When to file copy of interrogatories and answers thereto with Trade-
mark Trial and Appeal Board.......ccocoeeviviininiiiniieiniieeeeieine e eeeanens 2.120(3)(8)
Interruptions or emergencies in United States Postal Service ..........ccccevvenenne. 1.6(e)
Issue date of the notice of AllOWANCE ....o.iviuinininiiiiiii e e enes 2.81(b)
J
Judgment by default:
Failure by plaintiff to file brief at final hearing ..............cccoovveviiiiiin.n. 2.128(a)(3)
Failure to answer Cancellation ... .ocvviiiiiiiiiriniiiirr e 2.114(a)
Failure to answer notice of concurrent use proceeding ...........cccecevvevennn. 2.99(d)(3)
Failure to answer OpPOSITION ...t 2.106(a)
Failure to take testimony or offer other evidence ..........cccoeeviviiiiiiiiiniinn... 2.132
Judgment, entry of in inter partes proceeding subject to establishment
Of CONSEIUCTIVE TSE vt et e e eae e 2.129(d)
Jurisdiction over published appliCations .....ccviiiiriiiiriii e 2.84
Amendment after publication of mark
Amendment during inter partes proceeding .......ccooviriiiiiiiiiiiiiiiiii 2.133
Remand to Examiner by Trademark Trial and Appeal Board ............... 2.130, 2.131
L
Lawyers. See Attorneys.

Letter, separate for each distinct subject of inquiry......ccoceevveviiiiniiiiininninnnn.. 1.4(c)
Letters, address for mailing to Patent and Trademark Office...............coevviieninen 1.1
M
Mailing, CertifiCate Of ... ..o e 1.8

Mailing address for correspondence with Patent and Trademark Of-

i (¢ T O PP P PP 11
Marks on Supplemental Register published only upon registration................... 2.82
Marks registered under 1905 Act. claiming benefits of 1946 Act................. 2.153-2.156
Marks under sec. 12(c) not subject to opposition; subject to cancella-

173 (0 ) s P TP PPN 2.156
Matters in evidence in inter partes cases ...2.122
Mistake in registration incurred through fault of applicant............................. 2.175
Mistake in registration incurred through fault of Patent and Trademark

(0t (e I PP TP PPTRNS 2.174
Money, PAYTIMNENT Of ... e et aaaaas 1.22-1.26

Motions in inter partes proceedings:
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B3 i 1T ST o) o N 2.127(a), 2.127(e)(1)
(070 a1 1=) s L i S PPN 2.127(a)
Failure to respond t0 MOtION ....oviriiiiiii s 2.127(a)
FOr @ ProteCtive OTAer ..cuveiieiii e ettt eee e nenas 2.120(f)
For judgment for failure to take testimony ......cccoooviviiiiiiiiiiiiiniiiinieeeeenn 2.132
For summary JUASINENt ...ttt eree e neanenens 2.127(e)
Interlocutory motions and requests, who may act on .........c.ceeevveveiniiennenen. 2.127(c)
Request for reconsideration of decision on motion .........ccoceevvvviniiineninnen.e. 2.127(b)
Suspension pending determination of motion potentially dispositive of

0] 0T e1TCT0 b B F =S 2.127(d)
To add application t0 INTErferencCe . .....ccvvviiiiiiii e 2.98
TO COMPE]L AISCOVEIY .vritiniitiniit i ettt et et eieeree s eneaseneanenen 2.120(d)(1), 2.120(e)
To determine sufficiency of answer or objection to request for admis-

15300 ) s PP TP PN 2.120(h)
To extend diSCOVETY PETIOM . ...ttt et er e eaeeenenes 2.120(a)
To extend times for taking testimony upon written questions.............. 2.124(d)(2)
To extend trial PETIOAS .ivvir ittt e e e e aenes 2.121(a)(1), (c)

To suspend
To take oral deposition abroad...........cccvviiiiiiiiiiiiiiiiieenee. 2.120(c)(1), 2. 123(a)(2)
To use testimony from another proceeding between parties ...................... 2.122(f)
Multiple class applications ...ocoooveveiiiiiiiii e 2.32(a)(6), 2. 34(a)(1)(v)
DI Ta T BT o ) SO TP
Multiple goods or services comprised in single class or multiple class-
B ettt ettt e et eeeeaeaeaeaetaeatatteteettetetetetetateteteteteteaeteteteteteteteteterararananans 2.86
D) A a L6 BT o ) PP PPPTPPY 2.87
N
New certificate on change of ownership .........coceeviivinnn. ...2.171
Notice by publication, undelivered Office NoOtiCes .....ccvvvvviiiiiiiiiiiiiiiiiieens 2.118
NOTICE Of ALLOWATICE . euitiiitiiiieii ettt e e et e et et et et e e te e eteanenetaeneneanenennans 2.81(b)
Filing statement of Use after ...ooviiiiiiiiii e 2.88
Issue date Of oo ...2.81(b)
Notice of appeal to court and civil ACtion .....ccoviiiiiiiiiiiiiice s 2.145
Notice of appeal to Trademark Trial and Appeal Board............cccveveininnnnnnn 2.142(a)
Notice of concurrent use Proceeding ......cccvviviiriiiiiiiiiiiiiieieieeeieeaeanaes 2.99(c), (d)
Notice of claim of benefits 0f 1946 ACt.....ciiiiiiiiiiiir s 2.153-2.156
Notice of election by appellee to proceed by civil action after appeal to
U.S. Court of Appeals for the Federal Circuit...........cccovevviiiiiiiininnn.. 2.145(c)(3)
Notice Of INTEITEIrEIICE .ouininiiii e e e e e e eenas 2.93
Notice of publication UNAer SEC. 12(C) .iuiviiriiiiiiiiii e e eeneens 2.155
Notice of reliance 0N AISCOVETY cuiuinininiiiiiiiiiiie e e e eaer e eae e e aeneaeaas 2.120(j)
Notice of reliance on printed publications and official records..................... 2.122(e)
Notice to Trademark Trial and Appeal Board of civil action.................... 2.145(c)(4)
Notice, where address of registrant in cancellation proceeding is un-
20 Lo )14 o T PN 2.118
Notification of acceptance of or deficiency in amendment to allege
L0 T PPN 2.76(f), (2)
Notification of acceptance of or deficiency in statement of use ............... 2.88(%), (2)
Notification of filing of petition for cancellation............cccviiiiiiiiiiiiiiiiiniinnn, 2.113
Notification of grant or denial of request for an extension of time to file
A STALEMENT Of WS ..o e 2.89(g)
Notification of OPPOSIEION ...t 2.105
o
Oath, declaration in 1iel Of ... e aas 2.20
Oaths, before whom and when made in testimonial deposition................. 2.123(e)(5)

Official Gazette contents:
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Claim of benefits under sec. 12(c) for marks registered under 1905

(o) VRPN 2.154
First filed of applications for conflicting marks......ccccoeveiiiiiiiiiiiiiiiiiieeens 2.83
Marks on Principal Register published for opposition........ccoeveviiiiiiiiiiinnanen, 2.80
Marks on Supplemental Register published when registered..............ccccoenvenen. 2.82

Official records, reliance on in inter partes proceeding ceeenn. 2.122(e)
Omission of matter from response to Examiner’s action..............cccceeevvvenennn. 2.65(b)
Opposition to registration of mark on Principal Register: .................... 2.101-2.107
Amendment Of OPPOSIEION ..iuiuiiiiii e e e ea e 2.107
B2 8517 PPN 2.106
Commencement of OPPOSITION ..viiiiiii i e 2.101(a)
Consolidated OPPOSIEIONS . ittt e 2.104(b)
Contents of OPPOSITION ..uinieii e 2.104
Corresponds to complaint in a court proceeding .......c.ceeevviiiviiiiiniiinninennennns 2.116(c)
DYoo) 4 PSPPI 2.120
Extension of time for filing an oppOSition......ccooviniiiiiii s 2.102
Failure 10 timely A SWe . i aeaas 2.106(a)
Filing an OpDOSITION ...t 2.101
INSULTICIENT £ES . uenitiii it e e 2.101(d)
Notification Of OPPOSITION .. ..ttt e e e ene e 2.105
Procedure, INTer DATTeS .ot 2.116-2.136
Request to divide application during opposition............... e, 2.87(c)
SUSPENSION Of PrOCEEAINES tuiviininiiiin ittt et e e e eeneaneneaeeeaeaneneans 2.117
Time for filing OPPOSI IO ..ottt e e e aeas 2.101(c)
Who may file OPPOSITION c.ivinii e 2.101(b)
Withdrawal of OPPOSIEION . ..cii i aes 2.106(c)
Oral argument at final hearing in inter partes proceeding.............cccoevevvininennn. 2.129
Oral hearing:
EX PATTE QDDEAL .. euiniiiiiiiei e a e e ans 2.142(e)
Inter partes ProCeedings ...c.ovvveiiieiiiiiiie i ieeeeereeaaenens 2.116(f), 2.127(a), 2.129
On petition t0 CoOMMISSIONET t.iuiuiiiiiiiiii e e e e eanas 2.146(f)
Oral promise, stipulation, or understanding..........cccooeiiiiiiiiiiiiiiiiii e, 1.2
Ownership, prior registrations, identification in application
P
Papers of application not returnable ........c..ooeiiiiiiiiii e 2.25
Patent Rules, apDliCable .. ..o e e e e e e e e aaas 2.1
Payment Of IO ey ...t e 1.22-1.26
Pending application INAeX . ...t e e e e aans 2.27
Period for response to Office actions
Personal apPearanCe UNIIECESSATY .uuuuurnrnrnrrerererarerereresesesesesesesesesesesereseneneneerenenenns 1.2
Persons who may practice before the Patent and Trademark Office in
DA EINIAT CaSES . . iuitinitiiit ettt ettt et ettt e et et et e et e et et eneaenensaneneananan 10.14
Petition for cancellation ......cooiiiiiiiiiiiii e 2.111-2.115
Amendment of Petition ... e 2.115
N 817 S 2.114
Commencement of cancellation proceeding .........cocoeveviiiiiiiiiiiniienineninnnnnnnn. 2.111(a)
Contents Of PEtITION ..ot e 2.112
Corresponds to complaint in a court proceeding .........ccceevvvvviiiiiiienennnn.. 2.116(c)
D T ) V2 PP 2.120
Failure t0 timely Al SWeT ..ttt et e et et e e e e ans 2.114(a)
Filing petition for cancellation .......coiiiiiiiiiiiii i 2.111
INSULTICIENT £OES tuuininiii ittt e ettt e e e e eaans 2.111(c)
Notification of cancellation ProCceeding .......cccoeveiriiiiriiiiiiiiiii i eieeeeans 2.113
Procedure, INTer DATTeS .o 2.116-2.136
SUSPENSioN Of ProCEEAINES oviuiitiii ittt er et aeaneaans 2.117
Time for filing Petition ...ocovvi i e 2.111(b)
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Who may file Petition .o e e 2.111(b)
Withdrawal Of PetitioNn ..oviiniii e ens 2.114(c)
Petition for rehearing, reconsideration or modification of
decision:
Decision in inter partes ProCeeding ......ocvuiiiieiiiiiiiiiiii i eeeeeeieeaenens 2.129(c)
Decision on eX Parte apPDeaAl ..ot 2.144
Decision on interlocutory motion in inter partes proceeding .................... 2.127(b)
Petition to revive abandoned appliCation .......cccviiiiiiiiiiiiiii s 2.66
Petition to the COmmISSIONET .....oiniiiiiiiii e e eaeas 2.146
Any case not specifically defined and provided for by rules........... ...2.146(a)(4)
Contents Of PETITION .. .iu i e 2.146(c)
Delegation of authority to act on petitions .......ocovviviiiiiiiiiiiniiiiniinens 2.146(h)
Extraordinary situation requiring suspension or waiver of requirement
[0 0 L= PP 2.146(a)(b)
T PP P PP 2.6
From denial of request for extension of time to file statement of
L0 TS PPN 2.89(g)
From grant or denial of request for extension of time to oppose ........... 2.146(e)(1)
From interlocutory order of Trademark Trial and Appeal Board .......... 2.146(e)(2)
Invoke supervisory authority ..ocoovviiiiiiii e 2.146(a)(3)
Oral hearing on Petition . ... e 2.146(f)
Reconsideration of refusal to accept sec. 8 affidavit or declaration........... 2.165(b)
Refusal of renewal of registration .......coooviiiiiiiiiiiii s 2.186
Relief from repeated formal requirement of Examiner................................ 2.63(b)
Repeated action or requirement of Examiner regarding subject matter
appropriate for petition ... 2.146(a)(1)
Review of adverse action on correction, disclaimer, surrender, etc. of
DT T 1 = Y v [0 o PPN 2.176
Stays time in appeal, inter partes proceeding, or reply to Office action
only when stay is specifically requested and granted ................cccuenn.s 2.146(g)
Subject matter for Petitions ....ocovriiiiii e 2.146(a), (b)
Time t0 file PetitioN ot s 2.146(d), (e)
To accord filing date as of date of deposit as Express Mail .................... 1.10(c)-(e)
Pleading, amendment Of ......c.ooiiiiiiiiiiiii e 2.107, 2.115
Position of parties in inter partes proceedings ..............cceevenenn. 2.96, 2.99(e), 2.116(b)
Postal Service, United States, interruptions or emergencies in ...................... 1.6(e)
POSt NOTICE Of AlIOWANCE c.euiuiniiiiiiiii ettt te et et e aeaeaeaeaeaeaeneaeans 2.88, 2.89
) 200151 vl 0101 o) B e 1 v Ko ) o KPP 2.81
Power of attorney or authorization of other representative ....................... 2.17, 2.19
Practice before the Patent and Trademark Office, individuals entitled
070 TP 10.14
Predecessor in title or related cOmMpPany, USE DY .cveiiriiiiriiiiiiiiiiieeieeiereieeaenanns 2.38
Pre-trial conference, inter partes proceeding ........ccooeiiiiiiiiiiiiiiiiiiiiininann 2.120(i)(2)
PrinCiDal RIS T ottt e ettt e, 2.46
Amendment to or from Supplemental Register ......coviiiiiiiiiiiiiiiiiiiieenns 2.75
Printed publications, as evidence in inter partes proceedings ...................... 2.122(e)
Prior acts, status of prior registrations .......ccccevviiiiiniiiiiiii e 2.158
Priority claim based on foreign application .........cccvviiiiiiiiiniiiininiininininnnnn. 2.34(a)(4)
Prior registrations, ownership, identification in application ..................ocevennn. 2.36
Procedure in inter PArtes CaASES ..uviiiiiiiii it i i eeie e ieere e eaenenans 2.116-2.136
Production of documents and things, request for (discovery) ........coeeviviiniiennnnnn 2.120
Place of producCtion......ccoviiiiiiiiiiii e ...2.120(d)(2)
Motion for an order to compel production.........coceveiiiiiiiiiiiiiiiiiiiieeieeeans 2.120(e)
A 0'a B B o T PPN 2.120(a)
Professional conduct of attorneys ...ooovevriiiiiiiii e 10.20-10.129
Proof of distinctiveness Under SEC. 2(£) ...ivuiiiiiiiiii e 2.41
P OO Of SO VI ittt e e 2.119(a)

Protective order:
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Access to materials filed UNAer........covvviviiiiiii e 2.27T(e)
Relating £0 AiSCOVEI Y vttt 2.120(f)

Relating t0 teStimONY v e e aas 2.125(e)

Sanctions for Violation . .....ccooiiiiiiiiii s 2.120(g), 2.125(e)
Publication and post publication .......cccioiviiiiiiiiiii e 2.80-2.84
Publication in Official Gazette:

Jurisdiction over published appliCations ......cccoeviviiiiiiiiiiiii i eeeeeeeeans 2.84

Of claim of benefits under sec. 12(c) for marks registered under 1905

A G et et e e e e e e aaanan 2.154
Of first filed of applications for conflicting marks ...................

Of mark on Principal Register for opposition after approval....

Of marks on Supplemental Register when registered ...............
Publication of amendments t0 IULES...ccviviriiiiiiieiiii e eeaens 2.189
Publication, notice by, undelivered Office notices to registrant in inter
PATTES PrOCEEAIIIG .. .e ittt ettt aaenaas 2.118
R
Rebuttal testimOny (.o e 2.121(b), (¢)
Receipt of papers and fees .
Recognition of attorneys or other authorized pPerson ...........cocevevvvviiienennnn. 2.17, 10.14
Reconsideration:
Of affidavit or declaration of use under sec. 8.......ccccevivviriiiininnennn. 2.163(b), 2.165(a)
Of decision after final hearing in inter partes proceeding.......................... 2.129(c)
Of decision On eX PArte aPDEAL ...t 2.144
OF FINAL ACTIOM ceuitiiitie it ettt e et e et e e e e eneananes 2.64(b)
Of order or decision on interlocutory motion...........cooeviiiiiiiiiiiiiiininenn... 2.127(b)
Records of documents in Assignment Division of Patent and Trademark

[0 i i = N 3.11-3.56
Records and files of the Patent and Trademark Office ...1.12, 1.15, 2.27
Reexamination of appliCcation ......coouiiiiiiiii s 2.63(a)
Reexamination of application after remand by the Trademark Trial and

ADPDPEAL BOATA ..onviiiiiiiiii e 2.130, 2.131, 2.142
Refund of money paid to Patent and Trademark Office.........ccoviviviiininininininnnen.. 1.26
Refusal of affidavit or declaration of use under sec. 8........cocvvvviiiiiiiiiiiiinininnn.. 2.163
Refusal of re@istralion ..o 2.61
RefUsal Of FEIMEWAL ..viriii i et e e ae e e e e aeaeaananas 2.184
Refusal of request for extension of time to file a statement of use ................ 2.89(g)
Registrability of marks in plurality of classes (combined applica-

173 (0} 415 PP PPN 2.86
Registrant claiming benefits of 1946 ACE ..o, 2.153-2.156
Registration as evidence in inter partes proceeding:

File of registration which is the subject of the proceeding .................... 2.122(b)(1)
Registration owned by any party to proceeding.............ccceeviviviiiinininnn.. 2.122(d)(2)
Registration pleaded by opposer or petitioner ...2.122(d)(1)
Registration files open to public inspection ........ccooviviiiiiiiiiiiiiiiieeeen 2.27(d)
Registrations, printed copies available.......ccoiiiiiiiiiiiiiii s 1.13
Related company Or PredeCesSOT, USE DY .ovueuiviiriiriiiriiieieeeieteieireeieeneneaeneaanes 2.38
Remand to Examiner
After decision in inter Partes CasSe.....ccoviiiiii i 2.131
During appeal from refusal of registration ............ccoooiiiiiiiiiiiiiiin, 2.142(f)
DUring INTer DATTES CASE .ovuiniuiiniiiei et e e e et e et e e e eaenes 2.130
Renewal of registration ......ccoiiiiiiiiii s 2.181-2.186
Application for renewal, requirements ..........cooeiiiiiiiiiiiiii e 2.183
Failure to renew registration involved in inter partes proceeding ............ 2.134(b)
Period in WhiCh £0 fI1€ ..ouiuninieiiiii e e e 2.182
RefuSal Of FEINEWAL ..ouininiiiiiiie et e e e e e e eeaens 2.184(a)
Review of Examiner’s refusal by commissioner............ccoeeviiiiiiiiiiiiiiiiiinineenens 2.186
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Term of original registrations and renewals ........cccoeviiiiiiiiiiiiiiiiiiieieeeeaens 2.181
Reply briefs in inter partes proceedingsS ....cooeviviiiiiiiiiiiiiiiieieeieeieeeieeaenes 2.127(a)
Representation DY atlormey ..o s 2.11
Representation of others before the Patent and Trademark Office ........... 2.11, 10.14
Representative, domestic or U.S. See Domestic representative.

Representation, recognition for .......ccvviiiiiiiiiiiii e 2.17, 10.14
Republication of marks registered under prior actS......cccocveviveviiiniiienennnnns 2.153-2.156

Request for admissions (discovery). See Admissions, request for.

Request for extension of time for discovery and testimony. See Extension of time
for discovery and testimony.

Request for extension of time to file opposition. See Extension of time for filing
opposition.

Request for extension of time to file statement of use. See Extension of time to
file statement of use.

Request for information and exhibits by Examiner..........c.ccocoeiiiiiiiiiiiinininn. 2.61(b)

Request for production (discovery). See Production of documents and things, re-
quest for.

Request for reconsideration. See Reconsideration.

ReEQUEST fOT PECOTAS . vttt e et e e e e e e e e aeenenaenans 1.15

Request for registration . ....cccoiiiiiiiii s 2.32(a)(1)
Request to divide an application.......................

Requirements for receiving a filing date
Requirements for written application ..................ooeneneee.
Registration of marks registered under prior acts
Response to official aCtion ....coviuiiviiiiiiiiiiiiiir e
Review by Commissioner:

For relief from repeated formal requirement by Examiner ......................... 2.63(b)
Of adverse action on correction, disclaimer, surrender, etc. of registra-
172 10 ) s PP PP PPNt 2.176

Of refusal of affidavit or declaration of use under sec. 8...
Of refusal of renewal application
Petitions to the Commissioner.........
Revival of abandoned applications....
Revocation of power of attorney .......................

Rules of evidence in inter Partes CaSesS ...cvoviviiviiiiiiriiiiiiiiein e neeeanens 2. 122(&)
Rules of practice in trademark cases:
AMENATNIEIIT «etinitiiiiie ettt e e e et et et et et e eae e et et et eaeanetsananeseaneeeanenes 2.189
Suspension, petition to CommissSioner ........ccooveveiiiiiiiiiiiiiienenn 2.146(a)(5), 2.148
Waiver, petition to CommisSioner......c.coivviviiiiiiniiiiniiiiniieeeeeenens 2.146(a)(5), 2.148
S
Sanction for failure to comply with discovery order.........cocecvevivivivininennnnnnnns 2.120(g)
Sanction for failure to comply with protective order relating to testi-
070} 4 1y 20PN 2.125(e)
Saturday, Sunday, or Federal holiday, time for taking action expiring
10 PPN 1.6(a)(1), (2)1.6(b), 1.7
Schedule of classes 0f 200ds and SEIVICES...ccvviiiriiiiiiiiiiriieiireereeeeenees 2.85, 6.1-6.4
Schedule of time for discovery and trial periods ...2.120(a), 2.121
Sec. 2(f), Proof of AistiNClIVENESS . .iuii it 2.41
Sec. 8 affidavit or declaration Of USE .....ccvviiiiiiiiiiiiii s 2.160-2.166
Sec. 44, application based on:
Amendment to change application to different register............c.cooeiiiiniins 2.75(a)
Amendment to description or drawing in mark...........cccoviviiiiiiiiiiinininienen.. 2.72(c)
Basis fOr fIling oo e 2.34, 2.37
CertifiCation MATK ..ot ettt a e e e 2.45(b)
COLLECTIVE INATK .iuininiiiiiiiii ettt ee e e et e te e e e e e e et e aeaeaeneaeaenenenenanenans 2.44(b)
Drawing FeQUITEM. . ouiu ittt et et e et et e ee e e e s aneneanans 2.32(c)
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Filing-date requirements ..o e e 2.21
Goods or services identified may not exceed scope of those in foreign
application or registration......cccoviiiiii 2.32(a)(6)
Priority Claim ..o e aaas 2.34(a)(4)
Requirements fOr AraWings ..o et eaeeaaas 2.52
Requirements for written application.......ccooviiiiiiiiiii e 2.33
Supplemental RegiSter. ..o e 2.47(b)
TSN F- 1 B a1 D 0101 0= PSPPI 2.23
Service charge for filing renewal application during grace period.............. 2.6, 2.185
S TS) v Te ST o o b i € PP PP U PR UPNN 2.43
Specimens OF faACSIMILES t.iuiuiiiiii e 2.56(c)
Service of copies of testimony
Service and signing of PAPETS ...occvvveiriiiiiiniiiiniieieineeinens
Signature and certificate of attorney .
SIignature Of APPIICANIT. ...t et 2.33
Single certificate for one mark registered in a plurality of classes.................... 2.87
Y o JeTeh ha s =) o 1 PSP 2.56-2.59
Facsimiles in liet Of SPECIMEIIS. . ..uiuiit it eae e enaes 2.56(c)
Not evidence in behalf of applicant or registrant in inter partes pro-
(S0 B = O PP PPN 2.122(b)(2)
Of ST VICE TN K L.ttt et ettt et e e eaenans 2.56(a)(2)
Requirement of filing with affidavit or declaration of use under sec.
< PP PP TP PRPPI 2.161(g)
Requirement of filing with amendment to allege use .................... 2.76(b)(2), (e)(2)
Requirement of filing with statement of use .........c.coooovviiiiiiiiinin, 2.88(b)(2), (e)(2)
Support of amendment to application .......ccooviiiiiiiiiiiiiiiee 2.71, 2.72
Support of amendment to registration
N Y Ry 0 T=) o vl o i £ T PP PRSP 2.88
Amendments to description or drawing of mark after filing ................... 2.72(b)(1)
Amendments to dates of use after filing ........cooeviiiiiiiiiiiiii 2.71(c)(2)
Extensions of time t0 1€ ... 2.89
Fee for filing ......cccooeviiiiiiiiiiiiceeens

Mark “Box ITU”............
May not be withdrawn
Minimum requirements for filing

Requirements for .......c.ccoveivininnnnnn.

Time fOr filing...ccooviiiiiiiinr e
Status of application after ex parte appeal .......cccevviiiiiiiiiiiiiiiiiii i ieeeans 2.142(g)
Status of application on termination of inter partes proceedings..................... 2.136
Stipulated evidence, inter Partes CasSes ...cooviiii i e 2.123(b)
Stipulation to extend discovery and/or trial periods ...2.120(a), 2.121
Substitute specimens, filing Of ... e 2.59
Summary judgments in inter partes proceedings ......ccccoevviiiiiiiiiiinieninnnn.. 2.127(e)(1)
Sunday, Saturday, or Federal holiday, time for taking action expiring

10} T USROS 1.6(a)(1), (2)1.6(b), 1.7

Supplemental Register:
Amendment from Principal Register...
Application requirements
Approval....ccceveviieiiiininenns
Cancellation.........ccceeveenenen.
Certificate of registration
Intent-to-use applications, when eligible

...2.47(c), 2.75

Marks published when registered..........ccccoeviiiiiiiiiinnenans.
Surrender of certificate of registration L2
During inter partes ProCeeding . ....ccuvriiiiriiiiiii i reaas 2.134
Suspension of action in application by Patent and Trademark Office................ 2.67
Suspension from practice before Patent and Trademark Office............. 10.130-10.170
Suspension of later filed conflicting application ..........cccoeiiiiiiiiiiiiiiiiiiiiin, 2.83
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Suspension of inter partes proceedings by Trademark Trial and Appeal
Board:

For good cause upon motion or stipulation..........cccoviiiiiiiiiiiiiiiiiiiie, 2.117(c)
Pending disposition of motion potentially dispositive of case................... 2.127(d)
Pending disposition of motion to compel .......ccoovvinviiiiiiiiiiiiiniiiiniieinene, 2.120(e)(2)
Pending disposition of motion to test sufficiency of response to request
FOr AAIMIISSION et 2.120(h)(2)
Pending termination of civil action or other Board proceeding........... 2.117(a), (b)
Suspension of rules, COmMmMISSIONET ....c.oviiriiiiiiiiiiieeeeeeeaeas 2.146(a)(b), 2.148
T
Term of original registrations and renewals ......cccvevviviviiiiiiiiiiiieeeeaen 2.181
Testimony in inter partes cases:
Assignment and resetting of times ....coooiniiiiiiiii s 2.121
By 0ral exXamination ..o e 2.123
By written questions ...2.124
FaIlure £0 BaKE cooviiiii e 2.132
Filing and service of testimony ........ccooeviiiiiiiiiiiiiiiinnnnens 2.123(f), 2.124(f), 2.125

Arrangement, indexing, and form of transcript .................. 2.123(g); 2.125 (b), (d)

(076} 4 H=Tel v (o) o T I v o U PP 2.124(f), 2.125(b)

Deposition must e filed . ....ooviiiiiiiiiii e 2.123(h)

Filing in Patent and Trademark Office ...........cccoevvennnnn. 2.123(f), 2.124(f), 2.125(c)

Inspection Of AePOSITION .o e 2.123(1)

Service 0N adVerse DALY ..ovvveiiiiiii i e aas 2.124(f), 2.125(a)

From another ProCeeaing ...o.ouiiiriiiiii ittt ee e eeenenaenenas 2.122(f)
INn fOreign COUNBIIES oottt eeaeaan 2.123(a)(2)
ODFECTIONS TO ittt 2.123 (e), (j), (k); 2.124(d), (g)
Stipulated teStimONY (oo s 2.123(b)
Time:
FOr amenaIment. ... e a e e e eaaas 2.62
FOTr €X PATTE QDDEAL. ...ttt et e et e ans 2.142(a)
For filing affidavit or declaration to avoid cancellation.............cccocevevniinninnn 2.160
For filing amendment t0 allege USE .....o.vuiuiiiiiiiiii i 2.76(a)
For filing appeal to court or civil action.......cccooeviiiiiiiiiiiiiiiiiiiceceens 2.145(d)
For filing briefs in inter partes proceedings .......ccoviveiiiiiiiiiiiiiiiiiieiceeeene, 2.127
For filing extension of time to oppose........ccevvvvvnnnnn.. .
FoOr filing OpDOSITION .. it e 2.101(c)
For filing petition for cancellation ..........covviiiiiiiiiiiiiiiiiiiiceeene, 2.111(b), (c)(3)
For filing request for extension of time to file statement of use..................... 2.89
For filing request to divide application ........coviiiiiiiiiiiiiiiie e, 2.87(c)
For filing statement Of TS ...ouviiniiiiii e 2.88(a)
For response to Patent and Trademark Office action............cccoveviiiiiiinininnn.n.. 2.62
FOr $aKING QISCOVEIY .itniniiiiniiiiiiiei et ee e e e e et e e e e e et eaneneaeeeaeaneneens 2.120(a)
FOr taking TeStImOIY oueieiiiii ittt ettt e e e e aaaas 2.121
Translation of asSINIMENT ... e 3.26
Transmission, certificate Of ... ..o e e 1.8
U
Undelivered Office notices, tO registrant......cccovviiiiiininiiiiiiine e 2.118
Unprofessional conduct, attorneys 10.20-10.129
Unprovided for and extraordinary circumstances, petition to Commis-

S0 (0] 0 1= PP 2.146(a)(4), (5)
U.S. Court of Appeals for the Federal Circuit, appeal t0......cccevviviiiiiiiiiiininn.n, 2.145
Use:

Allegation of USe in COMMETCE .....ovviriiiiriiiii e eenaes 2.21, 2.34, 2.76, 2.88
Amendment to allege USE IN COMIMEBTCE .. ..cuitiriiririitiiiteiet et eeeeereereneneenens 2.76
Bona fide intention to use in COMMErCe ........ccoeviviiriiiiiiiiiiieieceeeeeeenne, 2.34, 2.89
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By predecessor or by related COmMPaANIes.....c.o.iviieiiiiiiiiiiiieie e eaeaeas 2.38
Dates of first use and first use in commerce..................co..... 2.34(a)(1)(ii) and (iii)
StATEMENT Of TS oniniiiii e 2.88
TUSE OFf QISCOVETY eniuiininiiei ittt ettt et e e e et et e et e e et et enea e eaeaneneanans 2.120(j)
\%
Verification:
Declaration in lieu of oath or verification ..........coooiiiiiiiiiiii i, 2.20
(@)= 0] 0] 5 TeT: 1 v (o) o N PP 2.33
Required with amendment to allege USe .......ccceveveiiiiiiiiiiiiiiniiinnnn 2.76(b)(1), (e)(3)
Required with statement of USe .....coiviiiiiiiiiiiiiiiiee 2.88(b)(1), (e)(3)
Required with substitute Specimens .......oooiiiiiiiiiii e 2.59
In support of amendments to descriptions or drawings of the
072 5 <O 2.72
In support of amendments to dates Of USE....cciviiiiiiiiiiiiiiiiiiiieceeees 2.71(c)
In support of request for extension of time to file statement of
10 ST PN 2.89
W
Waiver of rule, petition to Commissioner..............covviiiiiiiiiinnenen.n. 2.146(a)(b), 2.148
Willful false statements. declaration .
Withdrawal from employment, practitioners..........cccooeeviiviiinnininnn.. 2.19, 10.40, 10.63
Withdrawal of amendment t0 allege USE......oeuiuviiiiiiiiiiiiiiiinieineieeieeireeaeanes 2.76(h)
Withdrawal of appliCation.....cccoviiiiiiiiii e,
Involved in inter partes proceeding
Withdrawal of opposition with or without consent ..........cccooiiiiiiiiiiiinnn, 2.106(c)
Withdrawal of cancellation with or without consent ..........ccoviviviiiiinininn.. 2.114(c)
Withdrawal of registration by voluntary surrender by registrant:
Involved in cancellation ProCeeding .....ccccvviiiiiriiriiiiiniiieeeieire e eneneaenes 2.134
ReQUITEIM NS FOT . ettt aas 2.172
Withdrawal of statement of use prohibited.........cooviviiiiiiiiiiiiiiiireens 2.88(g)
Witnesses:
DiSCOVEry AePOSITION .ivuinitiii it e e e e 2.120(b), (c)
Examination by oral deposition (Testimony) ...cccoveveiriiiiiiiiiiiiiiiiiicieeeeens 2.123
Examination by written questions .......coovvviiiiiiiiiiiiiini e 2.124
o) =h = s B S 2.120(c), 2.123(a)(2)
Written apPliCatioN ..ottt et e e e e e e e e 2.32-2.47
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