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have not been delivered by December
10, the certification report will be ac-
companied by all undelivered checks
and a brief explanation of the reasons
for the failure to make delivery. This
annual certification report is essential
in order to assure that income and
withholding tax totals for all awardees
are correct and complete at the close of
each calendar year.

§ 1240.113 Delegation of authority.
(a) The Associate Administrator for

Management and the Chairperson, In-
ventions and Contributions Board, are
delegated authority to execute grants
of awards for significant scientific or
technical contributions not exceeding
$1000 per contributor, when in accord-
ance with the recommendation of the
Board and in conformity with applica-
ble law and regulations.

(b) The Chairperson, Inventions and
Contributions Board, is delegated au-
thority to execute grants of initial
awards upon the decision to file for a
U.S. patent application, and upon ap-
proval to publish a selected NASA Tech
Brief.

(c) No redelegation is authorized ex-
cept by virtue of succession.

(d) The Chairperson, Inventions and
Contributions Board, will ensure that
feedback is provided so that the Ad-
ministrator, through official channels,
is currently informed of significant ac-
tions, problems, or other matters of
substance related to the exercise of the
authority delegated in this section.

PART 1241 [RESERVED]

PART 1245—PATENTS AND OTHER
INTELLECTUAL PROPERTY RIGHTS

Subpart 1—Patent Waiver Regulations

Sec.
1245.100 Scope.
1245.101 Applicability.
1245.102 Definitions and terms.
1245.103 Policy.
1245.104 Advance waivers.
1245.105 Waiver after reporting inventions.
1245.106 Waiver of foreign rights.
1245.107 Reservations.
1245.108 License to contractor.
1245.109 Assignment of title to NASA.
1245.110 Content of petitions.
1245.111 Submission of petitions.

1245.112 Notice of proposed Board action and
reconsideration.

1245.113 Hearing procedure.
1245.114 Findings and recommendations of

the Board.
1245.115 Action by the Administrator.
1245.116 Miscellaneous provisions.
1245.117 March-in and waiver revocation

procedures.
1245.118 Record of decisions.

Subpart 2 [Reserved]

Subpart 3—NASA Foreign Patent Program

1245.300 Scope of subpart.
1245.301 Inventions under NASA contracts.
1245.302 Inventions by NASA employees.
1245.303 Criteria.
1245.304 Procedures.

Subpart 4—Foreign Patent Licensing
Regulations

1245.400 Scope of subpart.
1245.401 Policy.
1245.402 Types of licenses and terms and

conditions.
1245.403 Government license.
1245.404 Enforcement of patent rights.
1245.405 Procedures.

Subpart 5—Authority and Delegations to
Take Certain Actions Relating to Pat-
ents and Other Intellectual Property
Rights

1245.500 Scope.
1245.501 General Counsel.
1245.502 Associate General Counsel for Intel-

lectual Property.
1245.503 Patent Counsel of Field Installa-

tions.
1245.504 Further redelegation.

Subpart 1—Patent Waiver
Regulations

AUTHORITY: 42 U.S.C. 2457, 35 U.S.C. 200 et
seq.

SOURCE: 52 FR 43748, Nov. 16, 1987, unless
otherwise noted.

§ 1245.100 Scope.
This subpart prescribes regulations

for the waiver of rights of the Govern-
ment of the United States to inven-
tions made under NASA contract in
conformity with section 305 of the Na-
tional Aeronautics and Space Act of
1958, as amended (42 U.S.C. 2457).

§ 1245.101 Applicability.
The provisions of the subpart apply

to all inventions made or which may be
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made under conditions enabling the
Administrator to determine that the
rights therein reside in the Govern-
ment of the United States under sec-
tion 305(a) of the National Aeronautics
and Space Act of 1958, as amended, 42
U.S.C. 2457(a). The provisions do not
apply to inventions made under any
contract, grant, or cooperative agree-
ment with a nonprofit organization or
small business firm that are afforded
the disposition of rights as provided in
35 U.S.C. 200–204 (Pub. L. 96–517, 94
Stat. 3019, 3020, 3022 and 3023; and Pub.
L. 98–620, 98 Stat. 3364–3367).

§ 1245.102 Definitions and terms.
As used in this subpart:
(a) Contract means any actual or pro-

posed contract, agreement, under-
standing, or other arrangement with
the National Aeronautics and Space
Administration (NASA) or another
Government agency on NASA’s behalf,
including any assignment, substitution
of parties, or subcontract executed or
entered into thereunder, and including
NASA grants awarded under the au-
thority of 42 U.S.C. 1891–1893.

(b) Contractor means the party who
has undertaken to perform work under
a contract or subcontract.

(c) Invention includes any art, meth-
od, process, machine, manufacture, de-
sign, or composition or matter, or any
new and useful improvement thereof,
or any variety of plant, which is or
may be patentable under the Patent
Laws of the United States of America
or any foreign country.

(d) Made, when used in relation to
any invention, means the conception or
first actual reduction to practice of
such invention.

(e) Practical application means to
manufacture in the case of a composi-
tion or product, to practice in the case
of a process or method, or to operate in
the case of a machine or system; and,
in each case, under such conditions as
to establish that the invention is being
utilized and that its benefits are to the
extent permitted by law or Govenment
regulations available to the public on
reasonable terms.

(f) Board means the NASA Inventions
and Contributions Board established by
the Administrator of NASA within the
Administration under section 305(f) of

the National Aeronautics and Space
Act of 1958, as amended (42 U.S.C.
2457(f)).

(g) Chairperson means Chairperson of
the NASA Inventions and Contribu-
tions Board.

(h) Petitioner means a contractor or
prospective contractor who requests
that the Administrator waive rights in
an invention or class of inventions
made or which may be made under a
NASA contract. In the case of an iden-
tified invention, the petitioner may be
the inventor(s).

(i) Government agency includes any
executive department, independent
commission, board, office, agency, ad-
ministration, authority, Government
corporation, or other Government es-
tablishment of the executive branch of
the Government of the United States of
America.

(j) Administrator means the Adminis-
trator of the National Aeronautics and
Space Administration or the Adminis-
trator’s duly authorized representa-
tive.

§ 1245.103 Policy.
(a) In implementing the provisions of

section 305(f) of the National Aero-
nautics and Space Act of 1958, as
amended (42 U.S.C. 2457(f)), and in de-
termining when the interests of the
United States would be served by waiv-
er of all or any part of the rights of the
United States in inventions made in
the performance of work under NASA
contracts, the Administrator will be
guided by the objectives set forth in
the National Aeronautics and Space
Act of 1958, as amended (42 U.S.C. 2451–
2477) and by the basic policy of the
Presidential Memorandum and State-
ment of Government Patent Policy to
the Heads of the Executive Depart-
ments and agencies dated February 18,
1983. Among the most important goals
are to provide incentives to foster in-
ventiveness and encourage the report-
ing of inventions made under NASA
contracts, to provide for the widest
practicable dissemination of new tech-
nology resulting from NASA programs,
and to promote early utilization, expe-
ditious development, and continued
availability of this new technology for
commercial purposes and the public
benefit. In applying this regulation,
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both the need for incentives to draw
forth private initiatives and the need
to promote healthy competition in in-
dustry must be weighed.

(b) Several different situations arise
when waiver of all or any part of the
rights of the United States may be re-
quested and are prescribed in
§§ 1245.104–1245.106. Under § 1245.104, ad-
vance waiver of rights to any or all of
the inventions which may be made
under a contract may be requested
prior to the execution of the contract,
or within 30 days after execution of the
contract. Waiver of rights to an identi-
fied invention made and reported under
a contract are to be requested under
§ 1245.105, and may be requested under
this provision even though a request
under § 1245.104 was not made, or if
made, was not granted. Waiver of for-
eign rights under § 1245.106 may be re-
quested concurrently with domestic
rights under § 1245.104 or § 1245.105, or
may be made independently.

(c) With respect to inventions which
may be or are made or conceived in the
course of or under contracts for re-
search, development or demonstration
work awarded by NASA on behalf of
the Department of Energy (DOE) or in
support of a DOE program, on a reim-
bursable basis pursuant to agreement
between DOE and NASA, the waiver
policy, regulations, and procedures of
DOE will be applied. NASA will nor-
mally grant waiver of rights to inven-
tions made under contracts awarded by
NASA on behalf of, or in support of,
programs funded by another Govern-
ment agency, unless the funding agen-
cy recommends and justifies denial of
the waiver. See §§ 1245.110(c) and
1245.111(b).

§ 1245.104 Advance waivers.
(a) The provisions of this section

apply to petitions for waiver of domes-
tic rights to any or all of the inven-
tions which may be made under a con-
tract.

(b) The NASA Inventions and Con-
tributions Board normally will rec-
ommend grant of a request for advance
waiver of domestic rights submitted
prior to execution of contract or within
30 days after execution of the contract
unless the Board finds that the inter-
ests of the United States will be better

served by restricting or eliminating all
or part of the rights of the contractor
in one or more of the following situa-
tions:

(1) When the contractor is not lo-
cated in the United States or does not
have a place of business in the United
States or is subject to the control of a
foreign government;

(2) When a determination has been
made by Government authority which
is authorized by statute or Executive
order to conduct foreign intelligence or
counter-intelligence activities that the
restriction or elimination of the right
to retain title to any inventions made
in the performance of work under the
contract is necessary to protect the se-
curity of such activities; or

(3) Where the Board finds that excep-
tional circumstances exist, such that
restriction or elimination of the right
to retain title will better promote one
or more of the following objectives:

(i) Promoting the utilization of in-
ventions arising from federally sup-
ported research and development;

(ii) Encouraging maximum participa-
tion of industry in federally-supported
research and development;

(iii) Ensuring that inventions are
used in a manner to promote free com-
petition and enterprise;

(iv) Promoting the commercializa-
tion and public availability of inven-
tions made in the United States by
United States industry and labor; and

(v) Ensuring that the Government
obtains sufficient rights in federally-
supported inventions to meet the needs
of the Government and protect the
public against nonuse or unreasonable
use of inventions.

(c)(1) An advance waiver, when grant-
ed, will be subject to the reservations
set forth in § 1245.107. Normally, the
reservations of § 1245.107(a), License to
the Government, and § 1245.107(b),
March-in rights, will apply. However,
should one or more of the situations
set forth in paragraphs (b)(1) through
(b)(3), of this section exist, rather than
denying the advance waiver request,
the Board may recommend restricting
or eliminating only part of the rights
of the contractor to the extent nec-
essary to address the particular situa-
tion, consistent with the policy and
goals of § 1245.103. In that event, the
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waiver grant will be subject to addi-
tional reservations as provided for in
§ 1245.107(c).

(2) An advance waiver, when granted,
will apply only to inventions reported
to NASA under the applicable terms of
the contract and a designation made
within 6 months of the time of report-
ing (or a reasonable time thereafter
permitted for good cause shown) that
the contractor elects title to the inven-
tion and intends to file or has filed a
U.S. patent application. Such election
will be made by notification in writing
to the patent representative designated
in the contract. Title to all other in-
ventions made under the contract are
subject to section 305(a) of the National
Aeronautics and Space Act of 1958, as
amended, 42 U.S.C. 2457(a). The grant-
ing of the advance waiver does not oth-
erwise relieve a contractor of any of
the invention identification or report-
ing requirements set forth in the appli-
cable patent rights clause in the con-
tract.

(3) The waiver shall extend to the in-
vention claimed in any patent applica-
tion filed on the reported invention, in-
cluding any subsequent divisional or
continuation application thereof, pro-
vided the claims of the subsequent ap-
plication do not substantially change
the scope of the reported invention.

(d) When a petition for waiver is sub-
mitted under paragraph (b) of this sec-
tion, prior to contract execution, it
will be processed expeditiously so that
a decision on the petition may be
reached prior to execution of the con-
tract. However, if there is insufficient
time or insufficient information is pre-
sented, or for other reasons which do
not permit a recommendation to be
made without unduly delaying execu-
tion of the contract, the Board will in-
form the contracting officer that no
recommendation has been made and
the reasons therefor. The contracting
officer will then notify the petitioner
of the Board’s action.

(e) After notification by the con-
tracting officer under paragraph (d) of
this section, the petitioner may, upon
its execution of the contract, or within
30 days, request the Board to recon-
sider the matter under paragraph (b) of
this section either on the record or
with any additional statements sub-

mitted in the subpart of the original
petition.

(f) A waiver granted pursuant to a pe-
tition submitted under this section
shall extend to any contract changes,
modifications, or supplemental agree-
ments, so long as the purpose of the
contract or the scope of work to be per-
formed is not substantially changed.

§ 1245.105 Waiver after reporting in-
ventions.

(a) The provisions of this section
apply to petitions for waiver of domes-
tic rights to identified inventions
which have been reported to NASA and
to which a waiver of rights has not
been granted pursuant to § 1245.104.

(b)(1) When an individual identified
invention has been reported to NASA
under the applicable terms of the con-
tract and waiver of rights has not been
granted under § 1245.104, the Board nor-
mally will recommend grant of a re-
quest for waiver of domestic rights to
such invention if the request is re-
ceived within 8 months of first disclo-
sure to NASA (or such longer period
that the Board may permit for good
cause shown), unless the Board finds
that one or more of the situations set
forth in § 1245.104(b)(3)(i) through (v)
exist. When granted, the waiver will be
subject to the reservations set forth in
§ 1245.107 in the same manner as dis-
cussed in § 1245.104(c)(1).

(2) The waiver shall extend to the in-
vention claimed in the patent applica-
tion filed on the reported invention, in-
cluding any subsequent divisional or
continuation application thereof, pro-
vided the claims of the subsequent ap-
plication do not substantially change
the scope of the reported invention.

§ 1245.106 Waiver of foreign rights.
(a) The Board will consider the waiv-

er of foreign rights in any designated
country concurrently with the waiver
of domestic rights when so requested
under § 1245.104 or § 1245.105.

(b) The Board will also consider a
separate request for foreign rights for
an individual identified invention in
any designated country if a request
was not made pursuant to paragraph
(a) of this section, or for countries not
designated pursuant to paragraph (a) of
this section.
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(c) Waiver of foreign rights will nor-
mally be granted under paragraph (a)
or paragraph (b) of this section in any
designated country unless; (1) The
Board finds that the economic inter-
ests of the United States will not be
served thereby; or unless (2) in the case
of an individual identified invention
under paragraph (b) of this section,
NASA has determined, prior to the re-
quest, to file a patent application in
the designated country.

(d) If, subsequent to the granting of
the petition for foreign rights, the peti-
tioner requests and designates addi-
tional countries in which it wishes to
secure patents, the Chairperson may
grant such request, in whole or in part,
without further action by the Board.

§ 1245.107 Reservations.

(a) License to the Government. Any in-
vention for which waiver of domestic
or foreign rights has been granted
under this subpart shall be subject to
the reservation by the Administrator
of an irrevocable, nonexclusive, non-
transferable, royalty-free license for
the practice of the invention through-
out the world by or on behalf of the
United States or any foreign govern-
ment pursuant to any treaty or agree-
ment with the United States.

(b) March-in rights. For any invention
for which waiver of rights has been
granted under this subpart, NASA has
the right in accordance with 35 U.S.C.
203 and 210, and with the procedures set
forth in § 1245.117 and 37 CFR 401.6, to
require the contractor, an assignee, or
exclusive licensee of the invention to
grant a nonexclusive, partially exclu-
sive, or exclusive license in any field of
use to a responsible applicant or appli-
cants, upon terms that are reasonable
under the circumstances, and if the
contractor, assignee, or exclusive li-
censee refuses such a request, NASA
has the right to grant such a license
itself if NASA determines that:

(1) Such action is necessary because
the contractor or assignee has not
taken, or is not expected to take with-
in a reasonable time, effective steps to
achieve practical application of the in-
vention in such field of use;

(2) Such action is necessary to allevi-
ate health or safety needs which are

not reasonably satisfied by the con-
tractor, assignee, or their licensees;

(3) Such action is necessary to meet
requirements for public use specified
by Federal regulations and such re-
quirements are not reasonably satisfied
by the contractor, assignee, or licens-
ees; or

(4) Such action is necessary because
the agreement required by the ‘‘Pref-
erence for United States industry’’ has
not been obtained or waived or because
a licensee of the exclusive right to use
or sell any invention in the United
States is in breach of such agreement.

(c) Additional reservations. In the
event one or more of the situations set
forth in § 1245.104 (b)(1) through (b)(3)
exist, the Board may determine to rec-
ommend partial grant of the waiver re-
quest (rather than denial) by making
the grant subject to additional reserva-
tions (than those set forth in (a) and
(b) of this section) to the extent nec-
essary to address the particular situa-
tion. Such additional reservations may
include, but not be limited to, field-of-
use or terrestrial-use limitations, or
additions to the march-in rights.

§ 1245.108 License to contractor.
(a) Each contractor reporting an in-

vention is granted a revocable, non-
exclusive, royalty-free license in each
patent application filed in any country
on the invention and in any resulting
patent in which the Government ac-
quires title. The license extends to the
contractor’s domestic subsidiaries and
affiliates, if any, within the corporate
structure of which the contractor is a
party and includes the right to grant
sublicenses of the same scope to the ex-
tent the contractor was legally obli-
gated to do so at the time the contract
was awarded. The license and right is
transferable only with the approval of
the Administrator except when trans-
ferred to the successor of that part of
the contractor’s business to which the
invention pertains.

(b) The contractor’s domestic license
may be revoked or modified by the Ad-
ministrator to the extent necessary to
achieve expeditious practical applica-
tion of the invention pursuant to an
application for an exclusive license
submitted in accordance with the Li-
censing of NASA Inventions (14 CFR
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1245.2). This license will not be revoked
in that field of use and/or the geo-
graphical areas in which the contractor
has achieved practical application and
continues to make the benefits of the
invention available to the public on
reasonable terms. The license in any
foreign country may be revoked or
modified at the discretion of the Ad-
ministrator to the extent the con-
tractor, its licensees, or its domestic
subsidiaries or affiliates have failed to
achieve practical application in that
foreign country.

(c) Before revocation or modification
of the license, the contractor will be
provided a written notice of the Ad-
ministrator’s intention to revoke or
modify the license, and the contractor
will be allowed 30 days (or any other
time as may be allowed by the Admin-
istrator for good cause shown by the
contractor) after the notice to show
cause why the license should not be re-
voked or modified. The contractor
shall have the right to appeal, under
the Licensing of NASA Inventions (14
CFR 1245.2), any decision concerning
the revocation or modification of its li-
cense.

§ 1245.109 Assignment of title to NASA.
(a) The instrument of waiver set

forth in § 1245.115(c) shall be voided by
NASA with respect to the domestic
title to any invention for which a pat-
ent application has not been filed with-
in 1 year (or a reasonable time there-
after for good cause shown) from notifi-
cation to NASA of election of title, as
required by § 1245.104(c)(2), for an ad-
vanced waiver pursuant to § 1245.104, or
within 1 year from the granting of a
waiver for an individual invention
granted pursuant to § 1245.105.

(b) The instrument of waiver set
forth in § 1245.115(c) shall be voided by
NASA with respect to title in any for-
eign country for which waiver has been
granted pursuant to § 1245.106, if a pat-
ent application has not been filed in
that country (or in the European Pat-
ent Office or under the Patent Coopera-
tion Treaty and that country des-
ignated) within either 10 months (or a
reasonable time thereafter for good
cause shown) from the date a cor-
responding U.S. patent application has
been filed or 6 months (or a reasonable

time thereafter for good cause shown)
from the date a license is granted by
the Commissioner of Patents and
Trademarks to file foreign patent ap-
plications where such filing has been
prohibited by a Secrecy Order.

(c) In any country in which the waiv-
er recipient decides not to continue
prosecution of any application, to pay
maintenance fees on, or defend in reex-
amination or opposition proceedings on
a patent on a waived invention, the
waiver recipient shall notify the patent
representative within sufficient time
for NASA to continue prosecution, pay
the maintenance fee or defend the reex-
amination or opposition, and upon
written request, convey title to NASA
and execute all papers necessary for
NASA to proceed with the appropriate
action.

§ 1245.110 Content of petitions.
(a) Each request for waiver of domes-

tic or foreign rights under § 1245.104,
§ 1245.105, or § 1245.106 shall be by peti-
tion to the Administrator and shall in-
clude:

(1) An identification of the peti-
tioner, its place of business, and ad-
dress;

(2) If the petitioner is represented by
counsel, the name, address, and tele-
phone number of the counsel;

(3) A citation to the section
(§ 1245.104, § 1245.105, or § 1245.106) under
which the petition is submitted, the
nature and extent of the rights re-
quested, and a positive statement that
waiver of rights under the cited section
is being requested;

(4) If the petitioner is an employee
inventor of the contractor, a statement
from the contractor that the con-
tractor does not object to this petition.

(5) Information identifying the pro-
posed contract or resulting contract, if
any;

(6) A designation of the country or
countries, the United States of Amer-
ica and/or foreign, in which waiver of
title is requested;

(7) A copy of the invention disclosure
if the request is for an individual iden-
tified invention (under § 1245.105);

(8) The name, address, and telephone
number of the party with whom the
Board is to communicate when the re-
quest is acted upon;
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(9) Whether the petitioner is an enti-
ty of or under the control of a foreign
government;

(10) The signature of the petitioner or
its authorized representative; and

(11) The date of the petition.
(b) No specific forms need be used.

Requests for advanced waiver should,
preferably, be included with the pro-
posal, but in any event in advance of
negotiations.

(c) Petitions for waiver under contracts
funded by another agency. The content
of the petitions for waiver of title to
inventions made under contracts
awarded by NASA on behalf of the De-
partment of Energy under § 1245.103(c)
shall follow the procedures and form
prescribed by and shall be acted on by
that agency. Petitions under contracts
awarded by NASA on behalf of other
agencies will be coordinated with the
agency before action is taken by the
Board.

§ 1245.111 Submission of petitions.

(a) Petitions for advance waiver of
domestic rights under § 1245.104 or for
advance waiver of foreign rights under
§ 1245.106 presented prior to contract
execution, must be submitted to the
contracting officer. Any petition sub-
mitted by a prospective contractor and
selected for negotiation of a contract
will be processed and forwarded to the
Board for consideration. All other peti-
tions will be submitted to the patent
representative designated in the con-
tract for processing prior to forwarding
to the Board.

(b) A copy of any waiver petitions
submitted under § 1245.103(c) should be
forwarded to the appropriate NASA
field installation patent counsel, if not
supplied earlier, for (1) transmittal to
the Department of Energy for proc-
essing by that agency, or (2) coordina-
tion with other agencies, as applicable.

§ 1245.112 Notice of proposed Board
action and reconsideration.

(a) Notice. Except as provided by
§ 1245.104(d), the Board will notify the
petitioner, through the contracting of-
ficer, with respect to petitions for ad-
vance waiver prior to contract execu-
tion, and directly to the petitioner for
all other petitions:

(1) Whether it proposes to rec-
ommend to the Administrator that the
petition be:

(i) Granted in the extent requested;
(ii) Granted in an extent different

from that requested; or
(iii) Denied.
(2) Of the reasons for any rec-

ommended action adverse to or dif-
ferent from the waiver of rights re-
quested by the petitioner.

(b) Request for reconsideration and
statements required. (1) If, under para-
graph (a) of this section, the Board no-
tifies the petitioner that the Board
proposes to recommend action adverse
to or different from the waiver re-
quested, the petitioner may, within the
period as the Board may set, but not
less than 15 days from the notification,
request reconsideration by the Board.

(2) If reconsideration has been re-
quested within the prescribed time, the
petitioner shall, within 30 days from
the date of the request for reconsider-
ation, or within any other time as the
Board may set, file its statement set-
ting forth the points, authorities, argu-
ments, and any additional material on
which it relies.

(3) Upon filing of the reconsideration
statement by the petitioner, the peti-
tion will be assigned for reconsider-
ation by the Board upon the contents
of the petition, the record, and the re-
consideration statement submitted by
the petitioner.

(4) The Board, after its reconsider-
ation, will promptly notify the peti-
tioner of its proposed recommendation
to the Administrator. If the Board’s
proposed action is adverse to, or dif-
ferent from, the waiver requested, the
petitioner may request an oral hearing
within the time as the Board has set.

§ 1245.113 Hearing procedure.
(a) If the petitioner requests an oral

hearing within the time set, under
§ 1245.112(b)(4), the Board shall set the
time and place for the hearing and
shall notify the petitioner.

(b) Oral hearings held by the Board
shall be open to the public and shall be
held in accordance with the following
procedures:

(1) Oral hearings shall be conducted
in an informal manner, with the objec-
tive of providing the petitioner with a
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full opportunity to present facts and
arguments in support of the petition.
Evidence may be presented through
means of witnesses, exhibits, and vis-
ual aids as are arranged for by the peti-
tioner. Petitioner may be represented
by any person including its attorney.
While proceedings will be ex parte,
members of the Board and its counsel
may address questions to witnesses
called by the petitioner, and the Board
may, at its option, enlist the aid of
technical advisors or expert witnesses.
Any person present at the hearing may
make a statement for the record.

(2) A transcript or equivalent record
of the proceeding shall be arranged for
by the Board. The petitioner shall sub-
mit for the record a copy of any exhibit
or visual aid utilized during the hear-
ing.

§ 1245.114 Findings and recommenda-
tions of the Board.

(a) Findings of the Board. The Board
shall consider the petition, the NASA
contract, if relevant, the goals cited in
§ 1245.103(a), the effect of the waiver on
the objectives of the related NASA pro-
grams, and any other available facts
and information presented to the Board
by an interested party. The Board shall
document its findings.

(b) Recommendation of the Board. (1)
Except as provided in § 1245.104(d), after
making the findings of fact, the Board
shall formulate its proposed rec-
ommendation to the Administrator as
to the grant of waiver as requested, the
grant of waiver upon terms other than
as requested, or denial of waiver.

(2) If the Board proposes to rec-
ommend, initially or upon reconsider-
ation or after oral hearing, that the pe-
tition be granted in the extent re-
quested or, in other cases, where the
petitioner does not request reconsider-
ation or a hearing during the period set
for the action or informs the Board
that the action will not be requested,
or fails to file the required statements
within the prescribed time, the Board
shall transmit the petition, a summary
record of hearing proceedings, if appli-
cable, its findings of fact, and its rec-
ommendation to the Administrator.

§ 1245.115 Action by the Adminis-
trator.

(a) After receiving the transmittal
from the Board, the Administrator
shall determine, in accordance with the
policy of § 1245.103, whether or not to
grant any petition for waiver of rights
to the petitioner.

(b) In the event of denial of the peti-
tion by the Administrator, a written
notice of such denial will be promptly
transmitted by the Board to the peti-
tioner. The written notice will be ac-
companied with a statement of the
grounds for denial.

(c) If the waiver is granted by the Ad-
ministrator, the petitioner shall be
sent for execution, an instrument of
waiver confirmatory of the conditions
and reservations of the waiver grant.
The petitioner shall promptly return
the executed copy of the instrument of
waiver to the Chairperson.

§ 1245.116 Miscellaneous provisions.

(a) Filing of patent applications and re-
imbursement of costs. In order to protect
the interests of the Government and
the petitioner in inventions, a peti-
tioner may file United States patent
applications for such inventions prior
to the Administrator’s determination
on a petition for waiver. If an applica-
tion on an identified invention is filed
during the pendency of the petition, or
within 60 days prior to the receipt of a
petition, NASA will reimburse the peti-
tioner for any reasonable costs of the
filing and patent prosecution that may
have occurred, provided:

(1) Similar patent filing and prosecu-
tion costs are not normally reimbursed
to the petitioner as direct or indirect
costs chargeable to the Government
contracts;

(2) The petition is ultimately denied
with respect to domestic rights, or
with respect to foreign and domestic
rights, if both are requested, and

(3) Prior to reimbursement, peti-
tioner assigns the application to the
United States of America as rep-
resented by the Administrator of the
National Aeronautics and Space Ad-
ministration.

(b) Statement of Government rights.
The waiver recipient shall include,
within the specification of any United
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States patent application and any pat-
ent issuing thereon for a waived inven-
tion, the following statement:

The invention described herein was made
in the performance of work under NASA
Contract No. lll, and is subject to the pro-
visions of Section 305 of the National Aero-
nautics and Space Act of 1958, as amended (42
U.S.C. 2457).

(c) License to the Government. The
waiver recipient shall return to NASA
a duly executed and approved license to
the Government (which will be pre-
pared by the Government) fully con-
firming of all the rights, domestic and
foreign, to which the Government is
entitled.

(d) Patent filing and issuance informa-
tion. The waiver recipient shall furnish
to either the Chairperson or the patent
representative, the filing date, serial
number and title, and upon request, a
copy of any domestic or foreign patent
application including an English lan-
guage version if filed in a language
other than English, and a copy of the
patent or patent number and issue
date, for any waived invention.

(e) Transfer of rights. The waiver re-
cipient shall notify the Chairperson
prior to any transfer of principal rights
in any waived invention to any party.
Such transfer shall be subject to all
rights reserved by the Government,
and all obligations of the waiver recipi-
ent, as set forth in this subpart.

(f) Utilization reports. (1) The waiver
recipient shall provide to the Chair-
person upon request, and no more fre-
quently than annually, reports on the
utilization of a waived invention or on
efforts at obtaining such utilization
being made by the waiver recipient or
its licensees or assigns. Such reports
shall include information regarding the
status of the development, date of first
commercial sale or use, and such other
data and information as the Chair-
person may reasonably specify. No uti-
lization reports need be submitted
after the term of the patent.

(2) Such reports on the utilization of
a waived invention, as well as informa-
tion on the utilization or efforts at ob-
taining utilization obtained as part of
a march-in proceeding under § 1245.117,
shall be treated by NASA as commer-
cial and financial information obtained
from a person and privileged and con-

fidential and not subject to disclosure
under 5 U.S.C. 552.

(g) Communications. Unless otherwise
specifically set forth in this subpart,
all communications relating to waived
inventions, and all information and
documents required to be submitted to
NASA in this subpart, shall be fur-
nished to the patent representative
designated in the contract under which
the waived invention was made.

(Recordkeeping and reporting requirements
contained in paragraph (f) were approved by
the Office of Management and Budget under
control number 2700–0050)

§ 1245.117 March-in and waiver rev-
ocation procedures.

(a) The exercise of march-in proce-
dures shall be governed by 35 U.S.C. 203
and by the applicable provisions of 37
CFR 401.6, entitled ‘‘Exercise of march-
in rights for inventions made by non-
profit organizations and small business
firms.’’

(b) Whenever NASA receives informa-
tion that it believes might warrant the
exercise of march-in rights, before ini-
tiating any march-in proceeding, it
shall notify the waiver recipient in
writing of the information and request
informal written or oral comments
from the waiver recipient as well as in-
formation relevant to the matter. In
the absence of any comments from the
waiver recipient within 30 days, NASA
may, at its discretion, proceed with the
procedures set forth in 37 CFR 401.6. If
a comment is received within 30 days,
or later if NASA has not initiated the
procedures, then NASA shall, within 60
days after it receives the comment, ei-
ther initiate the procedures or notify
the waiver recipient, in writing, that it
will not pursue march-in rights on the
basis of the available information.

(c) If march-in procedures are to be
initiated, the Administrator of NASA,
or designee, shall undertake or refer
the matter for fact finding to the
NASA Board of Contract Appeals (BCA)
and its Chairperson.

(d) Fact-finding shall be conducted
by the NASA BCA and its Chairperson
in accordance with its procedures that
are consistent with the procedures set
forth in 37 CFR 401.6. Any portion of
the march-in proceeding, including a
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fact-finding hearing that involves tes-
timony or evidence relating to the uti-
lization or efforts at obtaining utiliza-
tion that are being made by the waiver
recipient, its assignee, or licensees
shall be closed to the public, including
potential licensees. In accordance with
35 U.S.C. 202(c)(5), NASA shall not dis-
close any such information obtained
during a march-in proceeding to per-
sons outside the Government except
when such release is authorized by the
waiver recipient (assignee or licensee).

(e) The preparation of written find-
ings of fact and recommended deter-
mination by the Chairperson of the
NASA BCA and the determination by
the Administrator, or designee, of
NASA shall be in accordance with 37
CFR 401.6.

(f) NASA may, at any time, termi-
nate a march-in proceeding if it is sat-
isfied that it does not wish to exercise
march-in rights.

§ 1245.118 Record of decisions.
The findings of fact and rec-

ommendations made to the Adminis-
trator by the Board with respect to
each petition for waiver shall be re-
corded by the Board and be available to
the public.

Subpart 2 [Reserved]

Subpart 3—NASA Foreign Patent
Program

AUTHORITY: 42 U.S.C. 2457(h) and Executive
Orders 9865 and 10096.

SOURCE: 30 FR 1844, Feb. 10, 1965, unless
otherwise noted.

§ 1245.300 Scope of subpart.
This subpart establishes policy, cri-

teria, and procedures concerning the
NASA Foreign Patent Program.

§ 1245.301 Inventions under NASA con-
tracts.

(a) Pursuant to § 1245.113, NASA has
facilitated the filing of foreign patent
applications by contractors by pro-
viding for the granting of a waiver of
title to a contractor to any identified
invention in countries other than the
United States in the event the Admin-
istrator of NASA does not desire to file

a patent application covering the in-
vention in such countries. However,
any such waiver is subject to the res-
ervation by the Administrator of the
license required to be retained by
NASA under section 305(f) of the Na-
tional Aeronautics and Space Act of
1958 (42 U.S.C. 2457(f)).

(b) Conversely, where the principal
rights in an invention made under a
NASA contract remain in the con-
tractor by virtue of waiver,
§ 1245.19(a)(5) provides that the con-
tractor, upon written request, will con-
vey to the Administrator of NASA the
entire right, title, and interest in the
invention in any foreign country in
which the contractor has elected not to
file a patent application.

(c) With respect to inventions in
which NASA has acquired and retained
the principal rights, NASA will file
patent applications in countries other
than the United States on inventions
selected in accordance with the cri-
teria set forth in § 1245.303.

§ 1245.302 Inventions by NASA employ-
ees.

(a) The foreign rights of NASA and of
the NASA employee making an inven-
tion are determinable in accordance
with Executive Orders 9865 and 10096
and Government Patent Board Admin-
istrative Order No. 6 issued pursuant
thereto.

(b) Where NASA acquires an assign-
ment of the domestic rights in an in-
vention made by a NASA employee,
NASA will also obtain an option to ac-
quire the foreign rights, including the
right to file foreign patent applications
on the invention.

(c) Where NASA is entitled to only a
governmental license in the invention,
the principal foreign rights in the in-
vention are retained by the employee
unless he agrees in writing to assign
such rights to NASA.

§ 1245.303 Criteria.

The following categories of inven-
tions will be considered for the filing of
patent applications by NASA in coun-
tries other than the United States:

(a) Inventions which may be utilized
abroad in governmental programs of
the United States.
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(b) Inventions which may be ex-
ploited abroad in the public interest by
license to U.S. nationals or others.

(c) Inventions which may be utilized
in applications type satellites, such as
communications and meteorological
satellites.

(d) Inventions considered to be basic
discoveries or of major significance in
an art.

(e) Inventions in fields which directly
concern the public health or public
welfare.

§ 1245.304 Procedures.
(a) The patent counsel at each NASA

field installation will review all inven-
tion disclosures at the time of dock-
eting and will expedite the processing
and preparation of a U.S. patent appli-
cation, if justified, on those inventions
which appear to fall within the criteria
set forth in § 1245.303. The patent coun-
sel will make a recommendation as to
whether or not foreign patent coverage
appears justified at the time of assign-
ing a priority evaluation to a disclosed
invention.

(b) Preparation and filing of patent
applications in foreign countries will
be subject to approval of the Assistant
General Counsel for Patent Matters,
NASA Headquarters.

(c) The Office of Assistant General
Counsel for Patent Matters will budget
for and administer the filing of all pat-
ent applications in countries other
than the United States.

(d) Coordination with other inter-
ested NASA offices will be undertaken
by the Assistant General Counsel for
Patent Matters.

Subpart 4—Foreign Patent
Licensing Regulations

AUTHORITY: 42 U.S.C. 2457(g) and (h).

SOURCE: 31 FR 10958, Aug. 18, 1966, unless
otherwise noted.

§ 1245.400 Scope of subpart.
(a) The subpart establishes the pol-

icy, terms, conditions, and procedures
under which NASA-owned foreign pat-
ents and patent applications may be li-
censed.

(b) The provisions of this subpart
apply to all NASA-owned patents

granted in countries other than the
United States and to NASA-owned pat-
ent applications pending in such coun-
tries and supplement the provisions of
subpart 2 of this part for foreign patent
licensing.

§ 1245.401 Policy.

The foreign licensing program of the
National Aeronautics and Space Ad-
ministration serves to promote and
utilize foreign patent rights vested in
the Administration. The objectives of
this program are to further the inter-
ests of United States industry in for-
eign commerce, to enhance the eco-
nomic interests of the United States
and to advance the international rela-
tionships of the United States.

§ 1245.402 Types of licenses and terms
and conditions.

Licenses will be individually nego-
tiated and may be granted to any ap-
plicant, foreign or domestic, on a non-
exclusive or exclusive basis for royal-
ties or other considerations and on
such other terms and conditions as are
deemed appropriate to the interests of
the United States. Preference in the
granting of foreign license rights will
be shown to those applicants who have
previously been granted a license under
the corresponding U.S. patent or pat-
ent application.

§ 1245.403 Government license.

There will be reserved from each ex-
clusive license an irrevocable, non-
exclusive, nontransferable, royalty-free
license for the practice of such inven-
tion throughout the world by or on be-
half of the United States or any foreign
government pursuant to any existing
or future treaty or agreement with the
United States.

§ 1245.404 Enforcement of patent
rights.

An exclusive licensee will be author-
ized to enforce the licensed patent and
to sue infringers of the patent at its
own expense.

§ 1245.405 Procedures.

(a) NASA will publish in the United
States, and elsewhere as may be appro-
priate, lists of NASA-owned foreign
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patents or patent applications avail-
able for licensing.

(b) NASA will also furnish written
notice of the availability for licensing
of NASA-owned foreign patents or pat-
ent applications to any licensee under
the corresponding U.S. patent or pat-
ent application.

(c) Applications for license should be
addressed to the Administrator, Na-
tional Aeronautics and Space Adminis-
tration, Washington, DC 20456. The ap-
plication must fully identify the patent
or patent application, and state the
type of license requested together with
proposed terms and conditions thereof.

(d) The conduct of negotiations with
prospective licensees will be the re-
sponsibility of the General Counsel,
NASA. In the conduct of such negotia-
tions, due regard shall be had for the
possible interests of NASA program
and staff offices, and their coordination
will be obtained as deemed appropriate.

(e) NASA will publish notice in the
FEDERAL REGISTER, and elsewhere as
may be appropriate, of its intention to
grant an exclusive license under an
identified patent or patent application.
An exclusive license will not be grant-
ed until the expiration of 60 days from
the date of notice in order to provide a
suitable time interval for interested
persons or other Government agencies
to interpose comment or objection.

(f) All licenses shall become effective
upon the written acceptance by the li-
censee of a license instrument speci-
fying the type of license and terms and
conditions thereof.

Subpart 5—Authority and Delega-
tions to Take Certain Actions
Relating to Patents and Other
Intellectual Property Rights

AUTHORITY: 42 U.S.C. 2473, 2457; 14 CFR
1204.506.

SOURCE: 43 FR 34122, Aug. 3, 1978, unless
otherwise noted.

§ 1245.500 Scope.

This subpart 5 sets forth the author-
ity and delegations relating to intellec-
tual property rights, and the adminis-
tration of the NASA patent program.

§ 1245.501 General Counsel.

The General Counsel administers the
NASA patent program and is delegated
authority to take the following specific
actions related to intellectual prop-
erty, including patent, copyright,
trademark, and related matters:

(a) Determination of rights. (1) To exe-
cute notifications of the Administra-
tor’s determinations made pursuant to
section 305(a) of the National Aero-
nautics and Space Act of 1958, as
amended;

(2) To make determinations, under
Executive Order 10096 of January 23,
1950, as amended, of the respective
rights of the Government and of the in-
ventor in and to inventions made by
employees under the adminstrative ju-
risdiction of the National Aeronautics
and Space Administration, and to ap-
point a liaison officer to deal with the
Commissioner of Patents in such mat-
ters pursuant to 37 CFR 100.10, ‘‘Admin-
istration of a Uniform Patent Policy
With Respect to the Domestic Rights
in Inventions Made by Government
Employees’’;

(b) Powers of attorney. To appoint and/
or revoke principal attorneys and to
execute necessary powers of attorney
for the purpose of filing and pros-
ecuting patent applications in which
the United States, as represented by
the Administrator, has an interest by
way of either title or license;

(c) Application papers and statements.
To receive patent applications, docu-
ments, and statements transmitted to
the Administrator pursuant to section
305(c) of the National Aeronautics and
Space Act of 1958, as amended;

(d) Acceptance of licenses and assign-
ments. To accept on behalf of the
United States licenses under, assign-
ments of, and other rights in inven-
tions, patents, and applications for pat-
ents;

(e) Secrecy orders. To exercise all pow-
ers of the Administrator with respect
to secrecy orders in patent cases and
foreign filing under 35 U.S.C. 181 et
seq.;

(f) Certifications. To exercise the au-
thority of the Administrator with re-
spect to certifications in support of re-
quests for extensions of time under 35
U.S.C. 267;
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(g) Foreign patent program. To exer-
cise the authority of the Administrator
in taking all necessary action to obtain
and maintain patents in foreign coun-
tries, including the execution of instru-
ments necessary for filing, prosecution,
and maintenance of foreign applica-
tions and patents;

(h) Authority under section 305(d) and
(e). To represent the Administrator and
to appoint attorneys to represent the
Administrator in the conduct of busi-
ness under sections 305(d) and (e) of the
National Aeronautics and Space Act of
1958, as amended, including execution
of requests pursuant to said sections of
the act that patents be issued to the
Administrator on behalf of the United
States or that title be transferred to
the Administrator;

(i) Acquisition authority. To exercise
the power conferred on the Adminis-
trator by the National Aeronautics and
Space Act of 1958, as amended, to ac-
quire an interest in patents and patent
applications, including the purchase of
such interests in settlement of claims
for the unauthorized use of patented
inventions and to acquire interests in
copyrights, trademarks, and trade
names;

(j) Authority to settle copyright claims.
To exercise all powers conferred on the
Administrator by 28 U.S.C. 1498(b), in-
cluding the settlement of claims for
copyright infringement;

(k) Granting of licenses. To make the
determinations and to take any and all
actions with respect to the licensing of
NASA inventions vested in the Admin-
istrator by the NASA Domestic Patent
Licensing Regulations, 14 CFR subpart
1245.2 (NASA Management Instruction
5109.3) and the NASA Foreign Patent
Licensing Regulations, 14 CFR subpart
1245.4 (NASA Management Instruction
5109.5) to sign all FEDERAL REGISTER
notice material required by the patent
licensing regulations and to otherwise
grant licenses on any invention in
which the Administrator has reserved
the right to grant licenses; and

(l) Waiver determinations and instru-
ments. To sign for the Administrator
attestations of determinations of grant
or denial of waiver of title to inven-
tions and to execute instruments of
waiver, when in accordance with the
recommendations of the Inventions and

Contributions Board, and the NASA
Patent Waiver Regulations, 14 CFR
subpart 1245.1 (NASA Management In-
struction 5109.2).

§ 1245.502 Associate General Counsel
for Intellectual Property.

The Associate General Counsel for
Intellectual Property provides func-
tional direction to all Patent Counsel
and is redelegated the authority to
take the following actions:

(a) Rights determinations. (1) To exe-
cute notifications of the Administra-
tor’s determinations made pursuant to
section 305(a) of the National Aero-
nautics and Space Act of 1958, as
amended;

(2) To make determinations, under
Executive Order 10096 of January 23,
1950 as amended, of the respective
rights of the Government and of the in-
ventor in and to inventions made by
employees under the administrative ju-
risdiction of the National Aeronautics
and Space Administration, and to ap-
point a liaison officer to deal with the
Commissioner of Patents in such mat-
ters pursuant to 37 CFR 100.10, ‘‘Admin-
istration of a Uniform Patent Policy
With Respect to the Domestic Rights
in Inventions Made by Government
Employees’’;

(b) Powers of attorney. To appoint and/
or revoke principal attorneys and to
execute necessary powers of attorney
for the purpose of filing and pros-
ecuting patent applications in which
the United States, as represented by
the Administrator, has an interest by
way either of title or license;

(c) Application papers and statements.
To receive patent applications, docu-
ments, and statements transmitted to
the Administrator pursuant to section
305(c) of the National Aeronautics and
Space Act of 1958, as amended;

(d) Acceptance of licenses and assign-
ments. To accept, on behalf of the
United States, licenses under, assign-
ments of, and other rights in inven-
tions, patents, and applications for pat-
ents; and

(e) Secrecy orders. To exercise all pow-
ers of the Administrator with respect
to secrecy orders in patent cases and
foreign filing under 35 U.S.C. 181 et seq.

[43 FR 34122, Aug. 3, 1978, as amended at 56
FR 19797, Apr. 30, 1991]
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§ 1245.503 Patent Counsel of Field In-
stallations.

Patent Counsel of Field Installations
and Patent Counsel, NASA Resident
Legal Office, Pasadena, Calif., are re-
delegated authority to take the fol-
lowing actions:

(a) Rights determination. To make de-
termination, under Executive Order
10096 of January 23, l950, as amended, or
the respective rights of the Govern-
ment and of the inventor in and to in-
ventions made by employee under the
administrative jurisdiction of their in-
stallations in those instances where
the Government is entitled to obtain
the entire right, title, and interest, and
to make each determination, with the
concurrence of the Associate General
Counsel for Intellectual Property, in
those instances where the Government
acquires less than the entire domestic
right, title, and interest.

(b) Acceptance of licenses and assign-
ments. To accept on behalf of the
United States licenses under, assign-
ments of and other rights in inven-
tions, patents, and applications for pat-
ents.

[43 FR 34122, Aug. 3, 1978, as amended at 56
FR 19797, Apr. 30, 1991]

§ 1245.504 Further redelegation.
None authorized except by virtue of

succession.

PART 1250—NONDISCRIMINATION
IN FEDERALLY-ASSISTED PRO-
GRAMS OF NASA—EFFEC-
TUATION OF TITLE VI OF THE
CIVIL RIGHTS ACT OF 1964

Sec.
1250.100 Purpose.
1250.101 Applicability.
1250.102 Definitions.
1250.103 Discrimination prohibited.
1250.103–1 General.
1250.103–2 Specific discriminatory acts pro-

hibited.
1250.103–3 Employment practices.
1250.103–4 Illustrative applications.
1250.103–5 Special programs.
1250.103–6 Medical emergencies.
1250.104 Assurances.
1250–105 Compliance information.
1250.106 Conduct of investigations.
1250.107 Procedure for effecting compliance.
1250.108 Hearings.
1250.109 Decisions and notices.

1250.110 Judicial review.
1250.111 Effect on other regulations; forms

and instructions.
1250.112 Relationship with other officials.

APPENDIX A TO PART 1250—NASA FEDERAL

FINANCIAL ASSISTANCE TO WHICH THIS

PART APPLIES

AUTHORITY: Sec. 602, 78 Stat. 252, 42 U.S.C.
2000d–1; and the laws listed in appendix A to
this part.

SOURCE: 30 FR 301, Jan. 9, 1965, unless oth-
erwise noted.

§ 1250.100 Purpose.

The purpose of this part is to effec-
tuate the provisions of Title VI of the
Civil Rights Act of 1964 (hereafter re-
ferred to as ‘‘the Act’’) to the end that
no person in the United States shall,
on the ground of race, color or national
origin, be excluded from participation
in, be denied the benefits of, or be oth-
erwise subjected to discrimination
under any program or activity receiv-
ing Federal financial assistance from
the National Aeronautics and Space
Administration, hereinafter referred to
as NASA.

§ 1250.101 Applicability.

(a) Covered programs. (1) This part ap-
plies to any program for which Federal
financial assistance is authorized under
a law administered by NASA, including
the federally-assisted programs and ac-
tivities listed in appendix A to this
part. The fact that a program or activ-
ity is not listed in appendix A shall not
mean, if Title VI of the Act is other-
wise applicable, that such program is
not covered. Other programs under
statutes now in force or hereafter en-
acted may be added to appendix A by
notice published in the FEDERAL REG-
ISTER.

(2) This part applies to money paid,
property transferred, or other Federal
financial assistance extended under
any such program after the effective
date of this part pursuant to an appli-
cation approved prior to such effective
date.

(b) Excluded activities. This part does
not apply to (1) any Federal financial
assistance by way of insurance or guar-
anty contracts, (2) money paid, prop-
erty transferred, or other assistance
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