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PATENT OWNER APPEAL TO THE UNITED 
STATES COURT OF APPEALS FOR THE FED-
ERAL CIRCUIT IN Inter Partes REEXAMINA-
TION 

1.983 Patent owner appeal to the United 
States Court of Appeals for the Federal 
Circuit in inter partes reexamination.

CONCURRENT PROCEEDINGS INVOLVING SSAME 
PATENT IN Inte Partes REEXAMINATION 

1.985 Notification of prior or concurrent 
proceedings in inter partes reexamina-
tion. 

1.987 Suspension of inter partes reexamina-
tion proceeding due to litigation. 

1.989 Merger of concurrent reexamination 
proceedings. 

1.991 Merger of concurrent reissue applica-
tion and inter partes reexamination pro-
ceeding. 

1.993 Suspension of concurrent interference 
and inter partes reexamination pro-
ceeding. 

1.995 Third party requester’s participation 
rights preserved in merged proceeding.

REEXAMINATION CERTIFICATE IN Inter Partes 
REEXAMINATION 

1.997 Issuance of inter partes reexamination 
certificate.

AUTHORITY: 35 U.S.C. 2(b)(2), unless other-
wise noted.

SOURCE: 24 FR 10332, Dec. 22, 1959, unless 
otherwise noted.

EDITORIAL NOTE: In Patent and Trademark 
Office publications and usage the part num-
ber is omitted from the numbers of §§ 1.1 to 
1.352 and the numbers to the right of the dec-
imal point correspond with the respective 
rule numbers.

Subpart A—General Provisions

GENERAL INFORMATION AND 
CORRESPONDENCE

§ 1.1 Addresses for correspondence 
with the Patent and Trademark Of-
fice. 

(a) Except for paragraphs (a)(3)(i) and 
(ii), and (d)(1) of this section, all cor-
respondence intended for the United 
States Patent and Trademark Office 
must be addressed to either ‘‘Commis-
sioner of Patents and Trademarks, 
Washington, DC 20231’’ or to specific 
areas within the Office as set out in 
paragraphs (a)(1), (2) and (3)(iii) of this 
section. When appropriate, correspond-
ence should also be marked for the at-

tention of a particular office or indi-
vidual. 

(1) Patent correspondence. All cor-
respondence concerning patent matters 
processed by organizations reporting to 
the Assistant Commissioner for Pat-
ents should be addressed to ‘‘Assistant 
Commissioner for Patents, Wash-
ington, DC 20231.’’ 

(2) Trademark correspondence. (i) Send 
all trademark filings and correspond-
ence, except as specified below or un-
less submitting electronically, to: As-
sistant Commissioner for Trademarks, 
2900 Crystal Drive, Arlington, Virginia 
22202–3513. 

(ii) Send trademark-related docu-
ments for the Assignment Division to 
record to: Commissioner of Patents and 
Trademarks, Box Assignment, Wash-
ington, DC 20231. 

(iii) Send requests for certified or 
uncertified copies of trademark appli-
cations and registrations, other than 
coupon orders for uncertified copies of 
registrations, to: Commissioner of Pat-
ents and Trademarks, Box 10, Wash-
ington, DC 20231. 

(iv) Send requests for coupon orders 
for uncertified copies of registrations 
to: Commissioner of Patents and 
Trademarks, Box 9, Washington, DC 
20231. 

(v) An applicant may transmit an ap-
plication for trademark registration 
electronically, but only if the appli-
cant uses the Patent and Trademark 
Office’s electronic form. 

(3) Office of Solicitor correspondence. (i) 
Correspondence relating to pending 
litigation required by court rule or 
order to be served on the Solicitor 
shall be hand-delivered to the Office of 
the Solicitor or shall be mailed to: Of-
fice of the Solicitor, P.O. Box 15667, Ar-
lington, Virginia 22215; or such other 
address as may be designated in writ-
ing in the litigation. See §§ 1.302(c) and 
2.145(b)(3) for filing a notice of appeal 
to the U.S. Court of Appeals for the 
Federal Circuit. 

(ii) Correspondence relating to dis-
ciplinary proceedings pending before 
an Administrative Law Judge or the 
Commissioner shall be mailed to: Of-
fice of the Solicitor, P.O. Box 16116, Ar-
lington, Virginia 22215. 
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(iii) All other correspondence to the 
Office of the Solicitor shall be ad-
dressed to: Box 8, Commissioner of Pat-
ents and Trademarks, Washington, DC 
20231. 

(iv) Correspondence improperly ad-
dressed to a Post Office Box specified 
in paragraphs (a)(3) (i) and (ii) of this 
section will not be filed elsewhere in 
the Patent and Trademark Office, and 
may be returned. 

(b) Letters and other communica-
tions relating to international applica-
tions during the international stage 
and prior to the assignment of a na-
tional serial number should be addi-
tionally marked ‘‘Box PCT.’’

(c) Requests for reexamination 
should be additionally marked ‘‘Box 
Reexam.’’

(d) Maintenance fee correspond-
ence.—(1) Payments of maintenance 
fees in patents not submitted electroni-
cally over the Internet should be 
mailed to: United States Patent and 
Trademark Office, P.O. Box 371611, 
Pittsburgh, PA 15250–1611. 

(2) Correspondence related to mainte-
nance fees other than payments of 
maintenance fees in patents is not to 
be mailed to P.O. Box 371611, Pitts-
burgh, PA 15250–1611, but must be 
mailed to: Box M Correspondence, 
Commissioner of Patents and Trade-
marks, Washington, DC 20231. 

(e) Communications relating to 
interferences and applications or pat-
ents involved in an interference should 
be additionally marked ‘‘BOX INTER-
FERENCE.’’

(f) All applications for extension of 
patent term and any communications 
relating thereto intended for the Pat-
ent and Trademark Office should be ad-
ditionally marked ‘‘Box Patent Ext.’’ 
When appropriate, the communication 
should also be marked to the attention 
of a particular individual, as where a 
decision has been rendered. 

(g) [Reserved] 
(h) In applications under section 1(b) 

of the Trademark Act, 15 U.S.C. 1051(b), 
all statements of use filed under sec-
tion 1(d) of the Act, and requests for 
extensions of time therefor, should be 
additionally marked ‘‘Box ITU.’’ 

(i) The filing of all provisional appli-
cations and any communications relat-
ing thereto should be additionally 

marked ‘‘Box Provisional Patent Appli-
cation.’’

NOTE: Sections 1.1 to 1.26 are applicable to 
trademark cases as well as to national and 
international patent cases except for provi-
sions specifically directed to patent cases. 
See § 1.9 for definitions of ‘‘national applica-
tion’’ and ‘‘international application.’’

(Pub. L. 94–131, 89 Stat. 685) 

[46 FR 29181, May 29, 1981, as amended at 49 
FR 34724, Aug. 31, 1984; 49 FR 48451, Dec. 12, 
1984; 52 FR 9394, Mar. 24, 1987; 53 FR 16413, 
May 9, 1988; 54 FR 37588, Sept. 11, 1989; 60 FR 
20220, Apr. 25, 1995; 61 FR 56446, Nov. 1, 1996; 
64 FR 48917, Sept. 8, 1999; 67 FR 39448, July 31, 
2002]

§ 1.2 Business to be transacted in writ-
ing. 

All business with the Patent and 
Trademark Office should be transacted 
in writing. The personal attendance of 
applicants or their attorneys or agents 
at the Patent and Trademark Office is 
unnecessary. The action of the Patent 
and Trademark Office will be based ex-
clusively on the written record in the 
Office. No attention will be paid to any 
alleged oral promise, stipulation, or 
understanding in relation to which 
there is disagreement or doubt.

§ 1.3 Business to be conducted with de-
corum and courtesy. 

Applicants and their attorneys or 
agents are required to conduct their 
business with the Patent and Trade-
mark Office with decorum and cour-
tesy. Papers presented in violation of 
this requirement will be submitted to 
the Commissioner and will be returned 
by the Commissioner’s direct order. 
Complaints against examiners and 
other employees must be made in cor-
respondence separate from other pa-
pers. 

[61 FR 56446, Nov. 1, 1996]

§ 1.4 Nature of correspondence and 
signature requirements. 

(a) Correspondence with the Patent 
and Trademark Office comprises: 

(1) Correspondence relating to serv-
ices and facilities of the Office, such as 
general inquiries, requests for publica-
tions supplied by the Office, orders for 
printed copies of patents or trademark 
registrations, orders for copies of 
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records, transmission of assignments 
for recording, and the like, and 

(2) Correspondence in and relating to 
a particular application or other pro-
ceeding in the Office. See particularly 
the rules relating to the filing, proc-
essing, or other proceedings of national 
applications in subpart B, §§ 1.31 to 
1.378; of international applications in 
subpart C, §§ 1.401 to 1.499; of ex parte re-
examinations of patents in subpart D, 
§§ 1.501 to 1.570; of interferences in sub-
part E, §§ 1.601 to 1.690; of extension of 
patent term in subpart F, §§ 1.710 to 
1.785; of inter partes reexaminations of 
patents in subpart H, §§ 1.902 to 1.997; 
and of trademark applications §§ 2.11 to 
2.189. 

(b) Since each file must be complete 
in itself, a separate copy of every paper 
to be filed in a patent or trademark ap-
plication, patent file, trademark reg-
istration file, or other proceeding must 
be furnished for each file to which the 
paper pertains, even though the con-
tents of the papers filed in two or more 
files may be identical. The filing of du-
plicate copies of correspondence in the 
file of an application, patent, trade-
mark registration file, or other pro-
ceeding should be avoided, except in 
situations in which the Office requires 
the filing of duplicate copies. The Of-
fice may dispose of duplicate copies of 
correspondence in the file of an appli-
cation, patent, trademark registration 
file, or other proceeding. 

(c) Since different matters may be 
considered by different branches or sec-
tions of the United States Patent and 
Trademark Office, each distinct sub-
ject, inquiry or order must be con-
tained in a separate paper to avoid con-
fusion and delay in answering papers 
dealing with different subjects. 

(d)(1) Each piece of correspondence, 
except as provided in paragraphs (e) 
and (f) of this section, filed in an appli-
cation, patent file, trademark registra-
tion file, or other proceeding in the Of-
fice which requires a person’s signa-
ture, must: 

(i) Be an original, that is, have an 
original signature personally signed in 
permanent ink by that person; or 

(ii) Be a direct or indirect copy, such 
as a photocopy or facsimile trans-
mission(§ 1.6(d)), of an original. In the 
event that a copy of the original is 

filed, the original should be retained as 
evidence of authenticity. If a question 
of authenticity arises, the Office may 
require submission of the original; or 

(iii) Where an electronically trans-
mitted trademark filing is permitted, 
the person who signs the filing must ei-
ther: 

(A) Place a symbol comprised of 
numbers and/or letters between two 
forward slash marks in the signature 
block on the electronic submission; and 
print, sign and date in permanent ink, 
and maintain a paper copy of the elec-
tronic submission; or 

(B) Sign the verified statement using 
some other form of electronic signa-
ture specified by the Commissioner. 

(2) The presentation to the Office 
(whether by signing, filing, submitting, 
or later advocating) of any paper by a 
party, whether a practitioner or non-
practitioner, constitutes a certifi-
cation under § 10.18(b) of this chapter. 
Violations of § 10.18(b)(2) of this chapter 
by a party, whether a practitioner or 
non-practitioner, may result in the im-
position of sanctions under § 10.18(c) of 
this chapter. Any practitioner vio-
lating § 10.18(b) may also be subject to 
disciplinary action. See §§ 10.18(d) and 
10.23(c)(15). 

(e) Correspondence requiring a per-
son’s signature and relating to reg-
istration to practice before the Patent 
and Trademark Office in patent cases, 
enrollment and disciplinary investiga-
tions, or disciplinary proceedings must 
be submitted with an original signa-
ture personally signed in permanent 
ink by that person. 

(f) When a document that is required 
by statute to be certified must be filed, 
a copy, including a photocopy or fac-
simile transmission, of the certifi-
cation is not acceptable. 

(g) An applicant who has not made of 
record a registered attorney or agent 
may be required to state whether as-
sistance was received in the prepara-
tion or prosecution of the patent appli-
cation, for which any compensation or 
consideration was given or charged, 
and if so, to disclose the name or 
names of the person or persons pro-
viding such assistance. Assistance in-
cludes the preparation for the appli-
cant of the specification and amend-
ments or other papers to be filed in the 
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Patent and Trademark Office, as well 
as other assistance in such matters, 
but does not include merely making 
drawings by draftsmen or stenographic 
services in typing papers. 

(Pub. L. 94–131, 89 Stat. 685; 35 U.S.C. 6, Pub. 
L. 97–247) 

[24 FR 10332, Dec. 22, 1959, as amended at 48 
FR 2707, Jan. 20, 1982; 49 FR 48451, Dec. 12, 
1984; 53 FR 47807, Nov. 28, 1988; 58 FR 54501, 
Oct. 22, 1993; 62 FR 53180, Oct. 10, 1997; 64 FR 
48917, Sept. 8, 1999; 65 FR 54656, Sept. 8, 2000; 
66 FR 76772, Dec. 7, 2000]

§ 1.5 Identification of application, pat-
ent or registration. 

(a) No correspondence relating to an 
application should be filed prior to re-
ceipt of the application number from 
the Patent and Trademark Office. 
When a letter directed to the Patent 
and Trademark Office concerns a pre-
viously filed application for a patent, 
it must identify on the top page in a 
conspicuous location, the application 
number (consisting of the series code 
and the serial number; e.g., 07/123,456), 
or the serial number and filing date as-
signed to that application by the Pat-
ent and Trademark Office, or the inter-
national application number of the 
international application. Any cor-
respondence not containing such iden-
tification will be returned to the send-
er where a return address is available. 
The returned correspondence will be 
accompanied by a cover letter which 
will indicate to the sender that if the 
returned correspondence is resubmitted 
to the Patent and Trademark Office 
within two weeks of the mailing date 
on the cover letter, the original date of 
receipt of the correspondence will be 
considered by the Patent and Trade-
mark Office as the date of receipt of 
the correspondence. Applicants may 
use either the Certificate of Mailing or 
Transmission procedure under § 1.8 or 
the Express Mail procedure under § 1.10 
for resubmissions of returned cor-
respondence if they desire to have the 
benefit of the date of deposit with the 
United States Postal Service. If the re-
turned correspondence is not resub-
mitted within the two-week period, the 
date of receipt of the resubmission will 
be considered to be the date of receipt 
of the correspondence. The two-week 
period to resubmit the returned cor-

respondence will not be extended. In 
addition to the application number, all 
letters directed to the Patent and 
Trademark Office concerning applica-
tions for patents should also state the 
name of the applicant, the title of the 
invention, the date of filing the same, 
and, if known, the group art unit or 
other unit within the Patent and 
Trademark Office responsible for con-
sidering the letter and the name of the 
examiner or other person to which it 
has been assigned. 

(b) When the letter concerns a patent 
other than for purposes of paying a 
maintenance fee, it should state the 
number and date of issue of the patent, 
the name of the patentee, and the title 
of the invention. For letters con-
cerning payment of a maintenance fee 
in a patent, see the provisions of 
§ 1.366(c). 

(c)(1) A letter about a trademark ap-
plication should identify the serial 
number, the name of the applicant, and 
the mark. 

(2) A letter about a registered trade-
mark should identify the registration 
number, the name of the registrant, 
and the mark. 

(d) A letter relating to a reexamina-
tion proceeding should identify it as 
such by the number of the patent un-
dergoing reexamination, the reexam-
ination request control number as-
signed to such proceeding and, if 
known, the group art unit and name of 
the examiner to which it has been as-
signed. 

(e) When a paper concerns an inter-
ference, it should state the names of 
the parties and the number of the in-
terference. The name of the examiner-
in-chief assigned to the interference 
(§ 1.610) and the name of the party fil-
ing the paper should appear conspicu-
ously on the first page of the paper. 

(f) When a paper concerns a provi-
sional application, it should identify 
the application as such and include the 
application number.

(Pub. L. 94–131, 89 Stat. 685; 35 U.S.C. 6, Pub. 
L. 97–247) 

[24 FR 10332, Dec. 22, 1959, as amended at 46 
FR 29181, May 29, 1981; 49 FR 552, Jan. 4, 1984; 
49 FR 48451, Dec. 12, 1984; 53 FR 47807, Nov. 28, 
1988; 58 FR 54501, Oct. 22, 1993;61 FR 42802, 
Aug. 19, 1996; 61 FR 56446, Nov. 1, 1996; 64 FR 
48917, Sept. 8, 1999]

VerDate Dec<13>2002 11:53 Feb 03, 2003 Jkt 197133 PO 00000 Frm 00015 Fmt 8010 Sfmt 8010 Y:\SGML\197133T.XXX 197133T



16

37 CFR Ch. I (7–1–02 Edition)§ 1.6 

§ 1.6 Receipt of correspondence. 
(a) Date of receipt and Express Mail 

date of deposit. Correspondence received 
in the Patent and Trademark Office is 
stamped with the date of receipt except 
as follows: 

(1) The Patent and Trademark Office 
is not open for the filing of correspond-
ence on any day that is a Saturday, 
Sunday, or Federal holiday within the 
District of Columbia. Except for cor-
respondence transmitted by facsimile 
under paragraph (a)(3) of this section, 
or filed electronically under paragraph 
(a)(4) of this section, no correspondence 
is received in the Office on Saturdays, 
Sundays, or Federal holidays within 
the District of Columbia. 

(2) Correspondence filed in accord-
ance with § 1.10 will be stamped with 
the date of deposit as ‘‘Express Mail’’ 
with the United States Postal Service. 

(3) Correspondence transmitted by 
facsimile to the Patent and Trademark 
Office will be stamped with the date on 
which the complete transmission is re-
ceived in the Patent and Trademark 
Office unless that date is a Saturday, 
Sunday, or Federal holiday within the 
District of Columbia, in which case the 
date stamped will be the next suc-
ceeding day which is not a Saturday, 
Sunday, or Federal holiday within the 
District of Columbia. 

(4) Trademark-related correspond-
ence transmitted electronically will be 
stamped with the date on which the Of-
fice receives the transmission. 

(b) Patent and Trademark Office Post 
Office pouch. Mail placed in the Patent 
and Trademark Office pouch up to mid-
night on any day, except Saturdays, 
Sundays and Federal holidays within 
the District of Columbia, by the post 
office at Washington, DC, serving the 
Patent and Trademark Office, is con-
sidered as having been received in the 
Patent and Trademark Office on the 
day it was so placed in the pouch by 
the U.S. Postal Service. 

(c) Correspondence delivered by hand. 
In addition to being mailed, cor-
respondence may be delivered by hand 
during hours the Office is open to re-
ceive correspondence. 

(d) Facsimile transmission. Except in 
the cases enumerated below, cor-
respondence, including authorizations 
to charge a deposit account, may be 

transmitted by facsimile. The receipt 
date accorded to the correspondence 
will be the date on which the complete 
transmission is received in the Patent 
and Trademark Office, unless that date 
is a Saturday, Sunday, or Federal holi-
day within the District of Columbia. 
See § 1.6(a)(3). To facilitate proper proc-
essing, each transmission session 
should be limited to correspondence to 
be filed in a single application or other 
proceeding before the Patent and 
Trademark Office. The application 
number of a patent or trademark appli-
cation, the control number of a reex-
amination proceeding, the interference 
number of an interference proceeding, 
the patent number of a patent, or the 
registration number of a trademark 
should be entered as a part of the send-
er’s identification on a facsimile cover 
sheet. Facsimile transmissions are not 
permitted and if submitted, will not be 
accorded a date of receipt, in the fol-
lowing situations: 

(1) Correspondence as specified in 
§ 1.4(e), requiring an original signature; 

(2) Certified documents as specified 
in § 1.4(f); 

(3) Correspondence which cannot re-
ceive the benefit of the certificate of 
mailing or transmission as specified in 
§ 1.8(a)(2)(i) (A) through (D) and (F), 
§ 1.8(a)(2)(ii)(A), and § 1.8(a)(2)(iii)(A), 
except that a continued prosecution 
application under § 1.53(d) may be 
transmitted to the Office by facsimile; 

(4) Drawings submitted under §§ 1.81, 
1.83 through 1.85, 1.152, 1.165, 1.174, 1.437, 
2.51, 2.52, or 2.72; 

(5) A request for reexamination under 
§ 1.510 or § 1.913; 

(6) Correspondence to be filed in a 
patent application subject to a secrecy 
order under §§ 5.1 through 5.5 of this 
chapter and directly related to the se-
crecy order content of the application; 

(7) Requests for cancellation or 
amendment of a registration under sec-
tion 7(e) of the Trademark Act, 15 
U.S.C. 1057(e); and certificates of reg-
istration surrendered for cancellation 
or amendment under section 7(e) of the 
Trademark Act, 15 U.S.C. 1057(e); 

(8) Correspondence to be filed with 
the Trademark Trial and Appeal Board, 
except the notice of ex parte appeal; 

(9) Correspondence to be filed in an 
interference proceeding which consists 
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of a preliminary statement under 
§ 1.621; a transcript of a deposition 
under § 1.676 or of interrogatories, or 
cross-interrogatories; or an evidentiary 
record and exhibits under § 1.653. 

(e) Interruptions in U.S. Postal Service. 
If interruptions or emergencies in the 
United States Postal Service which 
have been so designated by the Com-
missioner occur, the Patent and Trade-
mark Office will consider as filed on a 
particular date in the Office any cor-
respondence which is: 

(1) Promptly filed after the ending of 
the designated interruption or emer-
gency; and 

(2) Accompanied by a statement indi-
cating that such correspondence would 
have been filed on that particular date 
if it were not for the designated inter-
ruption or emergency in the United 
States Postal Service. 

(f) Facsimile transmission of a patent 
application under § 1.53(d). In the event 
that the Office has no evidence of re-
ceipt of an application under § 1.53(d) (a 
continued prosecution application) 
transmitted to the Office by facsimile 
transmission, the party who trans-
mitted the application under § 1.53(d) 
may petition the Commissioner to ac-
cord the application under § 1.53(d) a 
filing date as of the date the applica-
tion under § 1.53(d) is shown to have 
been transmitted to and received in the 
Office, 

(1) Provided that the party who 
transmitted such application under 
§ 1.53(d): 

(i) Informs the Office of the previous 
transmission of the application under 
§ 1.53(d) promptly after becoming aware 
that the Office has no evidence of re-
ceipt of the application under § 1.53(d); 

(ii) Supplies an additional copy of the 
previously transmitted application 
under § 1.53(d); and 

(iii) Includes a statement which at-
tests on a personal knowledge basis or 
to the satisfaction of the Commissioner 
to the previous transmission of the ap-
plication under § 1.53(d) and is accom-
panied by a copy of the sending unit’s 
report confirming transmission of the 
application under § 1.53(d) or evidence 
that came into being after the com-
plete transmission and within one busi-
ness day of the complete transmission 
of the application under § 1.53(d). 

(2) The Office may require additional 
evidence to determine if the applica-
tion under § 1.53(d) was transmitted to 
and received in the Office on the date 
in question. 

[58 FR 54501, Oct. 22, 1993; 58 FR 64154, Dec. 6, 
1993; 61 FR 56447, Nov. 1, 1996; 62 FR 53180, 
Oct. 10, 1997; 64 FR 48917, Sept. 8, 1999; 65 FR 
54657, Sept. 8, 2000; 65 FR 76772, Dec. 7, 2000]

§ 1.7 Times for taking action; Expira-
tion on Saturday, Sunday or Fed-
eral holiday. 

(a) Whenever periods of time are 
specified in this part in days, calendar 
days are intended. When the day, or 
the last day fixed by statute or by or 
under this part for taking any action 
or paying any fee in the United States 
Patent and Trademark Office falls on 
Saturday, Sunday, or on a Federal hol-
iday within the District of Columbia, 
the action may be taken, or the fee 
paid, on the next succeeding business 
day which is not a Saturday, Sunday, 
or a Federal holiday. See § 1.304 for 
time for appeal or for commencing 
civil action. 

(b) If the day that is twelve months 
after the filing date of a provisional ap-
plication under 35 U.S.C. 111(b) and 
§ 1.53(c) falls on Saturday, Sunday, or 
on a Federal holiday within the Dis-
trict of Columbia, the period of pend-
ency shall be extended to the next suc-
ceeding secular or business day which 
is not a Saturday, Sunday, or a Federal 
holiday. 

[65 FR 14871, Mar. 20, 2000]

§ 1.8 Certificate of mailing or trans-
mission. 

(a) Except in the cases enumerated in 
paragraph (a)(2) of this section, cor-
respondence required to be filed in the 
Patent and Trademark Office within a 
set period of time will be considered as 
being timely filed if the procedure de-
scribed in this section is followed. The 
actual date of receipt will be used for 
all other purposes. 

(1) Correspondence will be considered 
as being timely filed if: 

(i) The correspondence is mailed or 
transmitted prior to expiration of the 
set period of time by being: 

(A) Addressed as set out in § 1.1(a) 
and deposited with the U.S. Postal 
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Service with sufficient postage as first 
class mail; or 

(B) Transmitted by facsimile to the 
Patent and Trademark Office in ac-
cordance with § 1.6(d); and 

(ii) The correspondence includes a 
certificate for each piece of correspond-
ence stating the date of deposit or 
transmission. The person signing the 
certificate should have reasonable 
basis to expect that the correspondence 
would be mailed or transmitted on or 
before the date indicated. 

(2) The procedure described in para-
graph (a)(1) of this section does not 
apply to, and no benefit will be given 
to a Certificate of Mailing or Trans-
mission on the following: 

(i) Relative to Patents and Patent Ap-
plications—

(A) The filing of a national patent ap-
plication specification and drawing or 
other correspondence for the purpose of 
obtaining an application filing date, in-
cluding a request for a continued pros-
ecution application under § 1.53(d); 

(B) The filing of correspondence in an 
interference which an examiner-in-
chief orders to be filed by hand or ‘‘Ex-
press Mail’’; 

(C) The filing of agreements between 
parties to an interference under 35 
U.S.C. 135(c); 

(D) The filing of an international ap-
plication for patent; 

(E) The filing of correspondence in an 
international application before the 
U.S. Receiving Office, the U.S. Inter-
national Searching Authority, or the 
U.S. International Preliminary Exam-
ining Authority; 

(F) The filing of a copy of the inter-
national application and the basic na-
tional fee necessary to enter the na-
tional stage, as specified in § 1.495(b). 

(ii) Relative to Trademark Registrations 
and Trademark Applications— 

(A) The filing of a trademark applica-
tion. 

(B)–(F) [Reserved] 
(iii) Relative to Disciplinary Pro-

ceedings—
(A) Correspondence filed in connec-

tion with a disciplinary proceeding 
under part 10 of this chapter. 

(B) [Reserved] 
(b) In the event that correspondence 

is considered timely filed by being 
mailed or transmitted in accordance 

with paragraph (a) of this section, but 
not received in the Patent and Trade-
mark Office, and the application is 
held to be abandoned or the proceeding 
is dismissed, terminated, or decided 
with prejudice, the correspondence will 
be considered timely if the party who 
forwarded such correspondence: 

(1) Informs the Office of the previous 
mailing or transmission of the cor-
respondence promptly after becoming 
aware that the Office has no evidence 
of receipt of the correspondence; 

(2) Supplies an additional copy of the 
previously mailed or transmitted cor-
respondence and certificate; and 

(3) Includes a statement which at-
tests on a personal knowledge basis or 
to the satisfaction of the Commissioner 
to the previous timely mailing or 
transmission. If the correspondence 
was sent by facsimile transmission, a 
copy of the sending unit’s report con-
firming transmission may be used to 
support this statement. 

(c) The Office may require additional 
evidence to determine if the cor-
respondence was timely filed. 

[58 FR 54502, Oct. 22, 1993; 58 FR 64154, Dec. 6, 
1993, as amended at 61 FR 56447, Nov. 1, 1996; 
62 FR 53181, Oct. 10, 1997; 67 FR 523, Jan. 4, 
2002]

§ 1.9 Definitions. 
(a)(1) A national application as used 

in this chapter means a U.S. applica-
tion for patent which was either filed 
in the Office under 35 U.S.C. 111, or 
which entered the national stage from 
an international application after com-
pliance with 35 U.S.C. 371. 

(2) A provisional application as used 
in this chapter means a U.S. national 
application for patent filed in the Of-
fice under 35 U.S.C. 111(b). 

(3) A nonprovisional application as 
used in this chapter means a U.S. na-
tional application for patent which was 
either filed in the Office under 35 
U.S.C. 111(a), or which entered the na-
tional stage from an international ap-
plication after compliance with 35 
U.S.C. 371. 

(b) An international application as 
used in this chapter means an inter-
national application for patent filed 
under the Patent Cooperation Treaty 
prior to entering national processing at 
the Designated Office stage. 
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(c) A published application as used in 
this chapter means an application for 
patent which has been published under 
35 U.S.C. 122(b). 

(d)–(f) [Reserved] 
(g) For definitions in interferences 

see § 1.601. 
(h) A Federal holiday within the Dis-

trict of Columbia as used in this chapter 
means any day, except Saturdays and 
Sundays, when the Patent and Trade-
mark Office is officially closed for busi-
ness for the entire day. 

(i) National security classified as 
used in this chapter means specifically 
authorized under criteria established 
by an Act of Congress or Executive 
Order to be kept secret in the interest 
of national defense or foreign policy 
and, in fact, properly classified pursu-
ant to such Act of Congress or Execu-
tive Order. 

(Pub. L. 94–131, 89 Stat. 685; 35 U.S.C. 6, Pub. 
L. 97–247; 15 U.S.C. 1113, 1123) 

[43 FR 20461, May 11, 1978, as amended at 47 
FR 40139, Sept. 10, 1982; 47 FR 43275, Sept. 30, 
1982; 49 FR 48451, Dec. 12, 1984; 60 FR 20220, 
Apr. 25, 1995; 61 FR 56447, Nov. 1, 1996; 62 FR 
53181, Oct. 10, 1997; 65 FR 54657, Sept. 8, 2000; 
65 FR 57051, Sept. 20, 2000]

§ 1.10 Filing of correspondence by 
‘‘Express Mail.’’ 

(a)(1) Any correspondence received by 
the U.S. Patent and Trademark Office 
(USPTO) that was delivered by the 
‘‘Express Mail Post Office to Ad-
dressee’’ service of the United States 
Postal Service (USPS) will be consid-
ered filed with the USPTO on the date 
of deposit with the USPS, except for 
documents described in the following 
paragraphs (a)(1)(i) and (ii) of this sec-
tion: 

(i) Trademark applications filed 
under section 1 or 44 of the Trademark 
Act, 15 U.S.C. 1051 and 1126. 

(ii) Other documents for which a 
Trademark Electronic Application Sys-
tem (TEAS) form exists: 

(A) Amendment to allege use under 
section 1(c) of the Trademark Act, 15 
U.S.C. 1051(c); 

(B) Statement of use under section 
1(d) of the Trademark Act, 15 U.S.C. 
1051(d); 

(C) Request for extension of time to 
file a statement of use under section 

1(d) of the Trademark Act, 15 U.S.C. 
1051(d); 

(D) Affidavit of continued use under 
section 8 of the Trademark Act, 15 
U.S.C. 1058; 

(E) Renewal request under section 9 
of the Trademark Act, 15 U.S.C. 1059; 
and 

(F) Requests to change or correct ad-
dresses. 

(2) The date of deposit with USPS is 
shown by the ‘‘date in’’ on the ‘‘Ex-
press Mail’’ label or other official 
USPS notation. If the USPS deposit 
date cannot be determined, the cor-
respondence will be accorded the 
USPTO receipt date as the filing date. 
See § 1.6(a). 

(b) Correspondence should be depos-
ited directly with an employee of the 
USPS to ensure that the person depos-
iting the correspondence receives a leg-
ible copy of the ‘‘Express Mail’’ mail-
ing label with the ‘‘date-in’’ clearly 
marked. Persons dealing indirectly 
with the employees of the USPS (such 
as by deposit in an ‘‘Express Mail’’ 
drop box) do so at the risk of not re-
ceiving a copy of the ‘‘Express Mail’’ 
mailing label with the desired ‘‘date-
in’’ clearly marked. The paper(s) or 
fee(s) that constitute the correspond-
ence should also include the ‘‘Express 
Mail’’ mailing label number thereon. 
See paragraphs (c), (d) and (e) of this 
section. 

(c) Any person filing correspondence 
under this section that was received by 
the Office and delivered by the ‘‘Ex-
press Mail Post Office to Addressee’’ 
service of the USPS, who can show 
that there is a discrepancy between the 
filing date accorded by the Office to 
the correspondence and the date of de-
posit as shown by the ‘‘date-in’’ on the 
‘‘Express Mail’’ mailing label or other 
official USPS notation, may petition 
the Commissioner to accord the cor-
respondence a filing date as of the 
‘‘date-in’’ on the ‘‘Express Mail’’ mail-
ing label or other official USPS nota-
tion, provided that: 

(1) The petition is filed promptly 
after the person becomes aware that 
the Office has accorded, or will accord, 
a filing date other than the USPS de-
posit date; 

(2) The number of the ‘‘Express Mail’’ 
mailing label was placed on the 
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paper(s) or fee(s) that constitute the 
correspondence prior to the original 
mailing by ‘‘Express Mail;’’ and 

(3) The petition includes a true copy 
of the ‘‘Express Mail’’ mailing label 
showing the ‘‘date-in,’’ and of any 
other official notation by the USPS re-
lied upon to show the date of deposit. 

(d) Any person filing correspondence 
under this section that was received by 
the Office and delivered by the ‘‘Ex-
press Mail Post Office to Addressee’’ 
service of the USPS, who can show 
that the ‘‘date-in’’ on the ‘‘Express 
Mail’’ mailing label or other official 
notation entered by the USPS was in-
correctly entered or omitted by the 
USPS, may petition the Commissioner 
to accord the correspondence a filing 
date as of the date the correspondence 
is shown to have been deposited with 
the USPS, provided that: 

(1) The petition is filed promptly 
after the person becomes aware that 
the Office has accorded, or will accord, 
a filing date based upon an incorrect 
entry by the USPS; 

(2) The number of the ‘‘Express Mail’’ 
mailing label was placed on the 
paper(s) or fee(s) that constitute the 
correspondence prior to the original 
mailing by ‘‘Express Mail’’; and 

(3) The petition includes a showing 
which establishes, to the satisfaction 
of the Commissioner, that the re-
quested filing date was the date the 
correspondence was deposited in the 
‘‘Express Mail Post Office to Ad-
dressee’’ service prior to the last sched-
uled pickup for that day. Any showing 
pursuant to this paragraph must be 
corroborated by evidence from the 
USPS or that came into being after de-
posit and within one business day of 
the deposit of the correspondence in 
the ‘‘Express Mail Post Office to Ad-
dressee’’ service of the USPS. 

(e) Any person mailing correspond-
ence addressed as set out in § 1.1(a) to 
the Office with sufficient postage uti-
lizing the ‘‘Express Mail Post Office to 
Addressee’’ service of the USPS but not 
received by the Office, may petition 
the Commissioner to consider such cor-
respondence filed in the Office on the 
USPS deposit date, provided that: 

(1) The petition is filed promptly 
after the person becomes aware that 

the Office has no evidence of receipt of 
the correspondence; 

(2) The number of the ‘‘Express Mail’’ 
mailing label was placed on the 
paper(s) or fee(s) that constitute the 
correspondence prior to the original 
mailing by ‘‘Express Mail’’; 

(3) The petition includes a copy of 
the originally deposited paper(s) or 
fee(s) that constitute the correspond-
ence showing the number of the ‘‘Ex-
press Mail’’ mailing label thereon, a 
copy of any returned postcard receipt, 
a copy of the ‘‘Express Mail’’ mailing 
label showing the ‘‘date-in,’’ a copy of 
any other official notation by the 
USPS relied upon to show the date of 
deposit, and, if the requested filing 
date is a date other than the ‘‘date-in’’ 
on the ‘‘Express Mail’’ mailing label or 
other official notation entered by the 
USPS, a showing pursuant to para-
graph (d)(3) of this section that the re-
quested filing date was the date the 
correspondence was deposited in the 
‘‘Express Mail Post Office to Ad-
dressee’’ service prior to the last sched-
uled pickup for that day; and 

(4) The petition includes a statement 
which establishes, to the satisfaction 
of the Commissioner, the original de-
posit of the correspondence and that 
the copies of the correspondence, the 
copy of the ‘‘Express Mail’’ mailing 
label, the copy of any returned post-
card receipt, and any official notation 
entered by the USPS are true copies of 
the originally mailed correspondence, 
original ‘‘Express Mail’’ mailing label, 
returned postcard receipt, and official 
notation entered by the USPS. 

(f) The Office may require additional 
evidence to determine if the cor-
respondence was deposited as ‘‘Express 
Mail’’ with the USPS on the date in 
question. 

[61 FR 56447, Nov. 1, 1996 as amended at 62 FR 
53181, Oct. 10, 1997; 67 FR 36101, May 23, 2002]

RECORDS AND FILES OF THE PATENT AND 
TRADEMARK OFFICE

§ 1.11 Files open to the public. 

(a) The specification, drawings, and 
all papers relating to the file of an 
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