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§ 1.134 Time period for reply to an Of-
fice action. 

An Office action will notify the appli-
cant of any non-statutory or shortened 
statutory time period set for reply to 
an Office action. Unless the applicant 
is notified in writing that a reply is re-
quired in less than six months, a max-
imum period of six months is allowed. 

[62 FR 53194, Oct. 10, 1997]

§ 1.135 Abandonment for failure to 
reply within time period. 

(a) If an applicant of a patent appli-
cation fails to reply within the time 
period provided under § 1.134 and § 1.136, 
the application will become abandoned 
unless an Office action indicates other-
wise. 

(b) Prosecution of an application to 
save it from abandonment pursuant to 
paragraph (a) of this section must in-
clude such complete and proper reply 
as the condition of the application may 
require. The admission of, or refusal to 
admit, any amendment after final re-
jection or any amendment not respon-
sive to the last action, or any related 
proceedings, will not operate to save 
the application from abandonment. 

(c) When reply by the applicant is a 
bona fide attempt to advance the appli-
cation to final action, and is substan-
tially a complete reply to the non-final 
Office action, but consideration of 
some matter or compliance with some 
requirement has been inadvertently 
omitted, applicant may be given a new 
time period for reply under § 1.134 to 
supply the omission. 

[62 FR 53194, Oct. 10, 1997]

§ 1.136 Extensions of time. 

(a)(1) If an applicant is required to 
reply within a nonstatutory or short-
ened statutory time period, applicant 
may extend the time period for reply 
up to the earlier of the expiration of 
any maximum period set by statute or 
five months after the time period set 
for reply, if a petition for an extension 
of time and the fee set in § 1.17(a) are 
filed, unless: 

(i) Applicant is notified otherwise in 
an Office action; 

(ii) The reply is a reply brief sub-
mitted pursuant to § 1.193(b); 

(iii) The reply is a request for an oral 
hearing submitted pursuant to 
§ 1.194(b); 

(iv) The reply is to a decision by the 
Board of Patent Appeals and Inter-
ferences pursuant to § 1.196, § 1.197 or 
§ 1.304; or 

(v) The application is involved in an 
interference declared pursuant to 
§ 1.611. 

(2) The date on which the petition 
and the fee have been filed is the date 
for purposes of determining the period 
of extension and the corresponding 
amount of the fee. The expiration of 
the time period is determined by the 
amount of the fee paid. A reply must be 
filed prior to the expiration of the pe-
riod of extension to avoid abandonment 
of the application (§ 1.135), but in no 
situation may an applicant reply later 
than the maximum time period set by 
statute, or be granted an extension of 
time under paragraph (b) of this sec-
tion when the provisions of this para-
graph are available. See § 1.136(b) for 
extensions of time relating to pro-
ceedings pursuant to §§ 1.193(b), 1.194, 
1.196 or 1.197; § 1.304 for extensions of 
time to appeal to the U.S. Court of Ap-
peals for the Federal Circuit or to com-
mence a civil action; § 1.550(c) for ex-
tensions of time in ex parte reexamina-
tion proceedings; § 1.956 for extensions 
of time in inter partes reexamination 
proceedings; and § 1.645 for extensions 
of time in interference proceedings. 

(3) A written request may be sub-
mitted in an application that is an au-
thorization to treat any concurrent or 
future reply, requiring a petition for an 
extension of time under this paragraph 
for its timely submission, as incor-
porating a petition for extension of 
time for the appropriate length of 
time. An authorization to charge all 
required fees, fees under § 1.17, or all re-
quired extension of time fees will be 
treated as a constructive petition for 
an extension of time in any concurrent 
or future reply requiring a petition for 
an extension of time under this para-
graph for its timely submission. Sub-
mission of the fee set forth in § 1.17(a) 
will also be treated as a constructive 
petition for an extension of time in any 
concurrent reply requiring a petition 
for an extension of time under this 
paragraph for its timely submission. 

VerDate Dec<13>2002 11:53 Feb 03, 2003 Jkt 197133 PO 00000 Frm 00083 Fmt 8010 Sfmt 8010 Y:\SGML\197133T.XXX 197133T



84

37 CFR Ch. I (7–1–02 Edition)§ 1.137 

(b) When a reply cannot be filed with-
in the time period set for such reply 
and the provisions of paragraph (a) of 
this section are not available, the pe-
riod for reply will be extended only for 
sufficient cause and for a reasonable 
time specified. Any request for an ex-
tension of time under this paragraph 
must be filed on or before the day on 
which such reply is due, but the mere 
filing of such a request will not affect 
any extension under this paragraph. In 
no situation can any extension carry 
the date on which reply is due beyond 
the maximum time period set by stat-
ute. See § 1.304 for extensions of time to 
appeal to the U.S. Court of Appeals for 
the Federal Circuit or to commence a 
civil action; § 1.645 for extensions of 
time in interference proceedings; 
§ 1.550(c) for extensions of time in ex 
parte reexamination proceedings; and 
§ 1.956 for extensions of time in inter 
partes reexamination proceedings. 

(c) If an applicant is notified in a 
‘‘Notice of Allowability’’ that an appli-
cation is otherwise in condition for al-
lowance, the following time periods are 
not extendable if set in the ‘‘Notice of 
Allowability’’ or in an Office action 
having a mail date on or after the mail 
date of the ‘‘Notice of Allowability’’: 

(1) The period for submitting an oath 
or declaration in compliance with 
§ 1.63; 

(2) The period for submitting formal 
drawings set under § 1.85(c); and 

(3) The period for making a deposit 
set under § 1.809(c). 

[62 FR 53194, Oct. 10, 1997, as amended at 65 
FR 54674, Sept. 8, 2000; 65 FR 76773, Dec. 7, 
2000; 66 FR 21092, Apr. 27, 2001]

§ 1.137 Revival of abandoned applica-
tion, terminated reexamination pro-
ceeding, or lapsed patent. 

(a) Unavoidable. If the delay in reply 
by applicant or patent owner was un-
avoidable, a petition may be filed pur-
suant to this paragraph to revive an 
abandoned application, a reexamina-
tion proceeding terminated under 
§§ 1.550(d) or 1.957(b) or (c), or a lapsed 
patent. A grantable petition pursuant 
to this paragraph must be accompanied 
by: 

(1) The reply required to the out-
standing Office action or notice, unless 
previously filed; 

(2) The petition fee as set forth in 
§ 1.17(l); 

(3) A showing to the satisfaction of 
the Commissioner that the entire delay 
in filing the required reply from the 
due date for the reply until the filing of 
a grantable petition pursuant to this 
paragraph was unavoidable; and 

(4) Any terminal disclaimer (and fee 
as set forth in § 1.20(d)) required pursu-
ant to paragraph (d) of this section. 

(b) Unintentional. If the delay in reply 
by applicant or patent owner was unin-
tentional, a petition may be filed pur-
suant to this paragraph to revive an 
abandoned application, a reexamina-
tion proceeding terminated under 
§§ 1.550(d) or 1.957(b) or (c), or a lapsed 
patent. A grantable petition pursuant 
to this paragraph must be accompanied 
by: 

(1) The reply required to the out-
standing Office action or notice, unless 
previously filed; 

(2) The petition fee as set forth in 
§ 1.17(m); 

(3) A statement that the entire delay 
in filing the required reply from the 
due date for the reply until the filing of 
a grantable petition pursuant to this 
paragraph was unintentional. The 
Commissioner may require additional 
information where there is a question 
whether the delay was unintentional; 
and 

(4) Any terminal disclaimer (and fee 
as set forth in § 1.20(d)) required pursu-
ant to paragraph (d) of this section. 

(c) Reply. In a nonprovisional applica-
tion abandoned for failure to prosecute, 
the required reply may be met by the 
filing of a continuing application. In a 
nonprovisional utility or plant applica-
tion filed on or after June 8, 1995, and 
abandoned for failure to prosecute, the 
required reply may also be met by the 
filing of a request for continued exam-
ination in compliance with § 1.114. In an 
application or patent, abandoned or 
lapsed for failure to pay the issue fee or 
any portion thereof, the required reply 
must include payment of the issue fee 
or any outstanding balance. In an ap-
plication, abandoned for failure to pay 
the publication fee, the required reply 
must include payment of the publica-
tion fee. 

(d) Terminal disclaimer. (1) Any peti-
tion to revive pursuant to this section 
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in a design application must be accom-
panied by a terminal disclaimer and fee 
as set forth in § 1.321 dedicating to the 
public a terminal part of the term of 
any patent granted thereon equivalent 
to the period of abandonment of the ap-
plication. Any petition to revive pursu-
ant to this section in either a utility or 
plant application filed before June 8, 
1995, must be accompanied by a ter-
minal disclaimer and fee as set forth in 
§ 1.321 dedicating to the public a ter-
minal part of the term of any patent 
granted thereon equivalent to the less-
er of: 

(i) The period of abandonment of the 
application; or 

(ii) The period extending beyond 
twenty years from the date on which 
the application for the patent was filed 
in the United States or, if the applica-
tion contains a specific reference to an 
earlier filed application(s) under 35 
U.S.C. 120, 121, or 365(c), from the date 
on which the earliest such application 
was filed. 

(2) Any terminal disclaimer pursuant 
to paragraph (d)(1) of this section must 
also apply to any patent granted on a 
continuing utility or plant application 
filed before June 8, 1995, or a con-
tinuing design application, that con-
tains a specific reference under 35 
U.S.C. 120, 121, or 365(c) to the applica-
tion for which revival is sought. 

(3) The provisions of paragraph (d)(1) 
of this section do not apply to applica-
tions for which revival is sought solely 
for purposes of copendency with a util-
ity or plant application filed on or 
after June 8, 1995, to lapsed patents, or 
to reexamination proceedings. 

(e) Request for reconsideration. Any re-
quest for reconsideration or review of a 
decision refusing to revive an aban-
doned application, a terminated reex-
amination proceeding, or lapsed patent 
upon petition filed pursuant to this 
section, to be considered timely, must 
be filed within two months of the deci-
sion refusing to revive or within such 
time as set in the decision. Unless a de-
cision indicates otherwise, this time 
period may be extended under: 

(1) The provisions of § 1.136 for an 
abandoned application or lapsed pat-
ent; 

(2) The provisions of § 1.550(c) for a 
terminated ex parte reexamination pro-
ceeding filed under § 1.510; or 

(3) The provisions of § 1.956 for a ter-
minated inter partes reexamination pro-
ceeding filed under § 1.913. 

(f) Abandonment for failure to notify 
the Office of a foreign filing: A nonprovi-
sional application abandoned pursuant 
to 35 U.S.C. 122(b)(2)(B)(iii) for failure 
to timely notify the Office of the filing 
of an application in a foreign country 
or under a multinational treaty that 
requires publication of applications 
eighteen months after filing, may be 
revived only pursuant to paragraph (b) 
of this section. The reply requirement 
of paragraph (c) of this section is met 
by the notification of such filing in a 
foreign country or under a multi-
national treaty, but the filing of a peti-
tion under this section will not operate 
to stay any period for reply that may 
be running against the application. 

(g) Provisional applications. A provi-
sional application, abandoned for fail-
ure to timely respond to an Office re-
quirement, may be revived pursuant to 
this section. Subject to the provisions 
of 35 U.S.C. 119(e)(3) and § 1.7(b), a pro-
visional application will not be re-
garded as pending after twelve months 
from its filing date under any cir-
cumstances. 

[65 FR 57057, Sept. 20, 2000]

§ 1.138 Express abandonment. 

(a) An application may be expressly 
abandoned by filing a written declara-
tion of abandonment identifying the 
application in the United States Pat-
ent and Trademark Office. Express 
abandonment of the application may 
not be recognized by the Office before 
the date of issue or publication unless 
it is actually received by appropriate 
officials in time to act. 

(b) A written declaration of abandon-
ment must be signed by a party au-
thorized under § 1.33(b)(1), (b)(3), or 
(b)(4) to sign a paper in the application, 
except as otherwise provided in this 
paragraph. A registered attorney or 
agent, not of record, who acts in a rep-
resentative capacity under the provi-
sions of § 1.34(a) when filing a con-
tinuing application, may expressly 
abandon the prior application as of the 
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filing date granted to the continuing 
application. 

(c) An applicant seeking to abandon 
an application to avoid publication of 
the application (see § 1.211(a)(1)) must 
submit a declaration of express aban-
donment by way of a petition under 
this section including the fee set forth 
in § 1.17(h) in sufficient time to permit 
the appropriate officials to recognize 
the abandonment and remove the ap-
plication from the publication process. 
Applicant should expect that the peti-
tion will not be granted and the appli-
cation will be published in regular 
course unless such declaration of ex-
press abandonment and petition are re-
ceived by the appropriate officials 
more than four weeks prior to the pro-
jected date of publication. 

[65 FR 54674, Sept. 8, 2000, as amended at 65 
FR 57058, Sept. 20, 2000]

§ 1.139 [Reserved]

JOINDER OF INVENTIONS IN ONE 
APPLICATION; RESTRICTION

AUTHORITY: Secs. 1.141 to 1.147 also issued 
under 35 U.S.C. 121.

§ 1.141 Different inventions in one na-
tional application. 

(a) Two or more independent and dis-
tinct inventions may not be claimed in 
one national application, except that 
more than one species of an invention, 
not to exceed a reasonable number, 
may be specifically claimed in different 
claims in one national application, pro-
vided the application also includes an 
allowable claim generic to all the 
claimed species and all the claims to 
species in excess of one are written in 
dependent form (§ 1.75) or otherwise in-
clude all the limitations of the generic 
claim. 

(b) Where claims to all three cat-
egories, product, process of making, 
and process of use, are included in a na-
tional application, a three way require-
ment for restriction can only be made 
where the process of making is distinct 
from the product. If the process of 
making and the product are not dis-
tinct, the process of using may be 
joined with the claims directed to the 
product and the process of making the 
product even though a showing of dis-

tinctness between the product and 
process of using the product can be 
made. 

[52 FR 20046, May 28, 1987]

§ 1.142 Requirement for restriction. 
(a) If two or more independent and 

distinct inventions are claimed in a 
single application, the examiner in an 
Office action will require the applicant 
in the reply to that action to elect an 
invention to which the claims will be 
restricted, this official action being 
called a requirement for restriction 
(also known as a requirement for divi-
sion). Such requirement will normally 
be made before any action on the mer-
its; however, it may be made at any 
time before final action. 

(b) Claims to the invention or inven-
tions not elected, if not canceled, are 
nevertheless withdrawn from further 
consideration by the examiner by the 
election, subject however to reinstate-
ment in the event the requirement for 
restriction is withdrawn or overruled. 

[24 FR 10332, Dec. 22, 1959, as amended at 62 
FR 53195, Oct. 10, 1997]

§ 1.143 Reconsideration of require-
ment. 

If the applicant disagrees with the re-
quirement for restriction, he may re-
quest reconsideration and withdrawal 
or modification of the requirement, 
giving the reasons therefor. (See 
§ 1.111.) In requesting reconsideration 
the applicant must indicate a provi-
sional election of one invention for 
prosecution, which invention shall be 
the one elected in the event the re-
quirement becomes final The require-
ment for restriction will be reconsid-
ered on such a request. If the require-
ment is repeated and made final the ex-
aminer will at the same time act on 
the claims to the invention elected.

§ 1.144 Petition from requirement for 
restriction. 

After a final requirement for restric-
tion, the applicant, in addition to mak-
ing any reply due on the remainder of 
the action, may petition the Commis-
sioner to review the requirement. Peti-
tion may be deferred until after final 
action on or allowance of claims to the 
invention elected, but must be filed not 
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