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(6) Background of the invention. 
(7) Brief summary of the invention. 
(8) Brief description of the drawing. 
(9) Detailed botanical description. 
(10) A single claim. 
(11) Abstract of the disclosure. 
(d) The text of the specification or 

sections defined in paragraph (c) of this 
section, if applicable, should be pre-
ceded by a section heading in upper 
case, without underlining or bold type. 

[65 FR 54675, Sept. 8, 2000]

§ 1.164 Claim. 
The claim shall be in formal terms to 

the new and distinct variety of the 
specified plant as described and illus-
trated, and may also recite the prin-
cipal distinguishing characteristics. 
More than one claim is not permitted. 

(35 U.S.C. 162)

§ 1.165 Plant drawings. 
(a) Plant patent drawings should be 

artistically and competently executed 
and must comply with the require-
ments of § 1.84. View numbers and ref-
erence characters need not be em-
ployed unless required by the exam-
iner. The drawing must disclose all the 
distinctive characteristics of the plant 
capable of visual representation. 

(b) The drawings may be in color. 
The drawing must be in color if color is 
a distinguishing characteristic of the 
new variety. Two copies of color draw-
ings or photographs and a black and 
white photocopy that accurately de-
picts, to the extent possible, the sub-
ject matter shown in the color drawing 
or photograph must be submitted. 

[58 FR 38726, July 20, 1993, as amended at 65 
FR 57058, Sept. 20, 2000]

§ 1.166 Specimens. 
The applicant may be required to fur-

nish specimens of the plant, or its flow-
er or fruit, in a quantity and at a time 
in its stage of growth as may be des-
ignated, for study and inspection. Such 
specimens, properly packed, must be 
forwarded in conformity with instruc-
tions furnished to the applicant. When 
it is not possible to forward such speci-
mens, plants must be made available 
for official inspection where grown. 

(35 U.S.C. 114, 161)

§ 1.167 Examination. 
Applications may be submitted by 

the Patent and Trademark Office to 
the Department of Agriculture for 
study and report. 

[62 FR 53196, Oct. 10, 1997]

REISSUES

AUTHORITY: Secs. 1.171 to 1.179 also issued 
under 35 U.S.C. 251.

§ 1.171 Application for reissue. 
An application for reissue must con-

tain the same parts required for an ap-
plication for an original patent, com-
plying with all the rules relating there-
to except as otherwise provided, and in 
addition, must comply with the re-
quirements of the rules relating to re-
issue applications. 

[62 FR 53196, Oct. 10, 1997]

§ 1.172 Applicants, assignees. 
(a) A reissue oath must be signed and 

sworn to or declaration made by the in-
ventor or inventors except as otherwise 
provided (see §§ 1.42, 1.43, 1.47), and 
must be accompanied by the written 
consent of all assignees, if any, owning 
an undivided interest in the patent, but 
a reissue oath may be made and sworn 
to or declaration made by the assignee 
of the entire interest if the application 
does not seek to enlarge the scope of 
the claims of the original patent. All 
assignees consenting to the reissue 
must establish their ownership interest 
in the patent by filing in the reissue 
application a submission in accordance 
with the provisions of § 3.73(b) of this 
chapter. 

(b) A reissue will be granted to the 
original patentee, his legal representa-
tives or assigns as the interest may ap-
pear. 

(35 U.S.C. 6, Pub. L. 97–247) 

[24 FR 10332, Dec. 22, 1959, as amended at 48 
FR 2713, Jan. 20, 1983; 62 FR 53196, Oct. 10, 
1997]

§ 1.173 Reissue specification, draw-
ings, and amendments. 

(a) Contents of a reissue application. 
An application for reissue must con-
tain the entire specification, including 
the claims, and the drawings of the 
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patent. No new matter shall be intro-
duced into the application. No reissue 
patent shall be granted enlarging the 
scope of the claims of the original pat-
ent unless applied for within two years 
from the grant of the original patent, 
pursuant to 35 U.S.C. 251. 

(1) Specification, including claims. The 
entire specification, including the 
claims, of the patent for which reissue 
is requested must be furnished in the 
form of a copy of the printed patent, in 
double column format, each page on 
only one side of a single sheet of paper. 
If an amendment of the reissue applica-
tion is to be included, it must be made 
pursuant to paragraph (b) of this sec-
tion. The formal requirements for pa-
pers making up the reissue application 
other than those set forth in this sec-
tion are set out in § 1.52. Additionally, 
a copy of any disclaimer (§ 1.321), cer-
tificate of correction (§§ 1.322 through 
1.324), or reexamination certificate 
(§ 1.570) issued in the patent must be in-
cluded. (See also § 1.178). 

(2) Drawings. Applicant must submit 
a clean copy of each drawing sheet of 
the printed patent at the time the re-
issue application is filed. If such copy 
complies with § 1.84, no further draw-
ings will be required. Where a drawing 
of the reissue application is to include 
any changes relative to the patent 
being reissued, the changes to the 
drawing must be made in accordance 
with paragraph (b)(3) of this section. 
The Office will not transfer the draw-
ings from the patent file to the reissue 
application. 

(b) Making amendments in a reissue ap-
plication. An amendment in a reissue 
application is made either by phys-
ically incorporating the changes into 
the specification when the application 
is filed, or by a separate amendment 
paper. If amendment is made by incor-
poration, markings pursuant to para-
graph (d) of this section must be used. 
If amendment is made by an amend-
ment paper, the paper must direct that 
specified changes be made. 

(1) Specification other than the claims. 
Changes to the specification, other 
than to the claims, must be made by 
submission of the entire text of an 
added or rewritten paragraph, includ-
ing markings pursuant to paragraph (d) 
of this section, except that an entire 

paragraph may be deleted by a state-
ment deleting the paragraph without 
presentation of the text of the para-
graph. The precise point in the speci-
fication must be identified where any 
added or rewritten paragraph is lo-
cated. This paragraph applies whether 
the amendment is submitted on paper 
or compact disc (see §§ 1.52(e)(1) and 
1.821(c), but not for discs submitted 
under § 1.821(e)). 

(2) Claims. An amendment paper must 
include the entire text of each claim 
being changed by such amendment 
paper and of each claim being added by 
such amendment paper. For any claim 
changed by the amendment paper, a 
parenthetical expression ‘‘amended,’’ 
‘‘twice amended,’’ etc., should follow 
the claim number. Each changed pat-
ent claim and each added claim must 
include markings pursuant to para-
graph (d) of this section, except that a 
patent claim or added claim should be 
canceled by a statement canceling the 
claim without presentation of the text 
of the claim. 

(3) Drawings. Any change to the pat-
ent drawings must be submitted as a 
sketch on a separate paper showing the 
proposed changes in red for approval by 
the examiner. Upon approval by the ex-
aminer, new drawings in compliance 
with § 1.84 including the approved 
changes must be filed. Amended figures 
must be identified as ‘‘Amended,’’ and 
any added figure must be identified as 
‘‘New.’’ In the event that a figure is 
canceled, the figure must be sur-
rounded by brackets and identified as 
‘‘Canceled.’’ 

(c) Status of claims and support for 
claim changes. Whenever there is an 
amendment to the claims pursuant to 
paragraph (b) of this section, there 
must also be supplied, on pages sepa-
rate from the pages containing the 
changes, the status (i.e., pending or 
canceled), as of the date of the amend-
ment, of all patent claims and of all 
added claims, and an explanation of the 
support in the disclosure of the patent 
for the changes made to the claims. 

(d) Changes shown by markings. Any 
changes relative to the patent being re-
issued which are made to the specifica-
tion, including the claims, upon filing, 
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or by an amendment paper in the re-
issue application, must include the fol-
lowing markings: 

(1) The matter to be omitted by re-
issue must be enclosed in brackets; and 

(2) The matter to be added by reissue 
must be underlined, except for amend-
ments submitted on compact discs 
(§§ 1.96 and 1.821(c)). Matter added by 
reissue on compact discs must be pre-
ceded with ‘‘<U>’’ and end with ‘‘</U>’’ 
to properly identify the material being 
added. 

(e) Numbering of patent claims pre-
served. Patent claims may not be re-
numbered. The numbering of any claim 
added in the reissue application must 
follow the number of the highest num-
bered patent claim. 

(f) Amendment of disclosure may be re-
quired. The disclosure must be amend-
ed, when required by the Office, to cor-
rect inaccuracies of description and 
definition, and to secure substantial 
correspondence between the claims, 
the remainder of the specification, and 
the drawings. 

(g) Amendments made relative to the 
patent. All amendments must be made 
relative to the patent specification, in-
cluding the claims, and drawings, 
which are in effect as of the date of fil-
ing of the reissue application. 

[65 FR 54675, Sept. 8, 2000]

§ 1.174 [Reserved]

§ 1.175 Reissue oath or declaration. 
(a) The reissue oath or declaration in 

addition to complying with the re-
quirements of § 1.63, must also state 
that: 

(1) The applicant believes the origi-
nal patent to be wholly or partly inop-
erative or invalid by reason of a defec-
tive specification or drawing, or by rea-
son of the patentee claiming more or 
less than the patentee had the right to 
claim in the patent, stating at least 
one error being relied upon as the basis 
for reissue; and 

(2) All errors being corrected in the 
reissue application up to the time of 
filing of the oath or declaration under 
this paragraph arose without any de-
ceptive intention on the part of the ap-
plicant. 

(b)(1) For any error corrected, which 
is not covered by the oath or declara-

tion submitted under paragraph (a) of 
this section, applicant must submit a 
supplemental oath or declaration stat-
ing that every such error arose without 
any deceptive intention on the part of 
the applicant. Any supplemental oath 
or declaration required by this para-
graph must be submitted before allow-
ance and may be submitted: 

(i) With any amendment prior to al-
lowance; or 

(ii) In order to overcome a rejection 
under 35 U.S.C. 251 made by the exam-
iner where it is indicated that the sub-
mission of a supplemental oath or dec-
laration as required by this paragraph 
will overcome the rejection. 

(2) For any error sought to be cor-
rected after allowance, a supplemental 
oath or declaration must accompany 
the requested correction stating that 
the error(s) to be corrected arose with-
out any deceptive intention on the part 
of the applicant. 

(c) Having once stated an error upon 
which the reissue is based, as set forth 
in paragraph (a)(1), unless all errors 
previously stated in the oath or dec-
laration are no longer being corrected, 
a subsequent oath or declaration under 
paragraph (b) of this section need not 
specifically identify any other error or 
errors being corrected. 

(d) The oath or declaration required 
by paragraph (a) of this section may be 
submitted under the provisions of 
§ 1.53(f). 

[62 FR 53196, Oct. 10, 1997]

§ 1.176 Examination of reissue. 
(a) A reissue application will be ex-

amined in the same manner as a non-
reissue, non-provisional application, 
and will be subject to all the require-
ments of the rules related to non-re-
issue applications. Applications for re-
issue will be acted on by the examiner 
in advance of other applications. 

(b) Restriction between subject mat-
ter of the original patent claims and 
previously unclaimed subject matter 
may be required (restriction involving 
only subject matter of the original pat-
ent claims will not be required). If re-
striction is required, the subject mat-
ter of the original patent claims will be 
held to be constructively elected unless 
a disclaimer of all the patent claims is 
filed in the reissue application, which 
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disclaimer cannot be withdrawn by ap-
plicant. 

[65 FR 54676, Sept. 8, 2000]

§ 1.177 Issuance of multiple reissue 
patents. 

(a) The Office may reissue a patent as 
multiple reissue patents. If applicant 
files more than one application for the 
reissue of a single patent, each such ap-
plication must contain or be amended 
to contain in the first sentence of the 
specification a notice stating that 
more than one reissue application has 
been filed and identifying each of the 
reissue applications by relationship, 
application number and filing date. 
The Office may correct by certificate 
of correction under § 1.322 any reissue 
patent resulting from an application to 
which this paragraph applies that does 
not contain the required notice. 

(b) If applicant files more than one 
application for the reissue of a single 
patent, each claim of the patent being 
reissued must be presented in each of 
the reissue applications as an amended, 
unamended, or canceled (shown in 
brackets) claim, with each such claim 
bearing the same number as in the pat-
ent being reissued. The same claim of 
the patent being reissued may not be 
presented in its original unamended 
form for examination in more than one 
of such multiple reissue applications. 
The numbering of any added claims in 
any of the multiple reissue applica-
tions must follow the number of the 
highest numbered original patent 
claim. 

(c) If any one of the several reissue 
applications by itself fails to correct 
an error in the original patent as re-
quired by 35 U.S.C. 251 but is otherwise 
in condition for allowance, the Office 
may suspend action in the allowable 
application until all issues are resolved 
as to at least one of the remaining re-
issue applications. The Office may also 
merge two or more of the multiple re-
issue applications into a single reissue 
application. No reissue application 
containing only unamended patent 
claims and not correcting an error in 
the original patent will be passed to 
issue by itself. 

[65 FR 54676, Sept. 8, 2000]

§ 1.178 Original patent; continuing 
duty of applicant. 

(a) The application for a reissue 
should be accompanied by either an 
offer to surrender the original patent, 
or the original patent itself, or if the 
original is lost or inaccessible, by a 
statement to that effect. The applica-
tion may be accepted for examination 
in the absence of the original patent or 
the statement, but one or the other 
must be supplied before the application 
is allowed. If a reissue application is 
refused, the original patent, if surren-
dered, will be returned to applicant 
upon request. 

(b) In any reissue application before 
the Office, the applicant must call to 
the attention of the Office any prior or 
concurrent proceedings in which the 
patent (for which reissue is requested) 
is or was involved, such as inter-
ferences, reissues, reexaminations, or 
litigations and the results of such pro-
ceedings (see also § 1.173(a)(1)). 

[65 FR 54676, Sept. 8, 2000]

§ 1.179 Notice of reissue application. 
When an application for a reissue is 

filed, there will be placed in the file of 
the original patent a notice stating 
that an application for reissue has been 
filed. When the reissue is granted or 
the reissue application is otherwise 
terminated, the fact will be added to 
the notice in the file of the original 
patent.

PETITIONS AND ACTION BY THE 
COMMISSIONER

AUTHORITY: 35 U.S.C. 6; 15 U.S.C. 1113, 1123.

§ 1.181 Petition to the Commissioner. 
(a) Petition may be taken to the 

Commissioner: 
(1) From any action or requirement 

of any examiner in the ex parte pros-
ecution of an application, or in the ex 
parte or inter partes prosecution of a re-
examination proceeding which is not 
subject to appeal to the Board of Pat-
ent Appeals and Interferences or to the 
court; 

(2) In cases in which a statute or the 
rules specify that the matter is to be 
determined directly by or reviewed by 
the Commissioner; and 
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