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(3) To invoke the supervisory author-
ity of the Commissioner in appropriate 
circumstances. For petitions in inter-
ferences, see § 1.644. 

(b) Any such petition must contain a 
statement of the facts involved and the 
point or points to be reviewed and the 
action requested. Briefs or memoranda, 
if any, in support thereof should ac-
company or be embodied in the peti-
tion; and where facts are to be proven, 
the proof in the form of affidavits or 
declarations (and exhibits, if any) must 
accompany the petition. 

(c) When a petition is taken from an 
action or requirement of an examiner 
in the ex parte prosecution of an appli-
cation, or in the ex parte or inter partes 
prosecution of a reexamination pro-
ceeding, it may be required that there 
have been a proper request for recon-
sideration (§ 1.111) and a repeated ac-
tion by the examiner. The examiner 
may be directed by the Commissioner 
to furnish a written statement, within 
a specified time, setting forth the rea-
sons for his or her decision upon the 
matters averred in the petition, sup-
plying a copy to the petitioner. 

(d) Where a fee is required for a peti-
tion to the Commissioner the appro-
priate section of this part will so indi-
cate. If any required fee does not ac-
company the petition, the petition will 
be dismissed. 

(e) Oral hearing will not be granted 
except when considered necessary by 
the Commissioner. 

(f) The mere filing of a petition will 
not stay any period for reply that may 
be running against the application, nor 
act as a stay of other proceedings. Any 
petition under this part not filed with-
in two months of the mailing date of 
the action or notice from which relief 
is requested may be dismissed as un-
timely, except as otherwise provided. 
This two-month period is not extend-
able. 

(g) The Commissioner may delegate 
to appropriate Patent and Trademark 
Office officials the determination of pe-
titions. 

[24 FR 10332, Dec. 22, 1959, as amended at 34 
FR 18857, Nov. 26, 1969; 47 FR 41278, Sept. 17, 
1982; 49 FR 48452, Dec. 12, 1984; 65 FR 54676, 
Sept. 8, 2000; 65 FR 76774, Dec. 7, 2000]

§ 1.182 Questions not specifically pro-
vided for. 

All situations not specifically pro-
vided for in the regulations of this part 
will be decided in accordance with the 
merits of each situation by or under 
the authority of the Commissioner, 
subject to such other requirements as 
may be imposed, and such decision will 
be communicated to the interested par-
ties in writing. Any petition seeking a 
decision under this section must be ac-
companied by the petition fee set forth 
in § 1.17(h). 

[62 FR 53196, Oct. 10, 1997]

§ 1.183 Suspension of rules. 
In an extraordinary situation, when 

justice requires, any requirement of 
the regulations in this part which is 
not a requirement of the statutes may 
be suspended or waived by the Commis-
sioner or the Commissioner’s designee, 
sua sponte, or on petition of the inter-
ested party, subject to such other re-
quirements as may be imposed. Any pe-
tition under this section must be ac-
companied by the petition fee set forth 
in § 1.17(h). 

[47 FR 41278, Sept. 17, 1982]

§ 1.184 [Reserved]

APPEAL TO THE BOARD OF PATENT 
APPEALS AND INTERFERENCES

AUTHORITY: Secs. 1.191 to 1.198 also issued 
under 35 U.S.C. 134.

§ 1.191 Appeal to Board of Patent Ap-
peals and Interferences. 

(a) Every applicant for a patent or 
for reissue of a patent, and every owner 
of a patent under ex parte reexamina-
tion filed under § 1.510 for a patent that 
issued from an original application 
filed in the United States before No-
vember 29, 1999, any of whose claims 
has been twice or finally (§ 1.113) re-
jected, may appeal from the decision of 
the examiner to the Board of Patent 
Appeals and Interferences by filing a 
notice of appeal and the fee set forth in 
§ 1.17(b) within the time period provided 
under §§ 1.134 and 1.136 for reply. Not-
withstanding the above, for an ex parte 
reexamination proceeding filed under 
§ 1.510 for a patent that issued from an 
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original application filed in the United 
States on or after November 29, 1999, no 
appeal may be filed until the claims 
have been finally rejected (§ 1.113). Ap-
peals to the Board of Patent Appeals 
and Interferences in inter partes reex-
amination proceedings filed under 
§ 1.913 are controlled by §§ 1.959 through 
1.981. Sections 1.191 through 1.198 are 
not applicable to appeals in inter partes 
reexamination proceedings filed under 
§ 1.913. 

(b) The signature requirement of 
§ 1.33 does not apply to a notice of ap-
peal filed under this section. 

(c) An appeal when taken must be 
taken from the rejection of all claims 
under rejection which the applicant or 
patent owner proposes to contest. 
Questions relating to matters not af-
fecting the merits of the invention may 
be required to be settled before an ap-
peal can be considered. 

(d) The time periods set forth in 
§§ 1.191 and 1.192 are subject to the pro-
visions of § 1.136 for patent applications 
and § 1.550(c) for reexamination pro-
ceedings. The time periods set forth in 
§§ 1.193, 1.194, 1.196 and 1.197 are subject 
to the provisions of § 1.136(b) for patent 
applications or § 1.550(c) for reexamina-
tion proceedings. See § 1.304(a) for ex-
tensions of time for filing a notice of 
appeal to the U.S. Court of Appeals for 
the Federal Circuit or for commencing 
a civil action. 

(e) Jurisdiction over the application 
or patent under reexamination passes 
to the Board of Patent Appeals and 
Interferences upon transmittal of the 
file, including all briefs and examiner’s 
answers, to the Board. Prior to the 
entry of a decision on the appeal, the 
Commissioner may sua sponte order 
the application remanded to the exam-
iner. 

(35 U.S.C. 6, Pub. L. 97–247; 15 U.S.C. 1113, 
1123) 

[46 FR 29183, May 29, 1981, as amended at 49 
FR 555, Jan. 4, 1984; 49 FR 48453, Dec. 12, 1984; 
54 FR 29552, July 13, 1989; 58 FR 54510, Oct. 22, 
1993; 62 FR 53196, Oct. 10, 1997; 65 FR 76774, 
Dec. 7, 2000]

§ 1.192 Appellant’s brief. 
(a) Appellant must, within two 

months from the date of the notice of 
appeal under § 1.191 or within the time 
allowed for reply to the action from 

which the appeal was taken, if such 
time is later, file a brief in triplicate. 
The brief must be accompanied by the 
fee set forth in § 1.17(c) and must set 
forth the authorities and arguments on 
which appellant will rely to maintain 
the appeal. Any arguments or authori-
ties not included in the brief will be re-
fused consideration by the Board of 
Patent Appeals and Interferences, un-
less good cause is shown. 

(b) On failure to file the brief, accom-
panied by the requisite fee, within the 
time allowed, the appeal shall stand 
dismissed. 

(c) The brief shall contain the fol-
lowing items under appropriate head-
ings and in the order indicated below 
unless the brief is filed by an applicant 
who is not represented by a registered 
practitioner: 

(1) Real party in interest. A statement 
identifying the real party in interest, if 
the party named in the caption of the 
brief is not the real party in interest. 

(2) Related appeals and interferences. A 
Statement identifying by number and 
filing date all other appeals or inter-
ferences known to appellant, the appel-
lant’s legal representative, or assignee 
which will directly affect or be directly 
affected by or have a bearing on the 
Board’s decision in the pending appeal. 

(3) Status of claims. A statement of 
the status of all the claims, pending or 
cancelled, and identifying the claims 
appealed. 

(4) Status of amendments. A statement 
of the status of any amendment filed 
subsequent to final rejection. 

(5) Summary of invention. A concise 
explanation of the invention defined in 
the claims involved in the appeal, 
which shall refer to the specification 
by page and line number, and to the 
drawing, if any, by reference char-
acters. 

(6) Issues. A concise statement of the 
issues presented for review. 

(7) Grouping of claims. For each 
ground of rejection which appellant 
contests and which applies to a group 
of two or more claims, the Board shall 
select a single claim from the group 
and shall decide the appeal as to the 
ground of rejection on the basis of that 
claim alone unless a statement is in-
cluded that the claims of the group do 
not stand or fall together and, in the 
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argument under paragraph (c)(8) of this 
section, appellant explains why the 
claims of the group are believed to be 
separately patentable. Merely pointing 
out differences in what the claims 
cover is not an argument as to why the 
claims are separately patentable. 

(8) Argument. The contentions of ap-
pellant with respect to each of the 
issues presented for review in para-
graph (c)(6) of this section, and the 
basis therefor, with citations of the au-
thorities, statutes, and parts of the 
record relied on. Each issue should be 
treated under a separate heading. 

(i) For each rejection under 35 U.S.C. 
112, first paragraph, the argument shall 
specify the errors in the rejection and 
how the first paragraph of 35 U.S.C. 112 
is complied with, including, as appro-
priate, how the specification and draw-
ings, if any, 

(A) Describe the subject matter de-
fined by each of the rejected claims, 

(B) Enable any person skilled in the 
art to make and use the subject matter 
defined by each of the rejected claims, 
and 

(C) Set forth the best mode con-
templated by the inventor of carrying 
out his or her invention. 

(ii) For each rejection under 35 U.S.C. 
112, second paragraph, the argument 
shall specify the errors in the rejection 
and how the claims particularly point 
out and distinctly claim the subject 
matter which applicant regards as the 
invention. 

(iii) For each rejection under 35 
U.S.C. 102, the argument shall specify 
the errors in the rejection and why the 
rejected claims are patentable under 35 
U.S.C. 102, including any specific limi-
tations in the rejected claims which 
are not described in the prior art relied 
upon in the rejection. 

(iv) For each rejection under 35 
U.S.C. 103, the argument shall specify 
the errors in the rejection and, if ap-
propriate, the specific limitations in 
the rejected claims which are not de-
scribed in the prior art relied on in the 
rejection, and shall explain how such 
limitations render the claimed subject 
matter unobvious over the prior art. If 
the rejection is based upon a combina-
tion of references, the argument shall 
explain why the references, taken as a 
whole, do not suggest the claimed sub-

ject matter, and shall include, as may 
be appropriate, an explanation of why 
features disclosed in one reference may 
not properly be combined with features 
disclosed in another reference. A gen-
eral argument that all the limitations 
are not described in a single reference 
does not satisfy the requirements of 
this paragraph. 

(v) For any rejection other than 
those referred to in paragraphs (c)(8) (i) 
to (iv) of this section, the argument 
shall specify the errors in the rejection 
and the specific limitations in the re-
jected claims, if appropriate, or other 
reasons, which cause the rejection to 
be in error. 

(9) Appendix. An appendix containing 
a copy of the claims involved in the ap-
peal. 

(d) If a brief is filed which does not 
comply with all the requirements of 
paragraph (c) of this section, appellant 
will be notified of the reasons for non-
compliance and provided with a period 
of one month within which to file an 
amended brief. If appellant does not 
file an amended brief during the one-
month period, or files an amended brief 
which does not overcome all the rea-
sons for non-compliance stated in the 
notification, the appeal will stand dis-
missed. 

(35 U.S.C. 6, Pub. L. 97–247; 15 U.S.C. 1113, 
1123) 

[36 FR 5850, Mar. 30, 1971, as amended at 53 
FR 23734, June 23, 1988; 58 FR 54510, Oct. 22, 
1993; 60 FR 14518, Mar. 17, 1995; 62 FR 53196, 
Oct. 10, 1997]

§ 1.193 Examiner’s answer and reply 
brief. 

(a)(1) The primary examiner may, 
within such time as may be directed by 
the Commissioner, furnish a written 
statement in answer to appellant’s 
brief including such explanation of the 
invention claimed and of the references 
and grounds of rejection as may be nec-
essary, supplying a copy to appellant. 
If the primary examiner finds that the 
appeal is not regular in form or does 
not relate to an appealable action, the 
primary examiner shall so state. 

(2) An examiner’s answer must not 
include a new ground of rejection, but 
if an amendment under § 1.116 proposes 
to add or amend one or more claims 
and appellant was advised that the 
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amendment under § 1.116 would be en-
tered for purposes of appeal and which 
individual rejection(s) set forth in the 
action from which the appeal was 
taken would be used to reject the added 
or amended claim(s), then the appeal 
brief must address the rejection(s) of 
the claim(s) added or amended by the 
amendment under § 1.116 as appellant 
was so advised and the examiner’s an-
swer may include the rejection(s) of 
the claim(s) added or amended by the 
amendment under § 1.116 as appellant 
was so advised. The filing of an amend-
ment under § 1.116 which is entered for 
purposes of appeal represents appel-
lant’s consent that when so advised 
any appeal proceed on those claim(s) 
added or amended by the amendment 
under § 1.116 subject to any rejection 
set forth in the action from which the 
appeal was taken. 

(b)(1) Appellant may file a reply brief 
to an examiner’s answer or a supple-
mental examiner’s answer within two 
months from the date of such exam-
iner’s answer or supplemental exam-
iner’s answer. See § 1.136(b) for exten-
sions of time for filing a reply brief in 
a patent application and § 1.550(c) for 
extensions of time for filing a reply 
brief in a reexamination proceeding. 
The primary examiner must either ac-
knowledge receipt and entry of the 
reply brief or withdraw the final rejec-
tion and reopen prosecution to respond 
to the reply brief. A supplemental ex-
aminer’s answer is not permitted, un-
less the application has been remanded 
by the Board of Patent Appeals and 
Interferences for such purpose. 

(2) Where prosecution is reopened by 
the primary examiner after an appeal 
or reply brief has been filed, appellant 
must exercise one of the following two 
options to avoid abandonment of the 
application: 

(i) File a reply under § 1.111, if the Of-
fice action is not final, or a reply under 
§ 1.113, if the Office action is final; or 

(ii) Request reinstatement of the ap-
peal. If reinstatement of the appeal is 
requested, such request must be accom-
panied by a supplemental appeal brief, 
but no new amendments, affidavits 
(§§ 1.130, 1.131 or 1.132) or other evidence 
are permitted. 

[62 FR 53197, Oct. 10, 1997, as amended at 65 
FR 54676, Sept. 8, 2000]

§ 1.194 Oral hearing. 

(a) An oral hearing should be re-
quested only in those circumstances in 
which appellant considers such a hear-
ing necessary or desirable for a proper 
presentation of the appeal. An appeal 
decided without an oral hearing will re-
ceive the same consideration by the 
Board of Patent Appeals and Inter-
ferences as appeals decided after oral 
hearing. 

(b) If appellant desires an oral hear-
ing, appellant must file, in a separate 
paper, a written request for such hear-
ing accompanied by the fee set forth in 
§ 1.17(d) within two months from the 
date of the examiner’s answer. If appel-
lant requests an oral hearing and sub-
mits therewith the fee set forth in 
§ 1.17(d), an oral argument may be pre-
sented by, or on behalf of, the primary 
examiner if considered desirable by ei-
ther the primary examiner or the 
Board. See § 1.136(b) for extensions of 
time for requesting an oral hearing in 
a patent application and § 1.550(c) for 
extensions of time for requesting an 
oral hearing in a reexamination pro-
ceeding. 

(c) If no request and fee for oral hear-
ing have been timely filed by appel-
lant, the appeal will be assigned for 
consideration and decision. If appellant 
has requested an oral hearing and has 
submitted the fee set forth in § 1.17(d), 
a day of hearing will be set, and due 
notice thereof given to appellant and 
to the primary examiner. A hearing 
will be held as stated in the notice, and 
oral argument will be limited to twen-
ty minutes for appellant and fifteen 
minutes for the primary examiner un-
less otherwise ordered before the hear-
ing begins. If the Board decides that a 
hearing is not necessary, the Board 
will so notify appellant. 

[62 FR 53197, Oct. 10, 1997]

§ 1.195 Affidavits or declarations after 
appeal. 

Affidavits, declarations, or exhibits 
submitted after the case has been ap-
pealed will not be admitted without a 
showing of good and sufficient reasons 
why they were not earlier presented. 

[34 FR 18858, Nov. 26, 1969]
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§ 1.196 Decision by the Board of Patent 
Appeals and Interferences. 

(a) The Board of Patent Appeals and 
Interferences, in its decision, may af-
firm or reverse the decision of the ex-
aminer in whole or in part on the 
grounds and on the claims specified by 
the examiner or remand the applica-
tion to the examiner for further consid-
eration. The affirmance of the rejec-
tion of a claim on any of the grounds 
specified constitutes a general affirm-
ance of the decision of the examiner on 
that claim, except as to any ground 
specifically reversed. 

(b) Should the Board of Patent Ap-
peals and Interferences have knowledge 
of any grounds not involved in the ap-
peal for rejecting any pending claim, it 
may include in the decision a state-
ment to that effect with its reasons for 
so holding, which statement con-
stitutes a new ground of rejection of 
the claim. A new ground of rejection 
shall not be considered final for pur-
poses of judicial review. When the 
Board of Patent Appeals and Inter-
ferences makes a new ground of rejec-
tion, the appellant, within two months 
from the date of the decision, must ex-
ercise one of the following two options 
with respect to the new ground of re-
jection to avoid termination of pro-
ceedings (§ 1.197(c)) as to the rejected 
claims: 

(1) Submit an appropriate amend-
ment of the claims so rejected or a 
showing of facts relating to the claims 
so rejected, or both, and have the mat-
ter reconsidered by the examiner, in 
which event the application will be re-
manded to the examiner. The new 
ground of rejection is binding upon the 
examiner unless an amendment or 
showing of facts not previously of 
record be made which, in the opinion of 
the examiner, overcomes the new 
ground of rejection stated in the deci-
sion. Should the examiner reject the 
claims, appellant may again appeal 
pursuant to §§ 1.191 through 1.195 to the 
Board of Patent Appeals and Inter-
ferences. 

(2) Request that the application be 
reheard under § 1.197(b) by the Board of 
Patent Appeals and Interferences upon 
the same record. The request for re-
hearing must address the new ground 
of rejection and state with particu-

larity the points believed to have been 
misapprehended or overlooked in ren-
dering the decision and also state all 
other grounds upon which rehearing is 
sought. Where request for such rehear-
ing is made, the Board of Patent Ap-
peals and Interferences shall rehear the 
new ground of rejection and, if nec-
essary, render a new decision which 
shall include all grounds of rejection 
upon which a patent is refused. The de-
cision on rehearing is deemed to incor-
porate the earlier decision for purposes 
of appeal, except for those portions spe-
cifically withdrawn on rehearing, and 
is final for the purpose of judicial re-
view, except when noted otherwise in 
the decision. 

(c) Should the decision of the Board 
of Patent Appeals and Interferences in-
clude an explicit statement that a 
claim may be allowed in amended 
form, appellant shall have the right to 
amend in conformity with such state-
ment which shall be binding on the ex-
aminer in the absence of new ref-
erences or grounds of rejection. 

(d) The Board of Patent Appeals and 
Interferences may require appellant to 
address any matter that is deemed ap-
propriate for a reasoned decision on the 
pending appeal. Appellant will be given 
a non-extendable time period within 
which to respond to such a require-
ment. 

(e) Whenever a decision of the Board 
of Patent Appeals and Interferences in-
cludes or allows a remand, that deci-
sion shall not be considered a final de-
cision. When appropriate, upon conclu-
sion of proceedings on remand before 
the examiner, the Board of Patent Ap-
peals and Interferences may enter an 
order otherwise making its decision 
final. 

(f) See § 1.136(b) for extensions of time 
to take action under this section in a 
patent application and § 1.550(c) for ex-
tensions of time in a reexamination 
proceeding. 

[49 FR 48453, Dec. 12, 1984, as amended at 54 
FR 29552, July 13, 1989; 58 FR 54510, Oct. 22, 
1993; 62 FR 53197, Oct. 10, 1997]

§ 1.197 Action following decision. 
(a) After decision by the Board of 

Patent Appeals and Interferences, the 
application will be returned to the ex-
aminer, subject to appellant’s right of 
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appeal or other review, for such further 
action by appellant or by the examiner, 
as the condition of the application may 
require, to carry into effect the deci-
sion. 

(b) Appellant may file a single re-
quest for rehearing within two months 
from the date of the original decision, 
unless the original decision is so modi-
fied by the decision on rehearing as to 
become, in effect, a new decision, and 
the Board of Patent Appeals and Inter-
ferences so states. The request for re-
hearing must state with particularity 
the points believed to have been mis-
apprehended or overlooked in ren-
dering the decision and also state all 
other grounds upon which rehearing is 
sought. See § 1.136(b) for extensions of 
time for seeking rehearing in a patent 
application and § 1.550(c) for extensions 
of time for seeking rehearing in a reex-
amination proceeding. 

(c) Termination of proceedings. Pro-
ceedings are considered terminated by 
the dismissal of an appeal or the fail-
ure to timely file an appeal to the 
court or a civil action (§ 1.304) except: 

(1) Where claims stand allowed in an 
application or 

(2) Where the nature of the decision 
requires further action by the exam-
iner. 
The date of termination of proceedings 
is the date on which the appeal is dis-
missed or the date on which the time 
for appeal to the court or review by 
civil action (§ 1.304) expires. If an ap-
peal to the court or a civil action has 
been filed, proceedings are considered 
terminated when the appeal or civil ac-
tion is terminated. An appeal to the 
U.S. Court of Appeals for the Federal 
Circuit is terminated when the man-
date is received by the Office. A civil 
action is terminated when the time to 
appeal the judgment expires. 

(35 U.S.C. 6, Pub. L. 97–247; 15 U.S.C. 1113, 
1123) 

[46 FR 29184, May 29, 1981, as amended at 49 
FR 48453, Dec. 12, 1984; 54 FR 29552, July 13, 
1989; 58 FR 54510, Oct. 22, 1993; 62 FR 53198, 
Oct. 10, 1997]

§ 1.198 Reopening after decision. 
Cases which have been decided by the 

Board of Patent Appeals and Inter-
ferences will not be reopened or recon-
sidered by the primary examiner ex-

cept under the provisions of § 1.114 or 
§ 1.196 without the written authority of 
the Commissioner, and then only for 
the consideration of matters not al-
ready adjudicated, sufficient cause 
being shown. 

[65 FR 14873, Mar. 20, 2000]

§ 1.198 Reopening after decision. 
Cases which have been decided by the 

Board of Patent Appeals and Inter-
ferences will not be reopened or recon-
sidered by the primary examiner ex-
cept under the provisions of § 1.196 
without the written authority of the 
Commissioner, and then only for the 
consideration of matters not already 
adjudicated, sufficient cause being 
shown. 

[24 FR 10332, Dec. 22, 1959, as amended at 49 
FR 48453, Dec. 12, 1984]

PUBLICATION OF APPLICATIONS

SOURCE: 65 FR 57058, Sept. 20, 2000, unless 
otherwise noted.

§ 1.211 Publication of applications. 
(a) Each U.S. national application for 

patent filed in the Office under 35 
U.S.C. 111(a) and each international ap-
plication in compliance with 35 U.S.C. 
371 will be published promptly after the 
expiration of a period of eighteen 
months from the earliest filing date for 
which a benefit is sought under title 35, 
United States Code, unless: 

(1) The application is recognized by 
the Office as no longer pending; 

(2) The application is national secu-
rity classified (see § 5.2(c)), subject to a 
secrecy order under 35 U.S.C. 181, or 
under national security review; 

(3) The application has issued as a 
patent in sufficient time to be removed 
from the publication process; or 

(4) The application was filed with a 
nonpublication request in compliance 
with § 1.213(a). 

(b) Provisional applications under 35 
U.S.C. 111(b) shall not be published, and 
design applications under 35 U.S.C. 
chapter 16 and reissue applications 
under 35 U.S.C. chapter 25 shall not be 
published under this section. 

(c) An application filed under 35 
U.S.C. 111(a) will not be published until 
it includes the basic filing fee (§ 1.16(a) 
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