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PROTESTS AND PUBLIC USE PROCEEDINGS

§ 1.291 Protests by the public against 
pending applications. 

(a) Protests by a member of the pub-
lic against pending applications will be 
referred to the examiner having charge 
of the subject matter involved. A pro-
test specifically identifying the appli-
cation to which the protest is directed 
will be entered in the application file 
if: 

(1) The protest is submitted prior to 
the date the application was published 
or the mailing of a notice of allowance 
under § 1.311, whichever occurs first; 
and 

(2) The protest is either served upon 
the applicant in accordance with § 1.248, 
or filed with the Office in duplicate in 
the event service is not possible. 

(b) Protests raising fraud or other in-
equitable conduct issues will be en-
tered in the application file, generally 
without comment on those issues. Pro-
tests which do not adequately identify 
a pending patent application will be re-
turned to the protestor and will not be 
further considered by the Office. A pro-
test submitted in accordance with the 
second sentence of paragraph (a) of this 
section will be considered by the Office 
if the application is still pending when 
the protest and application file are 
brought before the examiner and it in-
cludes: 

(1) A listing of the patents, publica-
tions, or other information relied upon; 

(2) A concise explanation of the rel-
evance of each listed item; 

(3) A copy of each listed patent or 
publication or other item of informa-
tion in written form or at least the per-
tinent portions thereof; and 

(4) An English language translation 
of all the necessary and pertinent parts 
of any non-English language patent, 
publication, or other item of informa-
tion in written form relied upon. 

(c) A member of the public filing a 
protest in an application under para-
graph (a) of this section will not re-
ceive any communications from the Of-
fice relating to the protest, other than 
the return of a self-addressed postcard 
which the member of the public may 
include with the protest in order to re-
ceive an acknowledgment by the Office 
that the protest has been received. In 

the absence of a request by the Office, 
an applicant has no duty to, and need 
not, reply to a protest. The limited in-
volvement of the member of the public 
filing a protest pursuant to paragraph 
(a) of this section ends with the filing 
of the protest, and no further submis-
sion on behalf of the protestor will be 
considered, except for additional prior 
art, or unless such submission raises 
new issues which could not have been 
earlier presented. 

[47 FR 21752, May 19, 1982, as amended at 57 
FR 2035, Jan. 17, 1992; 61 FR 42806, Aug. 19, 
1996; 62 FR 53198, Oct. 10, 1997; 65 FR 57060, 
Sept. 20, 2000]

§ 1.292 Public use proceedings. 

(a) When a petition for the institu-
tion of public use proceedings, sup-
ported by affidavits or declarations is 
found, on reference to the examiner, to 
make a prima facie showing that the in-
vention claimed in an application be-
lieved to be on file had been in public 
use or on sale more than one year be-
fore the filing of the application, a 
hearing may be had before the Commis-
sioner to determine whether a public 
use proceeding should be instituted. If 
instituted, the Commissioner may des-
ignate an appropriate official to con-
duct the public use proceeding, includ-
ing the setting of times for taking tes-
timony, which shall be taken as pro-
vided by §§ 1.671 through 1.685. The peti-
tioner will be heard in the proceedings 
but after decision therein will not be 
heard further in the prosecution of the 
application for patent. 

(b) The petition and accompanying 
papers, or a notice that such a petition 
has been filed, shall be entered in the 
application file if: 

(1) The petition is accompanied by 
the fee set forth in § 1.17(j); 

(2) The petition is served on the ap-
plicant in accordance with § 1.248, or 
filed with the Office in duplicate in the 
event service is not possible; and 

(3) The petition is submitted prior to 
the date the application was published 
or the mailing of a notice of allowance 
under § 1.311, whichever occurs first. 

(c) A petition for institution of public 
use proceedings shall not be filed by a 
party to an interference as to an appli-
cation involved in the interference. 
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Public use and on sale issues in an in-
terference shall be raised by a prelimi-
nary motion under § 1.633(a).

(35 U.S.C. 6; 15 U.S.C. 1113, 1123) 

[42 FR 5595, Jan. 28, 1977, as amended at 49 
FR 48454, Dec. 12, 1984; 61 FR 42807, Aug. 19, 
1996; 65 FR 57060, Sept. 20, 2000]

§ 1.293 Statutory invention registra-
tion. 

(a) An applicant for an original pat-
ent may request, at any time during 
the pendency of applicant’s pending 
complete application, that the speci-
fication and drawings be published as a 
statutory invention registration. Any 
such request must be signed by (1) the 
applicant and any assignee of record or 
(2) an attorney or agent of record in 
the application. 

(b) Any request for publication of a 
statutory invention registration must 
include the following parts: 

(1) A waiver of the applicant’s right 
to receive a patent on the invention 
claimed effective upon the date of pub-
lication of the statutory invention reg-
istration; 

(2) The required fee for filing a re-
quest for publication of a statutory in-
vention registration as provided for in 
§ 1.17 (n) or (o); 

(3) A statement that, in the opinion 
of the requester, the application to 
which the request is directed meets the 
requirements of 35 U.S.C. 112; and 

(4) A statement that, in the opinion 
of the requester, the application to 
which the request is directed complies 
with the formal requirements of this 
part for printing as a patent. 

(c) A waiver filed with a request for a 
statutory invention registration will 
be effective, upon publication of the 
statutory invention registration, to 
waive the inventor’s right to receive a 
patent on the invention claimed in the 
statutory invention registration, in 
any application for an original patent 
which is pending on, or filed after, the 
date of publication of the statutory in-
vention registration. A waiver filed 
with a request for a statutory inven-
tion registration will not affect the 
rights of any other inventor even if the 
subject matter of the statutory inven-
tion registration and an application of 
another inventor are commonly owned. 

A waiver filed with a request for a stat-
utory invention registration will not 
affect any rights in a patent to the in-
ventor which issued prior to the date of 
publication of the statutory invention 
registration unless a reissue applica-
tion is filed seeking to enlarge the 
scope of the claims of the patent. See 
also § 1.104(c)(5). 

(Approved by the Office of Management and 
Budget under control number 0651–0018) 

[50 FR 9382, Mar. 7, 1985, as amended at 62 FR 
53198, Oct. 10, 1997]

§ 1.294 Examination of request for 
publication of a statutory invention 
registration and patent application 
to which the request is directed. 

(a) Any request for a statutory inven-
tion registration will be examined to 
determine if the requirements of § 1.293 
have been met. The application to 
which the request is directed will be 
examined to determine (1) if the sub-
ject matter of the application is appro-
priate for publication, (2) if the re-
quirements for publication are met, 
and (3) if the requirements of 35 U.S.C. 
112 and § 1.293 of this part are met. 

(b) Applicant will be notified of the 
results of the examination set forth in 
paragraph (a) of this section. If the re-
quirements of § 1.293 and this section 
are not met by the request filed, the 
notification to applicant will set a pe-
riod of time within which to comply 
with the requirements in order to avoid 
abandonment of the application. If the 
application does not meet the require-
ments of 35 U.S.C. 112, the notification 
to applicant will include a rejection 
under the appropriate provisions of 35 
U.S.C. 112. The periods for reply estab-
lished pursuant to this section are sub-
ject to the extension of time provisions 
of § 1.136. After reply by the applicant, 
the application will again be consid-
ered for publication of a statutory in-
vention registration. If the require-
ments of § 1.293 and this section are not 
timely met, the refusal to publish will 
be made final. If the requirements of 35 
U.S.C. 112 are not met, the rejection 
pursuant to 35 U.S.C. 112 will be made 
final. 

(c) If the examination pursuant to 
this section results in approval of the 
request for a statutory invention reg-
istration the applicant will be notified 
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of the intent to publish a statutory in-
vention registration. 

[50 FR 9382, Mar. 7, 1985, as amended at 62 FR 
53198, Oct. 10, 1997]

§ 1.295 Review of decision finally re-
fusing to publish a statutory inven-
tion registration. 

(a) Any requester who is dissatisfied 
with the final refusal to publish a stat-
utory invention registration for rea-
sons other than compliance with 35 
U.S.C. 112 may obtain review of the re-
fusal to publish the statutory inven-
tion registration by filing a petition to 
the Commissioner accompanied by the 
fee set forth in § 1.17(h) within one 
month or such other time as is set in 
the decision refusing publication. Any 
such petition should comply with the 
requirements of § 1.181(b). The petition 
may include a request that the petition 
fee be refunded if the final refusal to 
publish a statutory invention registra-
tion for reasons other than compliance 
with 35 U.S.C. 112 is determined to re-
sult from an error by the Patent and 
Trademark Office. 

(b) Any requester who is dissatisfied 
with a decision finally rejecting claims 
pursuant to 35 U.S.C. 112 may obtain 
review of the decision by filing an ap-
peal to the Board of Patent Appeals 
and Interferences pursuant to § 1.191. If 
the decision rejecting claims pursuant 
to 35 U.S.C. 112 is reversed, the request 
for a statutory invention registration 
will be approved and the registration 
published if all of the other provisions 
of § 1.293 and this section are met. 

(Approved by the Office of Management and 
Budget under control number 0651–0018) 

[50 FR 9382, Mar. 7, 1985]

§ 1.296 Withdrawal of request for pub-
lication of statutory invention reg-
istration. 

A request for a statutory invention 
registration, which has been filed, may 
be withdrawn prior to the date of the 
notice of the intent to publish a statu-
tory invention registration issued pur-
suant to § 1.294(c) by filing a request to 
withdraw the request for publication of 
a statutory invention registration. The 
request to withdraw may also include a 
request for a refund of any amount 
paid in excess of the application filing 

fee and a handling fee of $130.00 which 
will be retained. Any request to with-
draw the request for publication of a 
statutory invention registration filed 
on or after the date of the notice of in-
tent to publish issued pursuant to 
§ 1.294(c) must be in the form of a peti-
tion pursuant to § 1.183 accompanied by 
the fee set forth in § 1.17(h). 

[56 FR 65153, Dec. 13, 1991]

§ 1.297 Publication of statutory inven-
tion registration. 

(a) If the request for a statutory in-
vention registration is approved the 
statutory invention registration will 
be published. The statutory invention 
registration will be mailed to the re-
quester at the correspondence address 
as provided for in § 1.33(a). A notice of 
the publication of each statutory in-
vention registration will be published 
in the Official Gazette.

(b) Each statutory invention reg-
istration published will include a state-
ment relating to the attributes of a 
statutory invention registration. The 
statement will read as follows:

A statutory invention registration is not a 
patent. It has the defensive attributes of a 
patent but does not have the enforceable at-
tributes of a patent. No article or advertise-
ment or the like may use the term patent, or 
any term suggestive of a patent, when refer-
ring to a statutory invention registration. 
For more specific information on the rights 
associated with a statutory invention reg-
istration see 35 U.S.C. 157.

[50 FR 9383, Mar. 7, 1985, as amended at 50 FR 
31826, Aug. 6, 1985]

REVIEW OF PATENT AND TRADEMARK 
OFFICE DECISIONS BY COURT

§ 1.301 Appeal to U.S. Court of Appeals 
for the Federal Circuit. 

Any applicant or any owner of a pat-
ent involved in any ex parte reexamina-
tion proceeding filed under § 1.510, dis-
satisfied with the decision of the Board 
of Patent Appeals and Interferences, 
and any party to an interference dis-
satisfied with the decision of the Board 
of Patent Appeals and Interferences, 
may appeal to the U.S. Court of Ap-
peals for the Federal Circuit. The ap-
pellant must take the following steps 
in such an appeal: In the U. S. Patent 
and Trademark Office, file a written 
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