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inventors are not named on filing a 
nonprovisional application under 
§ 1.53(b) without an executed oath or 
declaration under § 1.63 by any of the 
inventors, the first submission of an 
executed oath or declaration under 
§ 1.63 by any of the inventors during the 
pendency of the application will act to 
correct the earlier identification of 
inventorship. See §§ 1.41(a)(4) and 
1.497(d) and (f) for submission of an exe-
cuted oath or declaration to enter the 
national stage under 35 U.S.C. 371 nam-
ing an inventive entity different from 
the inventive entity set forth in the 
international stage. 

(2) Provisional application—filing cover 
sheet corrects inventorship. If the correct 
inventor or inventors are not named on 
filing a provisional application without 
a cover sheet under § 1.51(c)(1), the later 
submission of a cover sheet under 
§ 1.51(c)(1) during the pendency of the 
application will act to correct the ear-
lier identification of inventorship. 

(g) Additional information may be re-
quired. The Office may require such 
other information as may be deemed 
appropriate under the particular cir-
cumstances surrounding the correction 
of inventorship. 

(h) Reissue applications not covered. 
The provisions of this section do not 
apply to reissue applications. See 
§§ 1.171 and 1.175 for correction of 
inventorship in a patent via a reissue 
application. 

(i) Correction of inventorship in patent 
or interference. See § 1.324 for correction 
of inventorship in a patent, and § 1.634 
for correction of inventorship in an in-
terference. 

[65 FR 54663, Sept. 8, 2000, as amended at 67 
FR 523, Jan. 4, 2002]

THE APPLICATION

§ 1.51 General requisites of an applica-
tion. 

(a) Applications for patents must be 
made to the Commissioner of Patents 
and Trademarks. 

(b) A complete application filed 
under § 1.53(b) or § 1.53(d) comprises: 

(1) A specification as prescribed by 35 
U.S.C. 112, including a claim or claims, 
see §§ 1.71 to 1.77; 

(2) An oath or declaration, see §§ 1.63 
and 1.68; 

(3) Drawings, when necessary, see 
§§ 1.81 to 1.85; and 

(4) The prescribed filing fee, see § 1.16. 
(c) A complete provisional applica-

tion filed under § 1.53(c) comprises: 
(1) A cover sheet identifying: 
(i) The application as a provisional 

application, 
(ii) The name or names of the inven-

tor or inventors, (see § 1.41(a)(2)), 
(iii) The residence of each named in-

ventor, 
(iv) The title of the invention, 
(v) The name and registration num-

ber of the attorney or agent (if applica-
ble), 

(vi) The docket number used by the 
person filing the application to iden-
tify the application (if applicable), 

(vii) The correspondence address, and 
(viii) The name of the U.S. Govern-

ment agency and Government contract 
number (if the invention was made by 
an agency of the U.S. Government or 
under a contract with an agency of the 
U.S. Government); 

(2) A specification as prescribed by 
the first paragraph of 35 U.S.C. 112, see 
§ 1.71; 

(3) Drawings, when necessary, see 
§§ 1.81 to 1.85; and 

(4) The prescribed filing fee, see § 1.16. 
(d) Applicants are encouraged to file 

an information disclosure statement in 
nonprovisional applications. See § 1.97 
and § 1.98. No information disclosure 
statement may be filed in a provisional 
application. 

[62 FR 53185, Oct. 10, 1997, as amended at 65 
FR 54664, Sept. 8, 2000]

§ 1.52 Language, paper, writing, mar-
gins. 

(a) Papers that are to become a part of 
the permanent United States Patent and 
Trademark Office records in the file of a 
patent application or a reexamination 
proceeding. (1) All papers, other than 
drawings, that are to become a part of 
the permanent United States Patent 
and Trademark Office records in the 
file of a patent application or reexam-
ination proceeding must be on sheets of 
paper that are the same size, and: 

(i) Flexible, strong, smooth, non-
shiny, durable, and white; 

(ii) Either 21.0 cm by 29.7 cm (DIN 
size A4) or 21.6 cm by 27.9 cm (81⁄2 by 11 
inches), with each sheet including a top 
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margin of at least 2.0 cm (3/4 inch), a 
left side margin of at least 2.5 cm (1 
inch), a right side margin of at least 2.0 
cm (3/4 inch), and a bottom margin of 
at least 2.0 cm (3/4 inch); 

(iii) Written on only one side in por-
trait orientation; 

(iv) Plainly and legibly written ei-
ther by a typewriter or machine print-
er in permanent dark ink or its equiva-
lent; and 

(v) Presented in a form having suffi-
cient clarity and contrast between the 
paper and the writing thereon to per-
mit the direct reproduction of readily 
legible copies in any number by use of 
photographic, electrostatic, photo-off-
set, and microfilming processes and 
electronic capture by use of digital im-
aging and optical character recogni-
tion. 

(2) All papers that are to become a 
part of the permanent records of the 
United States Patent and Trademark 
Office should have no holes in the 
sheets as submitted. 

(3) The provisions of this paragraph 
and paragraph (b) of this section do not 
apply to the pre-printed information on 
forms provided by the Office, or to the 
copy of the patent submitted in double 
column format as the specification in a 
reissue application or request for reex-
amination. 

(4) See § 1.58 for chemical and mathe-
matical formulae and tables, and § 1.84 
for drawings. 

(5) If papers that do not comply with 
paragraph (a)(1) of this section are sub-
mitted as part of the permanent 
record, other than the drawings, appli-
cant, or the patent owner, or the re-
quester in a reexamination proceeding, 
will be notified and must provide sub-
stitute papers that comply with para-
graph (a)(1) of this section within a set 
time period. 

(b) The application (specification, in-
cluding the claims, drawings, and oath or 
declaration) or reexamination proceeding 
and any amendments or corrections to the 
application or reexamination proceeding. 
(1) The application or proceeding and 
any amendments or corrections to the 
application (including any translation 
submitted pursuant to paragraph (d) of 
this section) or proceeding, except as 
provided for in § 1.69 and paragraph (d) 
of this section, must: 

(i) Comply with the requirements of 
paragraph (a) of this section; and 

(ii) Be in the English language or be 
accompanied by a translation of the 
application and a translation of any 
corrections or amendments into the 
English language together with a 
statement that the translation is accu-
rate. 

(2) The specification (including the 
abstract and claims) for other than re-
issue applications and reexamination 
proceedings, and any amendments for 
applications (including reissue applica-
tions) and reexamination proceedings 
to the specification, except as provided 
for in §§ 1.821 through 1.825, must have: 

(i) Lines that are 11⁄2 or double 
spaced; 

(ii) Text written in a nonscript type 
font (e.g., Arial, Times Roman, or Cou-
rier) lettering style having capital let-
ters which are at least 0.21 cm (0.08 
inch) high; and 

(iii) Only a single column of text. 
(3) The claim or claims must com-

mence on a separate sheet (§ 1.75(h)). 
(4) The abstract must commence on a 

separate sheet or be submitted as the 
first page of the patent in a reissue ap-
plication or reexamination proceeding 
(§ 1.72(b)). 

(5) Other than in a reissue applica-
tion or reexamination proceeding, the 
pages of the specification including 
claims and abstract must be numbered 
consecutively, starting with 1, the 
numbers being centrally located above 
or preferably, below, the text. 

(6) Other than in a reissue applica-
tion or reexamination proceeding, the 
paragraphs of the specification, other 
than in the claims or abstract, may be 
numbered at the time the application 
is filed, and should be individually and 
consecutively numbered using Arabic 
numerals, so as to unambiguously iden-
tify each paragraph. The number 
should consist of at least four numerals 
enclosed in square brackets, including 
leading zeros (e.g., [0001]). The numbers 
and enclosing brackets should appear 
to the right of the left margin as the 
first item in each paragraph, before the 
first word of the paragraph, and should 
be highlighted in bold. A gap, equiva-
lent to approximately four spaces, 
should follow the number. Nontext ele-
ments (e.g., tables, mathematical or 
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chemical formulae, chemical struc-
tures, and sequence data) are consid-
ered part of the numbered paragraph 
around or above the elements, and 
should not be independently numbered. 
If a nontext element extends to the left 
margin, it should not be numbered as a 
separate and independent paragraph. A 
list is also treated as part of the para-
graph around or above the list, and 
should not be independently numbered. 
Paragraph or section headers (titles), 
whether abutting the left margin or 
centered on the page, are not consid-
ered paragraphs and should not be 
numbered. 

(7) If papers that do not comply with 
paragraphs (b)(1) through (b)(5) of this 
section are submitted as part of the ap-
plication, applicant, or patent owner, 
or requester in a reexamination pro-
ceeding, will be notified and the appli-
cant, patent owner or requester in a re-
examination proceeding must provide 
substitute papers that comply with 
paragraphs (b)(1) through (b)(5) of this 
section within a set time period. 

(c)(1) Any interlineation, erasure, 
cancellation or other alteration of the 
application papers filed must be made 
before the signing of any accom-
panying oath or declaration pursuant 
to § 1.63 referring to those application 
papers and should be dated and ini-
tialed or signed by the applicant on the 
same sheet of paper. Application papers 
containing alterations made after the 
signing of an oath or declaration refer-
ring to those application papers must 
be supported by a supplemental oath or 
declaration under § 1.67. In either situa-
tion, a substitute specification (§ 1.125) 
is required if the application papers do 
not comply with paragraphs (a) and (b) 
of this section. 

(2) After the signing of the oath or 
declaration referring to the application 
papers, amendments may only be made 
in the manner provided by § 1.121. 

(3) Notwithstanding the provisions of 
this paragraph, if an oath or declara-
tion is a copy of the oath or declara-
tion from a prior application, the ap-
plication for which such copy is sub-
mitted may contain alterations that do 
not introduce matter that would have 
been new matter in the prior applica-
tion. 

(d) A nonprovisional or provisional 
application may be filed in a language 
other than English. 

(1) Nonprovisional application. If a 
nonprovisional application is filed in a 
language other than English, an 
English language translation of the 
non-English language application, a 
statement that the translation is accu-
rate, and the processing fee set forth in 
§ 1.17(i) are required. If these items are 
not filed with the application, appli-
cant will be notified and given a period 
of time within which they must be filed 
in order to avoid abandonment. 

(2) Provisional application. If a provi-
sional application is filed in a language 
other than English, an English lan-
guage translation of the non-English 
language provisional application will 
not be required in the provisional ap-
plication. See § 1.78(a) for the require-
ments for claiming the benefit of such 
provisional application in a nonprovi-
sional application. 

(e) Electronic documents that are to be-
come part of the permanent United States 
Patent and Trademark Office records in 
the file of a patent application or reexam-
ination proceeding. (1) The following 
documents may be submitted to the Of-
fice on a compact disc in compliance 
with this paragraph: 

(i) A computer program listing (see 
§ 1.96); 

(ii) A ‘‘Sequence Listing’’ (submitted 
under § 1.821(c)); or 

(iii) A table (see § 1.58) that has more 
than 50 pages of text. 

(2) A compact disc as used in this 
part means a Compact Disc-Read Only 
Memory (CD–ROM) or a Compact Disc-
Recordable (CD–R) in compliance with 
this paragraph. A CD–ROM is a ‘‘read-
only’’ medium on which the data is 
pressed into the disc so that it cannot 
be changed or erased. A CD–R is a 
‘‘write once’’ medium on which once 
the data is recorded, it is permanent 
and cannot be changed or erased. 

(3)(i) Each compact disc must con-
form to the International Standards 
Organization (ISO) 9660 standard, and 
the contents of each compact disc must 
be in compliance with the American 
Standard Code for Information Inter-
change (ASCII). 

(ii) Each compact disc must be en-
closed in a hard compact disc case 
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within an unsealed padded and protec-
tive mailing envelope and accompanied 
by a transmittal letter on paper in ac-
cordance with paragraph (a) of this sec-
tion. The transmittal letter must list 
for each compact disc the machine for-
mat (e.g., IBM–PC, Macintosh), the op-
erating system compatibility (e.g., MS–
DOS, MS–Windows, Macintosh, Unix), a 
list of files contained on the compact 
disc including their names, sizes in 
bytes, and dates of creation, plus any 
other special information that is nec-
essary to identify, maintain, and inter-
pret the information on the compact 
disc. Compact discs submitted to the 
Office will not be returned to the appli-
cant. 

(4) Any compact disc must be sub-
mitted in duplicate unless it contains 
only the ‘‘Sequence Listing’’ in com-
puter readable form required by 
§ 1.821(e). The compact disc and dupli-
cate copy must be labeled ‘‘Copy 1’’ and 
‘‘Copy 2,’’ respectively. The trans-
mittal letter which accompanies the 
compact disc must include a statement 
that the two compact discs are iden-
tical. In the event that the two com-
pact discs are not identical, the Office 
will use the compact disc labeled 
‘‘Copy 1’’ for further processing. Any 
amendment to the information on a 
compact disc must be by way of a re-
placement compact disc in compliance 
with this paragraph containing the 
substitute information, and must be 
accompanied by a statement that the 
replacement compact disc contains no 
new matter. The compact disc and copy 
must be labeled ‘‘COPY 1 REPLACE-
MENT MM/DD/YYYY’’ (with the 
month, day and year of creation indi-
cated), and ‘‘COPY 2 REPLACEMENT 
MM/DD/YYYY,’’ respectively. 

(5) The specification must contain an 
incorporation-by-reference of the ma-
terial on the compact disc in a separate 
paragraph (§ 1.77(b)(4)), identifying each 
compact disc by the names of the files 
contained on each of the compact discs, 
their date of creation and their sizes in 
bytes. The Office may require appli-
cant to amend the specification to in-
clude in the paper portion any part of 
the specification previously submitted 
on compact disc. 

(6) A compact disc must also be la-
beled with the following information: 

(i) The name of each inventor (if 
known); 

(ii) Title of the invention; 
(iii) The docket number, or applica-

tion number if known, used by the per-
son filing the application to identify 
the application; and 

(iv) A creation date of the compact 
disc. 

(v) If multiple compact discs are sub-
mitted, the label shall indicate their 
order (e.g. ‘‘1 of X’’). 

(vi) An indication that the disk is 
‘‘Copy 1’’ or ‘‘Copy 2’’ of the submis-
sion. See paragraph (b)(4) of this sec-
tion. 

(7) If a file is unreadable on both cop-
ies of the disc, the unreadable file will 
be treated as not having been sub-
mitted. A file is unreadable if, for ex-
ample, it is of a format that does not 
comply with the requirements of para-
graph (e)(3) of this section, it is cor-
rupted by a computer virus, or it is 
written onto a defective compact disc. 

(Pub. L. 94–131, 89 Stat. 685; 35 U.S.C. 6, Pub. 
L. 97–247; 15 U.S.C. 1113, 1123) 

[43 FR 20462, May. 11, 1978, as amended at 47 
FR 41275, Sept. 17, 1982; 48 FR 2709, Jan. 20, 
1983; 49 FR 554, Jan. 4, 1984; 57 FR 2033, Jan. 
17, 1992; 61 FR 42803, Aug. 19, 1996; 62 FR 53186, 
Oct. 10, 1997; 65 FR 54664, Sept. 8, 2000; 65 FR 
57053, Sept. 20, 2000]

§ 1.53 Application number, filing date, 
and completion of application. 

(a) Application number. Any papers re-
ceived in the Patent and Trademark 
Office which purport to be an applica-
tion for a patent will be assigned an ap-
plication number for identification 
purposes. 

(b) Application filing requirements—
Nonprovisional application. The filing 
date of an application for patent filed 
under this section, except for a provi-
sional application under paragraph (c) 
of this section or a continued prosecu-
tion application under paragraph (d) of 
this section, is the date on which a 
specification as prescribed by 35 U.S.C. 
112 containing a description pursuant 
to § 1.71 and at least one claim pursu-
ant to § 1.75, and any drawing required 
by § 1.81(a) are filed in the Patent and 
Trademark Office. No new matter may 
be introduced into an application after 
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its filing date. A continuing applica-
tion, which may be a continuation, di-
visional, or continuation-in-part appli-
cation, may be filed under the condi-
tions specified in 35 U.S.C. 120, 121 or 
365(c) and § 1.78(a). 

(1) A continuation or divisional appli-
cation that names as inventors the 
same or fewer than all of the inventors 
named in the prior application may be 
filed under this paragraph or paragraph 
(d) of this section. 

(2) A continuation-in-part applica-
tion (which may disclose and claim 
subject matter not disclosed in the 
prior application) or a continuation or 
divisional application naming an in-
ventor not named in the prior applica-
tion must be filed under this para-
graph. 

(c) Application filing requirements—
Provisional application. The filing date 
of a provisional application is the date 
on which a specification as prescribed 
by the first paragraph of 35 U.S.C. 112, 
and any drawing required by § 1.81(a) 
are filed in the Patent and Trademark 
Office. No amendment, other than to 
make the provisional application com-
ply with the patent statute and all ap-
plicable regulations, may be made to 
the provisional application after the 
filing date of the provisional applica-
tion. 

(1) A provisional application must 
also include the cover sheet required 
by § 1.51(c)(1), which may be an applica-
tion data sheet (§ 1.76), or a cover letter 
identifying the application as a provi-
sional application. Otherwise, the ap-
plication will be treated as an applica-
tion filed under paragraph (b) of this 
section. 

(2) An application for patent filed 
under paragraph (b) of this section may 
be converted to a provisional applica-
tion and be accorded the original filing 
date of the application filed under 
paragraph (b) of this section. The grant 
of such a request for conversion will 
not entitle applicant to a refund of the 
fees that were properly paid in the ap-
plication filed under paragraph (b) of 
this section. Such a request for conver-
sion must be accompanied by the proc-
essing fee set forth in § 1.17(q) and be 
filed prior to the earliest of: 

(i) Abandonment of the application 
filed under paragraph (b) of this sec-
tion; 

(ii) Payment of the issue fee on the 
application filed under paragraph (b) of 
this section; 

(iii) Expiration of twelve months 
after the filing date of the application 
filed under paragraph (b) of this sec-
tion; or 

(iv) The filing of a request for a stat-
utory invention registration under 
§ 1.293 in the application filed under 
paragraph (b) of this section. 

(3) A provisional application filed 
under paragraph (c) of this section may 
be converted to a nonprovisional appli-
cation filed under paragraph (b) of this 
section and accorded the original filing 
date of the provisional application. The 
conversion of a provisional application 
to a nonprovisional application will 
not result in either the refund of any 
fee properly paid in the provisional ap-
plication or the application of any such 
fee to the filing fee, or any other fee, 
for the nonprovisional application. 
Conversion of a provisional application 
to a nonprovisional application under 
this paragraph will result in the term 
of any patent to issue from the applica-
tion being measured from at least the 
filing date of the provisional applica-
tion for which conversion is requested. 
Thus, applicants should consider avoid-
ing this adverse patent term impact by 
filing a nonprovisional application 
claiming the benefit of the provisional 
application under 35 U.S.C. 119(e) (rath-
er than converting the provisional ap-
plication into a nonprovisional applica-
tion pursuant to this paragraph). A re-
quest to convert a provisional applica-
tion to a nonprovisional application 
must be accompanied by the fee set 
forth in § 1.17(i) and an amendment in-
cluding at least one claim as prescribed 
by the second paragraph of 35 U.S.C. 
112, unless the provisional application 
under paragraph (c) of this section oth-
erwise contains at least one claim as 
prescribed by the second paragraph of 
35 U.S.C. 112. The nonprovisional appli-
cation resulting from conversion of a 
provisional application must also in-
clude the filing fee for a nonprovisional 
application, an oath or declaration by 
the applicant pursuant to §§ 1.63, 1.162, 
or 1.175, and the surcharge required by 
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§ 1.16(e) if either the basic filing fee for 
a nonprovisional application or the 
oath or declaration was not present on 
the filing date accorded the resulting 
nonprovisional application (i.e., the fil-
ing date of the original provisional ap-
plication). A request to convert a pro-
visional application to a nonprovi-
sional application must also be filed 
prior to the earliest of: 

(i) Abandonment of the provisional 
application filed under paragraph (c) of 
this section; or 

(ii) Expiration of twelve months after 
the filing date of the provisional appli-
cation filed under this paragraph (c). 

(4) A provisional application is not 
entitled to the right of priority under 
35 U.S.C. 119 or 365(a) or § 1.55, or to the 
benefit of an earlier filing date under 35 
U.S.C. 120, 121 or 365(c) or § 1.78 of any 
other application. No claim for priority 
under 35 U.S.C. 119(e) or § 1.78(a)(4) may 
be made in a design application based 
on a provisional application. No re-
quest under § 1.293 for a statutory in-
vention registration may be filed in a 
provisional application. The require-
ments of §§ 1.821 through 1.825 regarding 
application disclosures containing nu-
cleotide and/or amino acid sequences 
are not mandatory for provisional ap-
plications. 

(d) Application filing requirements—
Continued prosecution (nonprovisional) 
application. (1) A continuation or divi-
sional application (but not a continu-
ation-in-part) of a prior nonprovisional 
application may be filed as a continued 
prosecution application under this 
paragraph, provided that: 

(i) The prior nonprovisional applica-
tion is: 

(A) A utility or plant application 
that was filed under 35 U.S.C. 111(a) be-
fore May 29, 2000, and is complete as de-
fined by § 1.51(b); 

(B) A design application that is com-
plete as defined by § 1.51(b); or 

(C) The national stage of an inter-
national application that was filed 
under 35 U.S.C. 363 before May 29, 2000, 
and is in compliance with 35 U.S.C. 371; 
and 

(ii) The application under this para-
graph is filed before the earliest of: 

(A) Payment of the issue fee on the 
prior application, unless a petition 

under § 1.313(c) is granted in the prior 
application; 

(B) Abandonment of the prior appli-
cation; or 

(C) Termination of proceedings on 
the prior application. 

(2) The filing date of a continued 
prosecution application is the date on 
which a request on a separate paper for 
an application under this paragraph is 
filed. An application filed under this 
paragraph: 

(i) Must identify the prior applica-
tion; 

(ii) Discloses and claims only subject 
matter disclosed in the prior applica-
tion; 

(iii) Names as inventors the same in-
ventors named in the prior application 
on the date the application under this 
paragraph was filed, except as provided 
in paragraph (d)(4) of this section; 

(iv) Includes the request for an appli-
cation under this paragraph, will uti-
lize the file jacket and contents of the 
prior application, including the speci-
fication, drawings and oath or declara-
tion from the prior application, to con-
stitute the new application, and will be 
assigned the application number of the 
prior application for identification pur-
poses; and 

(v) Is a request to expressly abandon 
the prior application as of the filing 
date of the request for an application 
under this paragraph. 

(3) The filing fee for a continued pros-
ecution application filed under this 
paragraph is: 

(i) The basic filing fee as set forth in 
§ 1.16; and 

(ii) Any additional § 1.16 fee due based 
on the number of claims remaining in 
the application after entry of any 
amendment accompanying the request 
for an application under this paragraph 
and entry of any amendments under 
§ 1.116 unentered in the prior applica-
tion which applicant has requested to 
be entered in the continued prosecu-
tion application. 

(4) An application filed under this 
paragraph may be filed by fewer than 
all the inventors named in the prior ap-
plication, provided that the request for 
an application under this paragraph 
when filed is accompanied by a state-
ment requesting deletion of the name 
or names of the person or persons who 

VerDate Dec<13>2002 11:53 Feb 03, 2003 Jkt 197133 PO 00000 Frm 00047 Fmt 8010 Sfmt 8010 Y:\SGML\197133T.XXX 197133T



48

37 CFR Ch. I (7–1–02 Edition)§ 1.53

are not inventors of the invention 
being claimed in the new application. 
No person may be named as an inven-
tor in an application filed under this 
paragraph who was not named as an in-
ventor in the prior application on the 
date the application under this para-
graph was filed, except by way of cor-
rection of inventorship under § 1.48. 

(5) Any new change must be made in 
the form of an amendment to the prior 
application as it existed prior to the 
filing of an application under this para-
graph. No amendment in an application 
under this paragraph (a continued pros-
ecution application) may introduce 
new matter or matter that would have 
been new matter in the prior applica-
tion. Any new specification filed with 
the request for an application under 
this paragraph will not be considered 
part of the original application papers, 
but will be treated as a substitute spec-
ification in accordance with § 1.125. 

(6) The filing of a continued prosecu-
tion application under this paragraph 
will be construed to include a waiver of 
confidentiality by the applicant under 
35 U.S.C. 122 to the extent that any 
member of the public, who is entitled 
under the provisions of § 1.14 to access 
to, copies of, or information concerning 
either the prior application or any con-
tinuing application filed under the pro-
visions of this paragraph, may be given 
similar access to, copies of, or similar 
information concerning the other ap-
plication or applications in the file 
jacket. 

(7) A request for an application under 
this paragraph is the specific reference 
required by 35 U.S.C. 120 to every appli-
cation assigned the application number 
identified in such request. No amend-
ment in an application under this para-
graph may delete this specific ref-
erence to any prior application. 

(8) In addition to identifying the ap-
plication number of the prior applica-
tion, applicant should furnish in the re-
quest for an application under this 
paragraph the following information 
relating to the prior application to the 
best of his or her ability: 

(i) Title of invention; 
(ii) Name of applicant(s); and 
(iii) Correspondence address. 
(9) Envelopes containing only re-

quests and fees for filing an application 

under this paragraph should be marked 
‘‘Box CPA.’’ Requests for an applica-
tion under this paragraph filed by fac-
simile transmission should be clearly 
marked ‘‘Box CPA.’’

(10) See § 1.103(b) for requesting a lim-
ited suspension of action in an applica-
tion filed under this paragraph. 

(e) Failure to meet filing date require-
ments. (1) If an application deposited 
under paragraph (b), (c), or (d) of this 
section does not meet the requirements 
of such paragraph to be entitled to a 
filing date, applicant will be so noti-
fied, if a correspondence address has 
been provided, and given a time period 
within which to correct the filing 
error. 

(2) Any request for review of a notifi-
cation pursuant to paragraph (e)(1) of 
this section, or a notification that the 
original application papers lack a por-
tion of the specification or drawing(s), 
must be by way of a petition pursuant 
to this paragraph accompanied by the 
fee set forth in § 1.17(h). In the absence 
of a timely (§ 1.181(f)) petition pursuant 
to this paragraph, the filing date of an 
application in which the applicant was 
notified of a filing error pursuant to 
paragraph (e)(1) of this section will be 
the date the filing error is corrected. 

(3) If an applicant is notified of a fil-
ing error pursuant to paragraph (e)(1) 
of this section, but fails to correct the 
filing error within the given time pe-
riod or otherwise timely (§ 1.181(f)) take 
action pursuant to this paragraph, pro-
ceedings in the application will be con-
sidered terminated. Where proceedings 
in an application are terminated pursu-
ant to this paragraph, the application 
may be disposed of, and any filing fees, 
less the handling fee set forth in 
§ 1.21(n), will be refunded. 

(f) Completion of application subsequent 
to filing—Nonprovisional (including con-
tinued prosecution or reissue) application. 
(1) If an application which has been ac-
corded a filing date pursuant to para-
graph (b) or (d) of this section does not 
include the basic filing fee, or if an ap-
plication which has been accorded a fil-
ing date pursuant to paragraph (b) of 
this section does not include an oath or 
declaration by the applicant pursuant 
to §§ 1.63, 1.162 or § 1.175, and applicant 
has provided a correspondence address 
(§ 1.33(a)), applicant will be notified and 
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given a period of time within which to 
pay the filing fee, file an oath or dec-
laration in an application under para-
graph (b) of this section, and pay the 
surcharge required by § 1.16(e) to avoid 
abandonment. 

(2) If an application which has been 
accorded a filing date pursuant to para-
graph (b) of this section does not in-
clude the basic filing fee or an oath or 
declaration by the applicant pursuant 
to §§ 1.63, 1.162 or § 1.175, and applicant 
has not provided a correspondence ad-
dress (§ 1.33(a)), applicant has two 
months from the filing date of the ap-
plication within which to pay the basic 
filing fee, file an oath or declaration, 
and pay the surcharge required by 
§ 1.16(e) to avoid abandonment. 

(3) This paragraph applies to continu-
ation or divisional applications under 
paragraphs (b) or (d) of this section and 
to continuation-in-part applications 
under paragraph (b) of this section. 

(4) See § 1.63(d) concerning the sub-
mission of a copy of the oath or dec-
laration from the prior application for 
a continuation or divisional applica-
tion under paragraph (b) of this sec-
tion. 

(5) If applicant does not pay one of 
the basic filing or the processing and 
retention fees (§ 1.21(l)) during the 
pendency of the application, the Office 
may dispose of the application. 

(g) Completion of application subse-
quent to filing—provisional application. 
(1) If a provisional application which 
has been accorded a filing date pursu-
ant to paragraph (c) of this section 
does not include the cover sheet re-
quired by § 1.51(c)(1) or the basic filing 
fee (§ 1.16(k)), and applicant has pro-
vided a correspondence address 
(§ 1.33(a)), applicant will be notified and 
given a period of time within which to 
pay the basic filing fee, file a cover 
sheet (§ 1.51(c)(1)), and pay the sur-
charge required by § 1.16(l) to avoid 
abandonment. 

(2) If a provisional application which 
has been accorded a filing date pursu-
ant to paragraph (c) of this section 
does not include the cover sheet re-
quired by § 1.51(c)(1) or the basic filing 
fee (§ 1.16(k)), and applicant has not 
provided a correspondence address 
(§ 1.33(a)), applicant has two months 
from the filing date of the application 

within which to pay the basic filing 
fee, file a cover sheet (§ 1.51(c)(1)), and 
pay the surcharge required by § 1.16(l) 
to avoid abandonment. 

(3) If applicant does not pay the basic 
filing fee during the pendency of the 
application, the Office may dispose of 
the application. 

(h) Subsequent treatment of applica-
tion—Nonprovisional (including contin-
ued prosecution) application. An applica-
tion for a patent filed under paragraphs 
(b) or (d) of this section will not be 
placed on the files for examination 
until all its required parts, complying 
with the rules relating thereto, are re-
ceived, except that certain minor infor-
malities may be waived subject to sub-
sequent correction whenever required. 

(i) Subsequent treatment of applica-
tion—Provisional application. A provi-
sional application for a patent filed 
under paragraph (c) of this section will 
not be placed on the files for examina-
tion and will become abandoned no 
later than twelve months after its fil-
ing date pursuant to 35 U.S.C. 111(b)(1). 

(j) Filing date of international applica-
tion. The filing date of an international 
application designating the United 
States of America is treated as the fil-
ing date in the United States of Amer-
ica under PCT Article 11(3), except as 
provided in 35 U.S.C. 102(e). 

[62 FR 53186, Oct. 10, 1997, as amended at 63 
FR 5734, Feb. 4, 1998; 65 FR 14871, Mar. 20, 
2000; 65 FR 50104, Aug. 16, 2000; 65 FR 54665, 
Sept. 8, 2000; 65 FR 78960, Dec. 18, 2000]

§ 1.54 Parts of application to be filed 
together; filing receipt. 

(a) It is desirable that all parts of the 
complete application be deposited in 
the Office together; otherwise, a letter 
must accompany each part, accurately 
and clearly connecting it with the 
other parts of the application. See § 1.53 
(f) and (g) with regard to completion of 
an application. 

(b) Applicant will be informed of the 
application number and filing date by a 
filing receipt, unless the application is 
an application filed under § 1.53(d). 

[62 FR 53188, Oct. 10, 1997]

§ 1.55 Claim for foreign priority. 
(a) An applicant in a nonprovisional 

application may claim the benefit of 
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the filing date of one or more prior for-
eign applications under the conditions 
specified in 35 U.S.C. 119(a) through (d) 
and (f), 172, and 365(a) and (b). 

(1)(i) In an original application filed 
under 35 U.S.C. 111(a), the claim for pri-
ority must be presented during the 
pendency of the application, and within 
the later of four months from the ac-
tual filing date of the application or 
sixteen months from the filing date of 
the prior foreign application. This time 
period is not extendable. The claim 
must identify the foreign application 
for which priority is claimed, as well as 
any foreign application for the same 
subject matter and having a filing date 
before that of the application for which 
priority is claimed, by specifying the 
application number, country (or intel-
lectual property authority), day, 
month, and year of its filing. The time 
periods in this paragraph do not apply 
in an application under 35 U.S.C. 111(a) 
if the application is: 

(A) A design application; or 
(B) An application filed before No-

vember 29, 2000. 
(ii) In an application that entered the 

national stage from an international 
application after compliance with 35 
U.S.C. 371, the claim for priority must 
be made during the pendency of the ap-
plication and within the time limit set 
forth in the PCT and the Regulations 
under the PCT. 

(2) The claim for priority and the cer-
tified copy of the foreign application 
specified in 35 U.S.C. 119(b) or PCT 
Rule 17 must, in any event, be filed be-
fore the patent is granted. If the claim 
for priority or the certified copy of the 
foreign application is filed after the 
date the issue fee is paid, it must be ac-
companied by the processing fee set 
forth in § 1.17(i), but the patent will not 
include the priority claim unless cor-
rected by a certificate of correction 
under 35 U.S.C. 255 and § 1.323. 

(3) When the application becomes in-
volved in an interference (§ 1.630), when 
necessary to overcome the date of a 
reference relied upon by the examiner, 
or when deemed necessary by the ex-
aminer, the Office may require that the 
claim for priority and the certified 
copy of the foreign application be filed 
earlier than provided in paragraphs 
(a)(1) or (a)(2) of this section. 

(4) An English language translation 
of a non-English language foreign ap-
plication is not required except when 
the application is involved in an inter-
ference (§ 1.630), when necessary to 
overcome the date of a reference relied 
upon by the examiner, or when specifi-
cally required by the examiner. If an 
English language translation is re-
quired, it must be filed together with a 
statement that the translation of the 
certified copy is accurate. 

(b) An applicant in a nonprovisional 
application may under certain cir-
cumstances claim priority on the basis 
of one or more applications for an in-
ventor’s certificate in a country grant-
ing both inventor’s certificates and 
patents. To claim the right of priority 
on the basis of an application for an in-
ventor’s certificate in such a country 
under 35 U.S.C. 119(d), the applicant 
when submitting a claim for such right 
as specified in paragraph (a) of this sec-
tion, shall include an affidavit or dec-
laration. The affidavit or declaration 
must include a specific statement that, 
upon an investigation, he or she is sat-
isfied that to the best of his or her 
knowledge, the applicant, when filing 
the application for the inventor’s cer-
tificate, had the option to file an appli-
cation for either a patent or an inven-
tor’s certificate as to the subject mat-
ter of the identified claim or claims 
forming the basis for the claim of pri-
ority. 

(c) Unless such claim is accepted in 
accordance with the provisions of this 
paragraph, any claim for priority under 
35 U.S.C. 119(a)–(d) or 365(a) not pre-
sented within the time period provided 
by paragraph (a) of this section is con-
sidered to have been waived. If a claim 
for priority under 35 U.S.C. 119(a)–(d) or 
365(a) is presented after the time period 
provided by paragraph (a) of this sec-
tion, the claim may be accepted if the 
claim identifying the prior foreign ap-
plication by specifying its application 
number, country (or intellectual prop-
erty authority), and the day, month, 
and year of its filing was unintention-
ally delayed. A petition to accept a de-
layed claim for priority under 35 U.S.C. 
119(a)–(d) or 365(a) must be accom-
panied by: 

(1) The claim under 35 U.S.C. 119(a)–
(d) or 365(a) and this section to the 
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prior foreign application, unless pre-
viously submitted; 

(2) The surcharge set forth in § 1.17(t); 
and 

(3) A statement that the entire delay 
between the date the claim was due 
under paragraph (a)(1) of this section 
and the date the claim was filed was 
unintentional. The Commissioner may 
require additional information where 
there is a question whether the delay 
was unintentional. 

[60 FR 20224, Apr. 25, 1995, as amended at 62 
FR 53188, Oct. 10, 1997; 65 FR 57053, Sept. 20, 
2000; 65 FR 66502, Nov. 6, 2000; 66 FR 67094, 
Dec. 28, 2001]

§ 1.56 Duty to disclose information ma-
terial to patentability. 

(a) A patent by its very nature is af-
fected with a public interest. The pub-
lic interest is best served, and the most 
effective patent examination occurs 
when, at the time an application is 
being examined, the Office is aware of 
and evaluates the teachings of all in-
formation material to patentability. 
Each individual associated with the fil-
ing and prosecution of a patent appli-
cation has a duty of candor and good 
faith in dealing with the Office, which 
includes a duty to disclose to the Office 
all information known to that indi-
vidual to be material to patentability 
as defined in this section. The duty to 
disclose information exists with re-
spect to each pending claim until the 
claim is cancelled or withdrawn from 
consideration, or the application be-
comes abandoned. Information mate-
rial to the patentability of a claim that 
is cancelled or withdrawn from consid-
eration need not be submitted if the in-
formation is not material to the pat-
entability of any claim remaining 
under consideration in the application. 
There is no duty to submit information 
which is not material to the patent-
ability of any existing claim. The duty 
to disclose all information known to be 
material to patentability is deemed to 
be satisfied if all information known to 
be material to patentability of any 
claim issued in a patent was cited by 
the Office or submitted to the Office in 
the manner prescribed by §§ 1.97(b)–(d) 
and 1.98. However, no patent will be 
granted on an application in connec-
tion with which fraud on the Office was 

practiced or attempted or the duty of 
disclosure was violated through bad 
faith or intentional misconduct. The 
Office encourages applicants to care-
fully examine: 

(1) Prior art cited in search reports of 
a foreign patent office in a counterpart 
application, and 

(2) The closest information over 
which individuals associated with the 
filing or prosecution of a patent appli-
cation believe any pending claim 
patentably defines, to make sure that 
any material information contained 
therein is disclosed to the Office. 

(b) Under this section, information is 
material to patentability when it is 
not cumulative to information already 
of record or being made of record in the 
application, and 

(1) It establishes, by itself or in com-
bination with other information, a 
prima facie case of unpatentability of a 
claim; or 

(2) It refutes, or is inconsistent with, 
a position the applicant takes in: 

(i) Opposing an argument of 
unpatentability relied on by the Office, 
or 

(ii) Asserting an argument of patent-
ability. 
A prima facie case of unpatentability 
is established when the information 
compels a conclusion that a claim is 
unpatentable under the preponderance 
of evidence, burden-of-proof standard, 
giving each term in the claim its 
broadest reasonable construction con-
sistent with the specification, and be-
fore any consideration is given to evi-
dence which may be submitted in an 
attempt to establish a contrary conclu-
sion of patentability. 

(c) Individuals associated with the 
filing or prosecution of a patent appli-
cation within the meaning of this sec-
tion are: 

(1) Each inventor named in the appli-
cation; 

(2) Each attorney or agent who pre-
pares or prosecutes the application; 
and 

(3) Every other person who is sub-
stantively involved in the preparation 
or prosecution of the application and 
who is associated with the inventor, 
with the assignee or with anyone to 
whom there is an obligation to assign 
the application. 
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(d) Individuals other than the attor-
ney, agent or inventor may comply 
with this section by disclosing infor-
mation to the attorney, agent, or in-
ventor. 

(e) In any continuation-in-part appli-
cation, the duty under this section in-
cludes the duty to disclose to the Office 
all information known to the person to 
be material to patentability, as defined 
in paragraph (b) of this section, which 
became available between the filing 
date of the prior application and the 
national or PCT international filing 
date of the continuation-in-part appli-
cation. 

[57 FR 2034, Jan. 17, 1992, as amended at 65 
FR 54666, Sept. 8, 2000]

§ 1.57 [Reserved]

§ 1.58 Chemical and mathematical for-
mulae and tables. 

(a) The specification, including the 
claims, may contain chemical and 
mathematical formulas, but shall not 
contain drawings or flow diagrams. The 
description portion of the specification 
may contain tables; claims may con-
tain tables either if necessary to con-
form to 35 U.S.C. 112 or if otherwise 
found to be desirable. 

(b) Tables that are submitted in elec-
tronic form (§§ 1.96(c) and 1.821(c)) must 
maintain the spatial relationships (e.g., 
columns and rows) of the table ele-
ments and preserve the information 
they convey. Chemical and mathe-
matical formulae must be encoded to 
maintain the proper positioning of 
their characters when displayed in 
order to preserve their intended mean-
ing. 

(c) Chemical and mathematical for-
mulae and tables must be presented in 
compliance with § 1.52 (a) and (b), ex-
cept that chemical and mathematical 
formulae or tables may be placed in a 
landscape orientation if they cannot be 
presented satisfactorily in a portrait 
orientation. Typewritten characters 
used in such formulae and tables must 
be chosen from a block (nonscript) type 
font or lettering style having capital 
letters which are at least 0.21 cm. (0.08 
inch) high (e.g., elite type). A space at 
least 0.64 cm. (1⁄4 inch) high should be 
provided between complex formulae 
and tables and the text. Tables should 

have the lines and columns of data 
closely spaced to conserve space, con-
sistent with a high degree of legibility.

(Pub. L. 94–131, 89 Stat. 685) 

[43 FR 20463, May 11, 1978, as amended at 61 
FR 42803, Aug. 19, 1996; 65 FR 54667, Sept. 8, 
2000]

§ 1.59 Expungement of information or 
copy of papers in application file. 

(a)(1) Information in an application 
will not be expunged and returned, ex-
cept as provided in paragraph (b) of 
this section. See § 1.618 for return of un-
authorized and improper papers in 
interferences. 

(2) Information forming part of the 
original disclosure (i.e., written speci-
fication including the claims, draw-
ings, and any preliminary amendment 
specifically incorporated into an exe-
cuted oath or declaration under §§ 1.63 
and 1.175) will not be expunged from 
the application file. 

(b) An applicant may request that 
the Office expunge and return informa-
tion, other than what is excluded by 
paragraph (a)(2) of this section, by fil-
ing a petition under this paragraph. 
Any petition to expunge and return in-
formation from an application must in-
clude the fee set forth in § 1.17(h) and 
establish to the satisfaction of the 
Commissioner that the return of the 
information is appropriate. 

(c) Upon request by an applicant and 
payment of the fee specified in § 1.19(b), 
the Office will furnish copies of an ap-
plication, unless the application has 
been disposed of (see § 1.53 (e), (f) and 
(g)). The Office cannot provide or cer-
tify copies of an application that has 
been disposed of. 

[62 FR 53188, Oct. 10, 1997, as amended at 65 
FR 54667, Sept. 8, 2000]

§§ 1.60–1.62 [Reserved]

OATH OR DECLARATION

§ 1.63 Oath or declaration. 
(a) An oath or declaration filed under 

§ 1.51(b)(2) as a part of a nonprovisional 
application must: 

(1) Be executed, i.e., signed, in ac-
cordance with either § 1.66 or § 1.68. 
There is no minimum age for a person 
to be qualified to sign, but the person 
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