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[63 FR 29639, June 1, 1998]

Subpart H—Inter Partes Reexam-
ination of Patents That Issued 
From an Original Application 
Filed in the United States on or 
After November 29, 1999

SOURCE: 65 FR 76777, Dec. 7, 2000, unless 
otherwise noted.

PRIOR ART CITATIONS

§ 1.902 Processing of prior art cita-
tions during an inter partes reexam-
ination proceeding. 

Citations by the patent owner in ac-
cordance with § 1.933 and by an inter 
partes reexamination third party re-
quester under § 1.915 or § 1.948 will be 
entered in the inter partes reexamina-
tion file. The entry in the patent file of 
other citations submitted after the 
date of an order for reexamination pur-
suant to § 1.931 by persons other than 
the patent owner, or the third party re-
quester under either § 1.915 or § 1.948, 
will be delayed until the inter partes re-
examination proceeding has been ter-
minated. See § 1.502 for processing of 
prior art citations in patent and reex-
amination files during an ex parte reex-
amination proceeding filed under 
§ 1.510.

REQUIREMENTS FOR Inter Partes 
REEXAMINATION PROCEEDINGS

§ 1.903 Service of papers on parties in 
inter partes reexamination. 

The patent owner and the third party 
requester will be sent copies of Office 
actions issued during the inter partes 
reexamination proceeding. After filing 
of a request for inter partes reexamina-
tion by a third party requester, any 
document filed by either the patent 
owner or the third party requester 
must be served on every other party in 
the reexamination proceeding in the 
manner provided in § 1.248. Any docu-
ment must reflect service or the docu-
ment may be refused consideration by 
the Office. The failure of the patent 
owner or the third party requester to 
serve documents may result in their 
being refused consideration.

§ 1.904 Notice of inter partes reexamina-
tion in Official Gazette. 

A notice of the filing of an inter 
partes reexamination request will be 
published in the Official Gazette. The 
notice published in the Official Gazette 
under § 1.11(c) will be considered to be 
constructive notice of the inter partes 
reexamination proceeding and inter 
partes reexamination will proceed.

§ 1.905 Submission of papers by the 
public in inter partes reexamination. 

Unless specifically provided for, no 
submissions on behalf of any third par-
ties other than third party requesters 
as defined in 35 U.S.C. 100(e) will be 
considered unless such submissions are 
in accordance with § 1.915 or entered in 
the patent file prior to the date of the 
order for reexamination pursuant to 
§ 1.931. Submissions by third parties, 
other than third party requesters, filed 
after the date of the order for reexam-
ination pursuant to § 1.931, must meet 
the requirements of § 1.501 and will be 
treated in accordance with § 1.902. Sub-
missions which do not meet the re-
quirements of § 1.501 will be returned.

§ 1.906 Scope of reexamination in inter 
partes reexamination proceeding. 

(a) Claims in an inter partes reexam-
ination proceeding will be examined on 
the basis of patents or printed publica-
tions and, with respect to subject mat-
ter added or deleted in the reexamina-
tion proceeding, on the basis of the re-
quirements of 35 U.S.C. 112. 

(b) Claims in an inter partes reexam-
ination proceeding will not be per-
mitted to enlarge the scope of the 
claims of the patent. 

(c) Issues other than those indicated 
in paragraphs (a) and (b) of this section 
will not be resolved in an inter partes 
reexamination proceeding. If such 
issues are raised by the patent owner 
or the third party requester during a 
reexamination proceeding, the exist-
ence of such issues will be noted by the 
examiner in the next Office action, in 
which case the patent owner may de-
sire to consider the advisability of fil-
ing a reissue application to have such 
issues considered and resolved.
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§ 1.907 Inter partes reexamination pro-
hibited. 

(a) Once an order to reexamine has 
been issued under § 1.931, neither the 
third party requester, nor its privies, 
may file a subsequent request for inter 
partes reexamination of the patent 
until an inter partes reexamination cer-
tificate is issued under § 1.997, unless 
authorized by the Commissioner. 

(b) Once a final decision has been en-
tered against a party in a civil action 
arising in whole or in part under 28 
U.S.C. 1338 that the party has not sus-
tained its burden of proving invalidity 
of any patent claim-in-suit, then nei-
ther that party nor its privies may 
thereafter request inter partes reexam-
ination of any such patent claim on the 
basis of issues which that party, or its 
privies, raised or could have raised in 
such civil action, and an inter partes re-
examination requested by that party, 
or its privies, on the basis of such 
issues may not thereafter be main-
tained by the Office. 

(c) If a final decision in an inter partes 
reexamination proceeding instituted 
by a third party requester is favorable 
to patentability of any original, pro-
posed amended, or new claims of the 
patent, then neither that party nor its 
privies may thereafter request inter 
partes reexamination of any such pat-
ent claims on the basis of issues which 
that party, or its privies, raised or 
could have raised in such inter partes 
reexamination proceeding.

§ 1.913 Persons eligible to file request 
for inter partes reexamination. 

Except as provided for in § 1.907, any 
person may, at any time during the pe-
riod of enforceability of a patent which 
issued from an original application 
filed in the United States on or after 
November 29, 1999, file a request for 
inter partes reexamination by the Office 
of any claim of the patent on the basis 
of prior art patents or printed publica-
tions cited under § 1.501.

§ 1.915 Content of request for inter 
partes reexamination. 

(a) The request must be accompanied 
by the fee for requesting inter partes re-
examination set forth in § 1.20(c)(2). 

(b) A request for inter partes reexam-
ination must include the following 
parts: 

(1) An identification of the patent by 
patent number and every claim for 
which reexamination is requested. 

(2) A citation of the patents and 
printed publications which are pre-
sented to provide a substantial new 
question of patentability. 

(3) A statement pointing out each 
substantial new question of patent-
ability based on the cited patents and 
printed publications, and a detailed ex-
planation of the pertinency and man-
ner of applying the patents and printed 
publications to every claim for which 
reexamination is requested. 

(4) A copy of every patent or printed 
publication relied upon or referred to 
in paragraphs (b)(1) through (3) of this 
section, accompanied by an English 
language translation of all the nec-
essary and pertinent parts of any non-
English language document. 

(5) A copy of the entire patent includ-
ing the front face, drawings, and speci-
fication/claims (in double column for-
mat) for which reexamination is re-
quested, and a copy of any disclaimer, 
certificate of correction, or reexamina-
tion certificate issued in the patent. 
All copies must have each page plainly 
written on only one side of a sheet of 
paper. 

(6) A certification by the third party 
requester that a copy of the request 
has been served in its entirety on the 
patent owner at the address provided 
for in § 1.33(c). The name and address of 
the party served must be indicated. If 
service was not possible, a duplicate 
copy of the request must be supplied to 
the Office. 

(7) A certification by the third party 
requester that the estoppel provisions 
of § 1.907 do not prohibit the inter partes 
reexamination. 

(8) A statement identifying the real 
party in interest to the extent nec-
essary for a subsequent person filing an 
inter partes reexamination request to 
determine whether that person is a 
privy. 

(c) If an inter partes request is filed by 
an attorney or agent identifying an-
other party on whose behalf the re-
quest is being filed, the attorney or 
agent must have a power of attorney 
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from that party or be acting in a rep-
resentative capacity pursuant to 
§ 1.34(a). 

(d) If the inter partes request does not 
meet all the requirements of sub-
section 1.915(b), the person identified as 
requesting inter partes reexamination 
may be so notified and given an oppor-
tunity to complete the formal require-
ments of the request within a specified 
time. Failure to comply with the no-
tice may result in the inter partes reex-
amination proceeding being vacated.

§ 1.919 Filing date of request for inter 
partes reexamination. 

(a) The filing date of a request for 
inter partes reexamination is the date 
on which the request satisfies the fee 
requirement of § 1.915(a). 

(b) If the request is not granted a fil-
ing date, the request will be placed in 
the patent file as a citation of prior art 
if it complies with the requirements of 
§ 1.501.

§ 1.923 Examiner’s determination on 
the request for inter partes reexam-
ination. 

Within three months following the 
filing date of a request for inter partes 
reexamination under § 1.919, the exam-
iner will consider the request and de-
termine whether or not a substantial 
new question of patentability affecting 
any claim of the patent is raised by the 
request and the prior art citation. The 
examiner’s determination will be based 
on the claims in effect at the time of 
the determination, will become a part 
of the official file of the patent, and 
will be mailed to the patent owner at 
the address as provided for in § 1.33(c) 
and to the third party requester. If the 
examiner determines that no substan-
tial new question of patentability is 
present, the examiner shall refuse the 
request and shall not order inter partes 
reexamination.

§ 1.925 Partial refund if request for 
inter partes reexamination is not or-
dered. 

Where inter partes reexamination is 
not ordered, a refund of a portion of 
the fee for requesting inter partes reex-
amination will be made to the re-
quester in accordance with § 1.26(c).

§ 1.927 Petition to review refusal to 
order inter partes reexamination. 

The third party requester may seek 
review by a petition to the Commis-
sioner under§ 1.181 within one month of 
the mailing date of the examiner’s de-
termination refusing to order inter 
partes reexamination. Any such peti-
tion must comply with § 1.181(b). If no 
petition is timely filed or if the deci-
sion on petition affirms that no sub-
stantial new question of patentability 
has been raised, the determination 
shall be final and nonappealable.

Inter Partes REEXAMINATION OF PATENTS

§ 1.931 Order for inter partes reexam-
ination. 

(a) If a substantial new question of 
patentability is found, the determina-
tion will include an order for inter 
partes reexamination of the patent for 
resolution of the question. 

(b) If the order for inter partes reex-
amination resulted from a petition pur-
suant to § 1.927, the inter partes reexam-
ination will ordinarily be conducted by 
an examiner other than the examiner 
responsible for the initial determina-
tion under § 1.923.

INFORMATION DISCLOSURE IN Inter Partes 
REEXAMINATION

§ 1.933 Patent owner duty of disclo-
sure in inter partes reexamination 
proceedings. 

(a) Each individual associated with 
the patent owner in an inter partes re-
examination proceeding has a duty of 
candor and good faith in dealing with 
the Office, which includes a duty to 
disclose to the Office all information 
known to that individual to be mate-
rial to patentability in a reexamina-
tion proceeding as set forth in § 1.555(a) 
and (b). The duty to disclose all infor-
mation known to be material to pat-
entability in an inter partes reexamina-
tion proceeding is deemed to be satis-
fied by filing a paper in compliance 
with the requirements set forth in 
§ 1.555(a) and (b). 

(b) The responsibility for compliance 
with this section rests upon the indi-
viduals designated in paragraph (a) of 
this section, and no evaluation will be 
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made by the Office in the reexamina-
tion proceeding as to compliance with 
this section. If questions of compliance 
with this section are raised by the pat-
ent owner or the third party requester 
during a reexamination proceeding, 
they will be noted as unresolved ques-
tions in accordance with § 1.906(c).

OFFICE ACTIONS AND RESPONSES (BE-
FORE THE EXAMINER) IN Inter Partes 
REEXAMINATION

§ 1.935 Initial Office action usually ac-
companies order for inter partes re-
examination. 

The order for inter partes reexamina-
tion will usually be accompanied by 
the initial Office action on the merits 
of the reexamination.

§ 1.937 Conduct of inter partes reexam-
ination. 

(a) All inter partes reexamination pro-
ceedings, including any appeals to the 
Board of Patent Appeals and Inter-
ferences, will be conducted with special 
dispatch within the Office, unless the 
Commissioner makes a determination 
that there is good cause for suspending 
the reexamination proceeding. 

(b) The inter partes reexamination 
proceeding will be conducted in accord-
ance with §§ 1.104 through 1.116, the sec-
tions governing the application exam-
ination process, and will result in the 
issuance of an inter partes reexamina-
tion certificate under § 1.997, except as 
otherwise provided. 

(c) All communications between the 
Office and the parties to the inter partes 
reexamination which are directed to 
the merits of the proceeding must be in 
writing and filed with the Office for 
entry into the record of the proceeding.

§ 1.939 Unauthorized papers in inter 
partes reexamination. 

(a) If an unauthorized paper is filed 
by any party at any time during the 
inter partes reexamination proceeding 
it will not be considered and may be re-
turned. 

(b) Unless otherwise authorized, no 
paper shall be filed prior to the initial 
Office action on the merits of the inter 
partes reexamination.

§ 1.941 Amendments by patent owner 
in inter partes reexamination. 

Amendments by patent owner in inter 
partes reexamination proceedings are 
made by filing a paper in compliance 
with §§ 1.530(d)–(k) and 1.943.

§ 1.943 Requirements of responses, 
written comments, and briefs in 
inter partes reexamination. 

(a) The form of responses, written 
comments, briefs, appendices, and 
other papers must be in accordance 
with the requirements of § 1.52. 

(b) Responses by the patent owner 
and written comments by the third 
party requester shall not exceed 50 
pages in length, excluding amend-
ments, appendices of claims, and ref-
erence materials such as prior art ref-
erences. 

(c) Appellant’s briefs filed by the pat-
ent owner and the third party re-
quester shall not exceed thirty pages or 
14,000 words in length, excluding appen-
dices of claims and reference materials 
such as prior art references. All other 
briefs filed by any party shall not ex-
ceed fifteen pages in length or 7,000 
words. If the page limit for any brief is 
exceeded, a certificate is required stat-
ing the number of words contained in 
the brief.

§ 1.945 Response to Office action by 
patent owner in inter partes reexam-
ination. 

The patent owner will be given at 
least thirty days to file a response to 
any Office action on the merits of the 
inter partes reexamination.

§ 1.947 Comments by third party re-
quester to patent owner’s response 
in inter partes reexamination. 

Each time the patent owner files a 
response to an Office action on the 
merits pursuant to § 1.945, a third party 
requester may once file written com-
ments within a period of 30 days from 
the date of service of the patent own-
er’s response. These comments shall be 
limited to issues raised by the Office 
action or the patent owner’s response. 
The time for submitting comments by 
the third party requester may not be 
extended. For the purpose of filing the 
written comments by the third party 
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requester, the comments will be con-
sidered as having been received in the 
Office as of the date of deposit specified 
in the certificate under § 1.8.

§ 1.948 Limitations on submission of 
prior art by third party requester 
following the order for inter partes 
reexamination. 

(a) After the inter partes reexamina-
tion order, the third party requester 
may only cite additional prior art as 
defined under § 1.501 if it is filed as part 
of a comments submission under § 1.947 
or § 1.951(b) and is limited to prior art: 

(1) which is necessary to rebut a find-
ing of fact by the examiner; 

(2) which is necessary to rebut a re-
sponse of the patent owner; or 

(3) which for the first time became 
known or available to the third party 
requester after the filing of the request 
for inter partes reexamination pro-
ceeding. Prior art submitted under 
paragraph (a)(3) of this section must be 
accompanied by a statement as to 
when the prior art first became known 
or available to the third party re-
quester and must include a discussion 
of the pertinency of each reference to 
the patentability of at least one claim. 

(b) [Reserved]

§ 1.949 Examiner’s Office action clos-
ing prosecution in inter partes reex-
amination. 

Upon consideration of the issues a 
second or subsequent time, or upon a 
determination of patentability of all 
claims, the examiner shall issue an Of-
fice action treating all claims present 
in the inter partes reexamination, which 
may be an action closing prosecution. 
The Office action shall set forth all re-
jections and determinations not to 
make a proposed rejection, and the 
grounds therefor. An Office action will 
not usually close prosecution if it in-
cludes a new ground of rejection which 
was not previously addressed by the 
patent owner, unless the new ground 
was necessitated by an amendment.

§ 1.951 Options after Office action clos-
ing prosecution in inter partes reex-
amination. 

(a) After an Office action closing 
prosecution in an inter partes reexam-
ination, the patent owner may once file 
comments limited to the issues raised 

in the Office action closing prosecu-
tion. The comments can include a pro-
posed amendment to the claims, which 
amendment will be subject to the cri-
teria of § 1.116 as to whether or not it 
shall be admitted. The comments must 
be filed within the time set for re-
sponse in the Office action closing 
prosecution. 

(b) When the patent owner does file 
comments, a third party requester may 
once file comments responsive to the 
patent owner’s comments within 30 
days from the date of service of patent 
owner’s comments on the third party 
requester.

§ 1.953 Examiner’s Right of Appeal No-
tice in inter partes reexamination. 

(a) Upon considering the comments 
of the patent owner and the third party 
requester subsequent to the Office ac-
tion closing prosecution in an inter 
partes reexamination, or upon expira-
tion of the time for submitting such 
comments, the examiner shall issue a 
Right of Appeal Notice, unless the ex-
aminer reopens prosecution and issues 
another Office action on the merits. 

(b) Expedited Right of Appeal Notice: 
At any time after the patent owner’s 
response to the initial Office action on 
the merits in an inter partes reexamina-
tion, the patent owner and all third 
party requesters may stipulate that 
the issues are appropriate for a final 
action, which would include a final re-
jection and/or a final determination fa-
vorable to patentability, and may re-
quest the issuance of a Right of Appeal 
Notice. The request must have the con-
currence of the patent owner and all 
third party requesters present in the 
proceeding and must identify all the 
appealable issues and the positions of 
the patent owner and all third party 
requesters on those issues. If the exam-
iner determines that no other issues 
are present or should be raised, a Right 
of Appeal Notice limited to the identi-
fied issues shall be issued. Any appeal 
by the parties shall be conducted in ac-
cordance with §§ 1.959–1.983. 

(c) The Right of Appeal Notice shall 
be a final action, which comprises a 
final rejection setting forth each 
ground of rejection and/or final deci-
sion favorable to patentability includ-
ing each determination not to make a 
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proposed rejection, an identification of 
the status of each claim, and the rea-
sons for decisions favorable to patent-
ability and/or the grounds of rejection 
for each claim. No amendment can be 
made in response to the Right of Ap-
peal Notice. The Right of Appeal No-
tice shall set a one-month time period 
for either party to appeal. If no notice 
of appeal is filed, the inter partes reex-
amination proceeding will be termi-
nated, and the Commissioner will pro-
ceed to issue a certificate under § 1.997 
in accordance with the Right of Appeal 
Notice.

INTERVIEWS PROHIBITED IN Inter Partes 
REEXAMINATION

§ 1.955 Interviews prohibited in inter 
partes reexamination proceedings. 

There will be no interviews in an 
inter partes reexamination proceeding 
which discuss the merits of the pro-
ceeding.

EXTENSIONS OF TIME, TERMINATION OF 
PROCEEDINGS, AND PETITIONS TO RE-
VIVE IN Inter Partes REEXAMINATION

§ 1.956 Patent owner extensions of 
time in inter partes reexamination. 

The time for taking any action by a 
patent owner in an inter partes reexam-
ination proceeding will be extended 
only for sufficient cause and for a rea-
sonable time specified. Any request for 
such extension must be filed on or be-
fore the day on which action by the 
patent owner is due, but in no case will 
the mere filing of a request effect any 
extension. See § 1.304(a) for extensions 
of time for filing a notice of appeal to 
the U.S. Court of Appeals for the Fed-
eral Circuit.

§ 1.957 Failure to file a timely, appro-
priate or complete response or com-
ment in inter partes reexamination. 

(a) If the third party requester files 
an untimely or inappropriate com-
ment, notice of appeal or brief in an 
inter partes reexamination, the paper 
will be refused consideration. 

(b) If no claims are found patentable, 
and the patent owner fails to file a 
timely and appropriate response in an 
inter partes reexamination proceeding, 
the reexamination proceeding will be 
terminated and the Commissioner will 

proceed to issue a certificate under 
§ 1.997 in accordance with the last ac-
tion of the Office. 

(c) If claims are found patentable and 
the patent owner fails to file a timely 
and appropriate response to any Office 
action in an inter partes reexamination 
proceeding, further prosecution will be 
limited to the claims found patentable 
at the time of the failure to respond, 
and to any claims added thereafter 
which do not expand the scope of the 
claims which were found patentable at 
that time. 

(d) When action by the patent owner 
is a bona fide attempt to respond and to 
advance the prosecution and is sub-
stantially a complete response to the 
Office action, but consideration of 
some matter or compliance with some 
requirement has been inadvertently 
omitted, an opportunity to explain and 
supply the omission may be given.

§ 1.958 Petition to revive terminated 
inter partes reexamination or claims 
terminated for lack of patent owner 
response. 

(a) If a response by the patent owner 
is not timely filed in the Office, the 
delay in filing such response may be 
excused if it is shown to the satisfac-
tion of the Commissioner that the 
delay was unavoidable. A grantable pe-
tition to accept an unavoidably de-
layed response must be filed in compli-
ance with § 1.137(a). 

(b) Any response by the patent owner 
not timely filed in the Office may be 
accepted if the delay was uninten-
tional. A grantable petition to accept 
an unintentionally delayed response 
must be filed in compliance with 
§ 1.137(b).

APPEAL TO THE BOARD OF PATENT AP-
PEALS AND INTERFERENCES IN Inter 
Partes REEXAMINATION

§ 1.959 Notice of appeal and cross ap-
peal to Board of Patent Appeals and 
Interferences in inter partes reexam-
ination. 

(a)(1) Upon the issuance of a Right of 
Appeal Notice under § 1.953, the patent 
owner involved in an inter partes reex-
amination proceeding may appeal to 
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the Board of Patent Appeals and Inter-
ferences with respect to the final rejec-
tion of any claim of the patent by fil-
ing a notice of appeal within the time 
provided in the Right of Appeal Notice 
and paying the fee set forth in § 1.17(b). 

(2) Upon the issuance of a Right of 
Appeal Notice under § 1.953, a third 
party requester involved in an inter 
partes reexamination proceeding may 
appeal to the Board of Patent Appeals 
and Interferences with respect to any 
final decision favorable to the patent-
ability, including any final determina-
tion not to make a proposed rejection, 
of any original, proposed amended, or 
new claim of the patent by filing a no-
tice of appeal within the time provided 
in the Right of Appeal Notice and pay-
ing the fee set forth in § 1.17(b). 

(b)(1) Within fourteen days of service 
of a third party requester’s notice of 
appeal under paragraph (a)(2) of this 
section and upon payment of the fee 
set forth in § 1.17(b), a patent owner 
who has not filed a notice of appeal 
may file a notice of cross appeal with 
respect to the final rejection of any 
claim of the patent. 

(2) Within fourteen days of service of 
a patent owner’s notice of appeal under 
paragraph (a)(1) of this section and 
upon payment of the fee set forth in 
§ 1.17(b), a third party requester who 
has not filed a notice of appeal may file 
a notice of cross appeal with respect to 
any final decision favorable to the pat-
entability, including any final deter-
mination not to make a proposed rejec-
tion, of any original, proposed amend-
ed, or new claim of the patent. 

(c) The notice of appeal or cross ap-
peal in an inter partes reexamination 
proceeding must identify the appealed 
claim(s) and must be signed by the pat-
ent owner, the third party requester, or 
their duly authorized attorney or 
agent. 

(d) An appeal or cross appeal, when 
taken, must be taken from all the re-
jections of the claims in a Right of Ap-
peal Notice which the patent owner 
proposes to contest or from all the de-
terminations favorable to patent-
ability, including any final determina-
tion not to make a proposed rejection, 
in a Right of Appeal Notice which a 
third party requester proposes to con-
test. Questions relating to matters not 

affecting the merits of the invention 
may be required to be settled before an 
appeal is decided. 

(e) The times for filing a notice of ap-
peal or cross appeal may not be ex-
tended.

§ 1.961 Jurisdiction over appeal in inter 
partes reexamination. 

Jurisdiction over the inter partes re-
examination proceeding passes to the 
Board of Patent Appeals and Inter-
ferences upon transmittal of the file, 
including all briefs and examiner’s an-
swers, to the Board of Patent Appeals 
and Interferences. Prior to the entry of 
a decision on the appeal, the Commis-
sioner may sua sponte order the inter 
partes reexamination proceeding re-
manded to the examiner for action con-
sistent with the Commissioner’s order.

§ 1.962 Appellant and respondent in 
inter partes reexamination defined. 

For the purposes of inter partes reex-
amination, appellant is any party, 
whether the patent owner or a third 
party requester, filing a notice of ap-
peal or cross appeal. If more than one 
party appeals or cross appeals, each ap-
pealing or cross appealing party is an 
appellant with respect to the claims to 
which his or her appeal or cross appeal 
is directed. A respondent is any third 
party requester responding under § 1.967 
to the appellant’s brief of the patent 
owner, or the patent owner responding 
under § 1.967 to the appellant’s brief of 
any third party requester. No third 
party requester may be a respondent to 
the appellant brief of any other third 
party requester.

§ 1.963 Time for filing briefs in inter 
partes reexamination. 

(a)An appellant’s brief in an inter 
partes reexamination must be filed no 
later than two months from the latest 
filing date of the last-filed notice of ap-
peal or cross appeal or, if any party to 
the inter partes reexamination is enti-
tled to file an appeal or cross appeal 
but fails to timely do so, the expiration 
of time for filing (by the last party en-
titled to do so) such notice of appeal or 
cross appeal. The time for filing an ap-
pellant’s brief may not be extended. 

(b) Once an appellant’s brief has been 
properly filed, any brief must be filed 
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by respondent within one month from 
the date of service of the appellant’s 
brief. The time for filing a respondent’s 
brief may not be extended. 

(c) The examiner will consider both 
the appellant’s and respondent’s briefs 
and may prepare an examiner’s answer 
under § 1.969. 

(d) Any appellant may file a rebuttal 
brief under § 1.971 within one month of 
the date of the examiner’s answer. The 
time for filing a rebuttal brief may not 
be extended. 

(e) No further submission will be con-
sidered and any such submission will 
be treated in accordance with § 1.939.

§ 1.965 Appellant’s brief in inter partes 
reexamination. 

(a)Appellant(s) may once, within 
time limits for filing set forth in § 1.963, 
file a brief in triplicate and serve the 
brief on all other parties to the inter 
partes reexamination proceeding in ac-
cordance with § 1.903. The brief must be 
signed by the appellant, or the appel-
lant’s duly authorized attorney or 
agent and must be accompanied by the 
requisite fee set forth in § 1.17(c). The 
brief must set forth the authorities and 
arguments on which appellant will rely 
to maintain the appeal. Any arguments 
or authorities not included in the brief 
will be refused consideration by the 
Board of Patent Appeals and Inter-
ferences, unless good cause is shown. 

(b) A party’s appeal shall stand dis-
missed upon failure of that party to 
file an appellant’s brief, accompanied 
by the requisite fee, within the time al-
lowed. 

(c) The appellant’s brief shall contain 
the following items under appropriate 
headings and in the order indicated 
below, unless the brief is filed by a 
party who is not represented by a reg-
istered practitioner. The brief may in-
clude an appendix containing only 
those portions of the record on which 
reliance has been made. 

(1) Real Party in Interest. A statement 
identifying the real party in interest. 

(2) Related Appeals and Interferences. 
A statement identifying by number and 
filing date all other appeals or inter-
ferences known to the appellant, the 
appellant’s legal representative, or as-
signee which will directly affect or be 
directly affected by or have a bearing 

on the decision of the Board of Patent 
Appeals and Interferences in the pend-
ing appeal. 

(3) Status of Claims. A statement of 
the status of all the claims, pending or 
canceled. If the appellant is the patent 
owner, the appellant must also identify 
the rejected claims whose rejection is 
being appealed. If the appellant is a 
third party requester, the appellant 
must identify the claims that the ex-
aminer has made a determination fa-
vorable to patentability, which deter-
mination is being appealed. 

(4) Status of Amendments. A statement 
of the status of any amendment filed 
subsequent to the close of prosecution. 

(5) Summary of Invention. A concise 
explanation of the invention or subject 
matter defined in the claims involved 
in the appeal, which shall refer to the 
specification by column and line num-
ber, and to the drawing(s), if any, by 
reference characters. 

(6) Issues. A concise statement of the 
issues presented for review. No new 
ground of rejection can be proposed by 
a third party requester appellant. 

(7) Grouping of Claims. If the appel-
lant is the patent owner, for each 
ground of rejection in the Right of Ap-
peal Notice which appellant contests 
and which applies to a group of two or 
more claims, the Board of Patent Ap-
peals and Interferences shall select a 
single claim from the group and shall 
decide the appeal as to the ground of 
rejection on the basis of that claim 
alone unless a statement is included 
that the claims of the group do not 
stand or fall together; and, in the argu-
ment under paragraph (c)(8) of this sec-
tion, appellant explains why the claims 
of this group are believed to be sepa-
rately patentable. Merely pointing out 
differences in what the claims cover is 
not an argument as to why the claims 
are separately patentable. 

(8) Argument. The contentions of ap-
pellant with respect to each of the 
issues presented for review in para-
graph (c)(6) of this section, and the 
bases therefor, with citations of the au-
thorities, statutes, and parts of the 
record relied on. Each issue should be 
treated under a separate, numbered 
heading. 
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(i) For each rejection under 35 U.S.C. 
112, first paragraph, or for each deter-
mination favorable to patentability, 
including a determination not to make 
a proposed rejection under 35 U.S.C. 
112, first paragraph, which appellant 
contests, the argument shall specify 
the errors in the rejection or the deter-
mination and how the first paragraph 
of 35 U.S.C. 112 is complied with, if the 
appellant is the patent owner, or is not 
complied with, if the appellant is a 
third party requester, including, as ap-
propriate, how the specification and 
drawing(s), if any, 

(A) Describe, if the appellant is the 
patent owner, or fail to describe, if the 
appellant is a third party requester, 
the subject matter defined by each of 
the appealed claims; and 

(B) Enable, if the appellant is the 
patent owner, or fail to enable, if the 
appellant is a third party requester, 
any person skilled in the art to make 
and use the subject matter defined by 
each of the appealed claims. 

(ii) For each rejection under 35 U.S.C. 
112, second paragraph, or for each de-
termination favorable to patentability 
including a determination not to make 
a proposed rejection under 35 U.S.C. 
112, second paragraph, which appellant 
contests, the argument shall specify 
the errors in the rejection, if the appel-
lant is the patent owner, or the deter-
mination, if the appellant is a third 
party requester, and how the claims do, 
if the appellant is the patent owner, or 
do not, if the appellant is a third party 
requester, particularly point out and 
distinctly claim the subject matter 
which the inventor regards as the in-
vention. 

(iii) For each rejection under 35 
U.S.C. 102 or for each determination fa-
vorable to patentability including a de-
termination not to make a proposed re-
jection under 35 U.S.C. 102 which appel-
lant contests, the argument shall 
specify the errors in the rejection, if 
the appellant is the patent owner, or 
determination, if the appellant is a 
third party requester, and why the ap-
pealed claims are, if the appellant is 
the patent owner, or are not, if the ap-
pellant is a third party requester, pat-
entable under 35 U.S.C. 102, including 
any specific limitations in the appealed 

claims which are or are not described 
in the prior art. 

(iv) For each rejection under 35 
U.S.C. 103 or for each determination fa-
vorable to patentability, including a 
determination not to make a proposed 
rejection under 35 U.S.C. 103 which ap-
pellant contests, the argument shall 
specify the errors in the rejection, if 
the appellant is the patent owner, or 
determination, if the appellant is a 
third party requester. If appropriate, 
also state the specific limitations in 
the appealed claims which are or are 
not described in the prior art and ex-
plain how such limitations render the 
claimed subject matter obvious, if the 
appellant is a third party requester, or 
unobvious, if the appellant is the pat-
ent owner, over the prior art. If the re-
jection or determination is based upon 
a combination of references, the argu-
ment shall explain why the references, 
taken as a whole, do or do not suggest 
the claimed subject matter. The argu-
ment should include, as may be appro-
priate, an explanation of why features 
disclosed in one reference may or may 
not properly be combined with features 
disclosed in another reference. A gen-
eral argument that all the limitations 
are or are not described in a single ref-
erence does not satisfy the require-
ments of this paragraph. 

(v) For any rejection other than 
those referred to in paragraphs (c)(8)(i) 
to (iv) of this section or for each deter-
mination favorable to patentability, 
including any determination not to 
make a proposed rejection other than 
those referred to in paragraphs (c)(8)(i) 
to (iv) of this section which appellant 
contests, the argument shall specify 
the errors in the rejection, if the appel-
lant is the patent owner, or determina-
tion, if the appellant is a third party 
requester, and the specific limitations 
in the appealed claims, if appropriate, 
or other reasons, which cause the rejec-
tion or determination to be in error. 

(9) Appendix. An appendix containing 
a copy of the claims appealed by the 
appellant. 

(10) Certificate of Service. A certifi-
cation that a copy of the brief has been 
served in its entirety on all other par-
ties to the reexamination proceeding. 
The names and addresses of the parties 
served must be indicated. 
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(d) If a brief is filed which does not 
comply with all the requirements of 
paragraph (c) of this section, appellant 
will be notified of the reasons for non-
compliance and provided with a non-
extendable period of one month within 
which to file an amended brief. If the 
appellant does not file an amended 
brief during the one-month period, or 
files an amended brief which does not 
overcome all the reasons for non-com-
pliance stated in the notification, that 
appellant’s appeal will stand dismissed.

§ 1.967 Respondent’s brief in inter 
partes reexamination. 

(a) Respondent(s) in an inter partes re-
examination appeal may once, within 
the time limit for filing set forth in 
§ 1.963, file a respondent brief in trip-
licate and serve the brief on all parties 
in accordance with § 1.903. The brief 
must be signed by the party, or the 
party’s duly authorized attorney or 
agent, and must be accompanied by the 
requisite fee set forth in § 1.17(c). The 
brief must state the authorities and ar-
guments on which respondent will rely. 
Any arguments or authorities not in-
cluded in the brief will be refused con-
sideration by the Board of Patent Ap-
peals and Interferences, unless good 
cause is shown. The respondent brief 
shall be limited to issues raised in the 
appellant brief to which the respondent 
brief is directed. A third party respond-
ent brief may not address any brief of 
any other third party. 

(b) The respondent brief shall contain 
the following items under appropriate 
headings and in the order here indi-
cated, and may include an appendix 
containing only those portions of the 
record on which reliance has been 
made. 

(1) Real Party in Interest. A statement 
identifying the real party in interest. 

(2) Related Appeals and Interferences. 
A statement identifying by number and 
filing date all other appeals or inter-
ferences known to the respondent, the 
respondent’s legal representative, or 
assignee (if any) which will directly af-
fect or be directly affected by or have 
a bearing on the decision of the Board 
of Patent Appeals and Interferences in 
the pending appeal. 

(3) Status of claims. A statement ac-
cepting or disputing appellant’s state-

ment of the status of claims. If appel-
lant’s statement of the status of claims 
is disputed, the errors in appellant’s 
statement must be specified with par-
ticularity. 

(4) Status of amendments. A statement 
accepting or disputing appellant’s 
statement of the status of amend-
ments. If appellant’s statement of the 
status of amendments is disputed, the 
errors in appellant’s statement must be 
specified with particularity. 

(5) Summary of invention. A statement 
accepting or disputing appellant’s sum-
mary of the invention or subject mat-
ter defined in the claims involved in 
the appeal. If appellant’s summary of 
the invention or subject matter defined 
in the claims involved in the appeal is 
disputed, the errors in appellant’s sum-
mary must be specified. 

(6) Issues. A statement accepting or 
disputing appellant’s statement of the 
issues presented for review. If appel-
lant’s statement of the issues pre-
sented for review is disputed, the errors 
in appellant’s statement must be speci-
fied. A counter statement of the issues 
for review may be made. No new 
ground of rejection can be proposed by 
a third party requester respondent. 

(7) Argument. A statement accepting 
or disputing the contentions of the ap-
pellant with each of the issues. If a 
contention of the appellant is disputed, 
the errors in appellant’s argument 
must be specified, stating the basis 
therefor, with citations of the authori-
ties, statutes, and parts of the record 
relied on. Each issue should be treated 
under a separate heading. An argument 
may be made with each of the issues 
stated in the counter statement of the 
issues, with each counter-stated issue 
being treated under a separate heading. 
The provisions of § 1.965 (c)(8)(iii) and 
(iv) of these regulations shall apply to 
any argument raised under 35 U.S.C. 
102 or sec. 103. 

(8) Certificate of Service. A certifi-
cation that a copy of the respondent 
brief has been served in its entirety on 
all other parties to the reexamination 
proceeding. The names and addresses of 
the parties served must be indicated. 

(c) If a respondent brief is filed which 
does not comply with all the require-
ments of paragraph (b) of this section, 
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respondent will be notified of the rea-
sons for non-compliance and provided 
with a non-extendable period of one 
month within which to file an amended 
brief. If the respondent does not file an 
amended brief during the one-month 
period, or files an amended brief which 
does not overcome all the reasons for 
non-compliance stated in the notifica-
tion, the respondent brief will not be 
considered.

§ 1.969 Examiner’s answer in inter 
partes reexamination. 

(a) The primary examiner in an inter 
partes reexamination appeal may, with-
in such time as directed by the Com-
missioner, furnish a written statement 
in answer to the patent owner’s and/or 
third party requester’s appellant brief 
or respondent brief including, as may 
be necessary, such explanation of the 
invention claimed and of the ref-
erences, the grounds of rejection, and 
the reasons for patentability, including 
grounds for not adopting a proposed re-
jection. A copy of the answer shall be 
supplied to all parties to the reexam-
ination proceeding. If the primary ex-
aminer finds that the appeal is not reg-
ular in form or does not relate to an 
appealable action, he or she shall so 
state. 

(b) An examiner’s answer may not in-
clude a new ground of rejection. 

(c) An examiner’s answer may not in-
clude a new determination not to make 
a proposed rejection of a claim. 

(d) Any new ground of rejection, or 
any new determination not to make a 
proposed rejection, must be made in an 
Office action reopening prosecution.

§ 1.971 Rebuttal brief in inter partes re-
examination. 

Within one month of the examiner’s 
answer in an inter partes reexamination 
appeal, any appellant may once file a 
rebuttal brief in triplicate. The rebut-
tal brief of the patent owner may be di-
rected to the examiner’s answer and/or 
any respondent brief. The rebuttal 
brief of any third party requester may 
be directed to the examiner’s answer 
and/or the respondent brief of the pat-
ent owner. The rebuttal brief of a third 
party requester may not be directed to 
the respondent brief of any other third 
party requester. No new ground of re-

jection can be proposed by a third 
party requester. The time for filing a 
rebuttal brief may not be extended. 
The rebuttal brief must include a cer-
tification that a copy of the rebuttal 
brief has been served in its entirety on 
all other parties to the reexamination 
proceeding. The names and addresses of 
the parties served must be indicated.

§ 1.973 Oral hearing in inter partes re-
examination. 

(a) An oral hearing in an inter partes 
reexamination appeal should be re-
quested only in those circumstances in 
which an appellant or a respondent 
considers such a hearing necessary or 
desirable for a proper presentation of 
the appeal. An appeal decided without 
an oral hearing will receive the same 
consideration by the Board of Patent 
Appeals and Interferences as an appeal 
decided after oral hearing. 

(b) If an appellant or a respondent de-
sires an oral hearing, he or she must 
file a written request for such hearing 
accompanied by the fee set forth in 
§ 1.17(d) within two months after the 
date of the examiner’s answer. The 
time for requesting an oral hearing 
may not be extended. 

(c) An oral argument may be pre-
sented at oral hearing by, or on behalf 
of, the primary examiner if considered 
desirable by either the primary exam-
iner or the Board of Patent Appeals 
and Interferences. 

(d) If an appellant or a respondent 
has requested an oral hearing and has 
submitted the fee set forth in § 1.17(d), 
a hearing date will be set, and notice 
given to all parties to the reexamina-
tion proceeding, as well as the primary 
examiner. The notice shall set a non-
extendable period within which all re-
quests for oral hearing shall be sub-
mitted by any other party to the ap-
peal desiring to participate in the oral 
hearing. A hearing will be held as stat-
ed in the notice, and oral argument 
will be limited to thirty minutes for 
each appellant and respondent who has 
requested an oral hearing, and twenty 
minutes for the primary examiner un-
less otherwise ordered before the hear-
ing begins. No appellant or respondent 
will be permitted to participate in an 
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oral hearing unless he or she has re-
quested an oral hearing and submitted 
the fee set forth in § 1.17(d). 

(e) If no request and fee for oral hear-
ing have been timely filed by an appel-
lant or a respondent, the appeal will be 
assigned for consideration and decision 
on the written record.

§ 1.975 Affidavits or declarations after 
appeal in inter partes reexamination. 

Affidavits, declarations, or exhibits 
submitted after the inter partes reexam-
ination has been appealed will not be 
admitted without a showing of good 
and sufficient reasons why they were 
not earlier presented.

§ 1.977 Decision by the Board of Patent 
Appeals and Interferences; remand 
to examiner in inter partes reexam-
ination. 

(a) The Board of Patent Appeals and 
Interferences, in its decision, may af-
firm or reverse each decision of the ex-
aminer on all issues raised on each ap-
pealed claim, or remand the reexam-
ination proceeding to the examiner for 
further consideration. The reversal of 
the examiner’s determination not to 
make a rejection proposed by the third 
party requester constitutes a decision 
adverse to the patentability of the 
claims which are subject to that pro-
posed rejection which will be set forth 
in the decision of the Board of Patent 
Appeals and Interferences as a new 
ground of rejection under paragraph (b) 
of this section. The affirmance of the 
rejection of a claim on any of the 
grounds specified constitutes a general 
affirmance of the decision of the exam-
iner on that claim, except as to any 
ground specifically reversed. 

(b) Should the Board of Patent Ap-
peals and Interferences have knowledge 
of any grounds not raised in the appeal 
for rejecting any pending claim, it may 
include in the decision a statement to 
that effect with its reasons for so hold-
ing, which statement shall constitute a 
new ground of rejection of the claim. A 
decision which includes a new ground 
of rejection shall not be considered 
final for purposes of judicial review. 
When the Board of Patent Appeals and 
Interferences makes a new ground of 
rejection, the patent owner, within one 
month from the date of the decision, 

must exercise one of the following two 
options with respect to the new ground 
of rejection to avoid termination of the 
appeal proceeding as to the rejected 
claim: 

(1) The patent owner may submit an 
appropriate amendment of the claim so 
rejected or a showing of facts relating 
to the claim, or both. 

(2) The patent owner may file a re-
quest for rehearing of the decision of 
the Board of Patent Appeals and Inter-
ferences under § 1.979(a). 

(c) Where the patent owner has re-
sponded under paragraph (b)(1) of this 
section, any third party requester, 
within one month of the date of service 
of the patent owner response, may once 
file comments on the response. Such 
written comments must be limited to 
the issues raised by the decision of the 
Board of Patent Appeals and Inter-
ferences and the patent owner’s re-
sponse. Any third party requester that 
had not previously filed an appeal or 
cross appeal and is seeking under this 
subsection to file comments or a reply 
to the comments is subject to the ap-
peal and brief fees under § 1.17(b) and 
(c), respectively, which must accom-
pany the comments or reply. 

(d) Following any response by the 
patent owner under paragraph (b)(1) of 
this section and any written comments 
from a third party requester under 
paragraph (c) of this section, the reex-
amination proceeding will be remanded 
to the examiner. The statement of the 
Board of Patent Appeals and Inter-
ferences shall be binding upon the ex-
aminer unless an amendment or show-
ing of facts not previously of record be 
made which, in the opinion of the ex-
aminer, overcomes the new ground of 
rejection. The examiner will consider 
any response under paragraph (b)(1) of 
this section and any written comments 
by a third party requester under para-
graph (c) of this section and issue a de-
termination that the rejection should 
be maintained or has been overcome. 

(e) Within one month of the exam-
iner’s determination pursuant to para-
graph (d) of this section, the patent 
owner or any third party requester 
may once submit comments in re-
sponse to the examiner’s determina-
tion. Within one month of the date of 
service of comments in response to the 
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examiner’s determination, any party 
may file a reply to the comments. No 
third party requester reply may ad-
dress the comments of any other third 
party requester reply. Any third party 
requester that had not previously filed 
an appeal or cross appeal and is seek-
ing under this subsection to file com-
ments or a reply to the comments is 
subject to the appeal and brief fees 
under § 1.17(b) and (c), respectively, 
which must accompany the comments 
or reply. 

(f) After submission of any comments 
and any reply pursuant to paragraph 
(e) of this section, or after time has ex-
pired, the reexamination proceeding 
will be returned to the Board of Patent 
Appeals and Interferences which shall 
reconsider the matter and issue a new 
decision. The new decision will incor-
porate the earlier decision, except for 
those portions specifically withdrawn. 

(g) The time period set forth in para-
graph (b) of this section is subject to 
the extension of time provisions of 
§ 1.956. The time periods set forth in 
paragraphs (c) and (e) of this section 
may not be extended.

§ 1.979 Action following decision by 
the Board of Patent Appeals and 
Interferences or dismissal of appeal 
in inter partes reexamination. 

(a) Parties to the appeal may file a 
request for rehearing of the decision 
within one month of the date of: 

(1) The original decision of the Board 
of Patent Appeals and Interferences 
under § 1.977(a), 

(2) The original § 1.977(b) decision 
under the provisions of § 1.977(b)(2), 

(3) The expiration of the time for the 
patent owner to take action under 
§ 1.977(b)(2), or 

(4) The new decision of the Board of 
Patent Appeals and Interferences under 
§ 1.977(f). 

(b) Within one month of the date of 
service of any request for rehearing 
under paragraph (a) of this section, or 
any further request for rehearing under 
paragraph (c) of this section, any party 
to the appeal may once file comments 
in opposition to the request for rehear-
ing or the further request for rehear-
ing. The comments in opposition must 
be limited to the issues raised in the 

request for rehearing or the further re-
quest for rehearing. 

(c) If a party to an appeal files a re-
quest for rehearing under paragraph (a) 
of this section, or a further request for 
rehearing under this section, the Board 
of Patent Appeals and Interferences 
will issue a decision on rehearing. This 
decision is deemed to incorporate the 
earlier decision, except for those por-
tions specifically withdrawn. If the de-
cision on rehearing becomes, in effect, 
a new decision, and the Board of Pat-
ent Appeals and Interferences so 
states, then any party to the appeal 
may, within one month of the new de-
cision, file a further request for rehear-
ing of the new decision under this sub-
section. 

(d) Any request for rehearing shall 
state the points believed to have been 
misapprehended or overlooked in ren-
dering the decision and also state all 
other grounds upon which rehearing is 
sought. 

(e) The patent owner may not appeal 
to the U.S. Court of Appeals for the 
Federal Circuit under § 1.983 until all 
parties’ rights to request rehearing 
have been exhausted, at which time the 
decision of the Board of Patent Appeals 
and Interferences is final and appeal-
able by the patent owner. 

(f) An appeal by a third party re-
quester is considered terminated by the 
dismissal of the third party requester’s 
appeal, the failure of the third party 
requester to timely request rehearing 
under § 1.979(a) or (c), or a final decision 
under § 1.979(e). The date of such termi-
nation is the date on which the appeal 
is dismissed, the date on which the 
time for rehearing expires, or the deci-
sion of the Board of Patent Appeals 
and Interferences is final. An appeal by 
the patent owner is considered termi-
nated by the dismissal of the patent 
owner’s appeal, the failure of the pat-
ent owner to timely request rehearing 
under § 1.979(a) or (c), or the failure of 
the patent owner to timely file an ap-
peal to the U.S. Court of Appeals for 
the Federal Circuit under § 1.983. The 
date of such termination is the date on 
which the appeal is dismissed, the date 
on which the time for rehearing ex-
pires, or the date on which the time for 
the patent owner’s appeal to the U.S. 
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Court of Appeals for the Federal Cir-
cuit expires. If an appeal to the U.S. 
Court of Appeals for the Federal Cir-
cuit has been filed, the patent owner’s 
appeal is considered terminated when 
the mandate is received by the Office. 
Upon termination of an appeal, if no 
other appeal is present, the reexamina-
tion proceeding will be terminated and 
the Commissioner will issue a certifi-
cate under § 1.997. 

(g) The times for requesting rehear-
ing under paragraph (a) of this section, 
for requesting further rehearing under 
paragraph (c) of this section, and for 
submitting comments under paragraph 
(b) of this section may not be extended.

§ 1.981 Reopening after decision by the 
Board of Patent Appeals and Inter-
ferences in inter partes reexamina-
tion. 

Cases which have been decided by the 
Board of Patent Appeals and Inter-
ferences will not be reopened or recon-
sidered by the primary examiner ex-
cept under the provisions of § 1.977 
without the written authority of the 
Commissioner, and then only for the 
consideration of matters not already 
adjudicated, sufficient cause being 
shown.

PATENT OWNER APPEAL TO THE UNITED 
STATES COURT OF APPEALS FOR THE 
FEDERAL CIRCUIT IN Inter Partes RE-
EXAMINATION

§ 1.983 Patent owner appeal to the 
United States Court of Appeals for 
the Federal Circuit in inter partes 
reexamination. 

(a) The patent owner in a reexamina-
tion proceeding who is dissatisfied with 
the decision of the Board of Patent Ap-
peals and Interferences may, subject to 
§ 1.979(e), appeal to the U.S. Court of 
Appeals for the Federal Circuit. The 
appellant must take the following 
steps in such an appeal: 

(1) In the U. S. Patent and Trade-
mark Office, file a timely written no-
tice of appeal directed to the Commis-
sioner in accordance with §§ 1.302 and 
1.304; and 

(2) In the Court, file a copy of the no-
tice of appeal and pay the fee, as pro-
vided for in the rules of the Court.

CONCURRENT PROCEEDINGS INVOLVING 
SAME PATENT IN Inter Partes REEXAM-
INATION

§ 1.985 Notification of prior or concur-
rent proceedings in inter partes re-
examination. 

(a) In any inter partes reexamination 
proceeding, the patent owner shall call 
the attention of the Office to any prior 
or concurrent proceedings in which the 
patent is or was involved, including but 
not limited to interference, reissue, re-
examination, or litigation and the re-
sults of such proceedings. 

(b) Notwithstanding any provision of 
the rules, any person at any time may 
file a paper in an inter partes reexam-
ination proceeding notifying the Office 
of a prior or concurrent proceedings in 
which the same patent is or was in-
volved, including but not limited to in-
terference, reissue, reexamination, or 
litigation and the results of such pro-
ceedings. Such paper must be limited 
to merely providing notice of the other 
proceeding without discussion of issues 
of the current inter partes reexamina-
tion proceeding. Any paper not so lim-
ited will be returned to the sender.

§ 1.987 Suspension of inter partes reex-
amination proceeding due to litiga-
tion. 

If a patent in the process of inter 
partes reexamination is or becomes in-
volved in litigation, the Commissioner 
shall determine whether or not to sus-
pend the inter partes reexamination 
proceeding.

§ 1.989 Merger of concurrent reexam-
ination proceedings. 

(a) If any reexamination is ordered 
while a prior inter partes reexamination 
proceeding is pending for the same pat-
ent and prosecution in the prior inter 
partes reexamination proceeding has 
not been terminated, a decision may be 
made to merge the two proceedings or 
to suspend one of the two proceedings. 
Where merger is ordered, the merged 
examination will normally result in 
the issuance of a single reexamination 
certificate under § 1.997. 

(b) An inter partes reexamination pro-
ceeding filed under § 1.913 which is 
merged with an ex parte reexamination 
proceeding filed under § 1.510 will result 
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in the merged proceeding being gov-
erned by §§ 1.902 through 1.997, except 
that the rights of any third party re-
quester of the ex parte reexamination 
shall be governed by §§ 1.510 through 
1.560.

§ 1.991 Merger of concurrent reissue 
application and inter partes reexam-
ination proceeding. 

If a reissue application and an inter 
partes reexamination proceeding on 
which an order pursuant to § 1.931 has 
been mailed are pending concurrently 
on a patent, a decision may be made to 
merge the two proceedings or to sus-
pend one of the two proceedings. Where 
merger of a reissue application and an 
inter partes reexamination proceeding 
is ordered, the merged proceeding will 
be conducted in accordance with §§ 1.171 
through 1.179, and the patent owner 
will be required to place and maintain 
the same claims in the reissue applica-
tion and the inter partes reexamination 
proceeding during the pendency of the 
merged proceeding. In a merged pro-
ceeding the third party requester may 
participate to the extent provided 
under §§ 1.902 through 1.997, except that 
such participation shall be limited to 
issues within the scope of inter partes 
reexamination. The examiner’s actions 
and any responses by the patent owner 
or third party requester in a merged 
proceeding will apply to both the re-
issue application and the inter partes 
reexamination proceeding and be phys-
ically entered into both files. Any inter 
partes reexamination proceeding 
merged with a reissue application shall 
be terminated by the grant of the re-
issued patent.

§ 1.993 Suspension of concurrent inter-
ference and inter partes reexamina-
tion proceeding. 

If a patent in the process of inter 
partes reexamination is or becomes in-
volved in an interference, the Commis-
sioner may suspend the inter partes re-
examination or the interference. The 
Commissioner will not consider a re-
quest to suspend an interference unless 
a motion under § 1.635 to suspend the 
interference has been presented to, and 
denied by, an administrative patent 
judge and the request is filed within 
ten (10) days of a decision by an admin-

istrative patent judge denying the mo-
tion for suspension or such other time 
as the administrative patent judge may 
set.

§ 1.995 Third party requester’s partici-
pation rights preserved in merged 
proceeding. 

When a third party requester is in-
volved in one or more proceedings, in-
cluding an inter partes reexamination 
proceeding, the merger of such pro-
ceedings will be accomplished so as to 
preserve the third party requester’s 
right to participate to the extent spe-
cifically provided for in these regula-
tions. In merged proceedings involving 
different requesters, any paper filed by 
one party in the merged proceeding 
shall be served on all other parties of 
the merged proceeding.

REEXAMINATION CERTIFICATE IN Inter 
Partes REEXAMINATION

§ 1.997 Issuance of inter partes reexam-
ination certificate. 

(a) Upon the conclusion of an inter 
partes reexamination proceeding, the 
Commissioner will issue a certificate 
in accordance with 35 U.S.C. 316 setting 
forth the results of the inter partes re-
examination proceeding and the con-
tent of the patent following the inter 
partes reexamination proceeding. 

(b) A certificate will be issued in 
each patent in which an inter partes re-
examination proceeding has been or-
dered under § 1.931. Any statutory dis-
claimer filed by the patent owner will 
be made part of the certificate. 

(c) The certificate will be sent to the 
patent owner at the address as pro-
vided for in § 1.33(c). A copy of the cer-
tificate will also be sent to the third 
party requester of the inter partes reex-
amination proceeding. 

(d) If a certificate has been issued 
which cancels all of the claims of the 
patent, no further Office proceedings 
will be conducted with that patent or 
any reissue applications or any reex-
amination requests relating thereto. 

(e) If the inter partes reexamination 
proceeding is terminated by the grant 
of a reissued patent as provided in 
§ 1.991, the reissued patent will con-
stitute the reexamination certificate 
required by this section and 35 U.S.C. 
316. 
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(f) A notice of the issuance of each 
certificate under this section will be 
published in the Official Gazette.

PART 2—RULES OF PRACTICE IN 
TRADEMARK CASES

EDITORIAL NOTE: Part 2 is placed in the 
separate grouping of parts pertaining to 
trademarks regulations. It appears on page 
263 of this volume.

PART 3—ASSIGNMENT, RECORD-
ING AND RIGHTS OF ASSIGNEE

Sec.
3.1 Definitions.

DOCUMENTS ELIGIBLE FOR RECORDING 

3.11 Documents which will be recorded. 
3.16 Assignability of trademarks prior to 

filing of an allegation of use.

REQUIREMENTS FOR RECORDING 

3.21 Identification of patents and patent ap-
plications. 

3.24 Requirements for documents and cover 
sheets relating to patents and patent ap-
plications. 

3.25 Recording requirements for trademark 
applications and registrations. 

3.26 English language requirement. 
3.27 Mailing address for submitting docu-

ments to be recorded. 
3.28 Requests for recording.

COVER SHEET REQUIREMENTS 

3.31 Cover sheet content. 
3.34 Correction of cover sheet errors.

FEES 

3.41 Recording fees.

DATE AND EFFECT OF RECORDING 

3.51 Recording date. 
3.54 Effect of recording. 
3.56 Conditional assignments. 
3.58 Governmental registers.

DOMESTIC REPRESENTATIVE 

3.61 Domestic representative.

ACTION TAKEN BY ASSIGNEE 

3.71 Prosecution by assignee. 
3.73 Establishing right of assignee to take 

action.

ISSUANCE TO ASSIGNEE 

3.81 Issue of patent to assignee. 
3.85 Issue of registration to assignee.

AUTHORITY: 15 U.S.C. 1123; 35 U.S.C. 2(b)(2).

SOURCE: 57 FR 29642, July 6, 1992, unless 
otherwise noted.

§ 3.1 Definitions. 
For purposes of this part, the fol-

lowing definitions shall apply: 
Application means a national applica-

tion for patent, an international appli-
cation that designates the United 
States of America, or an application to 
register a trademark unless otherwise 
indicated. 

Assignment means a transfer by a 
party of all or part of its right, title 
and interest in a patent or patent ap-
plication, or a transfer of its entire 
right, title and interest in a registered 
mark or a mark for which an applica-
tion to register has been filed. 

Document means a document which a 
party requests to be recorded in the Of-
fice pursuant to § 3.11 and which affects 
some interest in an application, patent, 
or registration. 

Office means the Patent and Trade-
mark Office. 

Recorded document means a document 
which has been recorded in the Office 
pursuant to § 3.11. 

Registration means a trademark reg-
istration issued by the Office.

DOCUMENTS ELIGIBLE FOR RECORDING

§ 3.11 Documents which will be re-
corded. 

(a) Assignments of applications, pat-
ents, and registrations, accompanied 
by completed cover sheets as specified 
in §§ 3.28 and 3.31, will be recorded in 
the Office. Other documents, accom-
panied by completed cover sheets as 
specified in §§ 3.28 and 3.31, affecting 
title to applications, patents, or reg-
istrations, will be recorded as provided 
in this part or at the discretion of the 
Commissioner. 

(b) Executive Order 9424 of February 
18, 1944 (9 FR 1959, 3 CFR 1943–1948 
Comp., p. 303) requires the several de-
partments and other executive agen-
cies of the Government, including Gov-
ernment-owned or Government-con-
trolled corporations, to forward 
promptly to the Commissioner of Pat-
ents and Trademarks for recording all 
licenses, assignments, or other inter-
ests of the Government in or under pat-
ents or patent applications. Assign-
ments and other documents affecting 
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