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PART 401—RIGHTS TO INVENTIONS 
MADE BY NONPROFIT ORGANI-
ZATIONS AND SMALL BUSINESS 
FIRMS UNDER GOVERNMENT 
GRANTS, CONTRACTS, AND CO-
OPERATIVE AGREEMENTS

Sec.
401.1 Scope. 
401.2 Definitions. 
401.3 Use of the standard clauses at § 401.14. 
401.4 Contractor appeals of exceptions. 
401.5 Modification and tailoring of clauses. 
401.6 Exercise of march-in rights. 
401.7 Small business preference. 
401.8 Reporting on utilization of subject in-

ventions. 
401.9 Retention of rights by contractor em-

ployee inventor. 
401.10 Government assignment to con-

tractor of rights in invention of govern-
ment employee. 

401.11 Appeals. 
401.12 Licensing of background patent 

rights to third parties. 
401.13 Administration of patent rights 

clauses. 
401.14 Standard patent rights clauses. 
401.15 Deferred determinations. 
401.16 Electronic filing. 
401.17 Submissions and inquiries.

AUTHORITY: 35 U.S.C. 206 and the delegation 
of authority by the Secretary of Commerce 
to the Assistant Secretary of Commerce for 
Technology Policy at sec. 3(g) of DOO 10–18.

SOURCE: 52 FR 8554, Mar. 18, 1987, unless 
otherwise noted.

§ 401.1 Scope. 
(a) Traditionally there have been no 

conditions imposed by the government 
on research performers while using pri-
vate facilities which would preclude 
them from accepting research funding 
from other sources to expand, to aid in 
completing or to conduct separate in-
vestigations closely related to research 
activities sponsored by the govern-
ment. Notwithstanding the right of re-
search organizations to accept supple-
mental funding from other sources for 
the purpose of expediting or more com-
prehensively accomplishing the re-
search objectives of the government 
sponsored project, it is clear that the 
ownership provisions of these regula-
tions would remain applicable in any 
invention ‘‘conceived or first actually 
reduced to practice in performance’’ of 
the project. Separate accounting for 
the two funds used to support the 

project in this case is not a deter-
mining factor. 

(1) To the extent that a non-govern-
ment sponsor established a project 
which, although closely related, falls 
outside the planned and committed ac-
tivities of a government-funded project 
and does not diminish or distract from 
the performance of such activities, in-
ventions made in performance of the 
non-government sponsored project 
would not be subject to the conditions 
of these regulations. An example of 
such related but separate projects 
would be a government sponsored 
project having research objectives to 
expand scientific understanding in a 
field and a closely related industry 
sponsored project having as its objec-
tives the application of such new 
knowledge to develop usable new tech-
nology. The time relationship in con-
ducting the two projects and the use of 
new fundamental knowledge from one 
in the performance of the other are not 
important determinants since most in-
ventions rest on a knowledge base built 
up by numerous independent research 
efforts extending over many years. 
Should such an invention be claimed 
by the performing organization to be 
the product of non-government spon-
sored research and be challenged by the 
sponsoring agency as being reportable 
to the government as a ‘‘subject inven-
tion’’, the challenge is appealable as 
described in § 401.11(d). 

(2) An invention which is made out-
side of the research activities of a gov-
ernment-funded project is not viewed 
as a ‘‘subject invention’’ since it can-
not be shown to have been ‘‘conceived 
or first actually reduced to practice’’ 
in performance of the project. An obvi-
ous example of this is a situation 
where an instrument purchased with 
government funds is later used, with-
out interference with or cost to the 
government-funded project, in making 
an invention all expenses of which in-
volve only non-government funds. 

(b) This part inplements 35 U.S.C. 202 
through 204 and is applicable to all 
Federal agencies. It applies to all fund-
ing agreements with small business 
firms and nonprofit organizations exe-
cuted after the effective date of this 
part, except for a funding agreement 
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