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(h) A preliminary motion to add an 
application for reissue under § 1.633(h) 
shall: 

(1) Identify the application for re-
issue. 

(2) Certify that a complete copy of 
the file of the application for reissue 
has been served on all opponents. 

(3) Show the patentability of all 
claims in, or proposed to be added to, 
the application for reissue which cor-
respond to each count and apply the 
terms of the claims to the disclosure of 
the application for reissue; when nec-
essary a moving applicant for reissue 
shall file with the motion an amend-
ment adding any proposed claim to the 
application for reissue. 

(4) Be accompanied by a motion 
under § 1.633(f) requesting the benefit of 
the filing date of any earlier filed ap-
plication, if benefit is desired. 

[49 FR 48455, Dec. 12, 1984; 50 FR 23124, May 
31, 1985, as amended at 53 FR 23735, June 23, 
1988; 58 FR 49434, Sept. 23, 1993; 60 FR 14524, 
Mar. 17, 1995]

§ 1.638 Opposition and reply; time for 
filing opposition and reply. 

(a) Unless otherwise ordered by an 
administrative patent judge, any oppo-
sition to any motion shall be filed 
within 20 days after service of the mo-
tion. An opposition shall identify any 
material fact set forth in the motion 
which is in dispute and include an ar-
gument why the relief requested in the 
motion should be denied. 

(b) Unless otherwise ordered by an 
administrative patent judge, any reply 
shall be filed within 15 days after serv-
ice of the opposition. A reply shall be 
directed only to new points raised in 
the opposition. 

[60 FR 14525, Mar. 17, 1995]

§ 1.639 Evidence in support of motion, 
opposition, or reply. 

(a) Except as provided in paragraphs 
(c) through (g) of this section, proof of 
any material fact alleged in a motion, 
opposition, or reply must be filed and 
served with the motion, opposition, or 
reply unless the proof relied upon is 
part of the interference file or the file 
of any patent or application involved 
in the interference or any earlier appli-
cation filed in the United States of 

which a party has been accorded or 
seeks to be accorded benefit. 

(b) Proof may be in the form of pat-
ents, printed publications, and affida-
vits. The pages of any affidavits filed 
under this paragraph shall, to the ex-
tent possible, be given sequential num-
bers, which shall also serve as the 
record page numbers for the affidavits 
in the event they are included in the 
party’s record (§ 1.653). Any patents and 
printed publications submitted under 
this paragraph and any exhibits identi-
fied in affidavits submitted under this 
paragraph shall, to the extent possible, 
be given sequential exhibit numbers, 
which shall also serve as the exhibit 
numbers in the event the patents, 
printed publications and exhibits are 
filed with the party’s record (§ 1.653). 

(c) If a party believes that additional 
evidence in the form of testimony that 
is unavailable to the party is necessary 
to support or oppose a preliminary mo-
tion under § 1.633 or a motion to correct 
inventorship under § 1,634, the party 
shall describe the nature of any pro-
posed testimony as specified in para-
graphs (d) through (g) of this section. If 
the administrative patent judge finds 
that testimony is needed to decide the 
motion, the administrative patent 
judge may grant appropriate interlocu-
tory relief and enter an order author-
izing the taking of testimony and de-
ferring a decision on the motion to 
final hearing. 

(d) When additional evidence in the 
form of expert-witness testimony is 
needed in support of or opposition to a 
preliminary motion, the moving party 
or opponent should: 

(1) Identify the person whom it ex-
pects to use as an expert; 

(2) State the field in which the person 
is alleged to be an expert; and 

(3) State: 
(i) The subject matter on which the 

person is expected to testify; 
(ii) The facts and opinions to which 

the person is expected to testify; and 
(iii) A summary of the grounds and 

basis for each opinion. 
(e) When additional evidence in the 

form of fact-witness testimony is nec-
essary, state the facts to which the 
witness is expected to testify. 

VerDate Dec<13>2002 11:53 Feb 03, 2003 Jkt 197133 PO 00000 Frm 00155 Fmt 8010 Sfmt 8010 Y:\SGML\197133T.XXX 197133T



156

37 CFR Ch. I (7–1–02 Edition)§ 1.640

(f) If the opponent is to be called, or 
if evidence in the possession of the op-
ponent is necessary, explain the evi-
dence sought, what it will show, and 
why it is needed. 

(g) When inter partes tests are to be 
performed, describe the tests stating 
what they will be expected to show. 

[49 FR 48455, Dec. 12, 1984, as amended at 58 
FR 49434, Sept. 23, 1993; 60 FR 14525, Mar. 17, 
1995]

§ 1.640 Motions, hearing and decision, 
redeclaration of interference, order 
to show cause. 

(a) A hearing on a motion may be 
held in the discretion of the adminis-
trative patent judge. The administra-
tive patent judge shall set the date and 
time for any hearing. The length of 
oral argument at a hearing on a mo-
tion is a matter within the discretion 
of the administrative patent judge. An 
administrative patent judge may direct 
that a hearing take place by telephone. 

(b) Unless an administrative patent 
judge or the Board is of the opinion 
that an earlier decision on a prelimi-
nary motion would materially advance 
the resolution of the interference, deci-
sion on a preliminary motion shall be 
deferred to final hearing. Motions not 
deferred to final hearing will be de-
cided by an administrative patent 
judge. An administrative patent judge 
may consult with an examiner in decid-
ing motions. An administrative patent 
judge may take up motions for deci-
sions in any order, may grant, deny, or 
dismiss any motion, and may take such 
other action which will secure the just, 
speedy, and inexpensive determination 
of the interference. A matter raised by 
a party in support of or in opposition 
to a motion that is deferred to final 
hearing will not be entitled to consid-
eration at final hearing unless the mat-
ter is raised in the party’s brief at final 
hearing. If the administrative patent 
judge determines that the interference 
shall proceed to final hearing on the 
issue of priority or derivation, a time 
shall be set for each party to file a 
paper identifying any decisions on mo-
tions or on matters raised sua sponte 
by the administrative patent judge 
that the party wishes to have reviewed 
at final hearing as well as identifying 
any deferred motions that the party 

wishes to have considered at final hear-
ing. Any evidence that a party wishes 
to have considered with respect to the 
decisions and deferred motions identi-
fied by the party or by an opponent for 
consideration or review at final hear-
ing shall be filed or, if appropriate, no-
ticed under § 1.671(e) during the testi-
mony-in-chief period of the party. 

(1) When appropriate after the time 
expires for filing replies to oppositions 
to preliminary motions, the adminis-
trative patent judge will set a time for 
filing any amendment to an applica-
tion involved in the interference and 
for filing a supplemental preliminary 
statement as to any new counts which 
may become involved in the inter-
ference if a preliminary motion to 
amend or substitute a count has been 
filed. Failure or refusal of a party to 
timely present an amendment required 
by an administrative patent judge shall 
be taken without further action as a 
disclaimer by that party of the inven-
tion involved. A supplemental prelimi-
nary statement shall meet the require-
ments specified in § 1.623, 1.624, 1.625, or 
1.626, but need not be filed if a party 
states that it intends to rely on a pre-
liminary statement previously filed 
under § 1.621(a). At an appropriate time 
in the interference, and when nec-
essary, an order will be entered re-
declaring the interference. 

(2) After the time expires for filing 
preliminary motions, a further prelimi-
nary motion under § 1.633 will not be 
considered except as provided by 
§ 1.645(b). 

(c) When a decision on any motion 
under § 1.633, 1.634, or 1.635 or on any 
matter raised sua sponte by an admin-
istrative patent judge is entered which 
does not result in the issuance of an 
order to show cause under paragraph 
(d) of this section, a party may file a 
request for reconsideration within 14 
days after the date of the decision. The 
request for reconsideration shall be 
filed and served by hand or Express 
Mail. The filing of a request for recon-
sideration will not stay any time pe-
riod set by the decision. The request 
for reconsideration shall specify with 
particularity the points believed to 
have been misapprehended or over-
looked in rendering the decision. No 
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