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prepared, signed, certified, sealed, en-
dorsed, forwarded, filed, or otherwise 
handled by the officer is waived unless 
a motion (§ 1.635) to suppress the depo-
sition is filed as soon as the error or ir-
regularity is, or could have been, dis-
covered. 

(d) An objection to the deposition on 
any grounds, such as the competency 
of a witness, admissibility of evidence, 
manner of taking the deposition, the 
form of questions and answers, any 
oath or affirmation, or conduct of any 
party at the deposition, is waived un-
less an objection is made on the record 
at the deposition stating the specific 
ground of objection. Any objection 
which a party wishes considered by the 
Board at final hearing shall be included 
in a motion to suppress under § 1.656(h). 

(e) Nothing in this section precludes 
taking notice of plain errors affecting 
substantial rights although they were 
not brought to the attention of an ad-
ministrative patent judge or the Board. 

[49 FR 48455, Dec. 12, 1984; 50 FR 23124, May 
31, 1985, as amended at 60 FR 14534, Mar. 17, 
1995]

§ 1.687 Additional discovery. 

(a) A party is not entitled to dis-
covery except as authorized in this sub-
part. 

(b) Where appropriate, a party may 
obtain production of documents and 
things during cross-examination of an 
opponent’s witness or during the testi-
mony period of the party’s case-in-re-
buttal. 

(c) Upon a motion (§ 1.635) brought by 
a party within the time set by an ad-
ministrative patent judge under § 1.651 
or thereafter as authorized by § 1.645 
and upon a showing that the interest of 
justice so requires, an administrative 
patent judge may order additional dis-
covery, as to matters under the control 
of a party within the scope of the Fed-
eral Rules of Civil Procedure, speci-
fying the terms and conditions of such 
additional discovery. See § 1.647 con-
cerning translations of documents in a 
foreign language. 

(d) The parties may agree to dis-
covery among themselves at any time. 
In the absence of an agreement, a mo-
tion for additional discovery shall not 

be filed except as authorized by this 
subpart. 

[49 FR 48455, Dec. 12, 1984, as amended at 60 
FR 14535, Mar. 17, 1995]

§ 1.688 [Reserved]

§ 1.690 Arbitration of interferences. 

(a) Parties to a patent interference 
may determine the interference or any 
aspect thereof by arbitration. Such ar-
bitration shall be governed by the pro-
visions of Title 9, United States Code. 
The parties must notify the Board in 
writing of their intention to arbitrate. 
An agreement to arbitrate must be in 
writing, specify the issues to be arbi-
trated, the name of the arbitrator or a 
date not more than thirty (30) days 
after the execution of the agreement 
for the selection of the arbitrator, and 
provide that the arbitrator’s award 
shall be binding on the parties and that 
judgment thereon can be entered by 
the Board. A copy of the agreement 
must be filed within twenty (20) days 
after its execution. The parties shall be 
solely responsible for the selection of 
the arbitrator and the rules for con-
ducting proceedings before the arbi-
trator. Issues not disposed of by the ar-
bitration will be resolved in accordance 
with the procedures established in this 
subpart, as determined by the adminis-
trative patent judge. 

(b) An arbitration proceeding under 
this section shall be conducted within 
such time as may be authorized on a 
case-by-case basis by an administrative 
patent judge. 

(c) An arbitration award will be given 
no consideration unless it is binding on 
the parties, is in writing and states in 
a clear and definite manner the issue 
or issues arbitrated and the disposition 
of each issue. The award may include a 
statement of the grounds and rea-
soning in support thereof. Unless oth-
erwise ordered by an administrative 
patent judge, the parties shall give no-
tice to the Board of an arbitration 
award by filing within twenty (20) days 
from the date of the award a copy of 
the award signed by the arbitrator or 
arbitrators. When an award is timely 
filed, the award shall, as to the parties 
to the arbitration, be dispositive of the 
issue or issues to which it relates. 

VerDate Dec<13>2002 11:53 Feb 03, 2003 Jkt 197133 PO 00000 Frm 00173 Fmt 8010 Sfmt 8010 Y:\SGML\197133T.XXX 197133T



174

37 CFR Ch. I (7–1–02 Edition)§ 1.701

(d) An arbitration award shall not 
preclude the Office from determining 
patentability of any invention involved 
in the interference. 

[52 FR 13838, Apr. 27, 1987, as amended at 60 
FR 14535, Mar. 17, 1995]

Subpart F—Adjustment and 
Extension of Patent Term

AUTHORITY: 35 U.S.C. 2(b)(2), 154, and 156.

SOURCE: 52 FR 9394, Mar. 24, 1987, unless 
otherwise noted.

ADJUSTMENT OF PATENT TERM DUE TO 
EXAMINATION DELAY

§ 1.701 Extension of patent term due to 
examination delay under the Uru-
guay Round Agreements Act (origi-
nal applications, other than de-
signs, filed on or after June 8, 1995, 
and before May 29, 2000). 

(a) A patent, other than for designs, 
issued on an application filed on or 
after June 8, 1995, is entitled to exten-
sion of the patent term if the issuance 
of the patent was delayed due to: 

(1) Interference proceedings under 35 
U.S.C. 135(a); and/or 

(2) The application being placed 
under a secrecy order under 35 U.S.C. 
181; and/or 

(3) Appellate review by the Board of 
Patent Appeals and Interferences or by 
a Federal court under 35 U.S.C. 141 or 
145, if the patent was issued pursuant 
to a decision reversing an adverse de-
termination of patentability and if the 
patent is not subject to a terminal dis-
claimer due to the issuance of another 
patent claiming subject matter that is 
not patentably distinct from that 
under appellate review. 

(b) The term of a patent entitled to 
extension under paragraph (a) of this 
section shall be extended for the sum of 
the periods of delay calculated under 
paragraphs (c)(1), (c)(2), (c)(3) and (d) of 
this section, to the extent that these 
periods are not overlapping, up to a 
maximum of five years. The extension 
will run from the expiration date of the 
patent. 

(c)(1) The period of delay under para-
graph (a)(1) of this section for an appli-
cation is the sum of the following peri-
ods, to the extent that the periods are 
not overlapping: 

(i) With respect to each interference 
in which the application was involved, 
the number of days, if any, in the pe-
riod beginning on the date the inter-
ference was declared or redeclared to 
involve the application in the inter-
ference and ending on the date that the 
interference was terminated with re-
spect to the application; and 

(ii) The number of days, if any, in the 
period beginning on the date prosecu-
tion in the application was suspended 
by the Patent and Trademark Office 
due to interference proceedings under 
35 U.S.C. 135(a) not involving the appli-
cation and ending on the date of the 
termination of the suspension. 

(2) The period of delay under para-
graph (a)(2) of this section for an appli-
cation is the sum of the following peri-
ods, to the extent that the periods are 
not overlapping: 

(i) The number of days, if any, the 
application was maintained in a sealed 
condition under 35 U.S.C. 181; 

(ii) The number of days, if any, in the 
period beginning on the date of mailing 
of an examiner’s answer under § 1.193 in 
the application under secrecy order and 
ending on the date the secrecy order 
and any renewal thereof was removed; 

(iii) The number of days, if any, in 
the period beginning on the date appli-
cant was notified that an interference 
would be declared but for the secrecy 
order and ending on the date the se-
crecy order and any renewal thereof 
was removed; and 

(iv) The number of days, if any, in 
the period beginning on the date of no-
tification under § 5.3(c) and ending on 
the date of mailing of the notice of al-
lowance under § 1.311. 

(3) The period of delay under para-
graph (a)(3) of this section is the sum 
of the number of days, if any, in the pe-
riod beginning on the date on which an 
appeal to the Board of Patent Appeals 
and Interferences was filed under 35 
U.S.C. 134 and ending on the date of a 
final decision in favor of the applicant 
by the Board of Patent Appeals and 
Interferences or by a Federal court in 
an appeal under 35 U.S.C. 141 or a civil 
action under 35 U.S.C. 145. 

(d) The period of delay set forth in 
paragraph (c)(3) shall be reduced by: 

(1) Any time during the period of ap-
pellate review that occurred before 

VerDate Dec<13>2002 11:53 Feb 03, 2003 Jkt 197133 PO 00000 Frm 00174 Fmt 8010 Sfmt 8010 Y:\SGML\197133T.XXX 197133T


		Superintendent of Documents
	2014-12-09T12:57:40-0500
	US GPO, Washington, DC 20401
	Superintendent of Documents
	GPO attests that this document has not been altered since it was disseminated by GPO




