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(2) A compact disc as used in this
part means a Compact Disc-Read Only
Memory (CD-ROM) or a Compact Disc-
Recordable (CD-R) in compliance with
this paragraph. A CD-ROM is a “read-
only” medium on which the data is
pressed into the disc so that it cannot
be changed or erased. A CD-R is a
“write once” medium on which once the
data is recorded, it is permanent and
cannot be changed or erased.

(3)(i) Each compact disc must con-
form to the International Standards
Organization (1SO) 9660 standard, and
the contents of each compact disc must
be in compliance with the American
Standard Code for Information Inter-
change (ASCII).

(ii) Each compact disc must be en-
closed in a hard compact disc case
within an unsealed padded and protec-
tive mailing envelope and accompanied
by a transmittal letter on paper in ac-
cordance with paragraph (a) of this sec-
tion. The transmittal letter must list
for each compact disc the machine for-
mat (e.g., IBM-PC, Macintosh), the op-
erating system compatibility (e.g., MS-
DOS, MS-Windows, Macintosh, Unix), a
list of files contained on the compact
disc including their names, sizes in
bytes, and dates of creation, plus any
other special information that is nec-
essary to identify, maintain, and inter-
pret the information on the compact
disc. Compact discs submitted to the
Office will not be returned to the appli-
cant.

(4) Any compact disc must be sub-
mitted in duplicate unless it contains
only the “Sequence Listing” in com-
puter readable form required by
§1.821(e). The compact disc and dupli-
cate copy must be labeled “Copy 1” and
“Copy 2,” respectively. The transmittal
letter which accompanies the compact
disc must include a statement that the
two compact discs are identical. In the
event that the two compact discs are
not identical, the Office will use the
compact disc labeled “Copy 1” for fur-
ther processing. Any amendment to the
information on a compact disc must be
by way of a replacement compact disc
in compliance with this paragraph con-
taining the substitute information, and
must be accompanied by a statement
that the replacement compact disc
contains no new matter. The compact
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disc and copy must be labeled “COPY 1
REPLACEMENT MM/DD/YYYY” (with
the month, day and year of creation in-
dicated), and “COPY 2 REPLACEMENT
MM/DD/YYYY,” respectively.

(5) The specification must contain an
incorporation-by-reference of the ma-
terial on the compact disc in a separate
paragraph (§1.77(b)(4)), identifying each
compact disc by the names of the files
contained on each of the compact discs,
their date of creation and their sizes in
bytes. The Office may require appli-
cant to amend the specification to in-
clude in the paper portion any part of
the specification previously submitted
on compact disc.

(6) A compact disc must also be la-
beled with the following information:

(i) The name of each inventor (if
known);

(ii) Title of the invention;

(iii) The docket number, or applica-
tion number if known, used by the per-
son filing the application to identify
the application; and

(iv) A creation date of the compact
disc.

(v) If multiple compact discs are sub-
mitted, the label shall indicate their
order (e.g. “1 of X”).

(vi) An indication that the disk is
“Copy 1” or “Copy 2” of the submission.
See paragraph (b)(4) of this section.

(7) If a file is unreadable on both cop-
ies of the disc, the unreadable file will
be treated as not having been sub-
mitted. A file is unreadable if, for ex-
ample, it is of a format that does not
comply with the requirements of para-
graph (e)(3) of this section, it is cor-
rupted by a computer virus, or it is
written onto a defective compact disc.

(Pub. L. 94-131, 89 Stat. 685; 35 U.S.C. 6, Pub.
L. 97-247; 15 U.S.C. 1113, 1123)

[43 FR 20462, May. 11, 1978, as amended at 47
FR 41275, Sept. 17, 1982; 48 FR 2709, Jan. 20,
1983; 49 FR 554, Jan. 4, 1984; 57 FR 2033, Jan.
17, 1992; 61 FR 42803, Aug. 19, 1996; 62 FR 53186,
Oct. 10, 1997; 65 FR 54664, Sept. 8, 2000; 65 FR
57053, Sept. 20, 2000; 68 FR 38627, June 30, 2003]

§1.53 Application number, filing date,
and completion of application.

(a) Application number. Any papers re-
ceived in the Patent and Trademark
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Office which purport to be an applica-
tion for a patent will be assigned an ap-
plication number for identification
purposes.

(b) Application filing requirements—
Nonprovisional application. The filing
date of an application for patent filed
under this section, except for a provi-
sional application under paragraph (c)
of this section or a continued prosecu-
tion application under paragraph (d) of
this section, is the date on which a
specification as prescribed by 35 U.S.C.
112 containing a description pursuant
to §1.71 and at least one claim pursu-
ant to §1.75, and any drawing required
by §1.81(a) are filed in the Patent and
Trademark Office. No new matter may
be introduced into an application after
its filing date. A continuing applica-
tion, which may be a continuation, di-
visional, or continuation-in-part appli-
cation, may be filed under the condi-
tions specified in 35 U.S.C. 120, 121 or
365(c) and §1.78(a).

(1) A continuation or divisional appli-
cation that names as inventors the
same or fewer than all of the inventors
named in the prior application may be
filed under this paragraph or paragraph
(d) of this section.

(2) A continuation-in-part applica-
tion (which may disclose and claim
subject matter not disclosed in the
prior application) or a continuation or
divisional application naming an in-
ventor not named in the prior applica-
tion must be filed under this para-
graph.

(c) Application filing requirements—
Provisional application. The filing date
of a provisional application is the date
on which a specification as prescribed
by the first paragraph of 35 U.S.C. 112,
and any drawing required by §1.81(a)
are filed in the Patent and Trademark
Office. No amendment, other than to
make the provisional application com-
ply with the patent statute and all ap-
plicable regulations, may be made to
the provisional application after the
filing date of the provisional applica-
tion.

(1) A provisional application must
also include the cover sheet required
by §1.51(c)(1), which may be an applica-
tion data sheet (§1.76), or a cover letter
identifying the application as a provi-
sional application. Otherwise, the ap-
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plication will be treated as an applica-
tion filed under paragraph (b) of this
section.

(2) An application for patent filed
under paragraph (b) of this section may
be converted to a provisional applica-
tion and be accorded the original filing
date of the application filed under
paragraph (b) of this section. The grant
of such a request for conversion will
not entitle applicant to a refund of the
fees that were properly paid in the ap-
plication filed under paragraph (b) of
this section. Such a request for conver-
sion must be accompanied by the proc-
essing fee set forth in §1.17(q) and be
filed prior to the earliest of:

(i) Abandonment of the application
filed under paragraph (b) of this sec-
tion;

(if) Payment of the issue fee on the
application filed under paragraph (b) of
this section;

(iii) Expiration of twelve months
after the filing date of the application
filed under paragraph (b) of this sec-
tion; or

(iv) The filing of a request for a stat-
utory invention registration under
§1.293 in the application filed under
paragraph (b) of this section.

(3) A provisional application filed
under paragraph (c) of this section may
be converted to a nonprovisional appli-
cation filed under paragraph (b) of this
section and accorded the original filing
date of the provisional application. The
conversion of a provisional application
to a nonprovisional application will
not result in either the refund of any
fee properly paid in the provisional ap-
plication or the application of any such
fee to the filing fee, or any other fee,
for the nonprovisional application.
Conversion of a provisional application
to a nonprovisional application under
this paragraph will result in the term
of any patent to issue from the applica-
tion being measured from at least the
filing date of the provisional applica-
tion for which conversion is requested.
Thus, applicants should consider avoid-
ing this adverse patent term impact by
filing a nonprovisional application
claiming the benefit of the provisional
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application under 35 U.S.C. 119(e) (rath-
er than converting the provisional ap-
plication into a nonprovisional applica-
tion pursuant to this paragraph). A re-
quest to convert a provisional applica-
tion to a nonprovisional application
must be accompanied by the fee set
forth in §1.17(i) and an amendment in-
cluding at least one claim as prescribed
by the second paragraph of 35 U.S.C.
112, unless the provisional application
under paragraph (c) of this section oth-
erwise contains at least one claim as
prescribed by the second paragraph of
35 U.S.C. 112. The nonprovisional appli-
cation resulting from conversion of a
provisional application must also in-
clude the filing fee for a nonprovisional
application, an oath or declaration by
the applicant pursuant to §§1.63, 1.162,
or 1.175, and the surcharge required by
§1.16(e) if either the basic filing fee for
a nonprovisional application or the
oath or declaration was not present on
the filing date accorded the resulting
nonprovisional application (i.e., the fil-
ing date of the original provisional ap-
plication). A request to convert a pro-
visional application to a nonprovi-
sional application must also be filed
prior to the earliest of:

(i) Abandonment of the provisional
application filed under paragraph (c) of
this section; or

(i) Expiration of twelve months after
the filing date of the provisional appli-
cation filed under this paragraph (c).

(4) A provisional application is not
entitled to the right of priority under
35 U.S.C. 119 or 365(a) or §1.55, or to the
benefit of an earlier filing date under 35
U.S.C. 120, 121 or 365(c) or §1.78 of any
other application. No claim for priority
under 35 U.S.C. 119(e) or §1.78(a)(4) may
be made in a design application based
on a provisional application. No re-
quest under §1.293 for a statutory in-
vention registration may be filed in a
provisional application. The require-
ments of §§1.821 through 1.825 regarding
application disclosures containing nu-
cleotide and/or amino acid sequences
are not mandatory for provisional ap-
plications.

(d) Application filing requirements—
Continued prosecution (nonprovisional)
application.

(1) A continuation or divisional appli-
cation (but not a continuation-in-part)
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of a prior nonprovisional application
may be filed as a continued prosecution
application under this paragraph, pro-
vided that:

(i) The application is for a design pat-
ent;

(ii) The prior nonprovisional applica-
tion is a design application that is
complete as defined by §1.51(b); and

(iii) The application under this para-
graph is filed before the earliest of:

(A) Payment of the issue fee on the
prior application, unless a petition
under §1.313(c) is granted in the prior
application;

(B) Abandonment of the prior appli-
cation; or

(C) Termination of proceedings on
the prior application.

(2) The filing date of a continued
prosecution application is the date on
which a request on a separate paper for
an application under this paragraph is
filed. An application filed under this
paragraph:

(i) Must identify the prior applica-
tion;

(ii) Discloses and claims only subject
matter disclosed in the prior applica-
tion;

(iii) Names as inventors the same in-
ventors named in the prior application
on the date the application under this
paragraph was filed, except as provided
in paragraph (d)(4) of this section;

(iv) Includes the request for an appli-
cation under this paragraph, will uti-
lize the file jacket and contents of the
prior application, including the speci-
fication, drawings and oath or declara-
tion from the prior application, to con-
stitute the new application, and will be
assigned the application number of the
prior application for identification pur-
poses; and

(v) Is a request to expressly abandon
the prior application as of the filing
date of the request for an application
under this paragraph.

(3) The filing fee for a continued pros-
ecution application filed under this
paragraph is the basic filing fee as set
forth in §1.16(f).

(4) An application filed under this
paragraph may be filed by fewer than
all the inventors named in the prior ap-
plication, provided that the request for
an application under this paragraph
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when filed is accompanied by a state-
ment requesting deletion of the name
or names of the person or persons who
are not inventors of the invention
being claimed in the new application.
No person may be named as an inven-
tor in an application filed under this
paragraph who was not named as an in-
ventor in the prior application on the
date the application under this para-
graph was filed, except by way of cor-
rection of inventorship under §1.48.

(5) Any new change must be made in
the form of an amendment to the prior
application as it existed prior to the
filing of an application under this para-
graph. No amendment in an application
under this paragraph (a continued pros-
ecution application) may introduce
new matter or matter that would have
been new matter in the prior applica-
tion. Any new specification filed with
the request for an application under
this paragraph will not be considered
part of the original application papers,
but will be treated as a substitute spec-
ification in accordance with §1.125.

(6) The filing of a continued prosecu-
tion application under this paragraph
will be construed to include a waiver of
confidentiality by the applicant under
35 U.S.C. 122 to the extent that any
member of the public, who is entitled
under the provisions of §1.14 to access
to, copies of, or information concerning
either the prior application or any con-
tinuing application filed under the pro-
visions of this paragraph, may be given
similar access to, copies of, or similar
information concerning the other ap-
plication or applications in the file
jacket.

(7) A request for an application under
this paragraph is the specific reference
required by 35 U.S.C. 120 to every appli-
cation assigned the application number
identified in such request. No amend-
ment in an application under this para-
graph may delete this specific ref-
erence to any prior application.

(8) In addition to identifying the ap-
plication number of the prior applica-
tion, applicant should furnish in the re-
quest for an application under this
paragraph the following information
relating to the prior application to the
best of his or her ability:

(i) Title of invention;

(ii) Name of applicant(s); and

50

37 CFR Ch. | (7-1-04 Edition)

(iii) Correspondence address.

(9) See §1.103(b) for requesting a lim-
ited suspension of action in an applica-
tion filed under this paragraph.

(e) Failure to meet filing date require-
ments.

(1) If an application deposited under
paragraph (b), (c), or (d) of this section
does not meet the requirements of such
paragraph to be entitled to a filing
date, applicant will be so notified, if a
correspondence address has been pro-
vided, and given a period of time with-
in which to correct the filing error. If,
however, a request for an application
under paragraph (d) of this section does
not meet the requirements of that
paragraph because the application in
which the request was filed is not a de-
sign application, and if the application
in which the request was filed was
itself filed on or after June 8, 1995, the
request for an application under para-
graph (d) of this section will be treated
as a request for continued examination
under §1.114.

(2) Any request for review of a notifi-
cation pursuant to paragraph (e)(1) of
this section, or a notification that the
original application papers lack a por-
tion of the specification or drawing(s),
must be by way of a petition pursuant
to this paragraph accompanied by the
fee set forth in §1.17(h). In the absence
of a timely (§1.181(f)) petition pursuant
to this paragraph, the filing date of an
application in which the applicant was
notified of a filing error pursuant to
paragraph (e)(1) of this section will be
the date the filing error is corrected.

(3) If an applicant is notified of a fil-
ing error pursuant to paragraph (e)(1)
of this section, but fails to correct the
filing error within the given time pe-
riod or otherwise timely (§1.181(f)) take
action pursuant to this paragraph, pro-
ceedings in the application will be con-
sidered terminated. Where proceedings
in an application are terminated pursu-
ant to this paragraph, the application
may be disposed of, and any filing fees,
less the handling fee set forth in
§1.21(n), will be refunded.

(f) Completion of application subsequent
to filing—Nonprovisional (including con-
tinued prosecution or reissue) application.
(1) If an application which has been ac-
corded a filing date pursuant to para-
graph (b) or (d) of this section does not
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include the basic filing fee, or if an ap-
plication which has been accorded a fil-
ing date pursuant to paragraph (b) of
this section does not include an oath or
declaration by the applicant pursuant
to 8§1.63, 1.162 or §1.175, and applicant
has provided a correspondence address
(81.33(a)), applicant will be notified and
given a period of time within which to
pay the filing fee, file an oath or dec-
laration in an application under para-
graph (b) of this section, and pay the
surcharge required by §1.16(e) to avoid
abandonment.

(2) If an application which has been
accorded a filing date pursuant to para-
graph (b) of this section does not in-
clude the basic filing fee or an oath or
declaration by the applicant pursuant
to §§1.63, 1.162 or §1.175, and applicant
has not provided a correspondence ad-
dress (81.33(a)), applicant has two
months from the filing date of the ap-
plication within which to pay the basic
filing fee, file an oath or declaration,
and pay the surcharge required by
§1.16(e) to avoid abandonment.

(3) This paragraph applies to continu-
ation or divisional applications under
paragraphs (b) or (d) of this section and
to continuation-in-part applications
under paragraph (b) of this section.

(4) See §1.63(d) concerning the sub-
mission of a copy of the oath or dec-
laration from the prior application for
a continuation or divisional applica-
tion under paragraph (b) of this sec-
tion.

(5) If applicant does not pay one of
the basic filing or the processing and
retention fees (§1.21(1)) during the
pendency of the application, the Office
may dispose of the application.

(g) Completion of application subse-
quent to filing—provisional application.
(1) If a provisional application which
has been accorded a filing date pursu-
ant to paragraph (c) of this section
does not include the cover sheet re-
quired by §1.51(c)(1) or the basic filing
fee (81.16(k)), and applicant has pro-
vided a correspondence address
(81.33(a)), applicant will be notified and
given a period of time within which to
pay the basic filing fee, file a cover
sheet (§1.51(c)(1)), and pay the sur-
charge required by §1.16(1) to avoid
abandonment.
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(2) If a provisional application which
has been accorded a filing date pursu-
ant to paragraph (c) of this section
does not include the cover sheet re-
quired by §1.51(c)(1) or the basic filing
fee (81.16(k)), and applicant has not
provided a correspondence address
(81.33(a)), applicant has two months
from the filing date of the application
within which to pay the basic filing
fee, file a cover sheet (§1.51(c)(1)), and
pay the surcharge required by §1.16(1)
to avoid abandonment.

(3) If applicant does not pay the basic
filing fee during the pendency of the
application, the Office may dispose of
the application.

(h) Subsequent treatment of applica-
tion—Nonprovisional (including contin-
ued prosecution) application. An applica-
tion for a patent filed under paragraphs
(b) or (d) of this section will not be
placed on the files for examination
until all its required parts, complying
with the rules relating thereto, are re-
ceived, except that certain minor infor-
malities may be waived subject to sub-
sequent correction whenever required.

(i) Subsequent treatment of applica-
tion—Provisional application. A provi-
sional application for a patent filed
under paragraph (c) of this section will
not be placed on the files for examina-
tion and will become abandoned no
later than twelve months after its fil-
ing date pursuant to 35 U.S.C. 111(b)(1).

(J) Filing date of international applica-
tion. The filing date of an international
application designating the United
States of America is treated as the fil-
ing date in the United States of Amer-
ica under PCT Article 11(3), except as
provided in 35 U.S.C. 102(e).

[62 FR 53186, Oct. 10, 1997, as amended at 63
FR 5734, Feb. 4, 1998; 65 FR 14871, Mar. 20,
2000; 65 FR 50104, Aug. 16, 2000; 65 FR 54665,
Sept. 8, 2000; 65 FR 78960, Dec. 18, 2000; 68 FR
14336, Mar. 25, 2003; 68 FR 32380, May 30, 2003;
69 FR 29878, May 26, 2004]

§1.54 Parts of application to be filed
together; filing receipt.

(a) It is desirable that all parts of the
complete application be deposited in
the Office together; otherwise, a letter
must accompany each part, accurately
and clearly connecting it with the
other parts of the application. See §1.53
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