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(1) Within three months of the filing
date of a national application other
than a continued prosecution applica-
tion under §1.53(d);

(2) Within three months of the date
of entry of the national stage as set
forth in §1.491 in an international ap-
plication;

(3) Before the mailing of a first Office
action on the merits; or

(4) Before the mailing of a first Office
action after the filing of a request for
continued examination under §1.114.

(¢) An information disclosure state-
ment shall be considered by the Office
if filed after the period specified in
paragraph (b) of this section, provided
that the information disclosure state-
ment is filed before the mailing date of
any of a final action under §1.113, a no-
tice of allowance under §1.311, or an ac-
tion that otherwise closes prosecution
in the application, and it is accom-
panied by one of:

(1) The statement specified in para-
graph (e) of this section; or

(2) The fee set forth in §1.17(p).

(d) An information disclosure state-
ment shall be considered by the Office
if filed by the applicant after the pe-
riod specified in paragraph (c) of this
section, provided that the information
disclosure statement is filed on or be-
fore payment of the issue fee and is ac-
companied by:

(1) The statement specified in para-
graph (e) of this section; and

(2) The fee set forth in §1.17(p).

(e) A statement under this section
must state either:

(1) That each item of information
contained in the information disclo-
sure statement was first cited in any
communication from a foreign patent
office in a counterpart foreign applica-
tion not more than three months prior
to the filing of the information disclo-
sure statement; or

(2) That no item of information con-
tained in the information disclosure
statement was cited in a communica-
tion from a foreign patent office in a
counterpart foreign application, and,
to the knowledge of the person signing
the certification after making reason-
able inquiry, no item of information
contained in the information disclo-
sure statement was known to any indi-
vidual designated in §1.56(c) more than
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three months prior to the filing of the
information disclosure statement.

(f) No extensions of time for filing an
information disclosure statement are
permitted under §1.136. If a bona fide
attempt is made to comply with §1.98,
but part of the required content is in-
advertently omitted, additional time
may be given to enable full compli-
ance.

(g) An information disclosure state-
ment filed in accordance with this sec-
tion shall not be construed as a rep-
resentation that a search has been
made.

(h) The filing of an information dis-
closure statement shall not be con-
strued to be an admission that the in-
formation cited in the statement is, or
is considered to be, material to patent-
ability as defined in §1.56(b).

(i) If an information disclosure state-
ment does not comply with either this
section or §1.98, it will be placed in the
file but will not be considered by the
Office.

[57 FR 2034, Jan. 17, 1992, as amended at 59
FR 32658, June 24, 1994; 60 FR 20226, Apr. 25,
1995; 61 FR 42805, Aug. 19, 1996; 62 FR 53190,
Oct. 10, 1997; 65 FR 14872, Mar. 20, 2000; 65 FR
54670, Sept. 8, 2000]

§1.98 Content of information disclo-
sure statement.

(a) Any information disclosure state-
ment filed under §1.97 shall include:

(1) A list of all patents, publications,
applications, or other information sub-
mitted for consideration by the Office;

(2) A legible copy of:

(i) Each U.S. patent application pub-
lication and U.S. and foreign patent;

(ii) Each publication or that portion
which caused it to be listed;

(iii) For each cited pending U.S. ap-
plication, the application specification
including the claims, and any drawing
of the application, or that portion of
the application which caused it to be
listed including any claims directed to
that portion; and

(iv) All other information or that
portion which caused it to be listed;
and

(3)(i) A concise explanation of the
relevance, as it is presently understood
by the individual designated in §1.56(c)
most knowledgeable about the content
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of the information, of each patent, pub-
lication, or other information listed
that is not in the English language.
The concise explanation may be either
separate from applicant’s specification
or incorporated therein.

(ii) A copy of the translation if a
written English-language translation
of a non-English-language document,
or portion thereof, is within the posses-
sion, custody, or control of, or is read-
ily available to any individual des-
ignated in §1.56(c).

(b)(1) Each U.S. patent listed in an
information disclosure statement must
be identified by inventor, patent num-
ber, and issue date.

(2) Each U.S. patent application pub-
lication listed in an information disclo-
sure statement shall be identified by
applicant, patent application publica-
tion number, and publication date.

(3) Each U.S. application listed in an
information disclosure statement must
be identified by the inventor, applica-
tion number, and filing date.

(4) Each foreign patent or published
foreign patent application listed in an
information disclosure statement must
be identified by the country or patent
office which issued the patent or pub-
lished the application, an appropriate
document number, and the publication
date indicated on the patent or pub-
lished application.

(5) Each publication listed in an in-
formation disclosure statement must
be identified by publisher, author (if
any), title, relevant pages of the publi-
cation, date, and place of publication.

(c) When the disclosures of two or
more patents or publications listed in
an information disclosure statement
are substantively cumulative, a copy of
one of the patents or publications may
be submitted without copies of the
other patents or publications, provided
that it is stated that these other pat-
ents or publications are cumulative.

(d) A copy of any patent, publication,
pending U.S. application or other infor-
mation, as specified in paragraph (a) of
this section, listed in an information
disclosure statement is required to be
provided, even if the patent, publica-
tion, pending U.S. application or other
information was previously submitted
to, or cited by, the Office in an earlier
application, unless:
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(1) The earlier application is properly
identified in the information disclosure
statement and is relied on for an ear-
lier effective filing date under 35 U.S.C.
120; and

(2) The information disclosure state-
ment submitted in the earlier applica-
tion complies with paragraphs (a)
through (c) of this section.

(e) The requirement in paragraph
(a)(2)(i) of this section for a copy of all
listed U.S. patents and U.S. patent ap-
plication publications does not apply
to any information disclosure state-
ment submitted in compliance with the
Office’s electronic filing system.

[65 FR 54671, Sept. 8, 2000, as amended at 65
FR 57055, Sept. 20, 2000; 68 FR 38628, June 30,
2003]

§1.99 Third-party submission in pub-
lished application.

(a) A submission by a member of the
public of patents or publications rel-
evant to a pending published applica-
tion may be entered in the application
file if the submission complies with the
requirements of this section and the
application is still pending when the
submission and application file are
brought before the examiner.

(b) A submission under this section
must identify the application to which
it is directed by application number
and include:

(1) The fee set forth in §1.17(p);

(2) A list of the patents or publica-
tions submitted for consideration by
the Office, including the date of publi-
cation of each patent or publication;

(3) A copy of each listed patent or
publication in written form or at least
the pertinent portions; and

(4) An English language translation
of all the necessary and pertinent parts
of any non-English language patent or
publication in written form relied
upon.

(c) The submission under this section
must be served upon the applicant in
accordance with §1.248.

(d) A submission under this section
shall not include any explanation of
the patents or publications, or any
other information. The Office will not
enter such explanation or information
if included in a submission under this
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