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§§2.57-2.58

(21.6 cm.) wide by 11.69 inches (29.7 cm.)
long) and put it in the file wrapper.

(3) In the absence of non-bulky alter-
natives, the Office may accept an audio
or video cassette tape recording, CD-
ROM, or other appropriate medium.

(4) For a TEAS submission, the speci-
men must be a digitized image in .jpg
format.

[64 FR 48921, Sept. 8, 1999, as amended at 68
FR 55764, Sept. 26, 2003]

§§2.57-2.58 [Reserved]

§2.59 Filing substitute specimen(s).

(@) In an application under section
1(a) of the Act, the applicant may sub-
mit substitute specimens of the mark
as used on or in connection with the
goods, or in the sale or advertising of
the services. The applicant must verify
by an affidavit or declaration under
§2.20 that the substitute specimens
were in use in commerce at least as
early as the filing date of the applica-
tion. Verification is not required if the
specimen is a duplicate or facsimile of
a specimen already of record in the ap-
plication.

(b) In an application under section
1(b) of the Act, after filing either an
amendment to allege use under §2.76 or
a statement of use under §2.88, the ap-
plicant may submit substitute speci-
mens of the mark as used on or in con-
nection with the goods, or in the sale
or advertising of the services. If the ap-
plicant submits substitute specimen(s),
the applicant must:

(1) For an amendment to allege use
under §2.76, verify by affidavit or dec-
laration under §2.20 that the applicant
used the substitute specimen(s) in com-
merce prior to filing the amendment to
allege use.

(2) For a statement of use under
§2.88, verify by affidavit or declaration
under §2.20 that the applicant used the
substitute specimen(s) in commerce ei-
ther prior to filing the statement of
use or prior to the expiration of the
deadline for filing the statement of
use.

[64 FR 48921, Sept. 8, 1999]
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EXAMINATION OF APPLICATION AND
ACTION BY APPLICANTS

AUTHORITY: Secs. 2.61 to 2.69 also issued
under sec. 12, 60 Stat. 432; 15 U.S.C. 1062.

§2.61 Action by examiner.

(a) Applications for registration, in-
cluding amendments to allege use
under section 1(c) of the Act, and state-
ments of use under section 1(d) of the
Act, will be examined and, if the appli-
cant is found not entitled to registra-
tion for any reason, applicant will be
notified and advised of the reasons
therefor and of any formal require-
ments or objections.

(b) The examiner may require the ap-
plicant to furnish such information and
exhibits as may be reasonably nec-
essary to the proper examination of the
application.

(c) Whenever it shall be found that
two or more parties whose interests are
in conflict are represented by the same
attorney, each party and also the at-
torney shall be notified of this fact.

[30 FR 13193, Oct. 16, 1965, as amended at 37
FR 2880, Feb. 9, 1972; 54 FR 37592, Sept. 11,
1989]

§2.62 Period for response.

The applicant has six months from
the date of mailing of any action by
the examiner to respond thereto. Such
response may be made with or without
amendment and must include such
proper action by the applicant as the
nature of the action and the condition
of the case may require.

§2.63 Reexamination.

(a) After response by the applicant,
the application will be reexamined or
reconsidered. If registration is again
refused or any formal requirement[s] is
repeated, but the examiner’s action is
not stated to be final, the applicant
may respond again.

(b) After reexamination the applicant
may respond by filing a timely petition
to the Director for relief from a formal
requirement if: (1) The requirement is
repeated, but the examiner’s action is
not made final, and the subject matter
of the requirement is appropriate for
petition to the Director (see §2.146(b));
or (2) the examiner’s action is made
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final and such action is limited to sub-
ject matter appropriate for petition to
the Director. If the petition is denied,
the applicant shall have until six
months from the date of the Office ac-
tion which repeated the requirement or
made it final or thirty days from the
date of the decision on the petition,
whichever date is later, to comply with
the requirement. A formal requirement
which is the subject of a petition de-
cided by the Director may not subse-
quently be the subject of an appeal to
the Trademark Trial and Appeal Board.

[48 FR 23134, May 23, 1983]

§2.64 Final action.

(a) On the first or any subsequent re-
examination or reconsideration the re-
fusal of the registration or the insist-
ence upon a requirement may be stated
to be final, whereupon applicant’s re-
sponse is limited to an appeal, or to a
compliance with any requirement, or
to a petition to the Director if per-
mitted by §2.63(b).

(b) During the period between a final
action and expiration of the time for
filing an appeal, the applicant may re-
quest the examiner to reconsider the
final action. The filing of a request for
reconsideration will not extend the
time for filing an appeal or petitioning
the Director, but normally the exam-
iner will reply to a request for recon-
sideration before the end of the six-
month period if the request is filed
within three months after the date of
the final action. Amendments accom-
panying requests for reconsideration
after final action will be entered if
they comply with the rules of practice
in trademark cases and the Act of 1946.

(©)(1) If an applicant in an applica-
tion under section 1(b) of the Act files
an amendment to allege use under §2.76
during the six-month response period
after issuance of a final action, the ex-
aminer shall examine the amendment.
The filing of such an amendment will
not extend the time for filing an appeal
or petitioning the Director.

(2) If the amendment to allege use
under §2.76 is acceptable in all re-
spects, the applicant will be notified of
its acceptance.

() If, as a result of the examination
of the amendment to allege use under
§2.76, the applicant is found not enti-

§2.66

tled to registration for any reason not
previously stated, applicant will be no-
tified and advised of the reasons and of
any formal requirements or refusals.
The Trademark Examining Attorney
shall withdraw the final action pre-
viously issued and shall incorporate all
unresolved refusals or requirements
previously stated in the new non-final
action.

[48 FR 23134, May 23, 1983, as amended at 54
FR 37592, Sept. 11, 1989]

§2.65

(a) If an applicant fails to respond, or
to respond completely, within six
months after the date an action is
mailed, the application shall be deemed
abandoned unless the refusal or re-
quirement is expressly limited to only
certain goods and/or services. If the re-
fusal or requirement is expressly lim-
ited to only certain goods and/or serv-
ices, the application will be abandoned
only as to those particular goods and/
or services. A timely petition to the
Director pursuant to §§2.63(b) and 2.146,
if appropriate, is a response that avoids
abandonment of an application.

(b) When action by the applicant filed
within the six-month response period is
a bona fide attempt to advance the ex-
amination of the application and is
substantially a complete response to
the examiner’s action, but consider-
ation of some matter or compliance
with some requirement has been inad-
vertently omitted, opportunity to ex-
plain and supply the omission may be
given before the question of abandon-
ment is considered.

(c) If an applicant in an application
under section 1(b) of the Act fails to
timely file a statement of use under
§2.88, the application shall be deemed
to be abandoned.

[48 FR 23134, May 23, 1983, as amended at 54
FR 37592, Sept. 11, 1989; 68 FR 55764, Sept. 26,
2003]

Abandonment.

§2.66 Revival of abandoned applica-
tions.

(@) The applicant may file a petition
to revive an application abandoned be-
cause the applicant did not timely re-
spond to an Office action or notice of
allowance, if the delay was uninten-
tional. The applicant must file the pe-
tition:
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