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§3.16

all licenses, assignments, or other in-
terests of the Government in or under
patents or patent applications. Assign-
ments and other documents affecting
title to patents or patent applications
and documents not affecting title to
patents or patent applications required
by Executive Order 9424 to be filed will
be recorded as provided in this part.

[62 FR 53202, Oct. 10, 1997]

§3.16 Assignability of trademarks
prior to filing of an allegation of
use.

Before an allegation of use under ei-
ther 15 U.S.C. 1051(c) or 15 U.S.C. 1051(d)
is filed, an applicant may only assign
an application to register a mark under
15 U.S.C. 1051(b) to a successor to the
applicant’s business, or portion of the
business to which the mark pertains, if
that business is ongoing and existing.

[64 FR 48926, Sept. 8, 1999]
REQUIREMENTS FOR RECORDING

§3.21 Identification of patents and
patent applications.

An assignment relating to a patent
must identify the patent by the patent
number. An assignment relating to a
national patent application must iden-
tify the national patent application by
the application number (consisting of
the series code and the serial number,
e.g., 07/123,456). An assignment relating
to an international patent application
which designates the United States of
America must identify the inter-
national application by the inter-
national application number (e.g., PCT/
US90/01234). If an assignment of a pat-
ent application filed under §1.53(b) is
executed concurrently with, or subse-
quent to, the execution of the patent
application, but before the patent ap-
plication is filed, it must identify the
patent application by the name of each
inventor and the title of the invention
so that there can be no mistake as to
the patent application intended. If an
assignment of a provisional application
under §1.53(c) is executed before the
provisional application is filed, it must
identify the provisional application by
the name of each inventor and the title
of the invention so that there can be no
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mistake as to the provisional applica-
tion intended.

[69 FR 29878, May 26, 2004]

§3.24 Requirements for documents
and cover sheets relating to patents
and patent applications.

(a) For electronic submissions: Either a
copy of the original document or an ex-
tract of the original document may be
submitted for recording. All documents
must be submitted as digitized images
in Tagged Image File Format (TIFF) or
another form as prescribed by the Di-
rector. When printed to a paper size of
either 21.6 by 27.9 cm (8% by 11 inches)
or 21.0 by 29.7 cm (DIN size A4), the
document must be legible and a 2.5 cm
(one-inch) margin must be present on
all sides.

(b) For paper or facsimile submissions:
Either a copy of the original document
or an extract of the original document
must be submitted for recording. Only
one side of each page may be used. The
paper size must be either 21.6 by 27.9
cm (8% by 11 inches) or 21.0 by 29.7 cm
(DIN size A4), and in either case, a 2.5
cm (one-inch) margin must be present
on all sides. For paper submissions, the
paper used should be flexible, strong
white, non-shiny, and durable. The Of-
fice will not return recorded docu-
ments, so original documents must not
be submitted for recording.

[69 FR 29879, May 26, 2004]

§3.25 Recording requirements for
trademark applications and reg-
istrations.

(a) Documents affecting title. To record
documents affecting title to a trade-
mark application or registration, a leg-
ible cover sheet (see §3.31) and one of
the following must be submitted:

(1) A copy of the original document;

(2) A copy of an extract from the doc-
ument evidencing the effect on title; or

(3) A statement signed by both the
party conveying the interest and the
party receiving the interest explaining
how the conveyance affects title.

(b) Name changes. Only a legible cover
sheet is required (See §3.31).

(c) AIll documents. (1) For electronic
submissions: All documents must be
submitted as digitized images in
Tagged Image File Format (TIFF) or
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another form as prescribed by the Di-
rector. When printed to a paper size of
either 21.6 by 27.9 cm (8% by 11 inches)
or 21.0 by 29.7 cm (DIN size A4), a 2.5 cm
(one-inch) margin must be present on
all sides.

(2) For paper or facsimile submissions:
All documents should be submitted on
white and non-shiny paper that is ei-
ther 8% by 11 inches (21.6 by 27.9 cm) or
DIN size A4 (21.0 by 29.7 cm) with a one-
inch (2.5 cm) margin on all sides in ei-
ther case. Only one side of each page
may be used. The Office will not return
recorded documents, so original docu-
ments should not be submitted for re-
cording.

[69 FR 29879, May 26, 2004]

§3.26 English language requirement.

The Office will accept and record
non-English language documents only
if accompanied by an English trans-
lation signed by the individual making
the translation.

[62 FR 53202, Oct. 10, 1997]

§3.27 Mailing address for submitting
documents to be recorded.

Documents and cover sheets sub-
mitted by mail for recordation should
be addressed to Mail Stop Assignment
Recordation Services, Director of the
United States Patent and Trademark
Office, P.O. Box 1450, Alexandria, Vir-
ginia 22313-1450, unless they are filed
together with new applications.

[69 FR 29879, May 26, 2004]

§3.28 Requests for recording.

Each document submitted to the Of-
fice for recording must include at least
one cover sheet as specified in §3.31 re-
ferring either to those patent applica-
tions and patents, or to those trade-
mark applications and registrations,
against which the document is to be re-
corded. If a document to be recorded
includes interests in, or transactions
involving, both patents and trade-
marks, separate patent and trademark
cover sheets should be submitted. Only
one set of documents and cover sheets
to be recorded should be filed. If a doc-
ument to be recorded is not accom-
panied by a completed cover sheet, the
document and the incomplete cover
sheet will be returned pursuant to §3.51

§3.31

for proper completion. The document
and a completed cover sheet should be
resubmitted.

[64 FR 48927, Sept. 8, 1999]
COVER SHEET REQUIREMENTS

§3.31 Cover sheet content.

(a) Each patent or trademark cover
sheet required by §3.28 must contain:

(1) The name of the party conveying
the interest;

(2) The name and address of the party
receiving the interest;

(3) A description of the interest con-
veyed or transaction to be recorded;

(4) ldentification of the interests in-
volved:

(i) For trademark assignments and
trademark name changes: Each trade-
mark registration number and each
trademark application number, if
known, against which the Office is to
record the document. If the trademark
application number is not known, a
copy of the application or a reproduc-
tion of the trademark must be sub-
mitted, along with an estimate of the
date that the Office received the appli-
cation; or

(if) For any other document affecting
title to a trademark or patent application,
registration or patent: Each trademark
or patent application number or each
trademark registration number or pat-
ent against which the document is to
be recorded, or an indication that the
document is filed together with a pat-
ent application;

(5) The name and address of the party
to whom correspondence concerning
the request to record the document
should be mailed;

(6) The date the document was exe-
cuted;

(7) The signature of the party sub-
mitting the document. For an assign-
ment document or name change filed
electronically, the person who signs
the cover sheet must either:

(i) Place a symbol comprised of let-
ters, numbers, and/or punctuation
marks between forward slash marks
submission (e.g./Thomas O’Malley I11/)
in the signature block on the elec-
tronic submission; or

(ii) Sign the cover sheet using some
other form of electronic signature
specified by the Director.
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