AUTHENTICATED
U.S. GOVERNMENT
INFORMATION

GPO

§6.3

Class Title

34 Heating, lighting, and ventilating apparatus.

35 Belting, hose, machinery packing, and nonmetallic
tires.

36 Musical instruments and supplies.

37 Paper and stationery.

38 Prints and publications.

39 Clothing.

40 Fancy goods, furnishings, and notions.

41 Canes, parasols, and umbrellas.

42 Knitted, netted, and textile fabrics, and substitutes
therefor.

43 Thread and yarn.

44 Dental, medical, and surgical appliances.

45 Soft drinks and carbonated waters.

46 Foods and ingredients of foods.

47 Wines.

48 Malt beverages and liquors.

49 Distilled alcoholic liquors.

50 Merchandise not otherwise classified.

51 Cosmetics and toilet preparations.

52 Detergents and soaps.

SERVICES

100 Miscellaneous.

101 Advertising and business.
102 Insurance and financial.

103 Construction and repair.

104 Communication.

105 Transportation and storage.
106 Material treatment.

107 Education and entertainment.

[24 FR 10383, Dec. 22, 1959. Redesignated at 38
FR 14681, June 4, 1973]

§6.3 Schedule for certification marks.

In applications for registration of
certification marks based on sections 1
and 44 of the Trademark Act and reg-
istrations resulting from such applica-
tions, goods and services are classified
in two classes as follows:

A. Goods.

B. Services.

[73 FR 67775, Nov. 15, 2008]

§6.4 Schedule for collective member-
ship marks.

All collective membership marks in
applications based on sections 1 and 44
of the Trademark Act and registrations
resulting from such applications are
classified as follows:

Class Title

200 s Collective Membership.

[73 FR 67775, Nov. 17, 2008]
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PART 7—RULES OF PRACTICE IN
FILINGS PURSUANT TO THE PRO-
TOCOL RELATING TO THE MA-
DRID AGREEMENT CONCERNING
THE INTERNATIONAL REGISTRA-
TION OF MARKS

Subpart A—General Information

7.1 Definitions of terms as used in this part.

7.2 [Reserved]

7.3 Correspondence must be in English.

7.4 Receipt of correspondence.

7.5 [Reserved]

7.6 Schedule of U.S. process fees.

7.7 Payments of fees to International Bu-
reau.

Subpart B—International Application
Originating From the United States

7.11 Requirements for international appli-
cation originating from the United
States.

7.12 Claim of color.

7.13 Certification of international applica-
tion.

7.14 Correcting irregularities in inter-
national application.

Subpart C—Subsequent Designation
Submitted Through the Office

7.21 Subsequent designation.

Subpart D—Recording Changes to
International Registration

7.22 Recording changes to international reg-
istration.

7.23 Requests for recording assignments at
the International Bureau.

7.24 Requests to record security interest or
othe r restriction of holder’s rights of
disposal or release of such restriction
submitted through the Office.

Subpart E—Extension of Protection to the
United States

7.25 Sections of part 2 applicable to exten-
sion of protection.

7.26 Filing date of extension of protection
for purposes of examination in the Office.

7.27 Priority claim of extension of protec-
tion for purposes of examination in the
Office.

7.28 Replacement of U.S. registration by
registered extension of protection.

7.29 Effect of replacement on U.S. registra-
tion.

7.30 Effect of cancellation or expiration of
international registration.
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7.31 Requirements for transformation of an
extension of protection to the United
States into a U.S. application.

Subpart F—Affidavit Under Section 71 of
the Act for Extension of Protection to
the United States

7.36 Affidavit or declaration of use in com-
merce or excusable nonuse required to
avoid cancellation of an extension of pro-
tection to the United States.

7.37 Requirements for a complete affidavit
or declaration of use in commerce or ex-
cusable nonuse.

7.38 Notice to holder of extension of protec-
tion.

7.39 Acknowledgment of receipt of affidavit
or declaration of use in commerce or ex-
cusable nonuse.

7.40 Petition to Director to review refusal.

Subpart G—Renewal of International
Registration and Extension of Protection

7.41 Renewal of international
and extension of protection.

AUTHORITY: 15 U.S.C. 1123, 35 U.S.C. 2, un-
less othe rwise noted.

SOURCE: 68 FR 55769, Sept. 26, 2003, unless
otherwise noted.

registration

Subpart A—General Information

§7.1 Definitions of terms as used in
this part.

(a) the Act means the Trademark Act
of 1946, 60 Stat. 427, as amended, codi-
fied in 15 U.S.C. 1051 et seq.

(b) Subsequent designation means a re-
quest for extension of protection of an
international registration to a Con-
tracting Party made after the Inter-
national Bureau registers the mark.

() The acronym TEAS means the
Trademark Electronic Application Sys-
tem available on-line through the Of-
fice’s Web site at: www.uspto.gov.

(d) The term Office means the United
States Patent and Trademark Office.

(e) All references to sections in this
part refer to 37 Code of Federal Regula-
tions, except as otherwise stated.

§7.2 [Reserved]

§7.3 Correspondence must be in

English.

International applications and reg-
istrations, requests for extension of
protection and all other related cor-
respondence with the Office must be in

§7.4

English. The Office will not process
correspondence that is in a language
other than English.

§7.4 Receipt of correspondence.

(a) Correspondence Filed Through
TEAS. Correspondence relating to
international applications and reg-
istrations and requests for extension of
protection submitted through TEAS
will be accorded the date and time on
which the complete transmission is re-
ceived in the Office based on Eastern
Time. Eastern Time means eastern
standard time or eastern daylight
time, as appropriate.

(b) Correspondence Filed By Mail.
International applications under §7.11,
subsequent designations under §7.21,
responses to notices of irregularity
under §7.14, requests to record changes
in the International Register under
§7.23 and §7.24, requests to note re-
placement under §7.28, requests for
transformation under §7.31, and peti-
tions to the Director to review an ac-
tion of the Office’s Madrid Processing
Unit, when filed by mail, must be ad-
dressed to: Madrid Processing Unit, 600
Dulany Street, MDE-7B87, Alexandria,
VA 22314-5793.

(1) International applications under
§7.11, subsequent designations under
§7.21, requests to record changes in the
International Register under §7.23 and
§7.24, and petitions to the Director to
review an action of the Office’s Madrid
Processing Unit, when filed by mail,
will be accorded the date of receipt in
the Office, unless they are sent by Ex-
press Mail pursuant to §2.198 of this
title, in which case they will be ac-
corded the date of deposit with the
United States Postal Service.

(2) Responses to notices of irregu-
larity under §7.14, requests to note re-
placement under §7.28, and requests for
transformation under §7.31, when filed
by mail, will be accorded the date of
receipt in the Office.

(c) Hand-Delivered Correspondence.
International applications under §7.11,
subsequent designations under §7.21,
responses to notices of irregularity
under §7.14, requests to record changes
in the International Register under
§87.23 and 7.24, requests to note re-
placement under §7.28, requests for
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transformation under §7.31, and peti-
tions to the Director to review an ac-
tion of the Office’s Madrid Processing
Unit, may be delivered by hand during
the hours the Office is open to receive
correspondence. Madrid-related hand-
delivered correspondence must be de-
livered to the Trademark Assistance
Center, James Madison Building—East
Wing, Concourse Level, 600 Dulany
Street, Alexandria, VA 22314, Atten-
tion: MPU.

(d) Facsimile Transmission Not Per-
mitted. The following documents may
not be sent by facsimile transmission,
and will not be accorded a date of re-
ceipt if sent by facsimile transmission:

(1) International applications under
§7.11;

(2) Subsequent designations under
§7.21;

(3) Responses to notices of irregu-
larity under §7.14;

(4) Requests to record changes of
ownership under §7.23;

(5) Requests to record restrictions of
the holder’s right of disposal, or the re-
lease of such restrictions, under §7.24;
and

(6) Requests for transformation under
§7.31.

(e) Certificate of Mailing or Trans-
mission Procedure Does Not Apply. The
certificate of mailing or transmission
procedure provided in §2.197 does not
apply to the documents specified in
paragraph (d) of this section.

[69 FR 57185, Sept. 24, 2004, as amended at 69
FR 63321, Nov. 1, 2004; 72 FR 18908, Apr. 16,
2007]

§7.5 [Reserved]

§7.6 Schedule of U.S. process fees.

(a) The Office requires the following
process fees:

(1) For certifying an international
application based on a single basic ap-
plication or registration, per class—
$100.00

(2) For certifying an international
application based on more than one
basic application or registration, per
class—$150.00

(3) For transmitting a subsequent
designation under §7.21—$100.00

(4) For transmitting a request to
record an assignment or restriction, or
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release of a restriction, under §7.23 or
§7.24—$100.00

(5) For filing a notice of replacement
under §7.28, per class—$100.00

(6) For filing an affidavit under §71 of
the Act, per class—$100.00

(7) Surcharge for filing an affidavit
under §71 of the Act during the grace
period, per class—$100.00

(b) The fees required in paragraph (a)
of this section must be paid in U.S. dol-
lars at the time of submission of the
requested action. See §2.207 of this
chapter for acceptable forms of pay-
ment and §2.208 of this chapter for pay-
ments using a deposit account estab-
lished in the Office.

§7.7 Payments of fees to International
Bureau.

(@) For documents filed through
TEAS, the following fees may be paid
either directly to the International Bu-
reau or through the Office:

(1) International application fees;

(2) Subsequent designation fees; and

(3) Recording fee for an assignment of
an international registration under
§7.23.

(b) The fees in paragraph (a) of this
section may be paid as follows:

(1)(i) Directly to the International
Bureau by debit to a current account
with the International Bureau. In this
case, an applicant or holder’s submis-
sion to the Office must include the
International Bureau account number;
or

(ii) Directly to the International Bu-
reau using any other acceptable meth-
od of payment. In this case, an appli-
cant or holder’s submission to the Of-
fice must include the International Bu-
reau receipt number for payment of the
fees; or

(2) Through the Office. Fees paid
through the Office must be paid in U.S.
dollars at the time of submission. See
§2.207 of this chapter for acceptable
forms of payment and §2.208 of this
chapter for payments using a deposit
account established in the Office.

(c) All fees for paper filings must be
paid directly to the International Bu-
reau.

(d) The International Bureau fee cal-
culator may be viewed on the Web site
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of the World Intellectual Property Or-
ganization, currently available at:
http://iwww.wipo.int/madrid/en/.

[68 FR 55769, Sept. 26, 2003, as amended at 69
FR 57185, Sept. 24, 2004]

Subpart B—International Applica-
tion Originating From the
United States

§7.11 Requirements for international
application originating from the
United States.

(a) The Office will grant a date of re-
ceipt to an international application
That is either filed through TEAS, or
typed on the official paper form issued
by the International Bureau. The inter-
national application must include all
of the following:

(1) The filing date and serial number
of the basic application and/or the reg-
istration date and registration number
of the basic registration;

(2) The name and entity of the inter-
national applicant that is identical to
the name and entity of the applicant or
registrant in the basic application or
basic registration, and the applicant’s
current address;

(3) A reproduction of the mark that
is the same as the mark in the basic
application and/or registration and
that meets the requirements of §2.52 of
this title.

(i) If the mark in the basic applica-
tion and/or registration is depicted in
black and white and the basic applica-
tion or registration does not include a
color claim, the reproduction of the
mark in the international application
must be black and white.

(i) If the mark in the basic applica-
tion or registration is depicted in black
and white and includes a color claim,
the international application must in-
clude both a black and white reproduc-
tion of the mark and a color reproduc-
tion of the mark.

(iii) If the mark in the basic applica-
tion and/or registration is depicted in
color, the reproduction of the mark in
the international application must be
in color.

(iv) If the international application
is filed on paper, the mark must be no
more than 3.15 inches (8 cm) high by
3.15 inches (8 cm) wide, and must ap-
pear in the box designated by the Inter-

§7.11

national Bureau on the International
Bureau’s official form;

(4) A color claim as set out in §7.12,
if appropriate;

(5) A description of the mark that is
the same as the description of the
mark in the basic application or reg-
istration, as appropriate;

(6) An indication of the type of mark
if the mark in the basic application
and/or registration is a three-dimen-
sional mark, a sound mark, a collective
mark or a certification mark;

(7) A list of the goods and/or services
that is identical to or narrower than
the list of goods and/or services in each
claimed basic application or registra-
tion and classified according to the
Nice Agreement Concerning the Inter-
national Classification of Goods and Serv-
ices for the Purposes of the Registration of
Marks;

(8) A list of the designated Con-
tracting Parties. If the goods and/or
services in the international applica-
tion are not the same for each des-
ignated Contracting Party, the applica-
tion must list the goods and/or services
in the international application that
pertain to each designated Contracting
Party;

(9) The certification fee required by
§7.6;

(10) If the application is filed through
TEAS, the international application
fees for all classes, and the fees for all
designated Contracting Parties identi-
fied in the international application
(see §7.7);

(11) A statement that the applicant is
entitled to file an international appli-
cation in the Office, specifying that ap-
plicant: is a national of the United
States; has a domicile in the United
States; or has a real and effective in-
dustrial or commercial establishment
in the United States. Where an appli-
cant’s address is not in the United
States, the applicant must provide the
address of its U.S. domicile or estab-
lishment; and

(12) If the international application is
filed through TEAS, an e-mail address
for receipt of correspondence from the
Office.
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§7.12

(b) For requirements for
cation, see §7.13.

[68 FR 55769, Sept. 26, 2003, as amended at 69
FR 57185, Sept. 24, 2004; 73 FR 67775, Nov. 17,
2008]

§7.12 Claim of color.

(a) If color is claimed as a feature of
the mark in the basic application and/
or registration, the international appli-
cation must include a statement that
color is claimed as a feature of the
mark and set forth the same name(s) of
the color(s) claimed in the basic appli-
cation and/or registration.

(b) If color is not claimed as a feature
of the mark in the basic application
and/or registration, color may not be
claimed as a feature of the mark in the
international application.

certifi-

§7.13 Certification of international ap-
plication.

(a) When an international application
contains all the elements set forth in
§7.11(a), the Office will certify to the
International Bureau that the informa-
tion contained in the international ap-
plication corresponds to the informa-
tion contained in the basic applica-
tion(s) and/or basic registration(s) at
the time of certification, and will then
forward the international application
to the International Bureau.

(b) When an international application
does not meet the requirements of
§7.11(a), the Office will not certify or
forward the international application.
If the international applicant paid the
international application fees (see §7.7)
through the Office, the Office will re-
fund the international fees. The Office
will not refund the certification fee.

§7.14 Correcting irregularities in
international application.

(a) Response period. Upon receipt of a

notice of irregularities in an inter-
national application from the Inter-
national Bureau, the applicant must

respond to the International Bureau
within the period set forth in the no-
tice.

(b) Classification and Identification of
Goods and Services. Responses to Inter-
national Bureau notices of irregular-
ities in the classification or identifica-
tion of goods or services in an inter-
national application must be submitted
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through the Office for forwarding to
the International Bureau. The Office
will review an applicant’s response to a
notice of irregularities in the identi-
fication of goods or services to ensure
that the response does not identify
goods or services that are broader than
the scope of the goods or services in
the basic application or registration.

(c) Fees. If the International Bureau
notice of irregularities requires the
payment of fees, the fees for correcting
irregularities in the international ap-
plication must be paid directly to the
International Bureau.

(d) Other Irregularities Requiring Re-
sponse from Applicant. Except for re-
sponses to irregularities mentioned in
paragraph (b) of this section and pay-
ment of fees for correcting irregular-
ities mentioned in paragraph (c) of this
section, all other responses may be
submitted through the Office in accord-
ance with §7.14(e), or filed directly at
the International Bureau. The Office
will forward timely responses to the
International Bureau, but will not re-
view the responses or respond to any
irregularities on behalf of the inter-
national applicant.

(e) Procedure for response. To be con-
sidered timely, a response must be re-
ceived by the International Bureau be-
fore the end of the response period set
forth in the International Bureau’s no-
tice. Receipt in the Office does not ful-
fill this requirement. Any response
submitted through the Office for for-
warding to the International Bureau
should be submitted as soon as pos-
sible, but at least one month before the
end of the response period in the Inter-
national Bureau’s notice. The Office
will not process any response received
in the Office after the International
Bureau’s response deadline.

[68 FR 55769, Sept. 26, 2003, as amended at 69
FR 57186, Sept. 24, 2004; 73 FR 67776, Nov. 17,
2008]

Subpart C—Subsequent Designa-
fion Submitted Through the
Office

§7.21 Subsequent designation.

(a) A subsequent designation may be
filed directly with the International

318



U.S. Patent and Trademark Office, Commerce

Bureau, or, if it meets the require-
ments of paragraph (b) of this section,
submitted through the Office.

(b) The Office will grant a date of re-
ceipt to a subsequent designation that
is either filed through TEAS, or typed
on the official paper form issued by the
International Bureau. The subsequent
designation must contain all of the fol-
lowing:

(1) The
number;

(2) The serial number of the U.S. ap-
plication or registration number of the
U.S. registration that formed the basis
of the international registration;

(3) The name and address of the hold-
er of the international registration;

(4) A statement that the holder is en-
titled to file a subsequent designation
in the Office, specifying that holder: Is
a national of the United States; has a
domicile in the United States; or has a
real and effective industrial or com-
mercial establishment in the United
States. Where a holder’s address is not
in the United States, the holder must
provide the address of its U.S. domicile
or establishment;

(5) A list of goods and/or services that
is identical to or narrower than the list
of goods and/or services in the inter-
national registration;

(6) A list of the designated Con-
tracting Parties. If the goods and/or
services in the subsequent designation
are not the same for each designated
Contracting Party, the holder must list
the goods and/or services covered by
the subsequent designation that per-
tain to each designated Contracting
Party;

(7) The U.S. transmittal fee required
by §7.6;

(8) If the subsequent designation is
filed through TEAS, the subsequent
designation fees (see §7.7); and

(9) If the subsequent designation is
filed through TEAS, an e-mail address
for receipt of correspondence from the
Office.

(c) If the subsequent designation is
accorded a date of receipt, the Office
will then forward the subsequent des-
ignation to the International Bureau.

(d) If the subsequent designation fails
to contain all the elements set forth in
paragraph (b) of this section, the Office
will not forward the subsequent des-

international registration

§7.23

ignation to the International Bureau.
The Office will notify the holder of the
reason(s). If the holder paid the subse-
quent designation fees (see §7.7)
through the Office, the Office will re-
fund the subsequent designation fees.
The Office will not refund the trans-
mittal fee.

(e) Correspondence to correct any
irregularities in a subsequent designa-
tion must be made directly with the
International Bureau.

[68 FR 55769, Sept. 26, 2003, as amended at 69
FR 57186, Sept. 24, 2004]

Subpart D—Recording Changes to
International Registration

§7.22 Recording changes to inter-

national registration.

Except as provided in §§7.23 and 7.24,
requests to record changes to an inter-
national registration must be filed
with the International Bureau. If a re-
quest to record an assignment or re-
striction of a holder’s right of disposal
of an international registration or the
release of such a restriction meets the
requirements of §7.23 or 7.24, the Office
will forward the request to the Inter-
national Bureau. Section 10 of the Act
and part 3 of this chapter are not appli-
cable to assignments or restrictions of
international registrations.

§7.23 Requests for recording assign-
ments at the International Bureau.

A request to record an assignment of
an international registration may be
submitted through the Office for for-
warding to the International Bureau
only if the assignee cannot obtain the
assignor’s signature for the request to
record the assignment.

(a) A request to record an assignment
submitted through the Office must in-
clude all of the following:

(1) The international
number;

(2) The name and address of the hold-
er of the international registration;

(3) The name and address of the as-
signee of the international registra-
tion;

(4) A statement that the assignee: Is
a national of the United States; has a
domicile in the United States; or has a
real and effective industrial or com-
mercial establishment in the United

registration
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§7.24

States. Where an assignee’s address is
not in the United States, the assignee
must provide the address of its U.S.
domicile or establishment;

(5) A statement that the assignee
could not obtain the assignor’s signa-
ture for the request to record the as-
signment;

(6) An indication that the assignment
applies to the designation to the
United States;

(7) A statement that the assignment
applies to all the goods and/or services
in the international registration, or if
less, a list of the goods and/or services
in the international registration that
have been assigned that pertain to the
designation to the United States; and

(8) The U.S. transmittal fee required
by §7.6.

(b) If a request to record an assign-
ment contains all the elements set
forth in paragraph (a) of this section,
the Office will forward the request to
the International Bureau. Forwarding
the request to the International Bu-
reau is not a determination by the Of-
fice of the validity of the assignment
or the effect that the assignment has
on the title of the international reg-
istration.

(c) If the request fails to contain all
the elements set forth in paragraph (a)
of this section, the Office will not for-
ward the request to the International
Bureau. The Office will notify the as-
signee(s) of the reason(s). If the as-
signee paid the fees to record the as-
signment (see §7.7) through the Office,
the Office will refund the recording fee.
The Office will not refund the trans-
mittal fee.

(d) Correspondence to correct any
irregularities in a request to record an
assignment must be made directly with
the International Bureau.

[68 FR 55769, Sept. 26, 2003, as amended at 69
FR 57186, Sept. 24, 2004]

§7.24 Requests to record security in-
terest or other restriction of hold-
er’s rights of disposal or release of
such restriction submitted through
the Office.

(a) A party who obtained a security
interest or other restriction of a hold-
er’s right to dispose of an international
registration, or the release of such a
restriction, may submit a request to
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record the restriction or release
through the Office for forwarding to
the International Bureau only if:

(1) The restriction or release:

(i) Is the result of a court order; or

(ii) Is the result of an agreement be-
tween the holder of the international
registration and the party restricting
the holder’s right of disposal, and the
signature of the holder cannot be ob-
tained for the request to record the re-
striction or release;

(2) The party who obtained the re-
striction is a national of, is domiciled
in, or has a real and effective industrial
or commercial establishment in the
United States; and

(3) The restriction or release applies
to the holder’s right to dispose of the
international registration in the
United States.

(b) A request to record a restriction
or the release of a restriction must be
submitted by the party who obtained
the restriction of the holder’s right of
disposal and include all the following:

(1) The international registration
number;

(2) The name and address of the hold-
er of the international registration;

(3) The name and address of the party
who obtained the restriction;

(4) A statement that the party who
submitted the request: Is a national of
the United States; has a domicile in
the United States; or has a real and ef-
fective industrial or commercial estab-
lishment in the United States. Where a
party’s address is not in the United
States, the party must provide the ad-
dress of its U.S. domicile or establish-
ment;

(5) (i) A statement that the restric-
tion is the result of a court order, or

(if) Where the restriction is the re-
sult of an agreement between the hold-
er of the international registration and
the party restricting the holder’s right
of disposal, a statement that the signa-
ture of the holder of the international
registration could not be obtained for
the request to record the restriction or
release of the restriction;

(6) A summary of the main facts con-
cerning the restriction;

(7) An indication that the restriction,
or the release of the restriction, of the
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holder’s right of disposal of the inter-
national registration applies to the
designation to the United States; and

(8) The U.S. transmittal fee required
by §7.6.

(c) If a request to record a restric-
tion, or the release of a restriction,
contains all the elements set forth in
paragraph (b) of this section, the Office
will forward the request to the Inter-
national Bureau. Forwarding the re-
quest to the International Bureau is
not a determination by the Office of
the validity of the restriction, or its re-
lease, or the effect that the restriction
has on the holder’s right to dispose of
the international registration.

(d) If the request fails to contain all
the elements set forth in paragraph (b)
of this section, the Office will not for-
ward the request. The Office will notify
the party who submitted the request of
the reason(s). The Office will not re-
fund the transmittal fee.

(e) Correspondence to correct any
irregularities in a request to record a
restriction of a holder’s right to dis-
pose of an international registration or
the release of such a restriction must
be made directly with the Inter-
national Bureau.

Subpart E—Extension of Protection
to the United States

§7.25 Sections of part 2 applicable to
extension of protection.

(a) Except for §§2.22-2.23, 2.130-2.131,
2,160-2.166, 2.168, 2.173, and 2.181-2.186,
all sections in parts 2, 10, and 11 of this
chapter shall apply to an extension of
protection of an international registra-
tion to the United States, including
sections related to proceedings before
the Trademark Trial and Appeal Board,
unless otherwise stated.

(b) The Office will refer to a request
for an extension of protection to the
United States as an application under
section 66(a) of the Act, and references
to applications and registrations in
part 2 of this chapter include exten-
sions of protection to the United
States.

(c) Upon registration in the United
States under section 69 of the Act, an
extension of protection to the United
States is referred to as a registration,

§7.27

a registered extension of protection, or
a section 66(a) registration.

[68 FR 55769, Sept. 26, 2003, as amended at 69
FR 57186, Sept. 24, 2004; 70 FR 38774, July 6,
2005; 73 FR 47686, Aug. 14, 2008; 73 FR 67776,
Nov. 17, 2008]

§7.26 Filing date of extension of pro-
tection for purposes of examination
in the Office.

(a) If a request for extension of pro-
tection of an international registration
to the United States is made in an
international application and the re-
quest includes a declaration of a bona
fide intention to use the mark in com-
merce as set out in §2.33(e) of this
chapter, the filing date of the exten-
sion of protection to the United States
is the international registration date.

(b) If a request for extension of pro-
tection of an international registration
to the United States is made in a sub-
sequent designation and the request in-
cludes a declaration of a bona fide in-
tention to use the mark in commerce
as set out in §2.33(e), the filing date of
the extension of protection to the
United States is the date that the
International Bureau records the sub-
sequent designation.

§7.27 Priority claim of extension of
protection for purposes of examina-
tion in the Office.

An extension of protection of an
international registration to the
United States is entitled to a claim of
priority under section 67 of the Act if:

(a) The request for extension of pro-
tection contains a claim of priority;

(b) The request for extension of pro-
tection specifies the filing date, serial
number and the country of the applica-
tion that forms the basis for the claim
of priority; and

(c) The date of the international reg-
istration or the date of recording of the
subsequent designation at the Inter-
national Bureau of the request for ex-
tension of protection to the United
States is not later than six months
after the filing date of the application
that forms the basis for the claim of
priority.
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§7.28

§7.28 Replacement of U.S. registration
by registered extension of protec-
tion.

(a) A registered extension of protec-
tion affords the same rights as those
afforded to a previously issued U.S.
registration if:

(1) Both registrations are owned by
the same person and identify the same
mark; and

(2) All the goods and/or services list-
ed in the U.S. registration are also list-
ed in the registered extension of pro-
tection.

(b) The holder of an international
registration with a registered exten-
sion of protection to the United States
that meets the requirements of para-
graph (a) of this section may file a re-
quest to note replacement of the U.S.
registration with the extension of pro-
tection. If the request contains all of
the following, the Office will take note
of the replacement in its automated
records:

(1) The serial number or registration
number of the extension of protection;

(2) The registration number of the re-
placed U.S. registration; and

(3) The fee required by §7.6.

(c) If the request to note replacement
is denied, the Office will notify the
holder of the reason(s) for refusal.

§7.29 Effect of replacement on U.S.
registration.

A U.S. registration that has been re-
placed by a registered extension of pro-
tection under section 74 of the Act and
§7.28 will remain in force, unless can-
celled, expired or surrendered, as long
as:

(a) The owner of the replaced U.S.
registration continues to file affidavits
or declarations of use in commerce or
excusable nonuse under section 8 of the
Act; and

(b) The replaced U.S. registration is
renewed under section 9 of the Act.

§7.30 Effect of cancellation or expira-
tion of international registration.

When the International Bureau noti-
fies the Office of the cancellation or ex-
piration of an international registra-
tion, in whole or in part, the Office
shall cancel, in whole or in part, the
corresponding pending or registered ex-
tension of protection to the United
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States. The date of cancellation of an
extension of protection or relevant
part shall be the date of cancellation or
expiration of the corresponding inter-
national registration or relevant part.

§7.31 Requirements for trans-
formation of an extension of protec-
tion to the United States into a U.S.
application.

If the International Bureau cancels
an international registration in whole
or in part, under Article 6(4) of the Ma-
drid Protocol, the holder of that inter-
national registration may file a re-
quest to transform the corresponding
pending or registered extension of pro-
tection to the United States into an
application under section 1 or 44 of the
Act.

(a) The holder of the international
registration must file a request for
transformation within three months of
the date of cancellation of the inter-
national registration and include:

(1) The serial number or registration
number of the extension of protection
to the United States;

(2) The name and address of the hold-
er of the international registration;

(3) The application filing fee for at
least one class of goods or services re-
quired by §2.6(a)(1) of this chapter; and

(4) An e-mail address for receipt of
correspondence from the Office.

(b) If the request for transformation
contains all the elements set forth in
paragraph (a) of this section, the exten-
sion of protection shall be transformed
into an application under section 1 and/
or 44 of the Act and accorded the same
filing date and the same priority that
was accorded to the extension of pro-
tection.

(c) The application under section 1
and/or 44 of the Act that results from a
transformed extension of protection
will be examined under part 2 of this
chapter.

(d) A request for transformation that
fails to contain all the elements set
forth in paragraph (a) of this section
will not be accepted.

[68 FR 55769, Sept. 26, 2003, as amended at 69
FR 57186, Sept. 24, 2004]

322



U.S. Patent and Trademark Office, Commerce

Subpart F—Affidavit Under Section
71 of the Act for Extension of
Protection to the United
States

§7.36 Affidavit or declaration of use in
commerce or excusable nonuse re-
quired to avoid cancellation of an
extension of protection to the
United States.

(a) Subject to the provisions of sec-
tion 71 of the Act, a registered exten-
sion of protection shall remain in force
for the term of the international reg-
istration upon which it is based unless
the international registration expires
or is cancelled under section 70 of the
Act due to cancellation of the inter-
national registration by the Inter-
national Bureau.

(b) During the following time periods,
the holder of an international registra-
tion must file an affidavit or declara-
tion of use or excusable nonuse, or the
registered extension of protection will
be cancelled under section 71 of the
Act:

(1) On or after the fifth anniversary
and no later than the sixth anniversary
after the date of registration in the
United States; and

(2) Within the six-month period pre-
ceding the end of each ten-year period
after the date of registration in the
United States, or the three-month
grace period immediately following,
with payment of the grace period sur-
charge required by section 71(a)(2)(B) of
the Act and §7.6.

§7.37 Requirements for a complete af-
fidavit or declaration of use in com-
merce or excusable nonuse.

A complete affidavit or declaration
under section 71 of the Act must:

(a) Be filed by the holder of the inter-
national registration within the period
set forth in §7.36(b);

(b) Include a statement that is signed
and verified (sworn to) or supported by
a declaration under §2.20 of this chap-
ter by a person properly authorized to
sign on behalf of the holder, attesting
to the use in commerce or excusable
nonuse of the mark within the period
set forth in section 71 of the Act. The
verified statement must be executed on
or after the beginning of the filing pe-
riod specified in §7.36(b). A person who

§7.37

is properly authorized to sign on behalf
of the holder is:

(1) A person with legal authority to
bind the holder; or

(2) A person with firsthand knowl-
edge of the facts and actual or implied
authority to act on behalf of the hold-
er; or

(3) An attorney as defined in §11.1 of
this chapter who has an actual written
or verbal power of attorney or an im-
plied power of attorney from the hold-
er.

(¢) Include the U.S. registration num-
ber;

(d)(1) Include the fee required by §7.6
for each class of goods or services that
the affidavit or declaration covers;

(2) If the affidavit or declaration is
filed during the grace period under sec-
tion 71(a)(2)(B) of the Act, include the
grace period surcharge per class re-
quired by §7.6;

(3) If at least one fee is submitted for
a multi-class registration, but the
class(es) to which the fee(s) should be
applied are not specified, the Office
will issue a notice requiring either the
submission of additional fee(s) or an in-
dication of the class(es) to which the
original fee(s) should be applied. If the
required fee(s) are not submitted with-
in the time period set out in the Office
action and the class(es) to which the
original fee(s) should be applied are not
specified, the Office will presume that
the fee(s) cover the classes in ascend-
ing order, beginning with the lowest
numbered class;

(e)(1) Specify the goods or services
for which the mark is in use in com-
merce, and/or the goods or services for
which excusable nonuse is claimed
under §7.37(f)(2);

(2) Specify the goods or services
being deleted from the registration, if
the affidavit or declaration covers less
than all the goods or services or less
than all the classes in the registration;

(f)(1) State that the registered mark
is in use in commerce on or in connec-
tion with the goods or services in the
registration; or

(2) If the registered mark is not in
use in commerce on or in connection
with all the goods or services in the
registration, set forth the date when
use of the mark in commerce stopped
and the approximate date when use is
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§7.38

expected to resume and recite facts to
show that nonuse as to those goods or
services is due to special circumstances
that excuse the nonuse and is not due
to an intention to abandon the mark;
and

(9) Include a specimen showing cur-
rent use of the mark for each class of
goods or services, unless excusable non-
use is claimed under §7.37(f)(2). The
specimen must meet the requirements
of §2.56 of this chapter.

[68 FR 55769, Sept. 26, 2003, as amended at 73
FR 47686, Aug. 14, 2008]

§7.38 Notice to holder of extension of
protection.

The registration certificate for an ex-
tension of protection to the United
States includes a notice of the require-
ment for filing the affidavit or declara-
tion of use or excusable nonuse under
section 71 of the Act. However, the affi-
davit or declaration must be filed with-
in the time period required by section
71 of the Act regardless of whether this
notice is received.

§7.39 Acknowledgment of receipt of
affidavit or declaration of use in
commerce or excusable nonuse.

(a) The Office will issue a notice that
states an affidavit or declaration of use
in commerce or excusable nonuse is ac-
ceptable or if the affidavit or declara-
tion is refused, an Office action that
states the reason(s) for refusal.

(b) A response to a refusal under
paragraph (a) of this section must be
filed within six months of the date of
issuance of the Office action, or before
the end of the filing period set forth in
section 71(a) of the Act, whichever is
later. The Office will cancel the exten-
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sion of protection if no response is filed
within this time period.

[68 FR 55769, Sept. 26, 2003, as amended at 73
FR 67776, Nov. 17, 2008]

§7.40 Petition to Director to review re-
fusal.

(a) A response to the examiner’s ini-
tial refusal to accept an affidavit or
declaration is required before filing a
petition to the Director, unless the ex-
aminer directs otherwise. See §7.39(b)
for the deadline for responding to an
examiner’s Office action.

(b) If the examiner maintains the re-
fusal of the affidavit or declaration,
the holder may file a petition to the
Director to review the examiner’s ac-
tion. The petition must be filed within
six months of the date of issuance of
the action maintaining the refusal, or
the Office will cancel the registration.

(c) A decision by the Director is nec-
essary before filing an appeal or com-
mencing a civil action in any court.

[68 FR 55769, Sept. 26, 2003, as amended at 73
FR 67776, Nov. 17, 2008]

Subpart G—Renewal of Inter-
national Registration and Ex-
tension of Protection

§7.41 Renewal of international reg-
istration and extension of protec-
tion.

(a) Any request to renew an inter-
national registration and its extension
of protection to the United States
must be made at the International Bu-
reau in accordance with Article 7 of the
Madrid Protocol.

(b) A request to renew an inter-
national registration or extension of
protection to the United States sub-
mitted through the Office will not be
processed.
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INDEX [I—RULES RELATING TO TRADEMARKS

EDITORIAL NOTE: This listing is provided for information purposes only. It is compiled and
kept up-to-date by the Department of Commerce. This index is updated as of July 1, 2009.

Section
A
Abandonment of application or mark:
During inter partes ProCeeAING .......c.uiuuiiuiin it eaeans 2.135
EXPress abandoOnment.... ... 2.68
For failure to respond or to respond completely to official action... ...2.65(a)
For failure to timely file a statement of USe .........ccociiiiiiiiiiiiiees 2.65(c)
Revival of abandoned appliCation ..........c.ccooiiiiiiiiiiii e 2.66
Acceptance of affidavit UNder SEC. 8. 2.163
Access:
To applications, and all proceedings relating thereto, after publication
(o] g g=To | 1] o = o o] o [N PP 2.27(d)
To applications prior to publication ... 2.27(b)
TO ASSIGNMENT FECONTUS ...ttt ettt e e e e e e eaneas 2.200
To decisions of Director and the Trademark Trial and Appeal
BOAIT ...t 2.27(c)
To materials filed under seal pursuant to a protective order ......... 2.27(e); 2.126(d)
To pending trademark application iINAeX ..........coooiiiiiiiiiiiiiieeeeeene 2.27(a)
Acknowledgment of receipt of affidavit or declaration:
Filed UNEr SEC. 8 ....ueiiiiiiie e 2.163
Filed UNAEer SEC. T1 ... 7.39
ACTE, The, defiNed ... e eaeas 2.2(a)
Action by assignee of record Or OWNET ........c.viuiiiiiiiiiiiiee e 3.71, 3.73
Action by Examiner on appliCation ..o 2.61
Adding party to an INterferenCe ... ..o e 2.98
Address for correspondence with U.S. Patent and Trademark Office................ 2.190
Admissions, request for (discovery):
Motion to determine sufficiency Of reSPONSE ........cvvviiiiiiiiiiiiiiieceeeeenes .120(h)
TMING OF et 2.120(a)
USE OF @0MIESSTON. ...cetiiiie ettt eane 2.120(j)
When to file copy of request with Trademark Trial and Appeal
BOAKd ... e e 2.120(j)(8)
Advertising by attorneys and others, restricted.............coiiiiiiiiiiiiien 10.32
Affidavit or declaration:
Claiming benefits of Act of 1946 under SecC. 12(C) ....cuiuininiininiiiiie e 2.153
Combined SeCS. 8 aNd 15 ....u i 2.168(a)
For incontestability under SeC. 15 ... 2.167
Of use in commerce or excusable nonuse under Sec. 8...........ccccvvvuieeniennnnn. 2.160-166
Of use in commerce or excusable nonuse under sec. 71.........cccccceveviinnnennns 7.36-7.40
Reconsideration of, under sec. 8 .........cccovviiiiiiiiiiineennann. ...2.163(b), 2.165
Reconsideration of, under SEC. 71.......couiiiiiiiiiiiiiii e 7.39(b), 7.40
To avoid cancellation of registration under sec. 8.........cccceveiiiiiiennenennnns 2.160-2.161
To avoid cancellation of registration under sec. 71 ........ccccoeiiiiiiiineiinnenann. 7.36-7.40
Agent. (See Attorneys and other representatives)
Allegations in application or registration not evidence on behalf of ap-
plicant or registrant in inter partes proceeding..........cccovveiiiiiiiinnenenn.. 2.122(b)(2)
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AN | o )V177- U a Tot TN o To) o Lo = o | S0 2.81(b), 2.88
Amendment of application:
ATFEer fiNal CTION ... e 2.64(b)
ATter pUblICAtioN ... 2.35(b), 2.84(b)
Between notice of allowance and statement of USe..........ccoeviiiiiiiiiiiiiiiniinieneanes 2.77
Description or drawing of Mark ... 2.72
FOrm of amendmeEnT..... ..o e 2.74
Involved in inter partes ProCeeaiNgS ......c.ouiuieiiie i eeaees 2.133
TO AIIEOE USE ...ttt ans 2.76
To change to different regiSter ... e ans 2.75
To correct INTOrmMalities. .. ..o e 2.71
To seek concurrent use registration ............coooiiiiiiiiiii e 2.73
Amendment of pleadings in inter partes proceedings:
CaNCEIIATION . ... 2.115
(@] 0] 0T 1] 1 1 [o] o [P PPUP T PPPPRN 2.107
Amendment of registration:
During inter partes ProCeeAINGS .. ....uiuuiiu i e e eaeans 2.133
Requirements for, in general

Amendment TO allege USE .. ... 2.76
Amendments to description or drawing of mark after filing ................... 2.72(b)(1)
Correction of defiCIeNCY TN ... e 2.76(9)
TR (o T ol 1 1T o T PPN 2.6
Filed during final action response Period..........ccoo i 2.64(c)
Minimum requirements for filing ... 2.76(e)
ReqUITEMENTS FOF ..o 2.76(b)
TME FOr FIlING .o e 2.76(a)
Withdrawal Of ... e 2.76(h)

Answer to pleadings in opposition and cancellation proceedings............. 2.106, 2.114
Contents Of ANSWET. ...c.uiuiiii e 2.106(b)(1), 2.114(b)(1)
Corresponds to answer in court proceeding ........ccocoveuiiuiiiiiieniiiieaeeeeeaenns 2.116(c)
CoUNTEIrCIAIM e 2.106(b)(2), 2.114(b)(2)
Failure to timely anSWer........c.iiiii e 2.106(a), 2.114(a)

Answer to notice instituting concurrent use proceeding.........ccccvivuiuieiiniennn. 2.99(d)
FATlUre TO ANSWEN ...ttt et et e e e e e e 2.99(d)(3)
Who needs to answer and When ... ... 2.99(d)(2)

Appeal to Court and CiVIl @aCtION..... ... 2.145
Appeal to Court from decision of DIreCtor..........ccccoviiiiiiiiiiiiiiiiieee e 2.145
Appeal to Court from decision of Trademark Trial and Appeal

BOGID ..o 2.145
Appeal to U.S. Court of Appeals for the Federal Circuit...........ccoceevenennen... 2.145(a)
Civil action ....2.145(c)
Extensions of time to appeal ..........cooiiiiiiiiiii e 2.145(e)
Notice of appeal TO COUNT... ...t ens 2.145(c)(4)
Notice of appeal to U.S. Court of Appeals for the Federal Circuit ............. 2.145(b)
Notice of election by appellee to proceed by civil action after appeal

to U.S. Court of Appeals for the Federal circuit...................ooaes 2.145(c)(3)
Time for appeal or CIVIl aCtioN ... ... e 2.145(d)

Appeal to Trademark Trial and Appeal Board:

Appropriate response to final refusal or second refusal on the same

(o[ o181 0T K- OO P PPN 2.64(a), 2.141
Briefs On appeal ... ... e 2.142(b)
Compliance with reqmrements noton appeal .......cooeiiiiiiiiiie 2.142(c)
Failure of appellant to file brief..........oo 2.142(b)(2)
In multiple class applications ..o e 2.141(b)
Introduction of new evidence after filing of appeal .............cccooiiiiints 2.142(d)
Oral hearing 0N apPPeal..... ... 2.142(e)
Reconsideration of decision on appeal ........c.cooiiiiiiiii e 2.144
Remand to Examiner re new issue prior to deciSion ..........coeoieviiiiiiiinienenaans 2.142(f)
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Reopening of examination of application after decision on appeal ............ 2.142(9)

Time and manner of filing appeal............cooiiiii e, 2.142(a)
Applicant:

[0 =Y o | o 2.24, 2.34(a)(3) and (4)

May be represented by an attorney ..

Signature and oath or declaration ..

Application for registration ...............
Access to pending appliCations ... 2.27
Amendment of. See Amendment of application.
Basis for filing .........
Certification mark ...
Collective mark........
COolOr ClAaIM TN oo 2. 52(b)(1)
CONCUITENT USE ...ttt ettt et et e e r e e enes 2.42,2.73, 2.99
Conflicting marks, co-pending applications for ...
Description of mark ...,
Different classes may be combined ....
Dividing of applications.....................
[ =\ YT g o I g =To (U1 1 =To F PP PPN 2.51
Extension of protection of international registration to United

STATES ..ot e 7.25-7.41
Filing-date requUIremMENTS .. ...t e e ans 2.21
Form of application ... ... 2.32-2.47
For international registration. See International registration, application for
Must be IN ENGLISh ... 2.32(a)
PrinCipal RegISTEr ... e 2.46
Priority claim based on foreign application............ccccocoiiiiiiiininnnn, 2.34(a)(4), 7.27
Prior registrations should be identified ............coooiiiiiiiii 2.36
Requirements for drawings ...........ccccceeeneennen. ...2.52,2.53,2.54
Requirements for written application ............ccoeiiiiiiiiiiiiii e 2.32,2.34
SEIVICE MAFK ..ot 2.43
SIONATUNE OF e 2.32(b), 2.33
Specimens filed with.............

Supplemental Register

Verification Of ... 2.32(b), 2 33
Assignee:

Certificate of registration may be issued O ..........cooiiiiiiiiiiiiiiii e 3.85

New certificate of registration may be issued to.............cooiiiiiiiiiiiiiiinenns 2.171

Not domiciled IN U.S. ... e 3.61

Right to take action when assignment is recorded or proof of assign-

ment has been submitted ... 3.71, 3.73

Assignment of registered marks or marks subject to pending applica-

Lo L TP 3.1-3.85, 7.23
Cover sheet required TO FECONd.......c.iuiiiuiiii e 3.31, 3.41
EffeCt Of reCOrdiNG. .. . ot e e e 3.54
Electronically-filed requests to record............coooviiiiiiiiiiinannans 3.25(c)(1), 3.31(a)(7)
Extension of protection of international registration to U.S., assign-

100 1T 0 1 o ) PP 7.22,7.23
Original documents should not be submitted for recordation.............. 3.25, 3.34(b)
Recording in U.S. Patent and Trademark Office of assignments or

other instruments relating to such marks..........ccccooiiiiiiiiiii e 3.11
Recording of changes to International registrations or applications not

APPHICADIE ... e 7.22
Records open to public inspection............ ...2.200, 2.201(b)
Requirements for recording ..........cocoeveiiiiiiiiiinenenens ...3.25-3.31, 3.41

Assignment of trial dates in inter partes proceedings ...........cccevevenennne. 2.120(a), 2.121
Consolidated ProCeEAINGS. ... . vt e e e e eaeas 2.121(b)(2)
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(7018 1 8} 1=1 o7 F- T 1o o 1P 2.121(b)(2)
DISCOVEIY PEIIOU .. .eeiiiite ettt eaas 2.120(a)
Extending, Rescheduling...........cooooiiiiiiiien 2.120(a), 2.121(a)(1), (c) (d)
BLIC=TS T ToT 0 YA ¢ T= T L PPt
Trial order mailed with notice of Institution..............c.ooiiiiiiiiien, 2. 120(a)
Attorney conflict of INterest...... ..o 2.61(c), 10.61-10.68
Attorneys and other representatives...................... 2.11, 2.17-2.19, 2.119(d), 10.1-10.170
Authentication of copies of registrations and records............c..ccoceveeennenn. 2.200(a)(2)
B
Basis for filing an application ....... ... 2.34,2.35
Bona fide intention to use ....... 2.34(a)(2)(i), 2.34(@)(3)(i), 2.34(a)(4)(i), 2.89(a)(3), (b)(3)
Briefs:
At final hearing in iNter PArtes CASE .........cuuiiiiiiiiii e 2.128
Failure of appellant to file brief on appeal ..............cc.coian. ...2.142(b)(1)
Failure of inter partes plaintiff to file brief at final hearing... ...2.128(a)(3)
Failure to file brief on inter partes MOtIoN ..........cooiiiiiiiiiii e, 2.127(a)
On appeal to Trademark Trial and Appeal Board.............c.ccoveveiiiieiennenne. 2.142(b)
ON MOtIioNS 1N INter PArteS CASES ....cuiu i e e eaaeeenns 2.127(a), (e)(1)
ON Petitions O DIrECTON ....cuuiiiiei e 2.146(c), (e)
Burden of proof in an interference ........ ... 2.96
Business with U.S. Patent and Trademark Office to be conducted with
deCOrUM aNd COUTTESY ...uieiii ittt et e e e e e ee e 2.192
Business with U.S. Patent and Trademark Office transacted in writ-
(1 g Lo [ PO P PP PPN 2.191
C

Cancellation of registrations (See also International Registration, cancellation
of):

By cancellation proceeding—pleadings and procedure ............cccoveveienieieninnenns 2.111
(See also Petition for Cancellation) ....... ..o
BY FeQUSTranT .. ..o e 2.134, 2.172
For failure to file affidavit or declaration of use under sec. 8................ 2.160-2.166
For failure to file affidavit or declaration of use under sec. 71 ................. 7.36-7.40
During cancellation proCeeding.........ocu i aeas 2.134(b)
Cases not specifically defined in rules, petition to the Director ............... 2.146(a)(4)
Certificate of correction of registration..........c.cocoiiiiiiiiiiiii i 2.174, 2.175
Certificate of mailing by first class mail..............ooii 2.197
Certificate of registration
As evidence in inter partes proceeding ........c.ccoveveieuieniiniineieeanen. 2.122(b), (d) (e)
L0 ] 5 1 = 1 5= PP
In Registered extension of protection of international registration to
UNITEd STATES .....oeiiii e 7.28
Issuance of new certificate t0 asSIgNEe...... ..o e 2.171
When and how iSSUEd ..........c.iiiiiiiiiiiii e 2.81, 2.82, 2.151
Certificate of tranSmMISSION ..ot 2.197
Certification MarkK....... ..o 2.45, 2. 56(a)(5)
Certification of international application ..o
Certified copies of registrations and reCords .........coouviiiiiiiiiiiieiieieee e eeeaens 2.201
Citizenship of appliCant ... e 2.32(a)(3)
Civil action:
From decisSion Of DIFECTOr ... ...cuiuiiiiiii e 2.145(c)
From decision of Trademark Trial and Appeal Board .........c..ccocveuveniennenne. 2.145(c)
Notice of election by appellee to proceed by civil action after appeal
to U.S. Court of Appeals for the Federal Circuit .................cocoeienent. 2.145(c)(3)
Notice to Trademark Trial and Appeal Board of election to commence
civil action for review of Board deciSion ...........cc.coivuiiiiiiiiiiiiniienens 2.145(c)(4)
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Suspension of action in application pending OUtCOME .........ccccvvviiiiviieiniiieeanns 2.67
Suspension of inter partes proceedings pending oUtCOMe .........c.ocoveuvinieniennenne. 2.117

Time for commencing civil action from decision of Director or Trade-
mark Trial and Appeal Board........c.ooovuiiiiiiiiiiii e 2.145(d)
Waiver of right to proceed by civil action in ex parte case ..................... 2.145(c)(2)
Civil Procedure, Federal Rules of, applied to inter partes proceedings ......... 2.116(a),
2.120(a)

Claim of benefits of Act of 1946 for marks registered under prior

AACTES et e e aas 2.153-2.156

Classification of goods and SEINVICES .......c.iiiiuiiiiiiiie e 2.85
Application limited to single class ..........ccoooiviiiiiiiinn. ...2.86(a)
Combined appliCatioNS .......c.iiii e 2.86(b)
Schedules Of ClaSsSES......c..oiiiii e 6.1-6.4

Code of Professional Responsibility ... 10.20-10.112

COlIECTIVE MATK ..ot 2.44, 2.56(a)(3)

Color claim:

In application for registration in United States..............ccccooeiviiininennen. 2.52(b)(1)
In application for international registration ................c.ooiiiiiinane. 7.11(a)(4), 7.12

Combined apPlICATIONS ..... ot e e 2.86

Combined inter partes proceedings:

[0F=TaTot=] | F=1 o Lo o [ PP PPN 2.112(b)
(@] 0] oT0 5] 1 o o] o KPP 2.104(b)

Commencement of cancellation ... 2.111(a)

Commencement Of OPPOSITION ...c..iuiiiiiiii e 2.101(a)

Communication with attorney or other representative...........cocoeevvivieiinenenennn. 2.18

Complaints against U.S. Patent and Trademark Office employees... ...2.192

Compliance of applicant with other laws ..........c..coiiiiiiiiii e 2.69

Compliance with discovery order of Trademark Trial and Appeal

BOAIT ...eiei e 2.120(g)
Compulsory counterclaim ..o 2.106(b)(2)(1), 2.114(b)(2)(i)
Concurrent USe regiStrationN. ... ... 2.42, 2.99

AMENAMENT TO SEEK ....viii 2.73, 2.75(c)
Answer to notice of concurrent use proceeding, by whom and

ALY 0 =T o 2.99(d)
APPHICAtIoON reqUITEMENTS ... et e e e eaaans 2.42
Based upon court determinNation ........cc.euiiiiiiii e e aeaas 2.99(f)
Burden of proving entitlement 0 ...... .o 2.99(e)
Consideration and determination by Trademark Trial and Appeal

BOAId ... 2.99(h), 2.133(c)
Examination by EXaminer.......cc.oiiiiiii e 2.99(a), (b)
Intent-to-use applications, when subject to...........cooiiiiiiiiiiininnane. 2.73(b). 2.99(g)
Mark must first be published for opposition PUrPOSES .......ccuvvivviieieniiienannns 2.99(b)
Notice of concurrent use ProCeediNg........ocovuiiiiiiiiiuiiiiii e eeeeeaeenes 2.99(c), (d)
Registrations and applications to register on Supplemental Register

and registrations under Act of 1920 not subject tO.........cccoeiviiiiiiiineinnens 2.99(g)
Request to divide application during concurrent use proceeding... ....2.87(c)(1)

Conduct Of PractitioNers ... ... 10.20-10.170

Conference, pre-trial, in inter Partes CaseS......ccccvviiiiiiieiiiiiieeieeieieeeeneenas 2.120(i)(2)

Conference, telephone, in inter Partes CasesS .........ocviuiiiieiiiiiiiiiii e 2.120(1)(1)

Confidential Matters.......ooiiiiiiii e 2.27(e), 2.125(e), 2.126(d)

Conflict of Interest, attOrNEY .......c.ouiiiiiii e 2.61(c), 10.61-10.68

Conflicting marks, co-pending applications for..........ccccocoiiiiiiiiiiineieeenes 2.83, 2.91

Consent of applicant or authorized representative to withdrawal of oppo-

LY o Lo T g T= ¥ i = = 1 1)Y= N 2.106(c)
Consent of opposer to abandonment of application or mark ..................oiie 2.135
Consent of petitioner to surrender or voluntary cancellation of registra-

L Lo o OO P RPN 2.134
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Consent of registrant or authorized representative to withdrawal of can-

cellation after ANSWEN ... ... 2.114(c)

Consolidated inter partes proceedings:
Filing consolidated petition to cancel.............cooiiiiiiiiiiiiiii e 2.112(b)
Filing consolidated OpPOSITION .......ciuiiiii e 2.104(b)
Times for filing briefs...... e 2.128(a)(2)
Times for taking teStIMONY ... ... 2.121(b)(2)
Constructive use, entry of judgment subject to establishment of in inter

[oF= T (el o] eTol=T=T o I o To - SR PP PPPPPPN 2.129(d)
Contested Or INTEr PArteS CASES ......cuiiuiiuiiniii i 2.116 et seq.
Copies of registrations and reCOraS.........iuviiuiiiiiiiie e enes 2.6, 2.201
Correction of informalities by amendment.............coooiiiiiiiiii e 2.71
Correction of mistake in certificate of registration:

Mistake by U.S. Patent and Trademark Office...........c.ccooiiiiiiiiiiiinn, 2.174

Mistake DY regiStrant.........c.ouiiii e 2.175

Mistake in international regiStration............cooiiiiiiiiii e 7.22
Correspondence, addresSses TOI ... 2.190, 7.4
Correspondence, with whom held ...................... s 2.18, 2.24, 2.119(d)
Counterclaim in opposition and cancellation........................... 2.106(b)(2), 2.114(b)(2)
Court determination as basis for concurrent use registration ........................ 2.99(f)
Courtesy and decorum in dealing with U.S. Patent and Trademark Of-

T ettt 2.192
Court of Appeals for the Federal Circuit, U.S., appeal to...........c..cooeiiiiiiiiiannn. 2.145
D

Date of first use and first use in commerce:
AMENAMENT OF ..o et aas 2.71(c)
Required in amendment to allege USe .......coveiiiiiiiiiiiiiiieeeeeans 2.76(b)(2), (c)
Required in statement Of USEe ... ..o 2.88(b)(2), (c)
Required in use applications under sec. 1(@).......cocoveveveiiinenennns 2.34(a)(2)(i) and (ii)
Date of use allegation in application or registration not evidence on be-

half of applicant or registrant in inter partes case..........cccoceeveenennenn.. 2.122(b)(2)
Declaration in lieu of oath or verification ... 2.20
Declaration of INterferenCe ... ... 2.91
Default judgment for failure to offer evidence in inter partes pro-

[T o 0V P 2.132(a)
Delay in responding to official action ... 2.66
Deposit accounts for paying fEES ... 2.208
Depositions, discovery, in inter partes cases:

[ 0] g =Ty o Lol o T o Y 2.120(b)
Foreign party or representative ....2.120(c)
Motion to compel atteNdaNCE .......ovuiiiiii e 2.120(e)
[\ o] ] o =1 o 1Y PP 2.120(b)
B L 2 L= 0 Tl o= 12T PN 2.120(a)
U S O e et a e aas 2.120(j)
When to file with Trademark Trial and Appeal Board..............cccceeneneene. 2.120(j)(8)
Depositions, discovery or trial testimony, upon written questions................... 2.124
Depositions, trial TeSTIMONY ... ..ot e e eeanes 2.123
Before Whom taken ... .. ... e 2.123(d)
Certification and filiNg ..o e 2.123(f)
Corresponds to the trial in court proceedings .........c..ociveiiiiiiiiiiiiniiiiiieaaens 2.116(e)
Effect of errors and irregularities ....2.123(j)
EXamination Of WITNESSES ... ...t ane 2.123(e)
Filing and service of testimony tranSCript.........cccoviiiiiiiiiiiii s 2.125
FOrm Of dePOSITIONS . ... oue et e e 2.123(9)
INnspection Of depPOSITIONS .......iviiiiie e e eaas 2.27(d), 2.123(i)
Manner Of TaKING ... oo e 2.123(a)
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Y 0 £ o o = 1 = o PP 2.123(h)
Notice of taking ....2.123(c)
Protective order relating to transcript or exhibits ............c..coooiiiinen. 2.125(e)
Raising of objections ...2.123(e), (), (k)
SEIPUIALIONS CONCEINING ...euiiiiiiii et e 2.123(b)
Taken in foreign COUNTIY ... e 2.123(a)(2)
B0 a1 T gL T PP 2.121
Description of mark in application ..o 2.37, 2.52(b)(5)
AMENAMENT B0 ...ttt e et e et e e et et e e e e e n e enans 2.72
Designation of representative by foreign applicant, registrant, or party:
APPIICATION. .. 2.24
YAty o [ a0 01T o ) S PP PP 3.61
IN iNter Partes ProCEEAING . .uuuiu it r e e eeneaenns 2.119(d)
Diligence, requirement fOr ..ot 2.66(a)(2), 2.146(i)
Director of United States Patent and Trademark Office:
May suspend certain rules ..........ccccoooiiiiiiiiiiii 2.146(a)(5), 2.148
PeTITION O et ettt 2.146
Disciplinary ProCeedingsS........cu it 10.130-10.170
Disclaimer:
DUFING INTEE PAITES CASES . ..uueuininiitee ettt et e et e e e e e e n e eenaenenns 2.133
In part, of registered Mark ... e 2.173
Disclosures:
EXPErt diSCIOSUIES ...t 2.120(a)(2)
Failure T0 Make ... c..oiii e 2.120(e)
Filing WIth BOArd ......ccoeiiiiiiii et eae e 2.120(j)(5), (8)
INITIAl AISCIOSUIES ... e 2.120(a)(2), (3)
MOTION TO COMPEL ... e 2.120(e)
PrOteCTIVE OFUEE ...eieinii ettt e 2.120(f)
S7= T g (o1 d To] o 1 S OO PPPPRN 2.120(9)(2)
Discovery depositions. See Depositions, discovery, in inter partes cases.
DiSCOVEINY PrOCEAUIE ....eeineiee ettt ettt et et e et e e e e e e e e e n e enaeaenns 2.120
Automatic disclosure and discovery provisions of Federal Rules of
Civil Procedure applicable........ ... 2.120(a)
DiSCOVEIY CONTEIENCE . ettt et e e e e e e eaeaens 2.120(a)
Discovery deposition of domestiC Party ........c.cooiiiiiiiiiiii s 2.120(b)
Discovery deposition of foreign Party......ccocoveieiiiiii i 2.120(c)
Discovery provisions of Federal Rules of Civil Procedure apply except
as Otherwise Provided .........oo.iuiiiiiii e 2.120(a)
Failure to comply with discovery order of Trademark Trial and Appeal
[0 = U o S 2.120(g)
[ H) (=T g geTo T o] o =T PPN 2.120(d)(2)
Motion for order to compel diSCOVery........covvviiiiiiiiiiiiiiiieenn, 2.120(d)(2), 2.120(e)
Motion fOr @ ProteCtiVe OFdEer .. ... . e 2.120(f)
Place of production of documents and thingsS...........cccoeveiviiiieieiiiennenenn.. 2.120(d)(2)
Pre-trial CONTErEeNCE ... ..o 2.120(i)(2)
Proceeding suspended pending decision on motion to compel................ 2.120(e)(2)
Request fOr admMiSSIONS. ... .. e e e 2.120(h)
Sanctions for failure to comply with discovery order of Trademark
Trial and Appeal BOard ... 2.120(9)
TelephonNe CONTEIENCE ....cuie e e enas 2.120(i)(1)
THME FOIr AiSCOVEIY ... e ee e 2.120(a)
Use of discovery deposition, answer to interrogatory, or admission .......... 2.120(j)
When to file discovery materials with Trademark Trial and Appeal
0 = Lo S 2.120(j)(8)
Dismissal:
For failure to file brief on appeal to Trademark Trial and Appeal
BOAKA ..ot aeas 2.142(b)(1)
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For failure to take testimony or offer other evidence in inter partes

(o= L] PSPPI 2.132
Distinctiveness under sec. 2(f), proof of ... 2.41
Dividing an appliCationN ..o 2.87
Dividing @ regiStration ... ..o 2.171(b)
Domestic representative of foreign applicant, registrant, or party:
AN o] o] I Tor=\ d o] o [ PPN 2.24, 2.37
FANSS] To [ 10 0 T=1 o | SR PP 3.61
IN inter partes ProCeediNG .......c.uiuniiiiii e 2.119(d)

Domicile Of appliCaNnT ... ..o 2.32(a)(3)

[T = (V] o o PP 2.51-2.54
AMEeNdMENT TO MEATK TN ..o e 2.72
(0] Lo o 1 o P 2.52(b)(1))
Drawings FEOUITEA .. c..iuniiieie e et e e et e e e e e e e e aeaas 2.51
Electronically-filed...... ... 2.52(c), 2.53
L= 61T PPN Paper
Requirements fOr drawWing ........coieiiiiiii e 2.52-2.54
Standard character draWing ........coeoiiii e eeans 2.52(a)
Typed drawing. See Standard character drawing

Duplicate registrations, Office does not issue(pt<2.48

Duration of registration:
Cancellation for failure to file affidavit or declaration of use under sec.

PSRN 2.160
Cancellation for failure to file affidavit or declaration of use under sec.

74 PP 7.36
RENEWAL . ... 2.181-2.186, 7.41
Term of original registrations and renewals ...............ccoiiiiiiiiiciie, 2.181

E

Electronic filing with Trademark Trial and Appeal Board ..............c..cccceeuee 2.126(d)
Emergencies or interruptions in United States Postal Service..................... 2.195(e)
CENTILY, defiNEA. .. e 2.2(b)

Entry of judgment, in inter partes proceeding, subject to establishment
OF CONSTIUCTIVE USE . euiniiiiit ettt e et e e e e e eeanens 2.129(d)
Evidence in ex parte appeal after notice of appeal ..., 2.142(d)
Evidence in inter partes proCeeding .......covuieuveiiiiiiie e eeaa 2.122-2.125
Affidavits, stipulated testimony, and stipulated facts..............c...ccooeieenee. 2.123(b)
Allegations of use and specimens in applications and registrations ...... 2.122(b)(2)
DiSCOVEIY FESPOMNSES ..uenenittienetea et e et ettt et e ea e e e e e e e e ea e e an e eaaaaenanens 2.120(j)
Exhibits attached to pleadingsS .......c.vuiiiiiiiiii e 2.122(c)

Files of applications or registrations which are subject matter of pro-

Lo Yo 1 Vo S 2.122(b)(2)
OFFICHIAL FECONAS .. et eeas 2.122(e)
Printed pUbliCAtioNS ... oo 2.122(e)
Registration owned by any party to proceeding.. ...2.122(d)(2)
Registration pleaded by opposer or petitioner ...........cccoeeviiiiiieiiiiinnennn.. 2.122(d)(2)
RUIES OF @VIAENCE ... e aeas 2.122(a)
Testimony from other proceedings between parties ..........ccoceeviieiviienenennn. 2.122(f)
Testimony upon oral examiNatioN..... ... eeas 2.123
Testimony UupoN WIitten QUESTIONS ......iuiiiiiiiiiee e e eaeaens 2.124

Evidence Of diSTINCTIVENESS ...t e e e 2.41
Examination of appliCations ......cc.iuiiiieiiiii e 2.61
Examination of witnesses in inter partes proceeding.......c.ccoveiuiiiiiiniiinnennn.. 2.123(e)
Examiner’s appearance at ex parte appeal oral hearing.............cc.coeevennn. 2.142(e)(2)
Examiner’s brief on appeal ... 2.142(b)
Examiner’s jurisdiction over an application..........cccooiiiiiiiii i 2.84
Exhibits attached to pleadings as evidencCe ..o 2.122(c)
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Forwarded to defendant by Trademark Trial and Appeal Board ........... 2.105, 2.113
Exhibits, testimony, filing and service of ... 2.125
Ex parte appeal. (See Appeal to Trademark Trial and Appeal Board)

Ex parte matter disclosed but not tried in inter partes case .........c..ccoceeuveenennenee. 2.131
Express abandonment of application or mark:

During examination ProCEAUN . .....c.u i et e e eeaeenes 2.68

During inter partes proceeding
“Express Mail’’ procedure for filing of papers and fees............cocoiiiiiiiiiinnn... 2.198
Express surrender or cancellation of registration:

During inter partes ProCeeAiNG .......c..iuuiiuiiii it eaenns 2.134

ReQUITEMENTS FOF ... 2.172
Extension of protection of international registration to United

STATES ..oiniii e 7.25-7.41

Affidavit of continued use or excusable nonuse required after registra-

L0 o ) o T PPN 7.36-7.40
ASSIONIMENT OF oo ettt e e ans 7.23
Basis for registration ............ ...2.34(a)(5), 2.35(a)
Certificate of registration ...2.151, 7.28
DefiNitioNs Of TEIMS. ..o e 7.1
Effect of cancellation or expiration of international registration................... 7.30
FRlING date. .. ..o et 7.26
Not registrable on Supplemental Register ..............coociviiiiiiiiinnann. 2.47(c), 2.75(c)
Part 2 rules applicable ... 7.25(a)
Part 3 rules do NOT A@pPlY . e e e 7.22
Priority CLaim ... e 7.27
RENEWAL ... 7.41
Registered extension of protection cannot be amended under Section 7

OF TNE AT e e 7.25(a)
Replacement of U.S. registration by ............

Trademark Rules of Practice applicable to..

Transformation to U.S. application...............cooooiiiiiiiiiiinnnne, 2.195(d)(5), 7 31
Extension of time for discovery and testimony ................... 2.120(a), 2.121(a), (c), (d)
Extension of time for filing opposSition...... ... 2.102
Extension of time for filing statement of USe ..........coociiiiiiiiiiiiiiiii e 2.89

Fee for filing request fOr.... ... 2.6

Good cause showing, when necessary.........coooivuiiiiiiiiiiiiniiiieeee, 2.89(b)(4), (d)

Request filed with statement of USe............oouiiiiiiiiiiiii e 2.89(e)

F
Facsimile transmission, certificate of..............ccoooiiiiii 2.197, 7.4(e)
Facsimile transmission of certain correspondence to U.S. Patent and

Trademark OffiCe ...cuiiiiiii s 2.195(a)(3), (c), (d), 7.4(d)
Facsimiles as specimens .
Failure by appellant to file brief on ex parte appeal .........c..cocovvviiiiininnn. 2.142(b)(1)
Failure by Plaintiff to file brief at final hearing in inter partes pro-

[ =T o 1o Vo P 2.128(a)(3)
Failure to answer OPPOSIEION ... ...t e s 2.106(a)
Failure to answer petition for cancellation .... ....2.114(a)
Failure to comply With diSCOVErY Order ..o 2.120(9)
Failure to comply with order relating to confidential testimony or ex-

NIDIES e 2.125(e)
Failure to file affidavit of use under sec. 8 or renewal application for reg-

istration in inter partes ProCeeding .........coeu i eeeaeas 2.134(b)
Failure to file brief on MoOtioN... ... e 2.127(a)
Failure to offer evidence other than U.S. Patent and Trademark Office

=T o7 o S 2.132(b)
Failure to respond to official action ... 2.65
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Failure to take testimony or offer other evidence ...........ccoceeiviiiiiiiiiiinenenens 2.132(a)
Failure to timely file a statement Oof USe..........ooiiiiiiiiiiiii e 2.88(h)
Fax transmission, certificate Of ... 2.197
Fax transmission of certain correspondence to U.S. Patent and Trade-

MArK OffICe. ... e 2.195(a)(3), (c), (d)
Federal Rules of Civil Procedure..........c..oooioiiiiiiiiiiiieieeeene 2.116(a), 2.122(a)
Federal RUles Of EVIAENCE ... 2.122(a)
Fees and Charges. ... 2.6, 2.206-2.209, 7.6, 7.7

For filing an application.........c.oouiiiiiiiiii e 2.6(a)(1)
For TEAS Plus application..........cccooiiiiiiiiiiiiiiiiiiieneeeans 2.6(a)(1)(iii), 2.21, 2.22
Payable to International BUIr@aU ............c.iuiiiiiiiiiiii e 7.7
Fees, insufficient amount submitted:
FOr appPliCation ..o.eeii e 2.21(a)(5)
For petition for cancellation ...........coooiiiiiiiiiii e 2.111(c)
FOr ex parte appeal.... ..o 2.141(b)
[ elo T o] o] o Te 1T | Lo o [ PP 2.101(d)
For renewal application ...... ... 2.183(b) and (f)
Fees, payment Of ... 2.6, 2.206-2.207, 7.6, 7.79
To International BUF AU ...........c.iiiiiiiiii e 7.7
Filing an amendment to allege USEe ..o 2.76
Filing an extension of protection under 66(a) ........cc.coeeviiuiiiiiiiieiieiieeaenns 2.34(a)(5)
Filing @n OPPOSITION. ... et 2.101
Filing and service of trial testimonNy ...........ccooiiiiiiiii e 2.125
FiliNg DY CD ROM ..ttt e e 2.126(b)
Filing date, effective, after amendment of sec. I(b) application to Supple-

MENTAL REGISTEN ...eeiiititi e e eaas 2.75(b)
Filing date of application ...........c.iiuiiiiiiii e 2.21,7.26
Filing of confidential papers ..o 2.125(e), 2.126(d)
Filing of papers electronically ... 2.126(c)
Filing of papers and fees by Express Mail..........ocoiiiiiiiiiiiiea 2.198
Filing petition for cancellation ....... ... e 2.111
Filing requests for extensions of time for filing statementof use...................... 2.89
Filing statement of use after notice of allowance................cc.cooiiiiiiiiiiinnnns 2.88
Filing SUDSTITUTE SPECIMENS ... iuiiii e 2.59
Final refusal of application..........oooiiiiiii s 2.64(a)

Filing amendment to allege use during final action response pe-
[ Lo Lo PP PPN 2.64(c)
ReCONSIAeration Of ... ... e 2.64(a)
Final hearing, briefs at (inter partes proceeding) .......c..ccoeoviiiiiiiiiiiiiiiiieeaeenns 2.128
Foreign applicant, registrant, or party, designation of domestic rep-

resSeNtatiVe . ... 2.24,2.37, 2.119(d), 3.61
Foreign application, priority claim based on ..........c..ccooiiiiiiiiininn. 2.34()(4), 7.27
Foreign registration:

Application based on, under SeC. 44 .........c.iiiiiiiiiiiii i 2.34(a)(3), 2.47(b)
COPY OF e 2.34(a)(2)
Necessary before publication.............coiiiiiiiiiiiiii e 2.34(a)(3)(ii)
Form of amendment to application............ooooiiiiiiiiiiii e 2.74
Form of submissions t0 TTAB .. ..o 2.126
G
General information and correspondence..............ccuvveiiiiiiiiiiiiiiieeenss 2.190-2.198, 7.4
Goods and/or services identification of:
AddItions NOt PErMITEEd ..o e 2.71(a)
AN 3 1= o o [ a'a =T o oo ) S 2.71(a)
Amendment of, filed with statement of USe...........cooiiiiiiiiiiiiees 2.88(i)
In affidavit or declaration filed under sec. 8 ....2.161(e)
In affidavit or declaration filed under sec. 71........cciiiiiiiiiiiiiiieeeens 7.37(e)
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In international application..........coouiiiiiiii s 7.11(a)(7)
IN written appliCation ... . ... 2.32(a)(6)
Multiple goods or services comprised in single class or multiple class-
=S 2.32(a)(6), 2.34(a)(1)(v), 2.86
Required in amendment to allege use ...........cooiiiiiiiiiiiiiiiiiiiiee, 2.76(b)(1), (c)
Required in request for extension of time to file statement of use ....2.89(a)(3), (f)
Required in statement Of USE........ocoviiiiiiiiiiiiii e 2.88(b)(1), (c), (i)
Good cause, showing necessary for extension of time to file statement of
L8 L= PSPPSR 2.89(b)(4), (d)
H
Hearing, oral:
At final hearing in inter partes proceeding .........ccoouviiiuiiiiiiiiiiiiieiee s 2.129
On appeal to Trademark Trial and Appeal Board.... ....2.142(e)
On motion in inter partes ProCeediNgsS ........vuuveuiiiiiiiiiiee e 2.127(a)
ON PetitioN 10 DIFECEON ...t et e e e e 2.146(f)
I

Identification of goods and/or services. (See Goods and/or services identification
of)
Identification of pending application or registered mark in correspond-

[T T 2.194
Identification of prior regiStratioNS....... ... 2.36
Incontestability of right to use mark:

AFFIAAVIT UNAEr SEC. 15. ... et 2.167
Freedom from interference proceeding ...2.91(b)
Informalities, amendment 0 COITECT...........ooiiiiiiiiiiii e 2.71
Intent-to-use applications under sec. 1(b):
Abandonment for failure to timely file a statement of use ............c..cccceuenee 2.65(c)
AMeNdmENT t0 Allege USE ........ i 2.76
Amendments between notice of allowance and statement of use..................... 2.77
Basis for filing application ... 2.34, 2.37
Bona fide intention to use mark in commerce necessary..... ...2.34(8)(2) (1)
Certification MArK ... e 2.45
COIIECTIVE MAFK ..ot 2.44
[0 T AV o [T o o PPN 2.87
Drawing reqUITEd .........oouiiiiiiiiee e ...2.32(c), 2.51
Extensions of time for filing statement of USe.........c..ccoeiiiiiiiiiiiiiia 2.89
Filing-date reqUITEMENTS .. ..iuiii e e e e e e e e e e eaaans 2.21
NOTICE OF AIIOWANCE ... .. 2.81(b)
Requirements for written application ............cocooiiiiiiiiiinens 2.32, 2.34(a)(2)
Revival of application abandoned for failure to timely file a statement
OF U et e 2.66
Specimens filed with amendment to allege use or statement of
U LTS 2.56, 2.76, 2.88
StAteMENT OF USE .ooeiiiei e 2.88
When eligible for concurrent USe............coooiiiiiiiiiiiiiiiieeee 2.73(b), 2.99(9)
When eligible for amendment to Supplemental Register ................. 2.47(c), 2.75(c)
Interlocutory motions, inter partes proceeding .........ccccuveuiireuieiniiiieeeeeeeenaennes 2.127
[ Ha) =T (=T =] Lo =Y 2.91-2.93, 2.96, 2.98
Adding Party 10 INTErfereNCe . ..ou i eeans 2.98
BUrden Of Proof. ... ..o 2.96
Conflicting marks, co-pending applications for ............ccocoviiiiiiiiiiniiieen, 2.83
Declaration of iNterferenCe ..o 2.91
Declared only on petition to Director..............ccccceeienens ...2.91(a)
INStItution Of INTErfErenCe .......c.oouiiiiii e 2.93
ISSUE .o e 2.96
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Marks must otherwise be deemed registrable ..........cc.coiiiiiiiiiiicic e 2.92
Notice Of INTErfErenNCe ......ceii e 2.93
Preliminary to iNterferencCe ... ... e 2.92
Registrations and applications on the Supplemental Register, registra-
tions under the Act of 1920, and registrations of incontestable
marks not subject to iNterference.........c..cooeoiiiiiiiiiiiii s 2.91(b)
Request to divide application during interference...........c..coocoociviiiiennn. 2.87(c)(1)
International appliCation ........ooii i 7.11-7.14
Address for mailing PAPEr ....c.oeiiii i 2.190(a), 7.4(b)
Cannot be filed by faX.......coooiiiii ...2.195(d)(5), 7.4(d)
Certificate of mailing or transmission does not apply ...... ...2.197(a)(2)
(07T o ox=1 o o] o 1N o ) PP 7.13
Claim OF COIOF TN ettt et e e e e 7.12
Correspondence, reCeipt Of . ... e 7.4
DefiNITIONS Of TOIMIS. ... ettt e e eea e 7.1
Feesfor.....ccooceeeiiiians ...7.6,7.7
Hand delivery Of . ... e 7.4(c)
Irregularities N ... 2.195(d)(5), 7.4(b)(2), 7.14
Must be filed through TEAS or on International Bureau’s form................. 7.11(a)
MUSEt be 1N ENGLiSh ... e 7.3
[ d=To |8 T =T o g 1T o 1 KT o] S 7.11
SubseqUENT deSIGNATION. ... . it 7.21
International Bureau ........ 7.1, 7.11, 7.13, 7.14, 7.21, 7.22, 7.23, 7.24, 7.26, 7.27, 7.30, 7.31,
7.36, 7.41
Payment Of TEES B0 . ..u i 7.7
International register, recording changes in. See also International reg-
(153§ =1 o o] o PP 7.22-7.24
International regisStration ... e 7.1-7.41
Application for. See International application.
ASSIGNIMENT OF Lo e 7.23
Cancellation Of ... e 7.30, 7.31
Correspondence must be in ENglish ... 7.3
DefiNITiONS Of TEITNS ..ot eans 7.1

Extension of protection to United States. See Extension of protection of inter-
national registration to United States

PO Y Claim Lo et 7.27
Recording changes in ....2.195(d)(5), 7.22-7.24
RENEWA OF ..o ettt aa 7.41
=] 0] = o =T o a1 =T o 7.28, 7.29
Restriction on holder’s right to diSpose Of .......ccoviiiiiiiiiiii e 7.24
SubseqUENT deSIGNATION. ... ..t 7.21

INTEr PAItES PrOCEAUNE. .. .ueie ettt ettt e et e eaeenns 2.116-2.136

INter ParteS ProCEEAINGS ....uuiu ettt et e et e e e e e e e eneeaens 2.91-2.136
CaNCEIIAtION .....oeeiiiie e 2.111-2.115
(0T o ToTU [ g =T o I S 1 =N 2.99
Failure of plaintiff to file brief at final hearing...................ool. 2.128(a)(3)
Failure of plaintiff to take testimony ...... ..o 2.132
INEErTEreNCe . .ce e 2.91-2.93, 2.96, 2.98
[©]0] o T 1] 1 1 [ ] o IO P PP PTUPPPPINY 2.101-2.107
[ geTol=To (U] ¢ 3N | o PP 2.116-2.136

INTErrogatories (AISCOVEIY) . ... ittt ettt aeanes 2.120
Motion for an order to compel answer-.................. ...2.120(d)(1), 2.120(e)
Numerical HMIt ON ... e 2.120(d)(1)
Timing of...............

USE OF GNSWEES ...ttt ettt ettt e e et e e e e et e e e e e eenens 2.120(j)
When to file copy of interrogatories and answers thereto with Trade-

mark Trial and Appeal Board........c.coeiiiiiiiiii e 2.120(j)(8)

Interruptions or emergencies in United States Postal Service ..................... 2.195(e)
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Irregularities in application for international registration. (See International ap-
plication, irregularities in)

Issue date of the notice of allowanCe ... 2.81(b)
J

Judgment by default:
Failure by plaintiff to file brief at final hearing ..................ool. 2.128(a)(3)
Failure to answer cancellation...... ... 2.114(a)
Failure to answer notice of concurrent use proceeding ........cc.ccceeuvenennnn.. 2.99(d)(3)
Failure to answer OPPOSITION ......c..iiii e 2.106(a)
Failure to take testimony or offer other evidence ............ccocoeiiiiiiiiiiiinenennens 2.132

Judgment, entry of in inter partes proceeding subject to establishment of

CONSEIUCTIVE USE ..etiiiiiiie ittt ettt et et e e e e e eaeanes 2.129(d)

Jurisdiction over published applications ............cooiuiiiiiiiii e 2.84
Amendment after publication of mark ...................coai. ...2.84(b)
Amendment during inter partes ProCeeding ........ccoeuveiuiuiiiiiiiiiiiieeeeeeeeaens 2.133
Remand to Examiner by Trademark Trial and Appeal Board ............... 2.130, 2.131

L

Lawyers. (See Attorneys)

Letter, separate for each distinct subject of inquiry ...........c.ccooviiienee. 2.193(a), (b)
Letters, address for mailing to U.S. Patent and Trademark Office................... 2.190
M

Madrid Protocol. (See International registration, international application)

Mailing, Ccertificate Of ... ... e 2.197

Mailing address for correspondence with U.S. Patent and Trademark Of-

T 2.190, 7.4(b)
Marks on Supplemental Register published only upon registration................... 2.82
Marks registered under 1905 Act. claiming benefits of 1946 Act................. 2.153-2.156
Marks under sec. 12(c) not subject to opposition; subject to cancella-

LT o PP PPN 2.156
Matters in evidence iN iNter PArtes CASES .......cuuiiuiiiiii e 2.122
Mistake in registration incurred through fault of applicant................c............ 2.175
Mistake in registration incurred through fault of U.S. Patent and Trade-

AN OFfICE et eeaas 2.174
Money, Ppayment OF ... e 2.206-2.209, 7.6, 7.7
Motions in inter partes proceedings:

BriefS ON Lo s 2.127(a), 2.127(e)(1)
(070101 (=] o | =T PPN 2.127(a)
Failure to respond T0 MOTION ....oeieiiiiiii e e ee e 2.127(a)
FOr @ ProteCtiVe OFder ... ... e 2.120(f)
For judgment for failure to take teStimMONY ......ccoiuiiiiiiiiiie e aens 2.132
FOr summary JUAgMENT ...t e e eeans 2.127(e)
Interlocutory motions and requests, who may act on............cccceeveivinenennns 2.127(c)
Request for reconsideration of decision on Motion ............c..ooiiiiiiiiiniiinan. 2.127(b)
Suspension pending determination of motion potentially dispositive of

o] geTot=T=To || o T R PPN 2.127(d)
To add application 0 iINTErTereNCEe ... ....cuiiiii e 2.98
To cOmMPel AISCOVEIY ... 2.120(d)(1), 2.120(e)
To determine sufficiency of answer or objection to request for admis-

(<1 1o o PPN 2.120(h)
To extend diSCOVENY PeIrTOU......i ittt e e e eenes 2.120(a)
To extend times for taking testimony upon written questions.............. 2.124(d)(2)
To extend trial PeriodS ..o e aeas 2.121(a), (c)
IO TR U] o 1= o [o I PP PP 2.117
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To take oral deposition abroad...........ccccoveiiiiiiiiiiiieiieeens 2.120(c)(1), 2.123(a)(2)
To use testimony from another proceeding between parties ...................... 2.122(f)
Multiple class applications ..........c.cooiiiiiiiiii s 2.32(a)(6), 2. 34(a)(1)(v)
[0 T V4 o 1T a o o )
Multiple goods or services comprised in single class or multiple class-
[N 2.86
[0 T V4 o 11 a o o ) S 2.87
N
New certificate on change of OWNership ... 2.171
Notice by publication, undelivered Office notices
NOTICE OFf AIIOWANCE ... c. i 2.81(b)
Filing statement of USe after ... s 2.88
ISSUE At OF ..ot e 2.81(b)
Notice of appeal to court and Civil action ..............coooiiiiiiiii i 2.145
Notice of appeal to Trademark Trial and Appeal Board............c....coceiieieians 2.142(a)
Notice of concurrent use ProCeeding........c.ovuuiuuieniiiiieiieiee e 2.99(c), (d)
Notice of claim of benefits 0f 1946 ACt...........cooiiiiiiiiiiiiee 2.153-2.156
Notice of election by appellee to proceed by civil action after appeal to
U.S. Court of Appeals for the Federal Circuit...........ccocoieuiiiiiiiinniincanen. 2. l45(c)(3)
NOtiCe Of INTEIrTErEeNCEe ..o e
Notice of publication UNder SEC. 12(C) .. .uiiuiiuiiiiiiie e 2.155
Notice of reliance 0N AiSCOVEIY ....uiiuieiiiie e e e aeeaas 2.120(j)
Notice of reliance on printed publications and official records..................... 2.122(e)
Notice to Trademark Trial and Appeal Board of civil action.................... 2.145(c)(4)
Notice, where address of registrant in cancellation proceeding is un-
KINOWIN L 2.118
Notification of acceptance of or deficiency in amendment to allege
(8T PPTT PP UPN 2.76(F), (9)
Notification of acceptance of or deficiency in statement of use ............... 2.88(f), (9)
Notification of filing of petition for cancellation...............c.ooiiiiiiiinn... 2.113
Notification of grant or denial of request for an extension of time to file
A STALEMENT OF USE ... 2.89(9)
Notification Of OPPOSTEION .. ... iu it aeans 2.105
(0}
Oath, declaration in Heu Of ... e 2.20
Oaths, before whom and when made in testimonial deposition................. 2.123(e)(5)

Official Gazette contents:
Claim of benefits under sec. 12(c) for marks registered under 1905

o3 P 2.154
First filed of applications for conflicting marks...........ccccooiiiiiiiiiiincnnns 2.83
Marks on Principal Register published for opposition............c.ccooviiiiiiiiinen.. 2.80
Marks on Supplemental Register published when registered........................... 2.82

Official records, reliance on in inter partes proceeding .........cccovevvuieieiiinenennans 2.122(e)
Omission of matter from response to Examiner’s action.............c.ccccoeiiienane. 2.65(b)
Opposition to registration of mark on Principal Register: ....................... 2.101-2.107
Amendment Of OPPOSTEION ...t 2.107
Answer
Commencement Of OPPOSITION .......iiiiiiii e 2.101(a)
Consolidated OPPOSITIONS .. ..iuie i e e eeaeeenns 2.104(b)
CoNtents Of OPPOSTEION .....uiii e eanes 2.104
Corresponds to complaint in a court proceeding .........ccocoeeuveuiiuieineniennennenns 2.116(c)
[ ST o0 1YL= o PPN 2.120
Documents Not returnable ....... ... 2.25
Extension of time for filing an oppoSIitioN .........ooiiiiiiiii e 2.102
Failure O timely @nNSWEK ... ... i e 2.106(a)
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T T =T T o o o Yo ] i o] o 1 2.101
Insufficient fees ....2.101(d)
Notification Of OPPOSITION.......uiiii e 2.105
Procedure, INTEr PArTES ..o e e en e eaas 2.116-2.136
Request to divide application during opposItion..........cccovieiiiiieiiiienenene. 2.87(c)(1)
SUSPENSION OF PrOCEEAINGS .. ..uiiiieii et eea e 2.117
Time for filiNg OPPOSITION ... e aas 2.101(c)
Who may file OPPOSTTION .. ..o e 2.101(b)
Withdrawal of OppOSITION. ... ..o 2.106(c)
Oral argument at final hearing in inter partes proceeding ..........cc.ccoeeviivenieneenne. 2.129
Oral hearing:
EX PArte @pPPeal .....cueeiii e 2.142(e)
Inter partes proceedingS.......cccvvveviieiiiieieieneannans ...2.116(f), 2.127(a), 2.129
ON PEtition 0 DIrECEON ....iuiiiii it 2.146(f)
Oral promise, stipulation, or understanding...........c.ccoviiiiiiiiiiiiiii e 2.191
Ownership, prior registrations, identification in application ............................. 2.36
P
Payment Of MONEY .......oiiiii e 2.6, 2.206-2.209, 7.6, 7.7
Pending appliCation TNOEX ... ... et e e e 2.27
Period for response to Office actions................
Personal appearanCe UNNECESSAIY .......uuiu ittt e ee e ee e aeaaanes 2. 191
Persons who may practice before the U.S. Patent and Trademark Office
IN TrademMark CASES .......iiuiiii e 11.14
Petition for cancellation ... 2.111-2.115
AN ga=TaTo [aaT=T ot o) il o 1= o | o Lo o [N 2.115
N 1T PP 2.114
Commencement of cancellation proceeding ........ccccoevviviieiiiiiiiiiiieiee e, 2.111(a)
CoNtents Of PEITION ... o et ee e 2.112
Corresponds to complaint in a court proceeding .......cccevveveiiiiiiineeiineannens 2.116(c)
[ 1T o0} = o PPN 2.120
Failure 0 timely @nNSWEN ......ouii e e ee e 2.114(a)
Filing petition for cancellation ......... ... 2.111
L ET UL od =T o (=T = 2.111(c)
Notification of cancellation proceeding ..........cooiiiiiiiiiiii e 2.113
Procedure, iNTEr PArTeS .......iieiiieie e e e e e e enas 2.116-2.136
SUSPENSION OF PrOCEEAINGS .. ..uniiieiie et e e eennen 2.117
Time for filing Petition ... e 2.111(b)
Who may file PetITION ... .. 2.111(b)
Withdrawal Of PEITION ......enie e e aens 2.114(c)
Petition for rehearing, reconsideration or modification of decision:
Decision in inter partes ProCeeAING ... .uuueuiiuiee e ae e eaeaeeaeneaaeeanes 2.129(c)
Decision 0N eX parte apPPeal ........c.ie i e 2.144
Decision on interlocutory motion in inter partes proceeding...............c....... 2.127(b)
Petition to revive abandoned application ...........coouiiiiiiiiiiiiii e 2.66
Petition to the Director............cccoceveeneennns ..2.146

..2.146(a)(4)

Any case not specifically defined and provided for by rules... .
....... 2.146(c)

Contents Of PetitioN.....cocoviiiiii i

Delegation of authority to act on petitions .........cooviiiiiiiiii e 2.146(h)
Diligence, requIremMent fOr ... 2.146(i)
Extraordinary situation requiring suspension or waiver of requirement

(o 1 0 1 =TS 2.146(a)(5)
B e e 2.6, 2.146(c)
From denial of request for extension of time to file statement of

(B 1S ST UT PPN 2.89(9)
From grant or denial of request for extension of time to oppose ........... 2.146(e)(1)
From interlocutory order of Trademark Trial and Appeal Board .......... 2.146(e)(2)
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Invoke supervisory authority ..o 2.146(a)(3)
Oral hearing 0N PEtITION ......cuiu e e 2.146(F)
Reconsideration of decision 0N petition ..........c.ovuiiiiiiiiiiiiii e 2.146(j)
Reconsideration of refusal to accept sec. 8 affidavit or declaration........... 2.165(b)
Refusal of renewal of registration ...........coooiiiiiiiii e 2.186
Relief from repeated formal requirement of Examiner............... 2.63(b), 2.146(a)(1)
Review of adverse action on correction, disclaimer, surrender, etc. of
=Yoo =1 o o] o (PPN 2.176
Stays time in appeal, inter partes proceeding, or reply to Office action
only when stay is specifically requested and granted ................c.......... 2.146(9)
Subject matter for Petitions ..o 2.146(a), (b)
Time to file PetiTiON ... 2.146(d), (e)
To accord filing date as of date of deposit as Express Mail ...............c..c.oouil 2.198
Pleading, amendment Of ... 2.107, 2.115
Position of parties in inter partes proceedings ..........ccccveuveuneenen. 2.96, 2.99(e), 2.116(b)
Postal Service, United States, interruptions or emergencies in ................... 2.195(e)
Post notice of allowance.......... ... 2.88, 2.89
POST PUDIICATION .. e e e 2.81
Power of attorney or authorization of other representative ....................... 2.17, 2.19
Practice before the U.S. Patent and Trademark Office, individuals enti-

IO O e e 11.14
Predecessor in title or related company, USe BY ........ccoiiiiiiiiiiiiiiiieeeans 2.38
Pre-trial conference, inter partes proceeding ...........cooeeiiiiiiiiiiiiiiiiiiiiieeenns 2. 120(|)(2)
PrinCipal REGISTEI ... e e

Amendment to or from Supplemental Register ..o, 2 75
Printed publications, as evidence in inter partes proceedings............c..c..c..... 2.122(e)
Prior acts, status of prior registrations .............ccooiiiiiiiiiii e 2.158
Priority claim based on foreign application...............coooiiiiiiiinan. 2.34(a)(4), 7.27
Prior registrations, ownership, identification in application ............................. 2.36
Procedure in inter PArte€S CASES ......c.uiuuiuuiiei e 2.116-2.136
Production of documents and things, request for (discovery) ........c.ccccoveieeneenns 2.120

Place of ProduUCTioN ... .. ... 2.120(d)(2)

Motion for an order to compel production............ccccoeiiiiiiiiiiiiiiiiieeens 2.120(e)

TMING OF et 2.120(a)
Professional conduct of attorneys ..........c.couiiiiiiiiiiiiiii e, 10.20-10.112
Proof of distinctiveness under SEC. 2(F) ......ciiiiiiiiii e 2.41
Proof OF SEINVICE ... e 2.119(a)
Protective order:

Access to materials filed UNder ... 2.27(e)

Form of filing materials Under........ ..o 2.126(d)

Relating tO iSCOVEIY .....ouiiiiii et 2.120(f)

Relating t0 TeSTIMONY ... e e e e 2.125(e)

Sanctions for VIiolation ... 2.120(g), 2.125(e)
Publication and post publication ............ociiiiiiiiiiii 2.80-2.84
Publication in Official Gazette:

Jurisdiction over published applications ...........c.ooiiiiiiiii e, 2.84

Of claim of benefits under sec. 12(c) for marks registered under 1905

o3 P 2.154

Of first filed of applications for conflicting marks ...............coooiiiiiiininennen. 2.83

Of mark on Principal Register for opposition after approval........................... 2.80

Of marks on Supplemental Register when registered ..............ccoooviiiiiiiniinannen. 2.82
Publication, notice by, undelivered Office notices to registrant in inter

[0 1= T i o] eTod=T=T o | 1o T H PO P PP PPPUPRNN 2.118

R
Rebuttal teSTIMONY ....c..iiiii e 1)(b), (c)
Receipt of papers and fees ... 2.195-2.198, 7.4
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Recognition of attorneys or other authorized person ..........c.covevvieiiieennans 2.17,11.14
Reconsideration:
Of affidavit or declaration of use under sec. 8.........cccvevviiieinnennn. 2.163(b), 2.165(a)
Of decision after final hearing in inter partes proceeding.........c..ccccovevveunenns 2.129(c)
Of decision on ex parte appeal ...... ..o e 2.144
Of decision on petition tO DIreCtOr ........c.oiiiiii e 2.146(j)
Of decision ON Petition TO FEVIVE.......ciuii i 2.66(f)
OF FINAL @QCTION ... e 2.64(b)
Of order or decision on interlocutory mMotion............cooieiiiiiiiiiii e 2.127(b)
Records of documents in Assignment Services Division of U.S. Patent
and Trademark OffiCe ... ..o e 3.11-3.56
Records and files of the U.S. Patent and Trademark Office....................... 2.27, 2.200
Reexamination of appliCation ........cc.iuiiiiiiiii e 2.63(a)
Reexamination of application after remand by the Trademark Trial and
APPEAl BOArd ....c.eniiiiiiii e 2.130, 2.131, 2.142
Refund of money paid to U.S. Patent and Trademark Office..........c.cccooiiiennie. 2.209
Refusal of affidavit or declaration of use under sec. 8...........ccciveiiiiiiiiiiiiiienenns 2.163
Refusal of affidavit or declaration of use under sec. 71 ........cccoviiiiiiiiiiiiiineenne. 7.39
Refusal Of regisStration ... e ana 2.61
Refusal of renewal ... e 2.184
Refusal of request for extension of time to file a statement of use ................ 2.89(9)

Registered extension of protection. (See Extension of protection of international
registration to United States)
Registrability of marks in plurality of classes (combined applica-

L 0] 1S PPN 2.86
Registrant claiming benefits of 1946 ACt .........ooiiiiiiiiiiiiiii e 2.153-2.156
Registration as evidence in inter partes proceeding:

File of registration which is the subject of the proceeding.................... 2.122(b)(1)
Registration owned by any party to proceeding.........c.ccoevvuieienenrenenennenne. 2.122(d)(2)
Registration pleaded by opposer or petitioner ...........cc.cooiviiiiiiiiniennenns 2.122(d)(1)
Registration records open to public INSPeCtion .........c..ccoiiiiiiiiiiiiiieceans 2.27(d)
Registrations, printed copies available .............coooiiiiiii i 2.201
Related company or predecessor, USE DY ... 2.38
Remand to Examiner:
After decision iN INtEr PArteS CASE ......cuiuiiuiiii et eeaeas 2.131
During appeal from refusal of registration ..............ccooveiiiiiiiiiiiii e, 2.142(f)
DUFING INTEE PAITES CASE . cueiiitiiit et e ettt et e et et e e e e e e e naeenaenenns 2.130
Renewal of registration............ccccooveiviiineenen.n. ...2.181-2.186, 7.41
Application for renewal, requUIremMeNnts ..........cooiiiiiiiiiii s 2.183
Failure to renew registration involved in inter partes proceeding.............. 2.134(b)
Of international regiStration ... e 7.41
Period in which to file ... 2.182
Refusal of renewal ... s 2.184(a)
Review of Examiner’s refusal by DireCtor .........ccooviiiiiiiiiiiii e 2.186
Term of original registrations and renewals .............coooiiiiiiiiiiiiiiieeens 2.181
L= 01 = o =T o a 1T o Pt 7.28,7.29
Reply briefs in inter partes proCeedings ........cocuieiiiiiiiie e eeeeaeas 2.127(a)
Representation DY atTOINEY .....ccveiiiiii e e e e eaenes 2.11
Representation of others before the U.S. Patent and Trademark Of-

B e e 2.11, 11.14
Representative, domestic or U.S. (See Domestic representative)

Representation, recognition fOr ........cciiuiiiiiiii e 2.17,11.14
Republication of marks registered under prior acts..........c..ccoceeiiieiinianenn.. 2.153-2.156

Request for admissions (discovery). (See Admissions, request for)

Request for Extension of protection of international registration to United
States. (See Extension of protection of international registration to United
States)
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Request for extension of time for discovery and testimony. (See Extension of time
for discovery and testimony)

Request for extension of time to file opposition. (See Extension of time for filing
opposition)

Request for extension of time to file statement of use. (See Extension of time to
file statement of use)

Request for information and exhibits by Examiner............ccccociviiiiiiinnanns 2.61(b)
Request for production (discovery). (See Production of documents and things, re-
quest for)
Request for reconsideration. See Reconsideration.
REQUEST FOF FECOITUS ... ettt et et e e e e e e e eaenan 2.201
Request for registration ... ... ..o 2.32(a)(1)
Request to divide an appliCation ... ... 2.87
Request to divide a registration ..........ccooiiiiiiiiiiii e 2.171(b)
Requirements for receiving a filing date ...........coooiiiiiiiiciie e 2.21, 7.26
Requirements for written application ..o 2.32,2.34
Registration of marks registered under prior acts .........cccvvviieiiiiiieeiiiieeeennen 2.158
Response to official aCtion ... 2.62
Restriction on holder’s right to dispose of international registration................ 7.24
Review by Director:
For relief from repeated formal requirement by Examiner ......................... 2.63(b)
Of adverse action on correction, disclaimer, surrender, etc. of registra-
L 1 o o O OO P PPN 2.176
Of refusal of affidavit or declaration of use under sec. 8.........c.ccooeeiiiiiiinen.n. 2.165
Of refusal of affidavit or declaration of use under sec. 71.........ccccoveviiiiiniinnennen. 7.40
Of refusal of renewal application ...........c.oiuiiiiiiiiii e 2.186
Petitions tO the DIreCtOr ......cou it 2.146
Revival of abandoned appliCations ...........coiiiiiiiiiiiii e 2.66
Revocation of power Of attOrNEY ... 2.19
Rules of evidence in inter PArtes CASES .......covcuiiuiiiiiiiiiiiiie e e 2.122(a)
Rules of practice in trademark cases:
Suspension, petition t0 DIreCtor .........ccovuiiiiiiiiiiii e 2.146(a)(5), 2.148
Waiver, petition t0 DIireCtor .........c.oiuiiiiiiiiiiii e, 2.146(a)(5), 2.148
S
Sanction for failure to comply with discovery order...........c..cooiviiiiiiiiiinenne. 2.120(g)
Sanction for failure to comply with protective order relating to testi-
0 10 0 Y2 2.125(e)
Saturday, Sunday, or Federal holiday, time for taking action expiring
[ o PP 2.195, 2.196
Schedule of classes of goods and SErVICES.........ccoiuiiiiiiiiiiiiieieeee e 2.85, 6.1-6.4
Schedule of time for discovery and trial periods..........ccccoeveiviineninnen... 2.120(a), 2.121
Sec. 2(), proof of diStINCEIVENESS. ... c.iuii e 2.41
Sec. 8 affidavit or declaration Of USe ..........c.oouiiiiiiiiiiiiiii e 2.160-2.166
Sec. 44, application based on:
Amendment to change application to different register...........c....cccooeenin. 2.75(a)

Amendment to description or drawing in mark
Basis for filing .......ocooiiiiiiii e

Certification MArK ... e ens 2.45(b)
(0701 1 =Tox f AV =T 010 -1 o =P 2.44(b)
Drawing FEOUITEU. .. .. ettt et e e et e e e e eaeneaan 2.32(c)
Filing-date reqUITEMENTS .. ..iuiii e e e e e e e e e e e e e enaans 2.21
Goods or services identified may not exceed scope of those in foreign
application Or regisStratioN.........cvuviiiiiie e e 2.32(a)(6)
Priority Claim o 2.34(a)(4)
Requirements fOr drawingsS. ... ..covuiiiiiiiiie e e e e 2.52-2.54
Requirements for written application ... 2.33,2.34
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Supplemental RegISTEr ... .ciu i 2.47(b)
Sec. 71 affidavit or declaration of USe............ciiiiiiiiiiii e 7.36-7.40
Service charge for filing renewal application during grace period.............. 2.6, 2.185
SEIVICES MANKS ..o e 2.43

Specimens or FaCcSIMIIES .. ..o 2.56(c)
Service of copies of testimony.............

Service and signing of papers ..............

Signature and certificate of attorney

Signature of applicant..............c.coooiiiiiiiinnn.

Signature of electronically-filed document ..........................L 2.33(d), 2. 193(c)(1)(u|)
Single certificate for one mark registered in a plurality of classes................ 2.86(c)
] o 1T o1 [ g 1T o 1= PP PPPPPIE 2.56-2.59

Electronically-filed ...2.56(d)(4), 2.161(9)(3)

Facsimiles in lieu of SPECIMENS. ... 2.56(c)

Not evidence in behalf of applicant or registrant in inter partes pro-

Lo Yo 1 1 Vo S 2.122(b)(2)

OF SEIVICE MATK ...ttt e ettt ea e 2.56(a)(2)

Requirement of filing with affldaVlt or declaratlon of use under sec.

PP 2.161(g)
Requirement of filing with affidavit or declaration of use under sec.

4 TP PPN 7.37(9)
Requirement of filing with amendment to allege use .................... 2.76(b)(2), (e)(2)
Requirement of filing with statement of use ..............cccoiiiiianen. 2.88(b)(2), (e)(2)
Support of amendment to application ...... ..o 2.71, 2.72
Support of amendment to registration ...........ccoiiiiiiiiiii i 2.173

StatemMENT OF USE ...oeeii e 2.88
Amendments to description or drawing of mark after filing ................... 2.72(b)(1)
Amendments to dates of use after filing ...........coiiiiiiiiii s 2.71(c)(2)
Extensions of time to file.. ... 2.89
Fee for filing.....................

May not be withdrawn

Minimum requirements for filing ... 2.88(e)
ReQUITEMENTS TOI ... e ans 2.88(b)
THME FOr FIlING ..o e 2.88(a)

Status of application after ex parte appeal ..........coooiiiiiiiiiiiie 2.142(9)

Status of application on termination of inter partes proceedings ...................... 2.136

Stipulated evidence, INter PArtes CASES.......cicuiiuiiiiiiiiiie e 2.123(b)

Stipulation to extend discovery and/or trial periods..............c..coeeuenne. 2.120(a), 2.121

SubSEqUENT AeSTGNATION. .. c. ittt et eaas 7.21
Address for mailing PaPEr ......ouviiii i e , 2.190(a), 7.4(b)
Cannot be filed By faX... ..o 2.195(d)(5), 7.4(d)
Certificate of mailing or transmission does not apply .......c..ccccevevenenne. 2.197(a)(2)
S T 0K e eas 7.7, 7.21(a)(8)
Must be filed through TEAS or on International Bureau’s form................. 7.21(b)

Substitute specimens, filing Of ... 2.59

Summary judgments in inter partes proceedingsS........ccoeuveeuieriiieniienaenenaanes 2.127(e)(1)

Sunday, Saturday, or Federal holiday, time for taking action expiring

(o T PP 2.195, 2.196

Supplemental Register:

Amendment from Principal Register...........coooiiiiiiiiiiiiiiieens 2.47(c), 2.75
Application requirements 2.
Approval.......ccocoieviiiiiiiinn.
Cancellation.............cc..c......
Certificate Of regiStrationN ........c..iuiiii e 2.82
Intent-to-use applications, when eligible..............oo s 2.47(c)
Marks published When regiStered ........ ..o 2.82
Marks in request for extension of protection of international registra-

tion not registrable oN...... ... 2.47(c), 2.75(c)
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Surrender of certificate of regisStration ..........coouiiiiiiiii e aeas 2.172
During inter partes ProCeeAiNG .......c..iuuieu it eaeans 2.134
Suspension of action in application by U.S. Patent and Trademark Of-
T e 2.67
Suspension from practice before U.S. Patent and Trademark Office ....... 11.11; 11.25
Suspension of later filed conflicting application ... 2.83

Suspension of inter partes proceedings by Trademark Trial and Appeal
Board:

For good cause upon motion or stipulation.............c..coooiiiiiiiinen 2.117(c)
Pending disposition of motion potentially dispositive of case................... 2.127(d)
Pending disposition of motion to compel ...........cooiiiiiiiiiiiiii 2.120(e)(2)
Pending disposition of motion to test sufficiency of response to request
L0 L = T 1 1 F=1-3 1o o TP 2.120(h)(2)
Pending termination of civil action or other Board proceeding........... 2.117(a), (b)
Suspension of rules, DIreCtOr.........civiiiiiiiiii e 2.146(a)(5), 2.148
T
TEAS ..o, 2.2(f), 2.6(a)(1), 2.33(d), 2.52(c), 2.56(d)(4), 2.161(g)(3), 2.193(c)(1)(iii)
Application fIliNg fEe ... 2.6(a)(1)
DefiNITION OF ..o et 2.2(f)
[ =\ | o [ R PPN 2.52(d), 2.53
S Lo g = L U] o= PPN 2.33(d), 2.193(c)(iii)
5] o1=Tod | o o T=T o TR PPN 2.56(d)(4), 2.161(g9)(3)
TEAS PIUS ..o 2.6(a)(1)(iii), 2.22, 2.23
Term of original registrations and renewals ............c..oooiiiiiiiiiiii s 2.181
Testimony in inter partes cases:
Assignment and resetting Of TIMEeS ... 2.121
By oral eXamiNation ..o aaaas 2.123
BY WETEEN QUESTIONS ...ttt ettt e e e e e e e e eenns 2.124
Failure 10 Take ....ouiiiiei e 2.132
Filing and service of teStimoONy ........cccooiiiiiiiiiiiiiiieeeeeaene 2.123(f), 2.124(f), 2.125
Arrangement, indexing, and form of transcript .................. 2.123(g); 2.125 (b), (d)
[070] & g=To1 d o] o I3N o T PP PRTPRN 2.124(f), 2.125(b)
Deposition MUSt be fIled ... e 2.123(h)
Filing in U.S. Patent and Trademark Office................... 2.123(f), 2.124(f), 2.125(c)
[ [T oZ=Yoa o ToTa 1o} lle (=TT 1T I Lo o [N 2.123(i)
Service 0N adVerse PAFTY .......ocuieiii e 2.124(f), 2.125(a)
From another ProCeeaiNg ........vu i e e e e 2.122(%)
IN FOreign COUNTIIES «..eiiie et eas 2.123(a)(2)
(0] ¢ =T o1 T ] 13N 1o TS 2.123 (e), (), (k); 2.124(d), (9)
Stipulated teSTIMONY ... ettt e e eeans 2.123(b)
Time:
FOr amendmMENT ... .. et ans 2.62
FOr eX Parte apPeal......ccueu it 2.142(a)
For filing affidavit or declaration to avoid cancellation ........................ 2.160, 7.36
For filing amendment 0 allege USE .......ovvniiiiiiiiii e aeas 2.76(a)
For filing appeal to court or Civil action............c..ooiiiiiiiiiee 2.145(d)
For filing briefs in inter partes proCeediNgS......c.cuivviieeuiiieieeee e eeeeeaens 2.127
For filing extension oOf time TO OPPOSE ... ..cuiiiuieiiii e eaeas 2.102
[=ToT gl ¥ 1 T T oY o] o 1o 1o 1 o o) o 0 2.101(c)
For filing petition for cancellation ... 2.111(b), (c)(3)
For filing request for extension of time to file statement of use.....................
For filing request to divide application ............cooiiiiiiiii s 2. 87(c)
For filing statement Of USE ......ouiiiiei i e eees 2.88(a)
For response to U.S. Patent and Trademark Office action .................cccoeoient. 2.62
FOr taKinNg AiSCOVEIY ...vniiii it e e enen 2.120(a)
FOr taking teSTIMONY ... ettt e e e e aens 2.121
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Transformation........ocoviviiiiiii e 2.195(d)(5), 2.197(a)(2), 7.4(b)(2), 7.31

Translation of assigNMENT ... e 3.26

Transmission, certificate Of ... ... 2.197
U

Undelivered Office notices, to registrant..............oooiiiiiiiiiiiii e 2.118

Unprofessional conduct, attornNeys .........c.oouiiiiiiiiiiiiie e 10.20-10.112

Unprovided for and extraordinary circumstances, petition to Direc-

L X0 PP 2.146(a)(4), (5)
U.S. Court of Appeals for the Federal Circuit, appeal to.............ccocooiiiiiininns 2.145
Use:

Allegation of USe IN COMMIEICE ......ouiuiiiiii e 2.34,2.76, 2.88

Amendment to allege uUSe IN COMIMEICE........cuuiuiiiiiiii e 2.76

Bona fide intention tO USe iN COMMEICE .........oevuiiiiiiiieiieeeeee e 2.34, 2.89

By predecessor or by related COmMpanies.............coeoeiiiiiiiiiniee 2.38

Dates of first use and first use in commerce.............c..cccceens 2.34(a)(1)(ii) and (iii)

STAtEMENT OF USE oot e 2.88
USE OF ISCOVEIY .ottt ettt ettt e e e e e e enaeaan 2.120(j)

v

Verification:

Declaration in lieu of oath or verification .................coooiiiiiiiii 2.20

Of application

Of electronically-filed document .............cooooiiiiiiiiiiiins 2.33(d), 2.193(c)(1)(iii)

Required with amendment to allege Use ...........coooiiiiiiiiiiiieninenee. 2.76(b)(1), (e)(3)

Required with statement of USe ...........coooiiiiiiiiiii e 2.88(b)(1), (&)(3)

Required with substitute SPECIMENS ........c.iuiiiiiii e 2.59

In support of amendments to descriptions or drawings of the

[0 0= g PP 2.72
In support of amendments to dates Of USe.........coiuiiiiiiiiiiiiiii s 2.71(c)
In support of request for extension of time to file statement of
LU PP 2.89
w

Waiver of rule, petition to DIFreCtor.............coooiiiiiiiiiiiiiiiieea 2.146(a)(5), 2.148
Willful false statements. declaration..............cc.cooiiiiiiiiiiiiin i, 2.20
Withdrawal from employment, practitioners...........cc.coceviiiiiiineninnens 2.19, 10.40, 10.63
Withdrawal of amendment to allege Use.........cooiiiiiiiiiiiiii e 2.76(h)
Withdrawal of appliCation ... e 2.68

Involved in inter partes ProCeediNg .......oc.ou i eeane 2.135
Withdrawal of opposition with or without consent .............c..coooiiiiiiinennn. 2.106(c)
Withdrawal of cancellation with or without consent ...............cccoviiiiiinennn.. 2.114(c)
Withdrawal of registration by voluntary surrender by registrant:

Involved in cancellation pProCeeding .........coviviuiiiiiiiiiiiii e 2.134

ReEQUITEMENTS FOK ... et 2.172
Withdrawal of statement of use prohibited.............ccoooiiiiiiiii e 2.88(9)
Witnesses:

DisSCOVErY dEPOSTEION ...c..iuiiiiiiii ettt e eeaas 2.120(b), (c)

Examination by oral deposition (TeStimONY) ......c.ocivuiiiiiiiiiiiiiieeee e 2.123

Examination by Written qUESTIONS .........ooiiiiiiiiiiii e 2.124

FOrIgN e 2.120(c), 2.123(a)(2)
WIRITEen appliCation . ... et e e 2.32-2.47
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