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their widest possible utilization, the 
commercial development of certain in-
ventions may require a substantial 
capital investment that private manu-
facturers may be unwilling to risk 
under a nonexclusive license. Thus, 
DOE may grant exclusive or partially 
exclusive licenses where the granting 
of such exclusive or partially exclusive 
licenses is consistent with § 781.52. 

(c) Decisions as to grants or denials 
of any license application will, in the 
discretion of the Secretary, be based on 
the Department’s view of what is in the 
best interests of the United States and 
the general public under the provisions 
of these regulations. Decisions of the 
Department under these regulations 
may be made on the Secretary’s behalf 
by the General Counsel or the General 
Counsel’s delegate, except where other-
wise delegated to the Invention Licens-
ing Appeal Board. When the Depart-
ment determines that it is appropriate 
to grant a license, the license will be 
negotiated on terms and conditions 
most favorable to the interests of the 
United States and the general public. 

(d) No license shall be granted or im-
plied under a DOE invention except as 
provided for in these regulations, in 
patent rights articles under Depart-
ment procurement regulations (41 CFR 
part 9–9), in agreements between DOE 
and other Government bodies, or in 
any existing or future treaty or agree-
ment between the United States and 
any foreign government or intergov-
ernmental organization. 

(e) No grant of a license under this 
part shall be construed to confer upon 
any licensee any immunity from the 
antitrust laws or from liability for pat-
ent misuse, and the acquisition and use 
of rights pursuant to this part shall not 
be immunized from the operation of 
State or Federal law by reason of the 
source of the grant. 

§ 781.3 Definitions. 
(a) Board means the Invention Li-

censing Appeal Board. 
(b) Department of Energy, Department, 

or DOE mean the Department of En-
ergy, established by the Department of 
Energy Organization Act (Pub. L. 95–91; 
42 U.S.C. 7101). 

(c) DOE invention means an invention 
covered by a U.S. or foreign patent or 

patent application that is vested in the 
Government of the United States, as 
represented by or in the custody of the 
Department or any of its predecessors, 
and which is designated by the Depart-
ment as appropriate for the grant of an 
express nonexclusive, exclusive, or par-
tially exclusive license. 

(d) Exclusive license means a license in 
which the licensee has the exclusive 
right under the patent for a part or the 
full term of the patent, subject only to 
the retention by the U.S. Government 
of a license and rights in the invention, 
as specified herein. 

(e) Partially exclusive license means (1) 
an exclusive license where the exclu-
sive right granted is limited to making 
or using or selling the invention, or is 
limited to specified fields of use or use 
in specified geographic locations; or (2) 
a license where the number of licenses 
under the particular invention is lim-
ited. 

(f) Person means any individual, part-
nership, corporation, association, or in-
stitution, or other entity. 

(g) Predecessor means the Energy Re-
search and Development Administra-
tion, the Atomic Energy Commission, 
and any of the Government entities or 
parts thereof whose functions were 
transferred to the Department of En-
ergy pursuant to title III of the Depart-
ment of Energy Organization Act. 

(h) Responsible applicant means an ap-
plicant who, in the discretion of the 
Department, has the intention, plans, 
and ability expeditiously to bring the 
invention to the point of practical or 
commercial application. 

(i) Secretary means the Secretary of 
Energy or the delegate of the Secretary 
of Energy. 

(j) To the point of practical or commer-
cial application means to manufacture 
in the case of composition or product, 
to practice in the case of a process, or 
to operate in the case of a machine, 
under such conditions as to establish 
that the invention is being worked and 
that its benefits are reasonably acces-
sible to the public. 

(k) United States and the general public 
means the United States Government, 
United States citizens, and United 
States organizations. 
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(l) United States Organization means 
any partnership, corporation, associa-
tion, or institution where 75 percent or 
more of the voting interest is owned by 
United States citizens. 

§ 781.4 Communications. 

All communications concerning the 
regulations in this part, including ap-
plications for licenses, should be ad-
dressed or delivered to the General 
Counsel, Attention: Assistant General 
Counsel for Patents, U.S. Department 
of Energy, Washington, DC 20545. 

TYPES OF LICENSES AND CONDITIONS FOR 
LICENSING 

§ 781.51 Nonexclusive licenses. 

(a) Availability of licenses. Except as 
provided in § 781.52, DOE inventions 
will be made available for the grant of 
nonexclusive, revocable licenses to re-
sponsible applicants. However, when in 
the best interests of the United States 
and the general public, licenses may be 
restricted to manufacture in the 
United States. Factors which the De-
partment will consider in so restricting 
a license include, but are not limited 
to, the following: 

(1) The nature of the invention; 
(2) The effect of the license upon the 

policies of the United States Govern-
ment; 

(3) The effect of the license upon do-
mestic and international commerce 
and competition; 

(4) The effect of the license upon the 
balance of payments of the United 
States; and 

(5) The effect of the license upon the 
overall posture of the United States in 
world markets. 

(b) Terms of grant. Nonexclusive li-
censes shall contain such terms and 
conditions as the Department may de-
termine appropriate for the protection 
of the interests of the United States 
and the general public, including but 
not limited to the following: 

(1) The duration of the license will be 
negotiated and may be extended upon 
application therefor, provided the li-
censee complies with all the terms of 
the license and shows that substantial 
utilization has been, or within a rea-
sonable time will be, achieved. 

(2) The license shall require the li-
censee to bring the invention to the 
point of practical or commercial appli-
cation in the geographic area of the li-
cense, within a period of time specified 
in the license or such period as may be 
extended by the Department, upon re-
quest in writing to the General Coun-
sel, for good cause shown. The license 
shall further require the licensee to 
continue to make the benefits of the 
invention reasonable accessible in the 
geographic area of the license. 

(3) The license may be granted for all 
or less than all fields of use of the in-
vention and in any one or all of the 
countries, or any lesser geographic 
area thereof, in which the invention is 
covered by a patent or a patent appli-
cation. 

(4) Reasonable royalties may be 
charged for nonexclusive licenses on 
DOE inventions. Factors to be consid-
ered in determining whether to charge 
royalties, or the amount thereof, in-
clude but are not limited to, the fol-
lowing: 

(i) The nature of the invention; 
(ii) Applicant’s status as a small 

business, minority business, or busi-
ness in an economically depressed, low- 
income or labor surplus area; 

(iii) The extent of U.S. Government 
contribution to the development of the 
invention; 

(iv) The degree of development of the 
invention; 

(v) The extent of effort necessary for 
the licensee to bring the invention to 
the point of practical or commercial 
application; 

(vi) The extent of effort necessary to 
create or penetrate the market for the 
invention; 

(vii) Whether the licensee is a U.S. 
citizen or U.S. organization; and 

(viii) Whether the invention is to be 
licensed in the U.S. or in a foreign 
country. 

(5) In the jurisdiction of the license, 
the license may extend to the licens-
ee’s subsidiaries and to affiliates with-
in the corporate structure of which li-
censee is a part, if any. However, the li-
cense shall not be assignable or include 
the right to grant sublicenses without 
the approval of the Department in 
writing. 
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