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Department of Energy § 782.5 

PART 782—CLAIMS FOR PATENT 
AND COPYRIGHT INFRINGEMENT 

Subpart A—General 

Sec. 
782.1 Purpose. 
782.2 Objectives. 
782.3 Authority. 

Subpart B—Requirements and Procedures 

782.5 Contents of communication initiating 
claim. 

782.6 Processing of administrative claims. 
782.7 Incomplete notice of infringement. 
782.8 Indirect notice of infringement. 

AUTHORITY: Dept. of Energy Organization 
Act; sec. 651, 91 Stat. 601, 42 U.S.C. 7261; 
Atomic Energy Act of 1954; sec. 107(d), 88 
Stat. 1241, 42 U.S.C. 5817(d); sec. 161(g), 80 
Stat. 443, 42 U.S.C. 2201(g); sec. 172, 62 Stat. 
933, 42 U.S.C. 2223; Foreign Assistance Act of 
1961, sec. 2356, 75 Stat. 440, 22 U.S.C. 2356; Pat-
ents, Invention Secrecy Act; sec. 183, 66 Stat. 
4, 35 U.S.C. 183; Judiciary and Judical Proce-
dure Act, sec. 1498, 62 Stat. 601, 28 U.S.C. 1498. 

SOURCE: 45 FR 26950, Apr. 22, 1980, unless 
otherwise noted. 

Subpart A—General 
§ 782.1 Purpose. 

The purpose of this regulation is to 
set forth policies and procedures for 
the filing and disposition of claims as-
serted against the Department of En-
ergy of infringement of privately 
owned rights in patented inventions or 
copyrighted works. 

§ 782.2 Objectives. 
Whenever a claim of infringement of 

privately owned rights in patented in-
ventions or copyrighted works is as-
serted against the Department of En-
ergy, all necessary steps shall be taken 
to investigate and to settle administra-
tively, to deny, or otherwise to dispose 
of such claim prior to suit against the 
United States. 

§ 782.3 Authority. 
The General Counsel or the General 

Counsel’s delegate is authorized to in-
vestigate, settle, deny, or otherwise 
dispose of all claims of patent and 
copyright infringement pursuant to 42 
U.S.C. 2201(g), 2223, 5817(d) and 7261; the 
Foreign Assistance Act of 1961, 22 
U.S.C. 2356 (formerly the Mutual Secu-

rity Acts of 1951 and 1954); the Inven-
tion Secrecy Act, 35 U.S.C. 183; and 28 
U.S.C. 1498. 

Subpart B—Requirements and 
Procedures 

§ 782.5 Contents of communication ini-
tiating claim. 

(a) Requirements for claim. A patent or 
copyright infringement claim for com-
pensation, asserted against the United 
States as represented by the Depart-
ment of Energy under any of the appli-
cable statutes cited in § 782.3, must be 
actually communicated to and received 
by an agency, organization, office, or 
field establishment within the Depart-
ment of Energy. Claims must be in 
writing and must include the following: 

(1) An allegation of infringement; 
(2) A request, either expressed or im-

plied, for compensation; 
(3) A citation of the patents or copy-

righted items alleged to be infringed; 
(4) In the case of a patent infringe-

ment claim, a sufficiently specific des-
ignation to permit identification of the 
items or processes alleged to infringe 
the patents, giving the commercial 
designation if known to the claimant, 
or, in the case of a copyright infringe-
ment claim, the acts alleged to in-
fringe the copyright; 

(5) In the case of a patent infringe-
ment claim, a designation of at least 
one claim of each patent alleged to be 
infringed or, in the case of a copyright 
infringement claim, a copy of each 
work alleged to be infringed; 

(6) As an alternative to paragraphs 
(a) (4) and (5) of this section, certifi-
cation that the claimant has made a 
bona fide attempt to determine the 
items or processes which are alleged to 
infringe the patents, or the acts alleged 
to infringe the copyrights, but was un-
able to do so, giving reasons, and stat-
ing a reasonable basis for the claim-
ant’s belief that the patents or copy-
righted items are being infringed. 

(b) Additional information for patent 
infringement claims. In addition to the 
information listed in paragraph (a) of 
this section the following material and 
information generally is necessary in 
the course of processing a claim of pat-
ent infringement. Claimants are en-
couraged to furnish this information at 
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the time of filing a claim to permit 
rapid processing and resolution of the 
claim. 

(1) A copy of the asserted patents and 
identification of all claims of the pat-
ents alleged to be infringed. 

(2) Identification of all procurements 
known to claimant that involve the ac-
cused items or processes, including the 
identity of the vendors or contractors 
and the Government acquisition activ-
ity or activities. 

(3) A detailed identification and de-
scription of the accused articles or 
processes, particularly where the arti-
cles or processes relate to components 
or subcomponents of the item acquired, 
and an element-by-element comparison 
of representative claims with the ac-
cused articles or processes. If available, 
the identification and description 
should include documentation and 
drawings to illustrate the accused arti-
cles or processes in sufficient detail to 
enable verification that the claims of 
the asserted patents read on the ac-
cused articles or processes. 

(4) Names and addresses of all past 
and present licensees under the patents 
and copies of all license agreements 
and releases involving the patents. 

(5) A brief description of all litiga-
tion in which the patents have been or 
are now involved, and their present 
status. 

(6) A list of all persons to whom no-
tices of infringement have been sent, 
including all departments and agencies 
of the Government, and a statement of 
the status or ultimate disposition of 
each. 

(7) A description of Government em-
ployment or military service, if any, by 
the inventors or patent owner. 

(8) A list of all contracts between the 
Government and inventors, patent 
owner, or anyone in privity with them 
that were in effect at the time of con-
ception or actual reduction to practice 
of the inventions covered by the pat-
ents. 

(9) Evidence of title to the asserted 
patents or other right to make the 
claim. 

(10) If it is available to claimant, a 
copy of the Patent Office file of each 
patent. 

(11) Pertinent prior art of which the 
claimant has become aware after 
issuance of the asserted patents. 

In addition to the foregoing, if claim-
ant can provide a statement that the 
investigation may be limited to the 
specifically identified accused articles 
or processes, or to a specific acquisi-
tion (e.g. identified contracts), it may 
speed disposition of the claim. 

(c) Denial for refusal to provide infor-
mation. In the course of investigating a 
claim, it may become necessary for the 
Department of Energy to request infor-
mation in the control and custody of 
claimant that is relevant to the dis-
position of the claim. Failure of the 
claimant to respond to a request for 
such information may be sufficient 
reason alone for denying a claim. 

§ 782.6 Processing of administrative 
claims. 

(a) Filing and forwarding of claims. All 
communications regarding claims 
should be addressed to: 

General Counsel, ATTN: Assistant General 
Counsel for Patents, Office of the General 
Counsel, U.S. Department of Energy, 
Washington, DC 20545. 

If any communication relating to a 
claim or possible claim of patent or 
copyright infringement is received by 
an agency, organization, office, or field 
establishment within the Department 
of Energy, it should be forwarded to 
the Assistant General Counsel for Pat-
ents. 

(b) Disposition and notification. The 
General Counsel shall investigate and 
administratively settle, deny, or other-
wise dispose of each claim by denial or 
settlement. When a claim is denied, the 
Department shall so notify the claim-
ant or his authorized representative 
and provide the claimant with the rea-
sons for denying the claim. Disclosure 
of information shall be subject to ap-
plicable statutes, regulations, and di-
rectives pertaining to security, access 
to official records, and the rights of 
others. 
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