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PRACTICE BEFORE THE PATENT 
AND TRADEMARK OFFICE 
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OTHERS BEFORE THE PATENT AND 
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AUTHORITY: 5 U.S.C. 500, 15 U.S.C. 1123; 35 
U.S.C. 2(b)(2), 31, 32, 41. 

SOURCE: 50 FR 5172, Feb. 6, 1985, unless oth-
erwise noted. 

§ 10.1 Definitions. 

This part governs solely the practice 
of patent, trademark, and other law be-
fore the Patent and Trademark Office. 
Nothing in this part shall be construed 
to preempt the authority of each State 
to regulate the practice of law, except 
to the extent necessary for the Patent 
and Trademark Office to accomplish 
its Federal objectives. Unless otherwise 
clear from the context, the following 
definitions apply to this part: 

(a) Affidavit means affidavit, declara-
tion under 35 U.S.C. 25 (see §§ 1.68 and 
2.20 of this subchapter), or statutory 
declaration under 28 U.S.C. 1746. 
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(b) Application includes an applica-
tion for a design, plant, or utility pat-
ent, an application to reissue any pat-
ent, and an application to register a 
trademark. 

(c) Attorney or lawyer means an indi-
vidual who is a member in good stand-
ing of the bar of any United States 
court or the highest court of any State. 
A ‘‘non-lawyer’’ is a person who is not 
an attorney or lawyer. 

(d) Canon is defined in § 10.20(a). 
(e) Confidence is defined in § 10.57(a). 
(f) Differing interests include every in-

terest that may adversely affect either 
the judgment or the loyalty of a practi-
tioner to a client, whether it be a con-
flicting, inconsistent, diverse, or other 
interest. 

(g) Director means the Director of En-
rollment and Discipline. 

(h) Disciplinary Rule is defined in 
§ 10.20(b). 

(i) Employee of a tribunal includes all 
employees of courts, the Office, and 
other adjudicatory bodies. 

(j) Giving information within the 
meaning of § 10.23(c)(2) includes making 
(1) a written statement or representa-
tion or (2) an oral statement or rep-
resentation. 

(k) Law firm includes a professional 
legal corporation or a partnership. 

(l) Legal counsel means practitioner. 
(m) Legal profession includes the indi-

viduals who are lawfully engaged in 
practice of patent, trademark, and 
other law before the Office. 

(n) Legal service means any legal serv-
ice which may lawfully be performed 
by a practitioner before the Office. 

(o) Legal System includes the Office 
and courts and adjudicatory bodies 
which review matters on which the Of-
fice has acted. 

(p) Office means Patent and Trade-
mark Office. 

(q) Person includes a corporation, an 
association, a trust, a partnership, and 
any other organization or legal entity. 

(r) Practitioner means (1) an attorney 
or agent registered to practice before 
the Office in patent cases or (2) an indi-
vidual authorized under 5 U.S.C. 500(b) 
or otherwise as provided by this sub-
chapter, to practice before the Office in 
trademark cases or other non-patent 
cases. A ‘‘suspended or excluded practi-

tioner’’ is a practitioner who is sus-
pended or excluded under § 10.156. A 
‘‘non-practitioner’’ is an individual 
who is not a practitioner. 

(s) A proceeding before the Office in-
cludes an application, a reexamination, 
a protest, a public use proceeding, a 
patent interference, an inter partes 
trademark proceeding, or any other 
proceeding which is pending before the 
Office. 

(t) Professional legal corporation 
means a corporation authorized by law 
to practice law for profit. 

(u) Registration means registration to 
practice before the Office in patent 
cases. 

(v) Respondent is defined in 
§ 10.134(a)(1). 

(w) Secret is defined in § 10.57(a). 
(x) Solicit is defined in § 10.33. 
(y) State includes the District of Co-

lumbia, Puerto Rico, and other Federal 
territories and possessions. 

(z) Tribunal includes courts, the Of-
fice, and other adjudicatory bodies. 

(aa) United States means the United 
States of America, its territories and 
possessions. 

§§ 10.2–10.10 [Reserved] 

§ 10.11 Removing names from the reg-
ister. 

A letter may be addressed to any in-
dividual on the register, at the address 
of which separate notice was last re-
ceived by the Director, for the purpose 
of ascertaining whether such individual 
desires to remain on the register. The 
name of any individual failing to reply 
and give any information requested by 
the Director within a time limit speci-
fied will be removed from the register 
and the names of individuals so re-
moved will be published in theOfficial 
Gazette. The name of any individual so 
removed may be reinstated on the reg-
ister as may be appropriate and upon 
payment of the fee set forth in 
§ 1.21(a)(3) of this subchapter. 

[69 FR 35452, June 24, 2004] 
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§§ 10.12–10.19 [Reserved] 

PATENT AND TRADEMARK OFFICE CODE 
OF PROFESSIONAL RESPONSIBILITY 

§ 10.20 Canons and Disciplinary Rules. 

(a) Canons are set out in §§ 10.21, 10.30, 
10.46, 10.56, 10.61, 10.76, 10.83, 10.100, and 
10.110. Canons are statements of axio-
matic norms, expressing in general 
terms the standards of professional 
conduct expected of practitioners in 
their relationships with the public, 
with the legal system, and with the 
legal profession. 

(b) Disciplinary Rules are set out in 
§§ 10.22–10.24, 10.31–10.40, 10.47–10.57, 
10.62–10.68, 10.77, 10.78, 10.84, 10.85, 10.87– 
10.89, 10.92, 10.93, 10.101–10.103, 10.111, 
and 10.112. Disciplinary Rules are man-
datory in character and state the min-
imum level of conduct below which no 
practitioner can fall without being sub-
jected to disciplinary action. 

§ 10.21 Canon 1. 

A practitioner should assist in main-
taining the integrity and competence 
of the legal profession. 

§ 10.22 Maintaining integrity and com-
petence of the legal profession. 

(a) A practitioner is subject to dis-
cipline if the practitioner has made a 
materially false statement in, or if the 
practitioner has deliberately failed to 
disclose a material fact requested in 
connection with, the practitioner’s ap-
plication for registration or member-
ship in the bar of any United States 
court or any State court or his or her 
authority to otherwise practice before 
the Office in trademark and other non- 
patent cases. 

(b) A practitioner shall not further 
the application for registration or 
membership in the bar of any United 
States court, State court, or adminis-
trative agency of another person 
known by the practitioner to be un-
qualified in respect to character, edu-
cation, or other relevant attribute. 

§ 10.23 Misconduct. 

(a) A practitioner shall not engage in 
disreputable or gross misconduct. 

(b) A practitioner shall not: 
(1) Violate a Disciplinary Rule. 

(2) Circumvent a Disciplinary Rule 
through actions of another. 

(3) Engage in illegal conduct involv-
ing moral turpitude. 

(4) Engage in conduct involving dis-
honesty, fraud, deceit, or misrepresen-
tation. 

(5) Engage in conduct that is preju-
dicial to the administration of justice. 

(6) Engage in any other conduct that 
adversely reflects on the practitioner’s 
fitness to practice before the Office. 

(c) Conduct which constitutes a vio-
lation of paragraphs (a) and (b) of this 
section includes, but is not limited to: 

(1) Conviction of a criminal offense 
involving moral turpitude, dishonesty, 
or breach of trust. 

(2) Knowingly giving false or mis-
leading information or knowingly par-
ticipating in a material way in giving 
false or misleading information, to: 

(i) A client in connection with any 
immediate, prospective, or pending 
business before the Office. 

(ii) The Office or any employee of the 
Office. 

(3) Misappropriation of, or failure to 
properly or timely remit, funds re-
ceived by a practitioner or the practi-
tioner’s firm from a client to pay a fee 
which the client is required by law to 
pay to the Office. 

(4) Directly or indirectly improperly 
influencing, attempting to improperly 
influence, offering or agreeing to im-
properly influence, or attempting to 
offer or agree to improperly influence 
an official action of any employee of 
the Office by: 

(i) Use of threats, false accusations, 
duress, or coercion, 

(ii) An offer of any special induce-
ment or promise of advantage, or 

(iii) Improperly bestowing of any 
gift, favor, or thing of value. 

(5) Suspension or disbarment from 
practice as an attorney or agent on 
ethical grounds by any duly con-
stituted authority of a State or the 
United States or, in the case of a prac-
titioner who resides in a foreign coun-
try or is registered under § 11.6(c), by 
any duly constituted authority of: 

(i) A State, 
(ii) The United States, or 
(iii) The country in which the practi-

tioner resides. 
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(6) Knowingly aiding or abetting a 
practitioner suspended or excluded 
from practice before the Office in en-
gaging in unauthorized practice before 
the Office under § 11.58. 

(7) Knowingly withholding from the 
Office information identifying a patent 
or patent application of another from 
which one or more claims have been 
copied. See § 41.202(a)(1) of this title. 

(8) Failing to inform a client or 
former client or failing to timely no-
tify the Office of an inability to notify 
a client or former client of correspond-
ence received from the Office or the cli-
ent’s or former client’s opponent in an 
inter partes proceeding before the Office 
when the correspondence (i) could have 
a significant effect on a matter pend-
ing before the Office, (ii) is received by 
the practitioner on behalf of a client or 
former client and (iii) is correspond-
ence of which a reasonable practitioner 
would believe under the circumstances 
the client or former client should be 
notified. 

(9) Knowingly misusing a ‘‘Certifi-
cate of Mailing or Transmission’’ under 
§ 1.8 of this chapter. 

(10) Knowingly violating or causing 
to be violated the requirements of § 1.56 
or § 1.555 of this subchapter. 

(11) Except as permitted by § 1.52(c) of 
this chapter, knowingly filing or caus-
ing to be filed an application con-
taining any material alteration made 
in the application papers after the 
signing of the accompanying oath or 
declaration without identifying the al-
teration at the time of filing the appli-
cation papers. 

(12) Knowingly filing, or causing to 
be filed, a frivolous complaint alleging 
a violation by a practitioner of the 
Patent and Trademark Office Code of 
Professional Responsibility. 

(13) Knowingly preparing or pros-
ecuting or providing assistance in the 
preparation or prosecution of a patent 
application in violation of an under-
taking signed under § 11.10(b). 

(14) Knowingly failing to advise the 
Director in writing of any change 
which would preclude continued reg-
istration under § 11.6. 

(15) Signing a paper filed in the Office 
in violation of the provisions of § 11.18 
or making a scandalous or indecent 
statement in a paper filed in the Office. 

(16) Willfully refusing to reveal or re-
port knowledge or evidence to the Di-
rector contrary to § 10.24 or § 11.22(b). 

(17) Representing before the Office in 
a patent case either a joint venture 
comprising an inventor and an inven-
tion developer or an inventor referred 
to the registered practitioner by an in-
vention developer when (i) the reg-
istered practitioner knows, or has been 
advised by the Office, that a formal 
complaint filed by a Federal or State 
agency, based on any violation of any 
law relating to securities, unfair meth-
ods of competition, unfair or deceptive 
acts or practices, mail fraud, or other 
civil or criminal conduct, is pending 
before a Federal or State court or Fed-
eral or State agency, or has been re-
solved unfavorably by such court or 
agency, against the invention devel-
oper in connection with invention de-
velopment services and (ii) the reg-
istered practitioner fails to fully advise 
the inventor of the existence of the 
pending complaint or unfavorable reso-
lution thereof prior to undertaking or 
continuing representation of the joint 
venture or inventor. ‘‘Invention devel-
oper’’ means any person, and any 
agent, employee, officer, partner, or 
independent contractor thereof, who is 
not a registered practitioner and who 
advertises invention development serv-
ices in media of general circulation or 
who enters into contracts for invention 
development services with customers 
as a result of such advertisement. ‘‘In-
vention development services’’ means 
acts of invention development required 
or promised to be performed, or actu-
ally performed, or both, by an inven-
tion developer for a customer. ‘‘Inven-
tion development’’ means the evalua-
tion, perfection, marketing, brokering, 
or promotion of an invention on behalf 
of a customer by an invention devel-
oper, including a patent search, prepa-
ration of a patent application, or any 
other act done by an invention devel-
oper for consideration toward the end 
of procuring or attempting to procure a 
license, buyer, or patent for an inven-
tion. ‘‘Customer’’ means any individual 
who has made an invention and who 
enters into a contract for invention de-
velopment services with an invention 
developer with respect to the invention 
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by which the inventor becomes obli-
gated to pay the invention developer 
less than $5,000 (not to include any ad-
ditional sums which the invention de-
veloper is to receive as a result of suc-
cessful development of the invention). 
‘‘Contract for invention development 
services’’ means a contract for inven-
tion development services with an in-
vention developer with respect to an 
invention made by a customer by 
which the inventor becomes obligated 
to pay the invention developer less 
than $5,000 (not to include any addi-
tional sums which the invention devel-
oper is to receive as a result of success-
ful development of the invention). 

(18) In the absence of information 
sufficient to establish a reasonable be-
lief that fraud or inequitable conduct 
has occurred, alleging before a tribunal 
that anyone has committed a fraud on 
the Office or engaged in inequitable 
conduct in a proceeding before the Of-
fice. 

(19) Action by an employee of the Of-
fice contrary to the provisions set 
forth in § 11.10(d). 

(20) Knowing practice by a Govern-
ment employee contrary to applicable 
Federal conflict of interest laws, or 
regulations of the Department, agency 
or commission employing said indi-
vidual. 

(d) A practitioner who acts with 
reckless indifference to whether a rep-
resentation is true or false is charge-
able with knowledge of its falsity. De-
ceitful statements of half-truths or 
concealment of material facts shall be 
deemed actual fraud within the mean-
ing of this part. 

[50 FR 5172, Feb. 6, 1985; 50 FR 25073, June 17, 
1985; 50 FR 25980, June 24, 1985, as amended at 
53 FR 38950, Oct. 4, 1988; 53 FR 41278, Oct. 20, 
1988; 57 FR 2036, Jan. 17, 1992; 58 FR 54504, 
Oct. 22, 1993; 61 FR 56448, Nov. 1, 1996; 62 FR 
53206, Oct. 10, 1997; 65 FR 54683, Sept. 8, 2000; 
69 FR 50003, Aug. 12, 2004; 73 FR 59514, Oct. 9, 
2008] 

§ 10.24 Disclosure of information to au-
thorities. 

(a) A practitioner possessing 
unprivileged knowledge of a violation 
of a Disciplinary Rule shall report such 
knowledge to the Director. 

(b) A practitioner possessing 
unprivileged knowledge or evidence 
concerning another practitioner, em-

ployee of the Office, or a judge shall re-
veal fully such knowledge or evidence 
upon proper request of a tribunal or 
other authority empowered to inves-
tigate or act upon the conduct of prac-
titioners, employees of the Office, or 
judges. 

(Approved by the Office of Management and 
Budget under control number 0651–0017) 

§§ 10.25–10.29 [Reserved] 

§ 10.30 Canon 2. 

A practitioner should assist the legal 
profession in fulfilling its duty to make 
legal counsel available. 

§ 10.31 Communications concerning a 
practitioner’s services. 

(a) No practitioner shall with respect 
to any prospective business before the 
Office, by word, circular, letter, or ad-
vertising, with intent to defraud in any 
manner, deceive, mislead, or threaten 
any prospective applicant or other per-
son having immediate or prospective 
business before the Office. 

(b) A practitioner may not use the 
name of a Member of either House of 
Congress or of an individual in the 
service of the United States in adver-
tising the practitioner’s practice before 
the Office. 

(c) Unless authorized under § 11.14(b), 
a non-lawyer practitioner shall not 
hold himself or herself out as author-
ized to practice before the Office in 
trademark cases. 

(d) Unless a practitioner is an attor-
ney, the practitioner shall not hold 
himself or herself out: 

(1) To be an attorney or lawyer or 
(2) As authorized to practice before 

the Office in non-patent and trademark 
cases. 

[50 FR 5172, Feb. 6, 1985, as amended at 73 FR 
59514, Oct. 9, 2008] 

§ 10.32 Advertising. 

(a) Subject to § 10.31, a practitioner 
may advertise services through public 
media, including a telephone directory, 
legal directory, newspaper, or other pe-
riodical, radio, or television, or 
through written communications not 
involving solicitation as defined by 
§ 10.33. 
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(b) A practitioner shall not give any-
thing of value to a person for recom-
mending the practitioner’s services, ex-
cept that a practitioner may pay the 
reasonable cost of advertising or writ-
ten communication permitted by this 
section and may pay the usual charges 
of a not-for-profit lawyer referral serv-
ice or other legal service organization. 

(c) Any communication made pursu-
ant to this section shall include the 
name of at least one practitioner re-
sponsible for its content. 

§ 10.33 Direct contact with prospective 
clients. 

A practitioner may not solicit profes-
sional employment from a prospective 
client with whom the practitioner has 
no family or prior professional rela-
tionship, by mail, in-person or other-
wise, when a significant motive for the 
practitioner’s doing so is the practi-
tioner’s pecuniary gain under cir-
cumstances evidencing undue influ-
ence, intimidation, or overreaching. 
The term ‘‘solicit’’ includes contact in 
person, by telephone or telegraph, by 
letter or other writing, or by other 
communication directed to a specific 
recipient, but does not include letters 
addressed or advertising circulars dis-
tributed generally to persons not spe-
cifically known to need legal services 
of the kind provided by the practi-
tioner in a particular matter, but who 
are so situated that they might in gen-
eral find such services useful. 

§ 10.34 Communication of fields of 
practice. 

A registered practitioner may state 
or imply that the practitioner is a spe-
cialist as follows: 

(a) A registered practitioner who is 
an attorney may use the designation 
‘‘Patents,’’ ‘‘Patent Attorney,’’ ‘‘Pat-
ent Lawyer,’’ ‘‘Registered Patent At-
torney,’’ or a substantially similar des-
ignation. 

(b) A registered practitioner who is 
not an attorney may use the designa-
tion ‘‘Patents,’’ ‘‘Patent Agent,’’ 
‘‘Registered Patent Agent,’’ or a sub-
stantially similar designation, except 
that any practitioner who was reg-
istered prior to November 15, 1938, may 
refer to himself or herself as a ‘‘patent 
attorney.’’ 

§ 10.35 Firm names and letterheads. 
(a) A practitioner shall not use a firm 

name, letterhead, or other professional 
designation that violates § 10.31. A 
trade name may be used by a practi-
tioner in private practice if it does not 
imply a current connection with a gov-
ernment agency or with a public or 
charitable legal services organization 
and is not otherwise in violation of 
§ 10.31. 

(b) Practitioners may state or imply 
that they practice in a partnership or 
other organization only when that is 
the fact. 

§ 10.36 Fees for legal services. 
(a) A practitioner shall not enter into 

an agreement for, charge, or collect an 
illegal or clearly excessive fee. 

(b) A fee is clearly excessive when, 
after a review of the facts, a practi-
tioner of ordinary prudence would be 
left with a definite and firm conviction 
that the fee is in excess of a reasonable 
fee. Factors to be considered as guides 
in determining the reasonableness of a 
fee include the following: 

(1) The time and labor required, the 
novelty and difficulty of the questions 
involved, and the skill requisite to per-
form the legal service properly. 

(2) The likelihood, if apparent to the 
client, that the acceptance of the par-
ticular employment will preclude other 
employment by the practitioner. 

(3) The fee customarily charged for 
similar legal services. 

(4) The amount involved and the re-
sults obtained. 

(5) The time limitations imposed by 
the client or by the circumstances. 

(6) The nature and length of the pro-
fessional relationship with the client. 

(7) The experience, reputation, and 
ability of the practitioner or practi-
tioners performing the services. 

(8) Whether the fee is fixed or contin-
gent. 

§ 10.37 Division of fees among practi-
tioners. 

(a) A practitioner shall not divide a 
fee for legal services with another 
practitioner who is not a partner in or 
associate of the practitioner’s law firm 
or law office, unless: 

(1) The client consents to employ-
ment of the other practitioner after a 
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full disclosure that a division of fees 
will be made. 

(2) The division is made in proportion 
to the services performed and responsi-
bility assumed by each. 

(3) The total fee of the practitioners 
does not clearly exceed reasonable 
compensation for all legal services ren-
dered to the client. 

(b) This section does not prohibit 
payment to a former partner or asso-
ciate pursuant to a separation or re-
tirement agreement. 

§ 10.38 Agreements restricting the 
practice of a practitioner. 

(a) A practitioner shall not be a 
party to or participate in a partnership 
or employment agreement with an-
other practitioner that restricts the 
right of a practitioner to practice be-
fore the Office after the termination of 
a relationship created by the agree-
ment, except as a condition to payment 
of retirement benefits. 

(b) In connection with the settlement 
of a controversy or suit, a practitioner 
shall not enter into an agreement that 
restricts the practitioner’s right to 
practice before the Office. 

§ 10.39 Acceptance of employment. 
A practitioner shall not accept em-

ployment on behalf of a person if the 
practitioner knows or it is obvious that 
such person wishes to: 

(a) Bring a legal action, commence a 
proceeding before the Office, conduct a 
defense, assert a position in any pro-
ceeding pending before the Office, or 
otherwise have steps taken for the per-
son, merely for the purpose of 
harassing or maliciously injuring any 
other person. 

(b) Present a claim or defense in liti-
gation or any proceeding before the Of-
fice that is not warranted under exist-
ing law, unless it can be supported by 
good faith argument for an extension, 
modification, or reversal of existing 
law. 

§ 10.40 Withdrawal from employment, 
(a) A practitioner shall not withdraw 

from employment in a proceeding be-
fore the Office without permission 
from the Office (see §§ 1.36 and 2.19 of 
this subchapter). In any event, a prac-
titioner shall not withdraw from em-

ployment until the practitioner has 
taken reasonable steps to avoid fore-
seeable prejudice to the rights of the 
client, including giving due notice to 
his or her client, allowing time for em-
ployment of another practitioner, de-
livering to the client all papers and 
property to which the client is enti-
tled, and complying with applicable 
laws and rules. A practitioner who 
withdraws from employment shall re-
fund promptly any part of a fee paid in 
advance that has not been earned. 

(b) Mandatory withdrawal. A practi-
tioner representing a client before the 
Office shall withdraw from employ-
ment if: 

(1) The practitioner knows or it is ob-
vious that the client is bringing a legal 
action, commencing a proceeding be-
fore the Office, conducting a defense, 
or asserting a position in litigation or 
any proceeding pending before the Of-
fice, or is otherwise having steps taken 
for the client, merely for the purpose of 
harassing or maliciously injuring any 
person; 

(2) The practitoner knows or it is ob-
vious that the practitoner’s continued 
employment will result in violation of 
a Disciplinary Rule; 

(3) The practitioner’s mental or phys-
ical condition renders it unreasonably 
difficult for the practitioner to carry 
out the employment effectively; or 

(4) The practitioner is discharged by 
the client. 

(c) Permissive withdrawal. If para-
graph (b) of this section is not applica-
ble, a practitioner may not request per-
mission to withdraw in matters pend-
ing before the Office unless such re-
quest or such withdrawal is because: 

(1) The petitioner’s client: 
(i) Insists upon presenting a claim or 

defense that is not warranted under ex-
isting law and cannot be supported by 
good faith argument for an extension, 
modification, or reversal of existing 
law; 

(ii) Personally seeks to pursue an il-
legal course of conduct; 

(iii) Insists that the practitioner pur-
sue a course of conduct that is illegal 
or that is prohibited under a Discipli-
nary Rule; 
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(iv) By other conduct renders it un-
reasonably difficult for the practi-
tioner to carry out the employment ef-
fectively; 

(v) Insists, in a matter not pending 
before a tribunal, that the practitioner 
engage in conduct that is contrary to 
the judgment and advice of the practi-
tioner but not prohibited under the 
Disciplinary Rule; or 

(vi) Has failed to pay one or more 
bills rendered by the practitioner for 
an unreasonable period of time or has 
failed to honor an agreement to pay a 
retainer in advance of the performance 
of legal services. 

(2) The practitioner’s continued em-
ployment is likely to result in a viola-
tion of a Disciplinary Rule; 

(3) The practitioner’s inability to 
work with co-counsel indicates that 
the best interests of the client likely 
will be served by withdrawal; 

(4) The practitioner’s mental or phys-
ical condition renders it difficult for 
the practitioner to carry out the em-
ployment effectively; 

(5) The practitioner’s client know-
ingly and freely assents to termination 
of the employment; or 

(6) The practitioner believes in good 
faith, in a proceeding pending before 
the Office, that the Office will find the 
existence of other good cause for with-
drawal. 

§§ 10.41–10.45 [Reserved] 

§ 10.46 Canon 3. 
A practitioner should assist in pre-

venting the unauthorized practice of 
law. 

§ 10.47 Aiding unauthorized practice 
of law. 

(a) A practitioner shall not aid a non- 
practitioner in the unauthorized prac-
tice of law before the Office. 

(b) A practitioner shall not aid a sus-
pended or excluded practitioner in the 
practice of law before the Office. 

(c) A practitioner shall not aid a non- 
lawyer in the unauthorized practice of 
law. 

§ 10.48 Sharing legal fees. 
A practitioner or a firm of practi-

tioners shall not share legal fees with a 
non-practitioner except that: 

(a) An agreement by a practitioner 
with the practitioner’s firm, partner, 
or associate may provide for the pay-
ment of money, over a reasonable pe-
riod of time after the practitioner’s 
death, to the practitioner’s estate or to 
one or more specified persons. 

(b) A practitioner who undertakes to 
complete unfinished legal business of a 
deceased practitioner may pay to the 
estate of the deceased practitioner that 
proportion of the total compensation 
which fairly represents the services 
rendered by the deceased practitioner. 

(c) A practitioner or firm of practi-
tioners may include non-practitioner 
employees in a compensation or retire-
ment plan, even though the plan is 
based in whole or in part on a profit- 
sharing arrangement, providing such 
plan does not circumvent another Dis-
ciplinary Rule. 

[50 FR 5172, Feb. 6, 1985, as amended at 58 FR 
54511, Oct. 22, 1993] 

§ 10.49 Forming a partnership with a 
non-practitioner. 

A practitioner shall not form a part-
nership with a non-practitioner if any 
of the activities of the partnership con-
sist of the practice of patent, trade-
mark, or other law before the Office. 

§§ 10.50–10.55 [Reserved] 

§ 10.56 Canon 4. 

A practitioner should preserve the 
confidences and secrets of a client. 

§ 10.57 Preservation of confidences 
and secrets of a client. 

(a) ‘‘Confidence’’ refers to informa-
tion protected by the attorney-client 
or agent-client privilege under applica-
ble law. ‘‘Secret’’ refers to other infor-
mation gained in the professional rela-
tionship that the client has requested 
be held inviolate or the disclosure of 
which would be embarrassing or would 
be likely to be detrimental to the cli-
ent. 

(b) Except when permitted under 
paragraph (c) of this section, a practi-
tioner shall not knowingly: 

(1) Reveal a confidence or secret of a 
client. 

(2) Use a confidence or secret of a cli-
ent to the disadvantage of the client. 
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(3) Use a confidence or secret of a cli-
ent for the advantage of the practi-
tioner or of a third person, unless the 
client consents after full disclosure. 

(c) A practitioner may reveal: 
(1) Confidences or secrets with the 

consent of the client affected but only 
after a full disclosure to the client. 

(2) Confidences or secrets when per-
mitted under Disciplinary Rules or re-
quired by law or court order. 

(3) The intention of a client to com-
mit a crime and the information nec-
essary to prevent the crime. 

(4) Confidences or secrets necessary 
to establish or collect the practi-
tioner’s fee or to defend the practi-
tioner or the practitioner’s employees 
or associates against an accusation of 
wrongful conduct. 

(d) A practitioner shall exercise rea-
sonable care to prevent the practi-
tioner’s employees, associates, and oth-
ers whose services are utilized by the 
practitioner from disclosing or using 
confidences or secrets of a client, ex-
cept that a practitioner may reveal the 
information allowed by paragraph (c) 
of this section through an employee. 

§§ 10.58–10.60 [Reserved] 

§ 10.61 Canon 5. 
A practitioner should exercise inde-

pendent professional judgment on be-
half of a client. 

§ 10.62 Refusing employment when the 
interest of the practitioner may im-
pair the practitioner’s independent 
professional judgment. 

(a) Except with the consent of a cli-
ent after full disclosure, a practitioner 
shall not accept employment if the ex-
ercise of the practitioner’s professional 
judgment on behalf of the client will be 
or reasonably may be affected by the 
practitioner’s own financial, business, 
property, or personal interests. 

(b) A practitioner shall not accept 
employment in a proceeding before the 
Office if the practitioner knows or it is 
obvious that the practitioner or an-
other practitioner in the practitioner’s 
firm ought to sign an affidavit to be 
filed in the Office or be called as a wit-
ness, except that the practitioner may 
undertake the employment and the 
practitioner or another practitioner in 
the practitioner’s firm may testify: 

(1) If the testimony will relate solely 
to an uncontested matter. 

(2) If the testimony will relate solely 
to a matter of formality and there is 
no reason to believe that substantial 
evidence will be offered in opposition 
to the testimony. 

(3) If the testimony will relate solely 
to the nature and value of legal serv-
ices rendered in the case by the practi-
tioner or the practitioner’s firm to the 
client. 

(4) As to any matter, if refusal would 
work a substantial hardship on the cli-
ent because of the distinctive value of 
the practitioner or the practitioner’s 
firm as counsel in the particular case. 

§ 10.63 Withdrawal when the practi-
tioner becomes a witness. 

(a) If, after undertaking employment 
in a proceeding in the Office, a practi-
tioner learns or it is obvious that the 
practitioner or another practitioner in 
the practitioner’s firm ought to sign an 
affidavit to be filed in the Office or be 
called as a witness on behalf of a prac-
titioner’s client, the practitioner shall 
withdraw from the conduct of the pro-
ceeding and the practitioner’s firm, if 
any, shall not continue representation 
in the proceeding, except that the prac-
titioner may continue the representa-
tion and the practitioner or another 
practitioner in the practitioner’s firm 
may testify in the circumstances enu-
merated in paragraphs (1) through (4) 
of § 10.62(b). 

(b) If, after undertaking employment 
in a proceeding before the Office, a 
practitioner learns or it is obvious that 
the practitioner or another practi-
tioner in the practitioner’s firm may 
be asked to sign an affidavit to be filed 
in the Office or be called as a witness 
other than on behalf of the practi-
tioner’s client, the practitioner may 
continue the representation until it is 
apparent that the practitioner’s affi-
davit or testimony is or may be preju-
dicial to the practitioner’s client. 

§ 10.64 Avoiding acquisition of interest 
in litigation or proceeding before 
the Office. 

(a) A practitioner shall not acquire a 
proprietary interest in the subject 
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matter of a proceeding before the Of-
fice which the practitioner is con-
ducting for a client, except that the 
practitioner may: 

(1) Acquire a lien granted by law to 
secure the practitioner’s fee or ex-
penses; or 

(2) Contract with a client for a rea-
sonable contingent fee; or 

(3) In a patent case, take an interest 
in the patent as part or all of his or her 
fee. 

(b) While representing a client in 
connection with a contemplated or 
pending proceeding before the Office, a 
practitioner shall not advance or guar-
antee financial assistance to a client, 
except that a practitioner may advance 
or guarantee the expenses of going for-
ward in a proceeding before the Office 
including fees required by law to be 
paid to the Office, expenses of inves-
tigation, expenses of medical examina-
tion, and costs of obtaining and pre-
senting evidence, provided the client 
remains ultimately liable for such ex-
penses. A practitioner may, however, 
advance any fee required to prevent or 
remedy an abandonment of a client’s 
application by reason of an act or 
omission attributable to the practi-
tioner and not to the client, whether or 
not the client is ultimately liable for 
such fee. 

§ 10.65 Limiting business relations 
with a client. 

A practitioner shall not enter into a 
business transaction with a client if 
they have differing interests therein 
and if the client expects the practi-
tioner to exercise professional judg-
ment therein for the protection of the 
client, unless the client has consented 
after full disclosure. 

§ 10.66 Refusing to accept or continue 
employment if the interests of an-
other client may impair the inde-
pendent professional judgment of 
the practitioner. 

(a) A practitioner shall decline prof-
fered employment if the exercise of the 
practitioner’s independent professional 
judgment in behalf of a client will be 
or is likely to be adversely affected by 
the acceptance of the proffered employ-
ment, or if it would be likely to involve 
the practitioner in representing dif-
fering interests, except to the extent 

permitted under paragraph (c) of this 
section. 

(b) A practitioner shall not continue 
multiple employment if the exercise of 
the practitioner’s independent profes-
sional judgment in behalf of a client 
will be or is likely to be adversely af-
fected by the practitoner’s representa-
tion of another client, or if it would be 
likely to involve the practitioner in 
representing differing interests, except 
to the extent permitted under para-
graph (c) of this section. 

(c) In the situations covered by para-
graphs (a) and (b) of this section a 
practitioner may represent multiple 
clients if it is obvious that the practi-
tioner can adequately represent the in-
terest of each and if each consents to 
the representation after full disclosure 
of the possible effect of such represen-
tation on the exercise of the practi-
tioner’s independent professional judg-
ment on behalf of each. 

(d) If a practitioner is required to de-
cline employment or to withdraw from 
employment under a Disciplinary Rule, 
no partner, or associate, or any other 
practitioner affiliated with the practi-
tioner or the practitioner’s firm, may 
accept or continue such employment 
unless otherwise ordered by the Direc-
tor or Commissioner. 

§ 10.67 Settling similar claims of cli-
ents. 

A practitioner who represents two or 
more clients shall not make or partici-
pate in the making of an aggregate set-
tlement of the claims of or against the 
practitioner’s clients, unless each cli-
ent has consented to the settlement 
after being advised of the existence and 
nature of all the claims involved in the 
proposed settlement, of the total 
amount of the settlement, and of the 
participation of each person in the set-
tlement. 

§ 10.68 Avoiding influence by others 
than the client. 

(a) Except with the consent of the 
practitioner’s client after full disclo-
sure, a practitioner shall not: 

(1) Accept compensation from one 
other than the practitioner’s client for 
the practitioner’s legal services to or 
for the client. 
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(2) Accept from one other than the 
practitioner’s client any thing of value 
related to the practitioner’s represen-
tation of or the practitioner’s employ-
ment by the client. 

(b) A practitioner shall not permit a 
person who recommends, employs, or 
pays the practitioner to render legal 
services for another, to direct or regu-
late the practitioner’s professional 
judgment in rendering such legal serv-
ices. 

(c) A practitioner shall not practice 
with or in the form of a professional 
corporation or association authorized 
to practice law for a profit, if a non- 
practitioner has the right to direct or 
control the professional judgment of a 
practitioner. 

§§ 10.69–10.75 [Reserved] 

§ 10.76 Canon 6. 
A practitioner should represent a cli-

ent competently. 

§ 10.77 Failing to act competently. 
A practitioner shall not: 
(a) Handle a legal matter which the 

practitioner knows or should know 
that the practitioner is not competent 
to handle, without associating with the 
practitioner another practitioner who 
is competent to handle it. 

(b) Handle a legal matter without 
preparation adequate in the cir-
cumstances. 

(c) Neglect a legal matter entrusted 
to the practitioner. 

§ 10.78 Limiting liability to client. 
A practitioner shall not attempt to 

exonerate himself or herself from, or 
limit his or her liability to, a client for 
his or her personal malpractice. 

§§ 10.79–10.82 [Reserved] 

§ 10.83 Canon 7. 
A practitioner should represent a cli-

ent zealously within the bounds of the 
law. 

§ 10.84 Representing a client zealously. 
(a) A practitioner shall not inten-

tionally: 
(1) Fail to seek the lawful objectives 

of a client through reasonably avail-
able means permitted by law and the 

Disciplinary Rules, except as provided 
by paragraph (b) of this section. A 
practitioner does not violate the provi-
sions of this section, however, by ac-
ceding to reasonable requests of oppos-
ing counsel which do not prejudice the 
rights of the client, by being punctual 
in fulfilling all professional commit-
ments, by avoiding offensive tactics, or 
by treating with courtesy and consider-
ation all persons involved in the legal 
process. 

(2) Fail to carry out a contract of em-
ployment entered into with a client for 
professional services, but a practi-
tioner may withdraw as permitted 
under §§ 10.40, 10.63, and 10.66. 

(3) Prejudice or damage a client dur-
ing the course of a professional rela-
tionship, except as required under this 
part. 

(b) In representation of a client, a 
practitioner may: 

(1) Where permissible, exercise pro-
fessional judgment to waive or fail to 
assert a right or position of the client. 

(2) Refuse to aid or participate in 
conduct that the practitioner believes 
to be unlawful, even though there is 
some support for an argument that the 
conduct is legal. 

§ 10.85 Representing a client within 
the bounds of the law. 

(a) In representation of a client, a 
practitioner shall not: 

(1) Initiate or defend any proceeding 
before the Office, assert a position, 
conduct a defense, delay a trial or pro-
ceeding before the Office, or take other 
action on behalf of the practitioner’s 
client when the practitioner knows or 
when it is obvious that such action 
would serve merely to harass or mali-
ciously injure another. 

(2) Knowingly advance a claim or de-
fense that is unwarranted under exist-
ing law, except that a practitioner may 
advance such claim or defense if it can 
be supported by good faith argument 
for an extension, modification, or re-
versal of existing law. 

(3) Conceal or knowingly fail to dis-
close that which the practitioner is re-
quired by law to reveal. 

(4) Knowingly use perjured testimony 
or false evidence. 

(5) Knowingly make a false state-
ment of law or fact. 
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(6) Participate in the creation or 
preservation of evidence when the 
practitioner knows or it is obvious that 
the evidence is false. 

(7) Counsel or assist a client in con-
duct that the practitioner knows to be 
illegal or fraudulent. 

(8) Knowingly engage in other illegal 
conduct or conduct contrary to a Dis-
ciplinary Rule. 

(b) A practitioner who receives infor-
mation clearly establishing that: 

(1) A client has, in the course of the 
representation, perpetrated a fraud 
upon a person or tribunal shall prompt-
ly call upon the client to rectify the 
same, and if the client refuses or is un-
able to do so the practitioner shall re-
veal the fraud to the affected person or 
tribunal. 

(2) A person other than a client has 
perpetrated a fraud upon a tribunal 
shall promptly reveal the fraud to the 
tribunal. 

§ 10.86 [Reserved] 

§ 10.87 Communicating with one of ad-
verse interest. 

During the course of representation 
of a client, a practitioner shall not: 

(a) Communicate or cause another to 
communicate on the subject of the rep-
resentation with a party the practi-
tioner knows to be represented by an-
other practitioner in that matter un-
less the practitioner has the prior con-
sent of the other practitioner rep-
resenting such other party or is au-
thorized by law to do so. It is not im-
proper, however, for a practitioner to 
encourage a client to meet with an op-
posing party for settlement discus-
sions. 

(b) Give advice to a person who is not 
represented by a practitioner other 
than the advice to secure counsel, if 
the interests of such person are or have 
a reasonable possibility of being in 
conflict with the interests of the prac-
titioner’s client. 

§ 10.88 Threatening criminal prosecu-
tion. 

A practitioner shall not present, par-
ticipate in presenting, or threaten to 
present criminal charges solely to ob-
tain an advantage in any prospective 

or pending proceeding before the Of-
fice. 

§ 10.89 Conduct in proceedings. 

(a) A practitioner shall not disregard 
or advise a client to disregard any pro-
vision of this Subchapter or a decision 
of the Office made in the course of a 
proceeding before the Office, but the 
practitioner may take appropriate 
steps in good faith to test the validity 
of such provision or decision. 

(b) In presenting a matter to the Of-
fice, a practitioner shall disclose: 

(1) Controlling legal authority known 
to the practitioner to be directly ad-
verse to the position of the client and 
which is not disclosed by opposing 
counsel or an employee of the Office. 

(2) Unless privileged or irrelevant, 
the identities of the client the practi-
tioner represents and of the persons 
who employed the practitioner. 

(c) In appearing in a professional ca-
pacity before a tribunal, a practitioner 
shall not: 

(1) State or allude to any matter that 
the practitioner has no reasonable 
basis to believe is relevant to the case 
or that will not be supported by admis-
sible evidence. 

(2) Ask any question that the practi-
tioner has no reasonable basis to be-
lieve is relevant to the case and that is 
intended to degrade a witness or other 
person. 

(3) Assert the practitioner’s personal 
knowledge of the facts in issue, except 
when testifying as a witness. 

(4) Assert the practitioner’s personal 
opinion as to the justness of a cause, as 
to the credibility of a witness, as to the 
culpability of a civil litigant, or as to 
the guilt or innocence of an accused; 
but the practitioner may argue, on the 
practitioner’s analysis of the evidence, 
for any position or conclusion with re-
spect to the matters stated herein. 

(5) Engage in undignified or discour-
teous conduct before the Office (see 
§ 1.3 of the subchapter). 

(6) Intentionally or habitually vio-
late any provision of this subchapter or 
established rule of evidence. 
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§§ 10.90–10.91 [Reserved] 

§ 10.92 Contact with witnesses. 

(a) A practitioner shall not suppress 
any evidence that the practitioner or 
the practitioner’s client has a legal ob-
ligation to reveal or produce. 

(b) A practitioner shall not advise or 
cause a person to be secreted or to 
leave the jurisdiction of a tribunal for 
the purpose of making the person un-
available as a witness therein. 

(c) A practitioner shall not pay, offer 
to pay, or acquiesce in the payment of 
compensation to a witness contingent 
upon the content of the witness’ affi-
davit, testimony or the outcome of the 
case. But a practitioner may advance, 
guarantee, or acquiesce in the payment 
of: 

(1) Expenses reasonably incurred by a 
witness in attending, testifying, or 
making an affidavit. 

(2) Reasonable compensation to a 
witness for the witness’ loss of time in 
attending, testifying, or making an af-
fidavit. 

(3) A reasonable fee for the profes-
sional services of an expert witness. 

§ 10.93 Contact with officials. 

(a) A practitioner shall not give or 
lend anything of value to a judge, offi-
cial, or employee of a tribunal under 
circumstances which might give the 
appearance that the gift or loan is 
made to influence official action. 

(b) In an adversary proceeding, in-
cluding any inter partes proceeding be-
fore the Office, a practitioner shall not 
communicate, or cause another to com-
municate, as to the merits of the cause 
with a judge, official, or Office em-
ployee before whom the proceeding is 
pending, except: 

(1) In the course of official pro-
ceedings in the cause. 

(2) In writing if the practitioner 
promptly delivers a copy of the writing 
to opposing counsel or to the adverse 
party if the adverse party is not rep-
resented by a practitioner. 

(3) Orally upon adequate notice to op-
posing counsel or to the adverse party 
if the adverse party is not represented 
by a practitioner. 

(4) As otherwise authorized by law. 

§§ 10.94–10.99 [Reserved] 

§ 10.100 Canon 8. 
A practitioner should assist in im-

proving the legal system. 

§ 10.101 Action as a public official. 
(a) A practitioner who holds public 

office shall not: 
(1) Use the practitioner’s public posi-

tion to obtain, or attempt to obtain, a 
special advantage in legislative mat-
ters for the practitioner or for a client 
under circumstances where the practi-
tioner knows or it is obvious that such 
action is not in the public interest. 

(2) Use the practitioner’s public posi-
tion to influence, or attempt to influ-
ence, a tribunal to act in favor of the 
practitioner or of a client. 

(3) Accept any thing of value from 
any person when the practitioner 
knows or it is obvious that the offer is 
for the purpose of influencing the prac-
titioner’s action as a public official. 

(b) A practitioner who is an officer or 
employee of the United States shall 
not practice before the Office in patent 
cases except as provided in § 10.10(c) 
and (d). 

[50 FR 5172, Feb. 6, 1985, as amended at 54 FR 
6520, Feb. 13, 1989] 

§ 10.102 Statements concerning offi-
cials. 

(a) A practitioner shall not know-
ingly make false statements of fact 
concerning the qualifications of a can-
didate for election or appointment to a 
judicial office or to a position in the 
Office. 

(b) A practitioner shall not know-
ingly make false accusations against a 
judge, other adjudicatory officer, or 
employee of the Office. 

§ 10.103 Practitioner candidate for ju-
dicial office. 

A practitioner who is a candidate for 
judicial office shall comply with appli-
cable provisions of law. 

§§ 10.104–10.109 [Reserved] 

§ 10.110 Canon 9. 
A practitioner should avoid even the 

appearance of professional impro-
priety. 

VerDate Mar<15>2010 08:42 Aug 31, 2010 Jkt 220139 PO 00000 Frm 00368 Fmt 8010 Sfmt 8010 Y:\SGML\220139.XXX 220139jd
jo

ne
s 

on
 D

S
K

8K
Y

B
LC

1P
R

O
D

 w
ith

 C
F

R



359 

U.S. Patent and Trademark Office, Commerce Pt. 11 

§ 10.111 Avoiding even the appearance 
of impropriety. 

(a) A practitioner shall not accept 
private employment in a matter upon 
the merits of which he or she has acted 
in a judicial capacity. 

(b) A practitioner shall not accept 
private employment in a matter in 
which he or she had personal responsi-
bility while a public employee. 

(c) A practitioner shall not state or 
imply that the practitioner is able to 
influence improperly or upon irrele-
vant grounds any tribunal, legislative 
body, or public official. 

§ 10.112 Preserving identity of funds 
and property of client. 

(a) All funds of clients paid to a prac-
titioner or a practitioner’s firm, other 
than advances for costs and expenses, 
shall be deposited in one or more iden-
tifiable bank accounts maintained in 
the United States or, in the case of a 
practitioner having an office in a for-
eign country or registered under 
§ 11.6(c), in the United States or the for-
eign country. 

(b) No funds belonging to the practi-
tioner or the practitioner’s firm shall 
be deposited in the bank accounts re-
quired by paragraph (a) of this section 
except as follows: 

(1) Funds reasonably sufficient to pay 
bank charges may be deposited therein. 

(2) Funds belonging in part to a cli-
ent and in part presently or potentially 
to the practitioner or the practi-
tioner’s firm must be deposited there-
in, but the portion belonging to the 
practitioner or the practitioner’s firm 
may be withdrawn when due unless the 
right of the practitioner or the practi-
tioner’s firm to receive it is disputed 
by the client, in which event the dis-
puted portion shall not be withdrawn 
until the dispute is finally resolved. 

(c) A practitioner shall: 
(1) Promptly notify a client of the re-

ceipt of the client’s funds, securities, 
or other properties. 

(2) Identify and label securities and 
properties of a client promptly upon re-
ceipt and place them in a safe deposit 
box or other place of safekeeping as 
soon as practicable. 

(3) Maintain complete records of all 
funds, securities, and other properties 
of a client coming into the possession 

of the practitioner and render appro-
priate accounts to the client regarding 
the funds, securities, or other prop-
erties. 

(4) Promptly pay or deliver to the cli-
ent as requested by a client the funds, 
securities, or other properties in the 
possession of the practitioner which 
the client is entitled to receive. 

(Approved by the Office of Management and 
Budget under control number 0651–0017) 

[50 FR 5172, Feb. 6, 1985, as amended at 70 FR 
56129, Sept. 26, 2005] 

§§ 10.113–10.170 [Reserved] 

PART 11—REPRESENTATION OF 
OTHERS BEFORE THE UNITED 
STATES PATENT AND TRADEMARK 
OFFICE 

Subpart A—General Provisions 

GENERAL INFORMATION 

Sec. 
11.1 Definitions. 
11.2 Director of the Office of Enrollment 

and Discipline. 
11.3 Suspension of rules. 

Subpart B—Recognition To Practice Before 
the USPTO 

PATENTS, TRADEMARKS, AND OTHER NON- 
PATENT LAW 

11.4 [Reserved] 
11.5 Register of attorneys and agents in pat-

ent matters; practice before the Office. 
11.6 Registration of attorneys and agents. 
11.7 Requirements for registration. 
11.8 Oath and registration fee. 
11.9 Limited recognition in patent matters. 
11.10 Restrictions on practice in patent 

matters. 
11.11 Administrative suspension, inactiva-

tion, resignation, and readmission. 
11.12–11.13 [Reserved] 
11.14 Individuals who may practice before 

the Office in trademark and other non- 
patent matters. 

11.15 Refusal to recognize a practitioner. 
11.16–11.17 [Reserved] 
11.18 Signature and certificate for cor-

respondence filed in the Office. 

Subpart C—Investigations and Disciplinary 
Proceedings; Jurisdiction, Sanctions, 
Investigations, and Proceedings 

11.19 Disciplinary jurisdiction; Jurisdiction 
to transfer to disability inactive status. 

11.20 Disciplinary sanctions; Transfer to 
disability inactive status. 
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11.21 Warnings. 
11.22 Investigations. 
11.23 Committee on Discipline. 
11.24 Reciprocal discipline. 
11.25 Interim suspension and discipline 

based upon conviction of committing a 
serious crime. 

11.26 Settlement. 
11.27 Exclusion on consent. 
11.28 Incapacitated practitioners in a dis-

ciplinary proceeding. 
11.29 Reciprocal transfer or initial transfer 

to disability inactive status. 
11.30–11.31 [Reserved] 
11.32 Initiating a disciplinary proceeding. 
11.33 [Reserved] 
11.34 Complaint. 
11.35 Service of complaint. 
11.36 Answer to complaint. 
11.37 [Reserved] 
11.38 Contested case. 
11.39 Hearing officer; appointment; respon-

sibilities; review of interlocutory orders; 
stays. 

11.40 Representative for OED Director or re-
spondent. 

11.41 Filing of papers. 
11.42 Service of papers. 
11.43 Motions. 
11.44 Hearings. 
11.45 Amendment of pleadings. 
11.46–11.48 [Reserved] 
11.49 Burden of proof. 
11.50 Evidence. 
11.51 Depositions. 
11.52 Discovery. 
11.53 Proposed findings and conclusions; 

post-hearing memorandum. 
11.54 Initial decision of hearing officer. 
11.55 Appeal to the USPTO Director. 
11.56 Decision of the USPTO Director. 
11.57 Review of final decision of the USPTO 

Director. 
11.58 Duties of disciplined or resigned prac-

titioner. 
11.59 Dissemination of disciplinary and 

other information. 
11.60 Petition for reinstatement. 
11.61 Savings clause. 
11.62–11.99 [Reserved] 

AUTHORITY: 5 U.S.C. 500, 15 U.S.C. 1123, 35 
U.S.C. 2(b)(2), 32, 41. 

SOURCE: 69 FR 35452, June 24, 2004, unless 
otherwise noted. 

Subpart A—General Provisions 

GENERAL INFORMATION 

§ 11.1 Definitions. 
This part governs solely the practice 

of patent, trademark, and other law be-
fore the United States Patent and 
Trademark Office. Nothing in this part 

shall be construed to preempt the au-
thority of each State to regulate the 
practice of law, except to the extent 
necessary for the United States Patent 
and Trademark Office to accomplish 
its Federal objectives. Unless otherwise 
clear from the context, the following 
definitions apply to this part: 

Attorney or lawyer means an indi-
vidual who is a member in good stand-
ing of the highest court of any State, 
including an individual who is in good 
standing of the highest court of one 
State and not under an order of any 
court or Federal agency suspending, 
enjoining, restraining, disbarring or 
otherwise restricting the attorney 
from practice before the bar of another 
State or Federal agency. A non-lawyer 
means a person who is not an attorney 
or lawyer. 

Belief or believes means that the per-
son involved actually supposed the fact 
in question to be true. A person’s belief 
may be inferred from circumstances. 

Conviction or convicted means any 
confession to a crime; a verdict or 
judgment finding a person guilty of a 
crime; any entered plea, including nolo 
contendre or Alford plea, to a crime; or 
receipt of deferred adjudication 
(whether judgment or sentence has 
been entered or not) for an accused or 
pled crime. 

Crime means any offense declared to 
be a felony or misdemeanor by Federal 
or State law in the jurisdiction where 
the act occurs. 

Data sheet means a form used to col-
lect the name, address, and telephone 
information from individuals recog-
nized to practice before the Office in 
patent matters. 

Disqualified means any action that 
prohibits a practitioner from partici-
pating in or appearing before the pro-
gram or agency, regardless of how long 
the prohibition lasts or the specific ter-
minology used. 

Federal agency means any authority 
of the executive branch of the Govern-
ment of the United States. 

Federal program means any program 
established by an Act of Congress or 
administered by a Federal agency. 

Fiscal year means the time period 
from October 1st through the ensuing 
September 30th. 
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Fraud or fraudulent means conduct 
having a purpose to deceive and not 
merely negligent misrepresentation or 
failure to apprise another of relevant 
information. 

Good moral character and reputation 
means the possession of honesty and 
truthfulness, trustworthiness and reli-
ability, and a professional commitment 
to the legal process and the adminis-
tration of justice, as well as the condi-
tion of being regarded as possessing 
such qualities. 

Knowingly, known, or knows means 
actual knowledge of the fact in ques-
tion. A person’s knowledge may be in-
ferred from circumstances. 

Mandatory Disciplinary Rule is a rule 
identified in § 10.20(b) of this chapter as 
a Disciplinary Rule. 

Matter means any litigation, admin-
istrative proceeding, lobbying activity, 
application, claim, investigation, con-
troversy, arrest, charge, accusation, 
contract, negotiation, estate or family 
relations practice issue, request for a 
ruling or other determination, or any 
other matter covered by the conflict of 
interest rules of the appropriate Gov-
ernment entity. 

OED means the Office of Enrollment 
and Discipline. 

OED Director means the Director of 
the Office of Enrollment and Dis-
cipline. 

OED Director’s representatives means 
attorneys within the USPTO Office of 
General Counsel who act as representa-
tives of the OED Director. 

Office means the United States Pat-
ent and Trademark Office. 

Practitioner means: 
(1) An attorney or agent registered to 

practice before the Office in patent 
matters, 

(2) An individual authorized under 5 
U.S.C. 500(b) or otherwise as provided 
by § 10.14(b), (c), and (e) of this sub-
chapter, to practice before the Office in 
trademark matters or other non-patent 
matters, or 

(3) An individual authorized to prac-
tice before the Office in a patent case 
or matters under § 11.9(a) or (b). 

Proceeding before the Office means an 
application for patent, an application 
for reissue, a reexamination, a protest, 
a public use matter, an inter partes pat-
ent matter, correction of a patent, cor-

rection of inventorship, an application 
to register a trademark, an inter partes 
trademark matter, an appeal, a peti-
tion, and any other matter that is 
pending before the Office. 

Reasonable or reasonably when used in 
relation to conduct by a practitioner 
means the conduct of a reasonably pru-
dent and competent practitioner. 

Registration means registration to 
practice before the Office in patent 
proceedings. 

Roster means a list of individuals who 
have been registered as either a patent 
attorney or patent agent. 

Serious crime means: 
(1) Any criminal offense classified as 

a felony under the laws of the United 
States, any state or any foreign coun-
try where the crime occurred; or 

(2) Any crime a necessary element of 
which, as determined by the statutory 
or common law definition of such 
crime in the jurisdiction where the 
crime occurred, includes interference 
with the administration of justice, 
false swearing, misrepresentation, 
fraud, willful failure to file income tax 
returns, deceit, bribery, extortion, mis-
appropriation, theft, or an attempt or a 
conspiracy or solicitation of another to 
commit a ‘‘serious crime.’’ 

Significant evidence of rehabilitation 
means satisfactory evidence that is sig-
nificantly more probable than not that 
there will be no recurrence in the fore-
seeable future of the practitioner’s 
prior disability or addiction. 

State means any of the 50 states of 
the United States of America, the Dis-
trict of Columbia, and any Common-
wealth or territory of the United 
States of America. 

Substantial when used in reference to 
degree or extent means a material 
matter of clear and weighty impor-
tance. 

Suspend or suspension means a tem-
porary debarring from practice before 
the Office or other jurisdiction. 

United States means the United 
States of America, and the territories 
and possessions the United States of 
America. 

USPTO Director means the Director of 
the United States Patent and Trade-
mark Office, or an employee of the Of-
fice delegated authority to act for the 
Director of the United States Patent 

VerDate Mar<15>2010 08:42 Aug 31, 2010 Jkt 220139 PO 00000 Frm 00371 Fmt 8010 Sfmt 8010 Y:\SGML\220139.XXX 220139jd
jo

ne
s 

on
 D

S
K

8K
Y

B
LC

1P
R

O
D

 w
ith

 C
F

R



362 

37 CFR Ch. I (7–1–10 Edition) § 11.2 

and Trademark Office in matters aris-
ing under this part. 

[69 FR 35452, June 24, 2004, as amended at 73 
FR 47687, Aug. 14, 2008] 

§ 11.2 Director of the Office of Enroll-
ment and Discipline. 

(a) Appointment. The USPTO Director 
shall appoint a Director of the Office of 
Enrollment and Discipline (OED Direc-
tor). In the event of a vacancy in the 
office of the OED Director, the USPTO 
Director may designate an employee of 
the Office to serve as acting OED Di-
rector. The OED Director shall be an 
active member in good standing of the 
bar of the highest court of a State. 

(b) Duties. The OED Director shall: 
(1) Supervise staff as may be nec-

essary for the performance of the OED 
Director’s duties. 

(2) Receive and act upon applications 
for registration, prepare and grade the 
examination provided for in § 11.7(b), 
maintain the register provided for in 
§ 11.5, and perform such other duties in 
connection with enrollment and rec-
ognition of attorneys and agents as 
may be necessary. 

(3) Conduct investigations into the 
moral character and reputation of any 
individual seeking to be registered as 
an attorney or agent, or of any indi-
vidual seeking limited recognition, 
deny registration or recognition of in-
dividuals failing to demonstrate pos-
session of good moral character and 
reputation, and perform such other du-
ties in connection with enrollment 
matters and investigations as may be 
necessary. 

(4) Conduct investigations of matters 
involving possible grounds for dis-
cipline of practitioners coming to the 
attention of the OED Director. Except 
in matters meriting summary dis-
missal, no disposition under § 11.22(h) 
shall be recommended or undertaken 
by the OED Director until the accused 
practitioner shall have been afforded 
an opportunity to respond to a reason-
able inquiry by the OED Director. 

(5) With the consent of a panel of 
three members of the Committee on 
Discipline, initiate disciplinary pro-
ceedings under § 11.32 and perform such 
other duties in connection with inves-
tigations and disciplinary proceedings 
as may be necessary. 

(6) Oversee the preliminary screening 
of information and close investigations 
as provided for in § 11.22. 

(7) [Reserved] 
(c) Petition to OED Director regarding 

enrollment or recognition. Any petition 
from any action or requirement of the 
staff of OED reporting to the OED Di-
rector shall be taken to the OED Direc-
tor accompanied by payment of the fee 
set forth in § 1.21(a)(5)(i) of this chap-
ter. Any such petition not filed within 
sixty days from the mailing date of the 
action or notice from which relief is re-
quested will be dismissed as untimely. 
The filing of a petition will neither 
stay the period for taking other action 
which may be running, nor stay other 
proceedings. The petitioner may file a 
single request for reconsideration of a 
decision within thirty days of the date 
of the decision. Filing a request for re-
consideration stays the period for seek-
ing review of the OED Director’s deci-
sion until a final decision on the re-
quest for reconsideration is issued. A 
final decision by the OED Director may 
be reviewed in accordance with the pro-
visions of paragraph (d) of this section. 

(d) Review of OED Director’s decision 
regarding enrollment or recognition. A 
party dissatisfied with a final decision 
of the OED Director regarding enroll-
ment or recognition may seek review 
of the decision upon petition to the 
USPTO Director accompanied by pay-
ment of the fee set forth in 
§ 1.21(a)(5)(ii) of this chapter. Any such 
petition to the USPTO Director waives 
a right to seek reconsideration from 
the OED Director. Any petition not 
filed within thirty days after the final 
decision of the OED Director may be 
dismissed as untimely. Briefs or memo-
randa, if any, in support of the petition 
shall accompany the petition. The peti-
tion will be decided on the basis of the 
record made before the OED Director. 
The USPTO Director in deciding the 
petition will consider no new evidence. 
Copies of documents already of record 
before the OED Director shall not be 
submitted with the petition. An oral 
hearing will not be granted except 
when considered necessary by the 
USPTO Director. Any request for re-
consideration of the decision of the 
USPTO Director may be dismissed as 
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untimely if not filed within thirty days 
after the date of said decision. 

(e) Petition to USPTO Director in dis-
ciplinary matters. Petition may be 
taken to the USPTO Director to invoke 
the supervisory authority of the 
USPTO Director in appropriate cir-
cumstances in disciplinary matters. 
Any such petition must contain a 
statement of the facts involved and the 
point or points to be reviewed and the 
action requested. Briefs or memoranda, 
if any, in support of the petition must 
accompany the petition. Where facts 
are to be proven, the proof in the form 
of affidavits or declarations (and exhib-
its, if any) must accompany the peti-
tion. The OED Director may be di-
rected by the USPTO Director to file a 
reply to the petition, supplying a copy 
to the petitioner. An oral hearing will 
not be granted except when considered 
necessary by the USPTO Director. The 
mere filing of a petition will not stay 
an investigation, disciplinary pro-
ceeding or other proceedings. Any peti-
tion under this part not filed within 
thirty days of the mailing date of the 
action or notice from which relief is re-
quested may be dismissed as untimely. 
Any request for reconsideration of the 
decision of the USPTO Director may be 
dismissed as untimely if not filed with-
in thirty days after the date of said de-
cision. 

[69 FR 35452, June 24, 2004, as amended at 73 
FR 47687, Aug. 14, 2008] 

§ 11.3 Suspension of rules. 

(a) In an extraordinary situation, 
when justice requires, any requirement 
of the regulations of this Part which is 
not a requirement of statute may be 
suspended or waived by the USPTO Di-
rector or the designee of the USPTO 
Director, sua sponte, or on petition by 
any party, including the OED Director 
or the OED Director’s representative, 
subject to such other requirements as 
may be imposed. 

(b) No petition under this section 
shall stay a disciplinary proceeding un-
less ordered by the USPTO Director or 
a hearing officer. 

[73 FR 47688, Aug. 14, 2008] 

Subpart B—Recognition To 
Practice Before the USPTO 

PATENTS, TRADEMARKS, AND OTHER 
NON-PATENT LAW 

§ 11.4 [Reserved] 

§ 11.5 Register of attorneys and agents 
in patent matters; practice before 
the Office. 

(a) A register of attorneys and agents 
is kept in the Office on which are en-
tered the names of all individuals rec-
ognized as entitled to represent appli-
cants having prospective or immediate 
business before the Office in the prepa-
ration and prosecution of patent appli-
cations. Registration in the Office 
under the provisions of this part shall 
entitle the individuals so registered to 
practice before the Office only in pat-
ent matters. 

(b) Practice before the Office. Practice 
before the Office includes, but is not 
limited to, law-related service that 
comprehends any matter connected 
with the presentation to the Office or 
any of its officers or employees relat-
ing to a client’s rights, privileges, du-
ties, or responsibilities under the laws 
or regulations administered by the Of-
fice for the grant of a patent or reg-
istration of a trademark, or for enroll-
ment or disciplinary matters. Such 
presentations include preparing nec-
essary documents in contemplation of 
filing the documents with the Office, 
corresponding and communicating with 
the Office, and representing a client 
through documents or at interviews, 
hearings, and meetings, as well as com-
municating with and advising a client 
concerning matters pending or con-
templated to be presented before the 
Office. Nothing in this section pro-
scribes a practitioner from employing 
or retaining non-practitioner assist-
ants under the supervision of the prac-
titioner to assist the practitioner in 
matters pending or contemplated to be 
presented before the Office. 

(1) Practice before the Office in patent 
matters. Practice before the Office in 
patent matters includes, but is not lim-
ited to, preparing and prosecuting any 
patent application, consulting with or 
giving advice to a client in contempla-
tion of filing a patent application or 
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other document with the Office, draft-
ing the specification or claims of a pat-
ent application; drafting an amend-
ment or reply to a communication 
from the Office that may require writ-
ten argument to establish the patent-
ability of a claimed invention; drafting 
a reply to a communication from the 
Office regarding a patent application; 
and drafting a communication for a 
public use, interference, reexamination 
proceeding, petition, appeal to or any 
other proceeding before the Board of 
Patent Appeals and Interferences, or 
other proceeding. Registration to prac-
tice before the Office in patent cases 
sanctions the performance of those 
services which are reasonably nec-
essary and incident to the preparation 
and prosecution of patent applications 
or other proceeding before the Office 
involving a patent application or pat-
ent in which the practitioner is author-
ized to participate. The services in-
clude: 

(i) Considering the advisability of re-
lying upon alternative forms of protec-
tion which may be available under 
state law, and 

(ii) Drafting an assignment or caus-
ing an assignment to be executed for 
the patent owner in contemplation of 
filing or prosecution of a patent appli-
cation for the patent owner, where the 
practitioner represents the patent 
owner after a patent issues in a pro-
ceeding before the Office, and when 
drafting the assignment the practi-
tioner does no more than replicate the 
terms of a previously existing oral or 
written obligation of assignment from 
one person or party to another person 
or party. 

(2) Practice before the Office in trade-
mark matters. Practice before the Office 
in trademark matters includes, but is 
not limited to, consulting with or giv-
ing advice to a client in contemplation 
of filing a trademark application or 
other document with the Office; pre-
paring and prosecuting an application 
for trademark registration; preparing 
an amendment which may require writ-
ten argument to establish the 
registrability of the mark; and con-
ducting an opposition, cancellation, or 
concurrent use proceeding; or con-

ducting an appeal to the Trademark 
Trial and Appeal Board. 

[73 FR 47688, Aug. 14, 2008] 

§ 11.6 Registration of attorneys and 
agents. 

(a) Attorneys. Any citizen of the 
United States who is an attorney and 
who fulfills the requirements of this 
part may be registered as a patent at-
torney to practice before the Office. 
When appropriate, any alien who is an 
attorney, who lawfully resides in the 
United States, and who fulfills the re-
quirements of this part may be reg-
istered as a patent attorney to practice 
before the Office, provided that such 
registration is not inconsistent with 
the terms upon which the alien was ad-
mitted to, and resides in, the United 
States and further provided that the 
alien may remain registered only: 

(1) If the alien continues to lawfully 
reside in the United States and reg-
istration does not become inconsistent 
with the terms upon which the alien 
continues to lawfully reside in the 
United States, or 

(2) If the alien ceases to reside in the 
United States, the alien is qualified to 
be registered under paragraph (c) of 
this section. See also § 11.9(b). 

(b) Agents. Any citizen of the United 
States who is not an attorney, and who 
fulfills the requirements of this part 
may be registered as a patent agent to 
practice before the Office. When appro-
priate, any alien who is not an attor-
ney, who lawfully resides in the United 
States, and who fulfills the require-
ments of this part may be registered as 
a patent agent to practice before the 
Office, provided that such registration 
is not inconsistent with the terms upon 
which the alien was admitted to, and 
resides in, the United States, and fur-
ther provided that the alien may re-
main registered only: 

(1) If the alien continues to lawfully 
reside in the United States and reg-
istration does not become inconsistent 
with the terms upon which the alien 
continues to lawfully reside in the 
United States or 

(2) If the alien ceases to reside in the 
United States, the alien is qualified to 
be registered under paragraph (c) of 
this section. See also § 11.9(b). 
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(c) Foreigners. Any foreigner not a 
resident of the United States who shall 
file proof to the satisfaction of the 
OED Director that he or she is reg-
istered and in good standing before the 
patent office of the country in which 
he or she resides and practices, and 
who is possessed of the qualifications 
stated in § 11.7, may be registered as a 
patent agent to practice before the Of-
fice for the limited purpose of pre-
senting and prosecuting patent applica-
tions of applicants located in such 
country, provided that the patent of-
fice of such country allows substan-
tially reciprocal privileges to those ad-
mitted to practice before the Office. 
Registration as a patent agent under 
this paragraph shall continue only dur-
ing the period that the conditions spec-
ified in this paragraph obtain. Upon no-
tice by the patent office of such coun-
try that a patent agent registered 
under this section is no longer reg-
istered or no longer in good standing 
before the patent office of such coun-
try, and absent a showing of cause why 
his or her name should not be removed 
from the register, the OED Director 
shall promptly remove the name of the 
patent agent from the register and pub-
lish the fact of removal. Upon ceasing 
to reside in such country, the patent 
agent registered under this section is 
no longer qualified to be registered 
under this section, and the OED Direc-
tor shall promptly remove the name of 
the patent agent from the register and 
publish the fact of removal. 

(d) Board of Patent Appeals and Inter-
ferences matters. For action by a person 
who is not registered in a proceeding 
before the Board of Patent Appeals and 
Interferences, see § 41.5(a) of this title. 

[69 FR 35452, June 24, 2004, as amended at 69 
FR 50003, Aug. 12, 2004] 

§ 11.7 Requirements for registration. 

(a) No individual will be registered to 
practice before the Office unless he or 
she has: 

(1) Applied to the USPTO Director in 
writing by completing an application 
for registration form supplied by the 
OED Director and furnishing all re-
quested information and material; and 

(2) Established to the satisfaction of 
the OED Director that he or she: 

(i) Possesses good moral character 
and reputation; 

(ii) Possesses the legal, scientific, 
and technical qualifications necessary 
for him or her to render applicants val-
uable service; and 

(iii) Is competent to advise and assist 
patent applicants in the presentation 
and prosecution of their applications 
before the Office. 

(b)(1) To enable the OED Director to 
determine whether an individual has 
the qualifications specified in para-
graph (a)(2) of this section, the indi-
vidual shall: 

(i) File a complete application for 
registration each time admission to 
the registration examination is re-
quested. A complete application for 
registration includes: 

(A) An application for registration 
form supplied by the OED Director 
wherein all requested information and 
supporting documents are furnished, 

(B) Payment of the fees required by 
§ 1.21(a)(1) of this subchapter, 

(C) Satisfactory proof of scientific 
and technical qualifications, and 

(D) For aliens, provide proof that rec-
ognition is not inconsistent with the 
terms of their visa or entry into the 
United States; 

(ii) Pass the registration examina-
tion, unless the taking and passing of 
the examination is waived as provided 
in paragraph (d) of this section. Unless 
examination is waived pursuant to 
paragraph (d) of this section, each indi-
vidual seeking registration must take 
and pass the registration examination 
to enable the OED Director to deter-
mine whether the individual possesses 
the legal and competence qualifica-
tions specified in paragraphs (a)(2)(ii) 
and (a)(2)(iii) of this section. An indi-
vidual failing the examination may, 
upon receipt of notice of failure from 
OED, reapply for admission to the ex-
amination. An individual failing the 
examination must wait thirty days 
after the date the individual last took 
the examination before retaking the 
examination. An individual reapplying 
shall: 

(A) File a completed application for 
registration form wherein all requested 
information and supporting documents 
are furnished, 
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(B) Pay the fees required by 
§ 1.21(a)(1) of this subchapter, and 

(C) For aliens, provide proof that rec-
ognition is not inconsistent with the 
terms of their visa or entry into the 
United States; and 

(iii) Provide satisfactory proof of pos-
session of good moral character and 
reputation. 

(2) An individual failing to file a 
complete application for registration 
will not be admitted to the examina-
tion and will be notified of the incom-
pleteness. Applications for registration 
that are incomplete as originally sub-
mitted will be considered only when 
they have been completed and received 
by OED, provided that this occurs 
within sixty days of the mailing date of 
the notice of incompleteness. There-
after, a new and complete application 
for registration must be filed. Only an 
individual approved as satisfying the 
requirements of paragraphs (b)(1)(i)(A), 
(b)(1)(i)(B), (b)(1)(i)(C) and (b)(1)(i)(D) of 
this section may be admitted to the ex-
amination. 

(3) If an individual does not reapply 
until more than one year after the 
mailing date of a notice of failure, that 
individual must again comply with 
paragraph (b)(1)(i) of this section. 

(c) Each individual seeking registra-
tion is responsible for updating all in-
formation and answers submitted in or 
with the application for registration 
based upon anything occurring between 
the date the application for registra-
tion is signed by the individual, and 
the date he or she is registered or rec-
ognized to practice before the Office in 
patent matters. The update shall be 
filed within thirty days after the date 
of the occasion that necessitates the 
update. 

(d) Waiver of the Registration Examina-
tion for Former Office Employees—(1) 
Former patent examiners who by July 26, 
2004, had not actively served four years in 
the patent examining corps, and were 
serving in the corps at the time of their 
separation. The OED Director may 
waive the taking of a registration ex-
amination in the case of any individual 
meeting the requirements of paragraph 
(b)(1)(i)(C) of this section who is a 
former patent examiner but by July 26, 
2004, had not served four years in the 

patent examining corps, if the indi-
vidual demonstrates that he or she: 

(i) Actively served in the patent ex-
amining corps of the Office and was 
serving in the corps at the time of sep-
aration from the Office; 

(ii) Received a certificate of legal 
competency and negotiation authority; 

(iii) After receiving the certificate of 
legal competency and negotiation au-
thority, was rated at least fully suc-
cessful in each quality performance 
element of his or her performance plan 
for the last two complete fiscal years 
as a patent examiner; and 

(iv) Was not under an oral or written 
warning regarding the quality perform-
ance elements at the time of separa-
tion from the patent examining corps. 

(2) Former patent examiners who on 
July 26, 2004, had actively served four 
years in the patent examining corps, and 
were serving in the corps at the time of 
their separation. The OED Director may 
waive the taking of a registration ex-
amination in the case of any individual 
meeting the requirements of paragraph 
(b)(1)(i)(C) of this section who is a 
former patent examiner and by July 26, 
2004, had served four years in the pat-
ent examining corps, if the individual 
demonstrates that he or she: 

(i) Actively served for at least four 
years in the patent examining corps of 
the Office by July 26, 2004, and was 
serving in the corps at the time of sep-
aration from the Office; 

(ii) Was rated at least fully success-
ful in each quality performance ele-
ment of his or her performance plan for 
the last two complete fiscal years as a 
patent examiner in the Office; and 

(iii) Was not under an oral or written 
warning regarding the quality perform-
ance elements at the time of separa-
tion from the patent examining corps. 

(3) Certain former Office employees who 
were not serving in the patent examining 
corps upon their separation from the Of-
fice. The OED Director may waive the 
taking of a registration examination in 
the case of a former Office employee 
meeting the requirements of paragraph 
(b)(1)(i)(C) of this section who by peti-
tion demonstrates possession of the 
necessary legal qualifications to render 
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to patent applicants and others valu-
able service and assistance in the prep-
aration and prosecution of their appli-
cations or other business before the Of-
fice by showing that he or she has: 

(i) Exhibited comprehensive knowl-
edge of patent law equivalent to that 
shown by passing the registration ex-
amination as a result of having been in 
a position of responsibility in the Of-
fice in which he or she: 

(A) Provided substantial guidance on 
patent examination policy, including 
the development of rule or procedure 
changes, patent examination guide-
lines, changes to the Manual of Patent 
Examining Procedure, development of 
training or testing materials for the 
patent examining corps, or develop-
ment of materials for the registration 
examination or continuing legal edu-
cation; or 

(B) Represented the Office in patent 
cases before Federal courts; and 

(ii) Was rated at least fully success-
ful in each quality performance ele-
ment of his or her performance plan for 
said position for the last two complete 
rating periods in the Office, and was 
not under an oral or written warning 
regarding such performance elements 
at the time of separation from the Of-
fice. 

(4) To be eligible for consideration 
for waiver, an individual formerly em-
ployed by the Office within the scope of 
one of paragraphs (d)(1), (d)(2) or (d)(3) 
of this section must file a complete ap-
plication for registration and pay the 
fee required by § 1.21(a)(1)(i) of this sub-
chapter within two years of the indi-
vidual’s date of separation from the Of-
fice. All other individuals formerly em-
ployed by the Office, including former 
examiners, filing an application for 
registration or fee more than two years 
after separation from the Office, are re-
quired to take and pass the registra-
tion examination. The individual or 
former examiner must pay the exam-
ination fee required by § 1.21(a)(1)(ii) of 
this subchapter within thirty days 
after notice of non-waiver. 

(e) Examination results. Notification 
of the examination results is final. 
Within sixty days of the mailing date 
of a notice of failure, the individual is 
entitled to inspect, but not copy, the 
questions and answers he or she incor-

rectly answered. Review will be under 
supervision. No notes may be taken 
during such review. Substantive review 
of the answers or questions may not be 
pursued by petition for regrade. An in-
dividual who failed the examination 
has the right to retake the examina-
tion an unlimited number of times 
upon payment of the fees required by 
§ 1.21(a)(1)(i) and (ii) of this subchapter, 
and a fee charged by a commercial en-
tity administering the examination. 

(f) Application for reciprocal recogni-
tion. An individual seeking reciprocal 
recognition under § 11.6(c), in addition 
to satisfying the provisions of para-
graphs (a) and (b) of this section, and 
the provisions of § 11.8(c), shall pay the 
application fee required by § 1.21(a)(1)(i) 
of this subchapter upon filing an appli-
cation for registration. 

(g) Investigation of good moral char-
acter and reputation. (1) Every indi-
vidual seeking recognition shall answer 
all questions in the application for reg-
istration and request(s) for comments 
issued by OED; disclose all relevant 
facts, dates and information; and pro-
vide verified copies of documents rel-
evant to his or her good moral char-
acter and reputation. An individual 
who is an attorney shall submit a cer-
tified copy of each of his or her State 
bar applications and moral character 
determinations, if available. 

(2)(i) If the OED Director receives in-
formation from any source that re-
flects adversely on the good moral 
character or reputation of an indi-
vidual seeking registration or recogni-
tion, the OED Director shall conduct 
an investigation into the good moral 
character and reputation of that indi-
vidual. The investigation will be con-
ducted after the individual has passed 
the registration examination, or after 
the registration examination has been 
waived for the individual, as applica-
ble. An individual failing to timely an-
swer questions or respond to an inquiry 
by OED shall be deemed to have with-
drawn his or her application, and shall 
be required to reapply, pass the exam-
ination, and otherwise satisfy all the 
requirements of this section. No indi-
vidual shall be certified for registra-
tion or recognition by the OED Direc-
tor until, to the satisfaction of the 
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OED Director, the individual dem-
onstrates his or her possession of good 
moral character and reputation. 

(ii) The OED Director, in considering 
an application for registration by an 
attorney, may accept a State bar’s 
character determination as meeting 
the requirements set forth in para-
graph (g) of this section if, after re-
view, the Office finds no substantial 
discrepancy between the information 
provided with his or her application for 
registration and the State bar applica-
tion and moral character determina-
tion, provided that acceptance is not 
inconsistent with other rules and the 
requirements of 35 U.S.C. 2(b)(2)(D). 

(h) Good moral character and reputa-
tion. Evidence showing lack of good 
moral character and reputation may 
include, but is not limited to, convic-
tion of a felony or a misdemeanor iden-
tified in paragraph (h)(1) of this sec-
tion, drug or alcohol abuse; lack of 
candor; suspension or disbarment on 
ethical grounds from a State bar; and 
resignation from a State bar while 
under investigation. 

(1) Conviction of felony or misdemeanor. 
An individual who has been convicted 
of a felony or a misdemeanor involving 
moral turpitude, breach of trust, inter-
ference with the administration of jus-
tice, false swearing, misrepresentation, 
fraud, deceit, bribery, extortion, mis-
appropriation, theft, or conspiracy to 
commit any felony or misdemeanor, is 
presumed not to be of good moral char-
acter and reputation in the absence of 
a pardon or a satisfactory showing of 
reform and rehabilitation, and shall 
file with his or her application for reg-
istration the fees required by 
§ 1.21(a)(1)(ii) and (a)(10) of this sub-
chapter. The OED Director shall deter-
mine whether individuals convicted of 
said felony or misdemeanor provided 
satisfactory proof of reform and reha-
bilitation. 

(i) An individual who has been con-
victed of a felony or a misdemeanor 
identified in paragraph (h)(1) of this 
section shall not be eligible to apply 
for registration during the time of any 
sentence (including confinement or 
commitment to imprisonment), de-
ferred adjudication, and period of pro-
bation or parole as a result of the con-
viction, and for a period of two years 

after the date of completion of the sen-
tence, deferred adjudication, and pe-
riod of probation or parole, whichever 
is later. 

(ii) The following presumptions apply 
to the determination of good moral 
character and reputation of an indi-
vidual convicted of said felony or mis-
demeanor: 

(A) The court record or docket entry 
of conviction is conclusive evidence of 
guilt in the absence of a pardon or a 
satisfactory showing of reform or reha-
bilitation; and 

(B) An individual convicted of a fel-
ony or any misdemeanor identified in 
paragraph (h)(1) of this section is con-
clusively deemed not to have good 
moral character and reputation, and 
shall not be eligible to apply for reg-
istration for a period of two years after 
completion of the sentence, deferred 
adjudication, and period of probation 
or parole, whichever is later. 

(iii) The individual, upon applying 
for registration, shall provide satisfac-
tory evidence that he or she is of good 
moral character and reputation. 

(iv) Upon proof that a conviction has 
been set aside or reversed, the indi-
vidual shall be eligible to file a com-
plete application for registration and 
the fee required by § 1.21(a)(1)(ii) of this 
subchapter and, upon passing the reg-
istration examination, have the OED 
Director determine, in accordance with 
paragraph (h)(1) of this section, wheth-
er, absent the conviction, the indi-
vidual possesses good moral character 
and reputation. 

(2) Good moral character and reputa-
tion involving drug or alcohol abuse. An 
individual’s record is reviewed as a 
whole to see if there is a drug or alco-
hol abuse issue. An individual appear-
ing to abuse drugs or alcohol may be 
asked to undergo an evaluation, at the 
individual’s expense, by a qualified pro-
fessional approved by the OED Direc-
tor. In instances where, before an in-
vestigation commences, there is evi-
dence of a present abuse or an indi-
vidual has not established a record of 
recovery, the OED Director may re-
quest the individual to withdraw his or 
her application, and require the indi-
vidual to satisfactorily demonstrate 
that he or she is complying with treat-
ment and undergoing recovery. 
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(3) Moral character and reputation in-
volving lack of candor. An individual’s 
lack of candor in disclosing facts bear-
ing on or relevant to issues concerning 
good moral character and reputation 
when completing the application or 
any time thereafter may be found to be 
cause to deny registration on moral 
character and reputation grounds. 

(4) Moral character and reputation in-
volving suspension, disbarment, or res-
ignation from a profession. (i) An indi-
vidual who has been disbarred or sus-
pended from practice of law or other 
profession, or has resigned in lieu of a 
disciplinary proceeding (excluded or 
disbarred on consent) shall be ineli-
gible to apply for registration as fol-
lows: 

(A) An individual who has been dis-
barred from practice of law or other 
profession, or has resigned in lieu of a 
disciplinary proceeding (excluded or 
disbarred on consent) shall be ineli-
gible to apply for registration for a pe-
riod of five years from the date of dis-
barment or resignation. 

(B) An individual who has been sus-
pended on ethical grounds from the 
practice of law or other profession 
shall be ineligible to apply for registra-
tion until expiration of the period of 
suspension. 

(C) An individual who was not only 
disbarred, suspended or resigned in lieu 
of a disciplinary proceeding, but also 
convicted in a court of a felony, or of a 
crime involving moral turpitude or 
breach of trust, shall be ineligible to 
apply for registration until the condi-
tions in paragraphs (h)(1) and (h)(4) of 
this section are fully satisfied. 

(ii) An individual who has been dis-
barred or suspended, or who resigned in 
lieu of a disciplinary proceeding shall 
file an application for registration and 
the fees required by § 1.21(a)(1)(ii) and 
(a)(10) of this subchapter; provide a full 
and complete copy of the proceedings 
that led to the disbarment, suspension, 
or resignation; and provide satisfactory 
proof that he or she possesses good 
moral character and reputation. The 
following presumptions shall govern 
the determination of good moral char-
acter and reputation of an individual 
who has been licensed to practice law 
or other profession in any jurisdiction 
and has been disbarred, suspended on 

ethical grounds, or allowed to resign in 
lieu of discipline, in that jurisdiction: 

(A) A copy of the record resulting in 
disbarment, suspension or resignation 
is prima facie evidence of the matters 
contained in the record, and the impo-
sition of disbarment or suspension, or 
the acceptance of the resignation of 
the individual shall be deemed conclu-
sive that the individual has committed 
professional misconduct. 

(B) The individual is ineligible for 
registration and is deemed not to have 
good moral character and reputation 
during the period of the imposed dis-
cipline. 

(iii) The only defenses available with 
regard to an underlying disciplinary 
matter resulting in disbarment, sus-
pension on ethical grounds, or resigna-
tion in lieu of a disciplinary proceeding 
are set out below, and must be shown 
to the satisfaction of the OED Direc-
tor: 

(A) The procedure in the disciplinary 
court was so lacking in notice or op-
portunity to be heard as to constitute 
a deprivation of due process; 

(B) There was such infirmity of proof 
establishing the misconduct as to give 
rise to the clear conviction that the Of-
fice could not, consistently with its 
duty, accept as final the conclusion on 
that subject; or 

(C) The finding of lack of good moral 
character and reputation by the Office 
would result in grave injustice. 

(i) Factors that may be taken into con-
sideration when evaluating rehabilitation 
of an individual seeking a moral char-
acter and reputation determination. The 
factors enumerated below are guide-
lines to assist the OED Director in de-
termining whether an individual has 
demonstrated rehabilitation from an 
act of misconduct or moral turpitude. 
The factors include: 

(1) The nature of the act of mis-
conduct, including whether it involved 
moral turpitude, whether there were 
aggravating or mitigating cir-
cumstances, and whether the activity 
was an isolated event or part of a pat-
tern; 

(2) The age and education of the indi-
vidual at the time of the misconduct 
and the age and education of the indi-
vidual at the present time; 
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(3) The length of time that has passed 
between the misconduct and the 
present, absent any involvement in any 
further acts of moral turpitude, the 
amount of time and the extent of reha-
bilitation being dependent upon the na-
ture and seriousness of the act of mis-
conduct under consideration; 

(4) Restitution by the individual to 
any person who suffered monetary 
losses through acts or omissions of the 
individual; 

(5) Expungement of a conviction; 
(6) Successful completion or early 

discharge from probation or parole; 
(7) Abstinence from the use of con-

trolled substances or alcohol for not 
less than two years if the specific mis-
conduct was attributable in part to the 
use of a controlled substance or alco-
hol, where abstinence may be dem-
onstrated by, but is not necessarily 
limited to, enrolling in and complying 
with a self-help or professional treat-
ment program; 

(8) If the specific misconduct was at-
tributable in part to a medically recog-
nized mental disease, disorder or ill-
ness, proof that the individual sought 
professional assistance, and complied 
with the treatment program prescribed 
by the professional, and submitted let-
ters from the treating psychiatrist/psy-
chologist verifying that the medically 
recognized mental disease, disorder or 
illness will not impede the individual’s 
ability to competently practice before 
the Office; 

(9) Payment of the fine imposed in 
connection with any criminal convic-
tion; 

(10) Correction of behavior respon-
sible in some degree for the mis-
conduct; 

(11) Significant and conscientious in-
volvement in programs designed to pro-
vide social benefits or to ameliorate so-
cial problems; and 

(12) Change in attitude from that 
which existed at the time of the act of 
misconduct in question as evidenced by 
any or all of the following: 

(i) Statements of the individual; 
(ii) Statements from persons familiar 

with the individual’s previous mis-
conduct and with subsequent attitudes 
and behavioral patterns; 

(iii) Statements from probation or 
parole officers or law enforcement offi-

cials as to the individual’s social ad-
justments; and 

(iv) Statements from persons com-
petent to testify with regard to 
neuropsychiatry or emotional disturb-
ances. 

(j) Notice to Show Cause. The OED Di-
rector shall inquire into the good 
moral character and reputation of an 
individual seeking registration, pro-
viding the individual with the oppor-
tunity to create a record on which a 
decision is made. If, following inquiry 
and consideration of the record, the 
OED Director is of the opinion that the 
individual seeking registration has not 
satisfactorily established that he or 
she possesses good moral character and 
reputation, the OED Director shall 
issue to the individual a notice to show 
cause why the individual’s application 
for registration should not be denied. 

(1) The individual shall be given no 
less than ten days from the date of the 
notice to reply. The notice shall be 
given by certified mail at the address 
appearing on the application if the ad-
dress is in the United States, and by 
any other reasonable means if the ad-
dress is outside the United States. 

(2) Following receipt of the individ-
ual’s response, or in the absence of a 
response, the OED Director shall con-
sider the individual’s response, if any, 
and the record, and determine whether, 
in the OED Director’s opinion, the indi-
vidual has sustained his or her burden 
of satisfactorily demonstrating that he 
or she possesses good moral character 
and reputation. 

(k) Reapplication for registration. An 
individual who has been refused reg-
istration for lack of good moral char-
acter or reputation may reapply for 
registration two years after the date of 
the decision, unless a shorter period is 
otherwise ordered by the USPTO Direc-
tor. An individual, who has been noti-
fied that he or she is under investiga-
tion for good moral character and rep-
utation may elect to withdraw his or 
her application for registration, and 
may reapply for registration two years 
after the date of withdrawal. Upon re-
application for registration, the indi-
vidual shall pay the fees required by 
§ 1.21(a)(1)(ii) and (a)(10) of this sub-
chapter, and has the burden of showing 
to the satisfaction of the OED Director 
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his or her possession of good moral 
character and reputation as prescribed 
in paragraph (b) of this section. Upon 
reapplication for registration, the indi-
vidual also shall complete successfully 
the examination prescribed in para-
graph (b) of this section, even though 
the individual has previously passed a 
registration examination. 

§ 11.8 Oath and registration fee. 
(a) After an individual passes the ex-

amination, or the examination is 
waived, the OED Director shall 
promptly publish a solicitation for in-
formation concerning the individual’s 
good moral character and reputation. 
The solicitation shall include the indi-
vidual’s name, and business or commu-
nication postal address. 

(b) An individual shall not be reg-
istered as an attorney under § 11.6(a), 
registered as an agent under § 11.6(b) or 
(c), or granted limited recognition 
under § 11.9(b) unless within two years 
of the mailing date of a notice of pass-
ing registration examination or of 
waiver of the examination the indi-
vidual files with the OED Director a 
completed Data Sheet, an oath or dec-
laration prescribed by the USPTO Di-
rector, and the registration fee set 
forth in § 1.21(a)(2) of this subchapter. 
An individual seeking registration as 
an attorney under § 11.6(a) must pro-
vide a certificate of good standing of 
the bar of the highest court of a State 
that is no more than six months old. 

(c) An individual who does not com-
ply with the requirements of paragraph 
(b) of this section within the two-year 
period will be required to retake the 
registration examination. 

(d) Annual practitioner maintenance 
fee. A registered patent attorney or 
agent shall annually pay to the USPTO 
Director a practitioner maintenance 
fee in the amount set forth in 
§ 1.21(a)(7) of this subchapter. Individ-
uals granted limited recognition under 
paragraph (b) of § 11.9 shall annually 
pay to the USPTO Director a practi-
tioner maintenance fee in the amount 
set forth in § 1.21(a)(8) of this sub-
chapter. Adequate notice shall be pub-
lished and sent to practitioners in ad-
vance of the due date for payment of 
the annual practitioner maintenance 
fee. Payment shall be for the fiscal 

year in which the annual practitioner 
maintenance fee is assessed. Payment 
shall be due by the last day of the pay-
ment period. Persons newly registered 
or granted limited recognition shall 
not be liable for the annual practi-
tioner maintenance fee during the fis-
cal year in which they are first reg-
istered or granted limited recognition. 
Failure to comply with the provisions 
of this paragraph (d) shall require the 
OED Director to subject a practitioner 
to a delinquency fee penalty set forth 
in § 11.11(b)(1), and further financial 
penalties and administrative suspen-
sion as set forth in § 11.11(b)(2) and 
(b)(3). 

[69 FR 35452, June 24, 2004, as amended at 73 
FR 67757, Nov. 17, 2008] 

§ 11.9 Limited recognition in patent 
matters. 

(a) Any individual not registered 
under § 11.6 may, upon a showing of cir-
cumstances which render it necessary 
or justifiable, and that the individual 
is of good moral character and reputa-
tion, be given limited recognition by 
the OED Director to prosecute as at-
torney or agent a specified patent ap-
plication or specified patent applica-
tions. Limited recognition under this 
paragraph shall not extend further 
than the application or applications 
specified. Limited recognition shall not 
be granted while individuals who have 
passed the examination or for whom 
the examination has been waived are 
awaiting registration to practice before 
the Office in patent matters. 

(b) A nonimmigrant alien residing in 
the United States and fulfilling the 
provisions of § 11.7(a) and (b) may be 
granted limited recognition if the non-
immigrant alien is authorized by the 
Bureau of Citizenship and Immigration 
Services to be employed or trained in 
the United States in the capacity of 
representing a patent applicant by pre-
senting or prosecuting a patent appli-
cation. Limited recognition shall be 
granted for a period consistent with 
the terms of authorized employment or 
training. Limited recognition shall not 
be granted or extended to a non-United 
States citizen residing abroad. If grant-
ed, limited recognition shall automati-
cally expire upon the nonimmigrant 
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alien’s departure from the United 
States. 

(c) An individual not registered under 
§ 11.6 may, if appointed by an applicant, 
prosecute an international patent ap-
plication only before the United States 
International Searching Authority and 
the United States International Pre-
liminary Examining Authority, pro-
vided that the individual has the right 
to practice before the national office 
with which the international applica-
tion is filed as provided in PCT Art. 49, 
Rule 90 and § 1.455 of this subchapter, or 
before the International Bureau when 
the USPTO is acting as Receiving Of-
fice pursuant to PCT Rules 83.1 bis and 
90.1. 

§ 11.10 Restrictions on practice in pat-
ent matters. 

(a) Only practitioners who are reg-
istered under § 11.6 or individuals given 
limited recognition under § 11.9(a) or 
(b) are permitted to prosecute patent 
applications of others before the Office; 
or represent others in any proceedings 
before the Office. 

(b) Post employment agreement of 
former Office employee. No individual 
who has served in the patent exam-
ining corps or elsewhere in the Office 
may practice before the Office after 
termination of his or her service, un-
less he or she signs a written under-
taking agreeing: 

(1) To not knowingly act as agent or 
attorney for, or otherwise represent, or 
assist in any manner the representa-
tion of, any other person: 

(i) Before the Office, 
(ii) In connection with any particular 

patent or patent application, 
(iii) In which said employee partici-

pated personally and substantially as 
an employee of the Office; and 

(2) To not knowingly act within two 
years after terminating employment 
by the Office as agent or attorney for, 
or otherwise represent, or assist in any 
manner the representation of any other 
person: 

(i) Before the Office, 
(ii) In connection with any particular 

patent or patent application, 
(iii) If such patent or patent applica-

tion was pending under the employee’s 
official responsibility as an officer or 
employee within a period of one year 

prior to the termination of such re-
sponsibility. 

(3) The words and phrases in para-
graphs (b)(1) and (b)(2) of this section 
are construed as follows: 

(i) Represent and representation mean 
acting as patent attorney or patent 
agent or other representative in any 
appearance before the Office, or com-
municating with an employee of the 
Office with intent to influence. 

(ii) Assist in any manner means aid or 
help another person on a particular 
patent or patent application involving 
representation. 

(iii) Particular patent or patent appli-
cation means any patent or patent ap-
plication, including, but not limited to, 
a provisional, substitute, inter-
national, continuation, divisional, con-
tinuation-in-part, or reissue patent ap-
plication, as well as any protest, reex-
amination, petition, appeal, or inter-
ference based on the patent or patent 
application. 

(iv) Participate personally and substan-
tially. (A) Basic requirements. The re-
strictions of § 11.10(a)(1) apply only to 
those patents and patent applications 
in which a former Office employee had 
‘‘personal and substantial participa-
tion,’’ exercised ‘‘through decision, ap-
proval, disapproval, recommendation, 
the rendering of advice, investigation 
or otherwise.’’ To participate personally 
means directly, and includes the par-
ticipation of a subordinate when actu-
ally directed by the former Office em-
ployee in the patent or patent applica-
tion. Substantially means that the em-
ployee’s involvement must be of sig-
nificance to the matter, or form a basis 
for a reasonable appearance of such sig-
nificance. It requires more than official 
responsibility, knowledge, perfunctory 
involvement, or involvement on an ad-
ministrative or peripheral issue. A 
finding of substantiality should be 
based not only on the effort devoted to 
a patent or patent application, but also 
on the importance of the effort. While 
a series of peripheral involvements 
may be insubstantial, the single act of 
approving or participation in a critical 
step may be substantial. It is essential 
that the participation be related to a 
‘‘particular patent or patent applica-
tion.’’ (See paragraph (b)(3)(iii) of this 
section.) 
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(B) Participation on ancillary mat-
ters. An Office employee’s participa-
tion on subjects not directly involving 
the substantive merits of a patent or 
patent application may not be ‘‘sub-
stantial,’’ even if it is time-consuming. 
An employee whose official responsi-
bility is the review of a patent or pat-
ent application solely for compliance 
with administrative control or budg-
etary considerations and who reviews a 
particular patent or patent application 
for such a purpose should not be re-
garded as having participated substan-
tially in the patent or patent applica-
tion, except when such considerations 
also are the subject of the employee’s 
proposed representation. 

(C) Role of official responsibility in 
determining substantial participation. 
Official responsibility is defined in para-
graph (b)(3)(v) of this section. ‘‘Per-
sonal and substantial participation’’ is 
different from ‘‘official responsibility.’’ 
One’s responsibility may, however, 
play a role in determining the ‘‘sub-
stantiality’’ of an Office employee’s 
participation. 

(v) Official responsibility means the di-
rect administrative or operating au-
thority, whether intermediate or final, 
and either exercisable alone or with 
others, and either personally or 
through subordinates, to approve, dis-
approve, or otherwise direct Govern-
ment actions. 

(A) Determining official responsi-
bility. Ordinarily, those areas assigned 
by statute, regulation, Executive 
Order, job description, or delegation of 
authority determine the scope of an 
employee’s ‘‘official responsibility’’. 
All particular matters under consider-
ation in the Office are under the ‘‘offi-
cial responsibility’’ of the Director of 
the Office, and each is under that of 
any intermediate supervisor having re-
sponsibility for an employee who actu-
ally participates in the patent or pat-
ent application within the scope of his 
or her duties. A patent examiner would 
have ‘‘official responsibility’’ for the 
patent applications assigned to him or 
her. 

(B) Ancillary matters and official re-
sponsibility. Administrative authority 
as used in paragraph (v) of this section 
means authority for planning, orga-
nizing and controlling a patent or pat-

ent application rather than authority 
to review or make decisions on ancil-
lary aspects of a patent or patent ap-
plication such as the regularity of 
budgeting procedures, public or com-
munity relations aspects, or equal em-
ployment opportunity considerations. 
Responsibility for such an ancillary 
consideration does not constitute offi-
cial responsibility for the particular 
patent or patent application, except 
when such a consideration is also the 
subject of the employee’s proposed rep-
resentation. 

(C) Duty to inquire. In order for a 
former employee, e.g., former patent 
examiner, to be barred from rep-
resenting or assisting in representing 
another as to a particular patent or 
patent application, he or she need not 
have known, while employed by the Of-
fice, that the patent or patent applica-
tion was pending under his or her offi-
cial responsibility. The former em-
ployee has a reasonable duty of inquiry 
to learn whether the patent or patent 
application had been under his or her 
official responsibility. Ordinarily, a 
former employee who is asked to rep-
resent another on a patent or patent 
application will become aware of facts 
sufficient to suggest the relationship of 
the prior matter to his or her former 
office, e.g., technology center, group or 
art unit. If so, he or she is under a duty 
to make further inquiry. It would be 
prudent for an employee to maintain a 
record of only patent application num-
bers of the applications actually acted 
upon by decision or recommendation, 
as well as those applications under the 
employee’s official responsibility 
which he or she has not acted upon. 

(D) Self-disqualification. A former 
employee, e.g., former patent exam-
iner, cannot avoid the restrictions of 
this section through self-disqualifica-
tion with respect to a patent or patent 
application for which he or she other-
wise had official responsibility. How-
ever, an employee who through self-dis-
qualification does not participate per-
sonally and substantially in a par-
ticular patent or patent application is 
not subject to the lifetime restriction 
of paragraph (b)(1) of this section. 
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(vi) Pending means that the matter 
was in fact referred to or under consid-
eration by persons within the employ-
ee’s area of official responsibility. 

(4) Measurement of the two-year re-
striction period. The two-year period 
under paragraph (b)(2) of this section is 
measured from the date when the em-
ployee’s official responsibility in a par-
ticular area ends, not from the termi-
nation of service in the Office, unless 
the two occur simultaneously. The pro-
hibition applies to all particular pat-
ents or patent applications subject to 
such official responsibility in the one- 
year period before termination of such 
responsibility. 

(c) Former employees of the Office. This 
section imposes restrictions generally 
parallel to those imposed in 18 U.S.C. 
207(a) and (b)(1). This section, however, 
does not interpret these statutory pro-
visions or any other post-employment 
restrictions that may apply to former 
Office employees, and such former em-
ployees should not assume that con-
duct not prohibited by this section is 
otherwise permissible. Former employ-
ees of the Office, whether or not they 
are practitioners, are encouraged to 
contact the Department of Commerce 
for information concerning applicable 
post-employment restrictions. 

(d) An employee of the Office may 
not prosecute or aid in any manner in 
the prosecution of any patent applica-
tion before the Office. 

(e) Practice before the Office by Gov-
ernment employees is subject to any 
applicable conflict of interest laws, 
regulations or codes of professional re-
sponsibility. 

§ 11.11 Administrative suspension, in-
activation, resignation, and read-
mission. 

(a) A registered attorney or agent 
must notify the OED Director of his or 
her postal address for his or her office, 
up to three e-mail addresses where he 
or she receives e-mail, and business 
telephone number, as well as every 
change to any of said addresses or tele-
phone numbers within thirty days of 
the date of the change. A registered at-
torney or agent shall, in addition to 
any notice of change of address and 
telephone number filed in individual 
patent applications, separately file 

written notice of the change of address 
or telephone number to the OED Direc-
tor. A registered practitioner who is an 
attorney in good standing with the bar 
of the highest court of one or more 
States shall provide the OED Director 
with the State bar identification num-
ber associated with each membership. 
The OED Director shall publish from 
the roster a list containing the name, 
postal business addresses, business 
telephone number, registration num-
ber, and registration status as an at-
torney or agent of each registered prac-
titioner recognized to practice before 
the Office in patent cases. 

(b) Administrative suspension. (1) 
Whenever it appears that a registered 
patent attorney, a registered patent 
agent or a person granted limited rec-
ognition under § 11.9(b) has failed to 
comply with § 11.8(d), the OED Director 
shall publish and send a notice to the 
attorney, agent or person granted lim-
ited recognition advising of the non-
compliance, the consequence of being 
administratively suspended under para-
graph (b)(5) of this section if non-
compliance is not timely remedied, and 
the requirements for reinstatement 
under paragraph (f) of this section. The 
notice shall be published and sent to 
the attorney, agent or person granted 
limited recognition by mail to the last 
postal address furnished under para-
graph (a) of this section or by e-mail 
addressed to the last e-mail addresses 
furnished under paragraph (a) of this 
section. The notice shall demand com-
pliance and payment of a delinquency 
fee set forth in § 1.21(a)(9)(i) of this sub-
chapter within sixty days after the 
date of such notice. 

(2) In the event a registered patent 
attorney, registered patent agent or 
person granted limited recognition 
fails to comply with the notice of para-
graph (b)(1) of this section within the 
time allowed, the OED Director shall 
publish and send in the manner pro-
vided for in paragraph (b)(1) of this sec-
tion to the attorney, agent, or person 
granted limited recognition a Rule to 
Show Cause why his or her registration 
or recognition should not be adminis-
tratively suspended, and he or she no 
longer be permitted to practice before 
the Office in patent matters or in any 
way hold himself or herself out as 
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being registered or authorized to prac-
tice before the Office in patent mat-
ters. The OED Director shall file a copy 
of the Rule to Show Cause with the 
USPTO Director. 

(3) Within 30 days of the OED Direc-
tor’s sending the Rule to Show Cause 
identified in § 11.11(b)(2), the registered 
patent attorney, registered patent 
agent or person granted limited rec-
ognition may file a response to the 
Rule to Show Cause with the USPTO 
Director. The response must set forth 
the factual and legal bases why the 
person should not be administratively 
suspended. The registered patent attor-
ney, registered patent agent or person 
granted limited recognition shall serve 
the OED Director with a copy of the re-
sponse at the time it is filed with the 
USPTO Director. Within ten days of re-
ceiving a copy of the response, the OED 
Director may file a reply with the 
USPTO Director that includes docu-
ments demonstrating that the notice 
identified in § 11.11(b)(1) was published 
and sent to the practitioner in accord-
ance with § 11.11(b)(1). A copy of the 
reply by the OED Director shall be 
served on the registered patent attor-
ney, registered patent agent or person 
granted limited recognition. When act-
ing on the Rule to Show Cause, if the 
USPTO Director determines that there 
are no genuine issues of material fact 
regarding the Office’s compliance with 
the notice requirements under this sec-
tion or the failure of the person to pay 
the requisite fees, the USPTO Director 
shall enter an order administratively 
suspending the registered patent attor-
ney, registered patent agent or person 
granted limited recognition. Other-
wise, the USPTO Director shall enter 
an appropriate order dismissing the 
Rule to Show Cause. Nothing herein 
shall permit an administratively sus-
pended registered patent attorney, reg-
istered patent agent or person granted 
limited recognition to seek a stay of 
the administrative suspension during 
the pendency of any review of the 
USPTO Director’s final decision. 

(4) An administratively suspended at-
torney, agent or person granted limited 
recognition remains responsible for 
paying his or her annual practitioner 
maintenance fee required by § 11.8(d). 

(5) An administratively suspended at-
torney, agent or person granted limited 
recognition is subject to investigation 
and discipline for his or her conduct 
prior to, during, or after the period he 
or she was administratively suspended. 

(6) An administratively suspended at-
torney, agent or person granted limited 
recognition is prohibited from prac-
ticing before the Office in patent cases 
while administratively suspended. An 
attorney, agent or person granted lim-
ited recognition who knows he or she 
has been administratively suspended 
under this section will be subject to 
discipline for failing to comply with 
the provisions of this paragraph. 

(c) Administrative inactivation. (1) Any 
registered practitioner who shall be-
come employed by the Office shall 
comply with § 10.40 of this subchapter 
for withdrawal from the applications, 
patents, and trademark matters where-
in he or she represents an applicant or 
other person, and notify the OED Di-
rector in writing of said employment 
on the first day of said employment. 
The name of any registered practi-
tioner employed by the Office shall be 
endorsed on the roster as administra-
tively inactive. The practitioner shall 
not be responsible for payments of the 
annual practitioner maintenance fee 
each complete fiscal year while the 
practitioner is in administratively in-
active status. Upon separation from 
the Office, the practitioner may re-
quest reactivation by completing and 
filing an application, Data Sheet, sign-
ing a written undertaking required by 
§ 11.10, and paying the fee set forth in 
§ 1.21(a)(1)(i) of this subchapter. Upon 
restoration to active status, the practi-
tioner shall be responsible for paying 
the annual practitioner maintenance 
fee for the fiscal year in which the 
practitioner is restored to active sta-
tus. An administratively inactive prac-
titioner remains subject to the provi-
sions of the Mandatory Disciplinary 
Rules identified in § 10.20(b) of this sub-
chapter, and to proceedings and sanc-
tions under §§ 11.19 through 11.58 for 
conduct that violates a provision of the 
Mandatory Disciplinary Rules identi-
fied in § 10.20(b) of this subchapter prior 
to or during employment at the Office. 
If, within 30 days after separation from 
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the Office, the practitioner does not re-
quest active status or another status, 
the practitioner will be endorsed on the 
roster as voluntarily inactive and be 
subject to the provisions of paragraph 
(d) of this section. 

(2) Any registered practitioner who is 
a judge of a court of record, full-time 
court commissioner, U.S. bankruptcy 
judge, U.S. magistrate judge, or a re-
tired judge who is eligible for tem-
porary judicial assignment and is not 
engaged in the practice of law may re-
quest, in writing, that his or her name 
be endorsed on the roster as adminis-
tratively inactive. Upon acceptance of 
the request, the OED Director shall en-
dorse the name of the practitioner as 
administratively inactive. The practi-
tioner shall not be responsible for pay-
ment of the annual practitioner main-
tenance fee for each complete fiscal 
year the practitioner is in administra-
tively inactive status. Following sepa-
ration from the bench, the practitioner 
may request restoration to active sta-
tus by completing and filing an appli-
cation, Data Sheet, signing a written 
undertaking required by § 11.10, and 
paying the fee set forth in § 1.21(a)(1)(i) 
of this subchapter. Upon restoration to 
active status, the practitioner shall be 
responsible for paying the annual prac-
titioner maintenance fee for the fiscal 
year in which the practitioner is re-
stored to active status. 

(d) Voluntary inactivation. (1) Except 
as provided in paragraph (d)(4) of this 
section, any registered practitioner 
may voluntarily enter inactive status 
by filing a request, in writing, that his 
or her name be endorsed on the roster 
as voluntarily inactive. Upon accept-
ance of the request, the OED Director 
shall endorse the name as voluntarily 
inactive. 

(2) A registered practitioner in vol-
untary inactive status shall be respon-
sible for payment of the annual practi-
tioner maintenance fee for voluntary 
inactive status set forth in 
§ 1.21(a)(7)(ii) of this subchapter for 
each complete fiscal year the practi-
tioner continues to be in voluntary in-
active status. 

(3) A registered practitioner who 
seeks or enters into voluntary inactive 
status is subject to investigation and 
discipline for his or her conduct prior 

to, during, or after the period of his or 
her inactivation. 

(4) A registered practitioner who is in 
arrears in paying annual practitioner 
maintenance fees or under administra-
tive suspension for annual practitioner 
maintenance fee delinquency is ineli-
gible to seek or enter into voluntary 
inactive status. 

(5) A registered practitioner in vol-
untary inactive status is prohibited 
from practicing before the Office in 
patent cases while in voluntary inac-
tive status. A practitioner in voluntary 
inactive status will be subject to dis-
cipline for failing to comply with the 
provisions of this paragraph. Upon ac-
ceptance of the request for voluntary 
inactive status, the practitioner must 
comply with the provisions of § 10.40 of 
this subchapter. 

(6) Any registered practitioner whose 
name has been endorsed as voluntarily 
inactive pursuant to paragraph (d)(1) of 
this section and is not under investiga-
tion, not subject to a disciplinary pro-
ceeding, and not in arrears for the an-
nual practitioner maintenance fee for 
voluntary inactive status may be re-
stored to active status on the register 
as may be appropriate provided that 
the practitioner files a written request 
for restoration, a completed applica-
tion for registration on a form supplied 
by the OED Director furnishing all re-
quested information and material, in-
cluding information and material per-
taining to the practitioner’s moral 
character and reputation under 
§ 11.7(a)(2)(i) during the period of inac-
tivation, a declaration or affidavit at-
testing to the fact that the practi-
tioner has read the most recent revi-
sions of the patent laws and the rules 
of practice before the Office, and pays 
the fees set forth in §§ 1.21(a)(7)(iii) and 
(iv) of this subchapter. 

(e) Resignation. A registered practi-
tioner or a practitioner recognized 
under § 11.14(c), who is neither under in-
vestigation under § 11.22 for a possible 
violation of the Mandatory Discipli-
nary Rules identified in § 10.20(b) of 
Part 10 of this subchapter, subject to 
discipline under §§ 11.24 or 11.25, nor a 
practitioner against whom no probable 
cause has been found by a panel of the 
Committee on Discipline under 
§ 11.23(b), may resign by notifying the 
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OED Director in writing that he or she 
desires to resign. Upon acceptance in 
writing by the OED Director of such 
notice, that registered practitioner or 
practitioner under § 11.14 shall no 
longer be eligible to practice before the 
Office but shall continue to file a 
change of address for five years there-
after in order that he or she may be lo-
cated in the event information regard-
ing the practitioner’s conduct comes to 
the attention of the OED Director or 
any grievance is made about his or her 
conduct while he or she engaged in 
practice before the Office. The name of 
any registered practitioner whose res-
ignation is accepted shall be removed 
from the register, endorsed as resigned, 
and notice thereof published in the Of-
ficial Gazette. Upon acceptance of the 
resignation by the OED Director, the 
practitioner must comply with the pro-
visions of § 10.40 of this subchapter. 

(f) Administrative reinstatement. (1) 
Any registered practitioner who has 
been administratively suspended pursu-
ant to paragraph (b) of this section, or 
who has resigned pursuant to para-
graph (e) of this section, may be rein-
stated on the register provided the 
practitioner has applied for reinstate-
ment on an application form supplied 
by the OED Director, demonstrated 
compliance with the provisions of 
§§ 11.7(a)(2)(i) and (iii), and paid the fees 
set forth in §§ 1.21(a)(7)(i), (a)(9)(i) and 
(a)(9)(ii) of this subchapter. Any person 
granted limited recognition who has 
been administratively suspended pursu-
ant to paragraph (b) of this section 
may have their recognition reactivated 
provided the practitioner has applied 
for reinstatement on an application 
form supplied by the OED Director, 
demonstrated compliance with the pro-
visions of §§ 11.7(a)(2)(i) and (iii), and 
paid the fees set forth in §§ 1.21(a)(8)(i), 
(a)(9)(i) and (a)(9)(ii) of this subchapter. 
A practitioner who has resigned or was 
administratively suspended for two or 
more years before the date the Office 
receives a completed application from 
the person who resigned or was admin-
istratively suspended must also pass 
the registration examination under 
§ 11.7(b)(1)(ii). Any reinstated practi-
tioner is subject to investigation and 
discipline for his or her conduct that 
occurred prior to, during, or after the 

period of his or her administrative sus-
pension or resignation. 

(2) Any registered practitioner whose 
registration has been administratively 
inactivated pursuant to paragraph (c) 
of this section may be reinstated to the 
register as may be appropriate pro-
vided within two years after his or her 
employment with the Office ceases or 
within two years after his or her em-
ployment in a judicial capacity ceases 
the following is filed with the OED Di-
rector: a request for reinstatement, a 
completed application for registration 
on a form supplied by the OED Director 
furnishing all requested information 
and material, and the fee set forth in 
§ 1.21(a)(9)(ii) of this subchapter. Any 
registered practitioner inactivated or 
reinstated is subject to investigation 
and discipline for his or her conduct be-
fore, during, or after the period of his 
or her inactivation. 

[73 FR 67757, Nov. 17, 2008] 

§§ 11.12–11.13 [Reserved] 

§ 11.14 Individuals who may practice 
before the Office in trademark and 
other non-patent matters. 

(a) Attorneys. Any individual who is 
an attorney as defined in § 11.1 may 
represent others before the Office in 
trademark and other non-patent mat-
ters. An attorney is not required to 
apply for registration or recognition to 
practice before the Office in trademark 
and other non-patent matters. Reg-
istration as a patent practitioner does 
not itself entitle an individual to prac-
tice before the Office in trademark 
matters. 

(b) Non-lawyers. Individuals who are 
not attorneys are not recognized to 
practice before the Office in trademark 
and other non-patent matters, except 
that individuals not attorneys who 
were recognized to practice before the 
Office in trademark matters under this 
chapter prior to January 1, 1957, will be 
recognized as agents to continue prac-
tice before the Office in trademark 
matters. Except as provided in the pre-
ceding sentence, registration as a pat-
ent agent does not itself entitle an in-
dividual to practice before the Office in 
trademark matters. 

(c) Foreigners. Any foreign attorney 
or agent not a resident of the United 
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States who shall file a written applica-
tion for reciprocal recognition under 
paragraph (f) of this section and prove 
to the satisfaction of the OED Director 
that he or she is registered or in good 
standing before the patent or trade-
mark office of the country in which he 
or she resides and practices and is pos-
sessed of good moral character and rep-
utation, may be recognized for the lim-
ited purpose of representing parties lo-
cated in such country before the Office 
in the presentation and prosecution of 
trademark matters, provided: the pat-
ent or trademark office of such country 
allows substantially reciprocal privi-
leges to those permitted to practice in 
trademark matters before the Office. 
Recognition under this paragraph shall 
continue only during the period that 
the conditions specified in this para-
graph obtain. 

(d) Recognition of any individual 
under this section shall not be con-
strued as sanctioning or authorizing 
the performance of any act regarded in 
the jurisdiction where performed as the 
unauthorized practice of law. 

(e) No individual other than those 
specified in paragraphs (a), (b), and (c) 
of this section will be permitted to 
practice before the Office in trademark 
matters on behalf of a client. Any indi-
vidual may appear in a trademark or 
other non-patent matter in his or her 
own behalf. Any individual may appear 
in a trademark matter for: 

(1) A firm of which he or she is a 
member, 

(2) A partnership of which he or she 
is a partner, or 

(3) A corporation or association of 
which he or she is an officer and which 
he or she is authorized to represent, if 
such firm, partnership, corporation, or 
association is a party to a trademark 
proceeding pending before the Office. 

(f) Application for reciprocal recogni-
tion. An individual seeking reciprocal 
recognition under paragraph (c) of this 
section, in addition to providing evi-
dence satisfying the provisions of para-
graph (c) of this section, shall apply in 
writing to the OED Director for recip-
rocal recognition, and shall pay the ap-
plication fee required by § 1.21(a)(1)(i) of 
this subchapter. 

[73 FR 47688, Aug. 14, 2008] 

§ 11.15 Refusal to recognize a practi-
tioner. 

Any practitioner authorized to ap-
pear before the Office may be sus-
pended, excluded, or reprimanded in ac-
cordance with the provisions of this 
Part. Any practitioner who is sus-
pended or excluded under this Part 
shall not be entitled to practice before 
the Office in patent, trademark, or 
other non-patent matters while sus-
pended or excluded. 

[73 FR 47688, Aug. 14, 2008] 

§§ 11.16–11.17 [Reserved] 

§ 11.18 Signature and certificate for 
correspondence filed in the Office. 

(a) For all documents filed in the Of-
fice in patent, trademark, and other 
non-patent matters, and all documents 
filed with a hearing officer in a dis-
ciplinary proceeding, except for cor-
respondence that is required to be 
signed by the applicant or party, each 
piece of correspondence filed by a prac-
titioner in the Office must bear a sig-
nature, personally signed or inserted 
by such practitioner, in compliance 
with § 1.4(d)(1), § 1.4(d)(2), or § 2.193(a) of 
this chapter. 

(b) By presenting to the Office or 
hearing officer in a disciplinary pro-
ceeding (whether by signing, filing, 
submitting, or later advocating) any 
paper, the party presenting such paper, 
whether a practitioner or non-practi-
tioner, is certifying that— 

(1) All statements made therein of 
the party’s own knowledge are true, all 
statements made therein on informa-
tion and belief are believed to be true, 
and all statements made therein are 
made with the knowledge that who-
ever, in any matter within the jurisdic-
tion of the Office, knowingly and will-
fully falsifies, conceals, or covers up by 
any trick, scheme, or device a material 
fact, or knowingly and willfully makes 
any false, fictitious, or fraudulent 
statements or representations, or 
knowingly and willfully makes or uses 
any false writing or document knowing 
the same to contain any false, ficti-
tious, or fraudulent statement or 
entry, shall be subject to the penalties 
set forth under 18 U.S.C. 1001 and any 
other applicable criminal statute, and 
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violations of the provisions of this sec-
tion may jeopardize the probative 
value of the paper; and 

(2) To the best of the party’s knowl-
edge, information and belief, formed 
after an inquiry reasonable under the 
circumstances, 

(i) The paper is not being presented 
for any improper purpose, such as to 
harass someone or to cause unneces-
sary delay or needless increase in the 
cost of any proceeding before the Of-
fice; 

(ii) The other legal contentions 
therein are warranted by existing law 
or by a nonfrivolous argument for the 
extension, modification, or reversal of 
existing law or the establishment of 
new law; 

(iii) The allegations and other fac-
tual contentions have evidentiary sup-
port or, if specifically so identified, are 
likely to have evidentiary support 
after a reasonable opportunity for fur-
ther investigation or discovery; and 

(iv) The denials of factual conten-
tions are warranted on the evidence, or 
if specifically so identified, are reason-
ably based on a lack of information or 
belief. 

(c) Violations of any of paragraphs 
(b)(2)(i) through (iv) of this section are, 
after notice and reasonable oppor-
tunity to respond, subject to such sanc-
tions or actions as deemed appropriate 
by the USPTO Director, which may in-
clude, but are not limited to, any com-
bination of— 

(1) Striking the offending paper; 
(2) Referring a practitioner’s conduct 

to the Director of Enrollment and Dis-
cipline for appropriate action; 

(3) Precluding a party or practitioner 
from submitting a paper, or presenting 
or contesting an issue; 

(4) Affecting the weight given to the 
offending paper; or 

(5) Terminating the proceedings in 
the Office. 

(d) Any practitioner violating the 
provisions of this section may also be 
subject to disciplinary action. 

[73 FR 47689, Aug. 14, 2008, as amended at 74 
FR 54912, Oct. 26, 2009] 

Subpart C—Investigations and 
Disciplinary Proceedings; Ju-
risdiction, Sanctions, Inves-
tigations, and Proceedings 

SOURCE: 73 FR 47689, Aug. 14, 2008, unless 
otherwise noted. 

§ 11.19 Disciplinary jurisdiction; Juris-
diction to transfer to disability in-
active status. 

(a) All practitioners engaged in prac-
tice before the Office; all practitioners 
administratively suspended; all practi-
tioners registered to practice before 
the Office in patent cases; all practi-
tioners inactivated; all practitioners 
authorized under § 11.6(d) to take testi-
mony; and all practitioners transferred 
to disability inactive status, rep-
rimanded, suspended, or excluded from 
the practice of law by a duly con-
stituted authority, including by the 
USPTO Director, are subject to the dis-
ciplinary jurisdiction of the Office. 
Practitioners who have resigned shall 
also be subject to such jurisdiction 
with respect to conduct undertaken 
prior to the resignation and conduct in 
regard to any practice before the Office 
following the resignation. 

(b) Grounds for discipline; Grounds for 
transfer to disability inactive status. The 
following, whether done individually 
by a practitioner or in concert with 
any other person or persons and wheth-
er or not done in the course of pro-
viding legal services to a client, or in a 
matter pending before the Office, con-
stitute grounds for discipline or 
grounds for transfer to disability inac-
tive status. 

(1) Grounds for discipline include: 
(i) Conviction of a serious crime; 
(ii) Discipline on ethical grounds im-

posed in another jurisdiction or dis-
ciplinary disqualification from partici-
pating in or appearing before any Fed-
eral program or agency; 

(iii) Failure to comply with any order 
of a Court disciplining a practitioner, 
or any final decision of the USPTO Di-
rector in a disciplinary matter; 

(iv) Violation of a Mandatory Dis-
ciplinary Rule identified in § 10.20(b) of 
Part 10 of this Subchapter; or 

(v) Violation of the oath or declara-
tion taken by the practitioner. See 
§ 11.8. 
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(2) Grounds for transfer to disability 
inactive status include: 

(i) Being transferred to disability in-
active status in another jurisdiction; 

(ii) Being judicially declared incom-
petent, being judicially ordered to be 
involuntarily committed after a hear-
ing on the grounds of insanity, incom-
petency or disability, or being placed 
by court order under guardianship or 
conservatorship; or 

(iii) Filing a motion requesting a dis-
ciplinary proceeding be held in abey-
ance because the practitioner is suf-
fering from a disability or addiction 
that makes it impossible for the practi-
tioner to adequately defend the charges 
in the disciplinary proceeding. 

(c) Petitions to disqualify a practi-
tioner in ex parte or inter partes matters 
in the Office are not governed by 
§§ 11.19 through 11.60 and will be han-
dled on a case-by-case basis under such 
conditions as the USPTO Director 
deems appropriate. 

(d) The OED Director may refer the 
existence of circumstances suggesting 
unauthorized practice of law to the au-
thorities in the appropriate jurisdic-
tion(s). 

§ 11.20 Disciplinary sanctions; Trans-
fer to disability inactive status. 

(a) Types of discipline. The USPTO Di-
rector, after notice and opportunity for 
a hearing, and where grounds for dis-
cipline exist, may impose on a practi-
tioner the following types of discipline: 

(1) Exclusion from practice before the 
Office; 

(2) Suspension from practice before 
the Office for an appropriate period of 
time; 

(3) Reprimand or censure; or 
(4) Probation. Probation may be im-

posed in lieu of or in addition to any 
other disciplinary sanction. Any condi-
tions of probation shall be stated in 
writing in the order imposing proba-
tion. The order shall also state wheth-
er, and to what extent, the practitioner 
shall be required to notify clients of 
the probation. The order shall establish 
procedures for the supervision of proba-
tion. Violation of any condition of pro-
bation shall be cause for the probation 
to be revoked, and the disciplinary 
sanction to be imposed for the remain-
der of the probation period. Revocation 

of probation shall occur only after an 
order to show cause why probation 
should not be revoked is resolved ad-
versely to the practitioner. 

(b) Conditions imposed with discipline. 
When the USPTO Director imposes dis-
cipline, the practitioner may be re-
quired to make restitution either to 
persons financially injured by the prac-
titioner’s conduct or to an appropriate 
client’s security trust fund, or both, as 
a condition of probation or of rein-
statement. Such restitution shall be 
limited to the return of unearned prac-
titioner fees or misappropriated client 
funds. Any other reasonable condition 
may also be imposed, including a re-
quirement that the practitioner take 
and pass a professional responsibility 
examination. 

(c) Transfer to disability inactive sta-
tus. The USPTO Director, after notice 
and opportunity for a hearing may, and 
where grounds exist to believe a practi-
tioner has been transferred to dis-
ability inactive status in another juris-
diction, or has been judicially declared 
incompetent; judicially ordered to be 
involuntarily committed after a hear-
ing on the grounds of incompetency or 
disability, or placed by court order 
under guardianship or conservatorship, 
transfer the practitioner to disability 
inactive status. 

§ 11.21 Warnings. 

A warning is neither public nor a dis-
ciplinary sanction. The OED Director 
may conclude an investigation with 
the issuance of a warning. The warning 
shall contain a brief statement of facts 
and Mandatory Disciplinary Rules 
identified in § 10.20(b) of Part 10 of this 
Subchapter relevant to the facts. 

§ 11.22 Investigations. 

(a) The OED Director is authorized to 
investigate possible grounds for dis-
cipline. An investigation may be initi-
ated when the OED Director receives a 
grievance, information or evidence 
from any source suggesting possible 
grounds for discipline. Neither unwill-
ingness nor neglect by a grievant to 
prosecute a charge, nor settlement, 
compromise, or restitution with the 
grievant, shall in itself justify abate-
ment of an investigation. 
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(b) Any person possessing informa-
tion or evidence concerning possible 
grounds for discipline of a practitioner 
may report the information or evidence 
to the OED Director. The OED Director 
may request that the report be pre-
sented in the form of an affidavit or 
declaration. 

(c) Information or evidence coming 
from any source which presents or al-
leges facts suggesting possible grounds 
for discipline of a practitioner will be 
deemed a grievance. 

(d) Preliminary screening of information 
or evidence. The OED Director shall ex-
amine all information or evidence con-
cerning possible grounds for discipline 
of a practitioner. 

(e) Notification of investigation. The 
OED Director shall notify the practi-
tioner in writing of the initiation of an 
investigation into whether a practi-
tioner has engaged in conduct consti-
tuting possible grounds for discipline. 

(f) Request for information and evidence 
by OED Director. 

(1) In the course of the investigation, 
the OED Director may request infor-
mation and evidence regarding possible 
grounds for discipline of a practitioner 
from: 

(i) The grievant, 
(ii) The practitioner, or 
(iii) Any person who may reasonably 

be expected to provide information and 
evidence needed in connection with the 
grievance or investigation. 

(2) The OED Director may request in-
formation and evidence regarding pos-
sible grounds for discipline of a practi-
tioner from a non-grieving client ei-
ther after obtaining the consent of the 
practitioner or upon a finding by a 
Contact Member of the Committee on 
Discipline, appointed in accordance 
with § 11.23(d), that good cause exists to 
believe that the possible ground for dis-
cipline alleged has occurred with re-
spect to non-grieving clients. Neither a 
request for, nor disclosure of, such in-
formation shall constitute a violation 
of any of the Mandatory Disciplinary 
Rules identified in § 10.20(b) of this sub-
chapter. 

(g) Where the OED Director makes a 
request under paragraph (f)(2) of this 
section to a Contact Member of the 
Committee on Discipline, such Contact 
Member shall not, with respect to the 

practitioner connected to the OED Di-
rector’s request, participate in the 
Committee on Discipline panel that 
renders a probable cause determination 
under paragraph (b)(1) of this section 
concerning such practitioner, and that 
forwards the probable cause finding 
and recommendation to the OED Direc-
tor under paragraph (b)(2) of this sec-
tion. 

(h) Disposition of investigation. Upon 
the conclusion of an investigation, the 
OED Director may: 

(1) Close the investigation without 
issuing a warning, or taking discipli-
nary action; 

(2) Issue a warning to the practi-
tioner; 

(3) Institute formal charges upon the 
approval of the Committee on Dis-
cipline; or 

(4) Enter into a settlement agree-
ment with the practitioner and submit 
the same for approval of the USPTO 
Director. 

(i) Closing investigation without issuing 
a warning or taking disciplinary action. 
The OED Director shall terminate an 
investigation and decline to refer a 
matter to the Committee on Discipline 
if the OED Director determines that: 

(1) The information or evidence is un-
founded; 

(2) The information or evidence re-
lates to matters not within the juris-
diction of the Office; 

(3) As a matter of law, the conduct 
about which information or evidence 
has been obtained does not constitute 
grounds for discipline, even if the con-
duct may involve a legal dispute; or 

(4) The available evidence is insuffi-
cient to conclude that there is probable 
cause to believe that grounds exist for 
discipline. 

§ 11.23 Committee on Discipline. 

(a) The USPTO Director shall ap-
point a Committee on Discipline. The 
Committee on Discipline shall consist 
of at least three employees of the Of-
fice. None of the Committee members 
shall report directly or indirectly to 
the OED Director or any employee des-
ignated by the USPTO Director to de-
cide disciplinary matters. Each Com-
mittee member shall be a member in 
good standing of the bar of the highest 
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court of a State. The Committee mem-
bers shall select a Chairperson from 
among themselves. Three Committee 
members will constitute a panel of the 
Committee. 

(b) Powers and duties of the Committee 
on Discipline. The Committee shall 
have the power and duty to: 

(1) Meet in panels at the request of 
the OED Director and, after reviewing 
evidence presented by the OED Direc-
tor, by majority vote of the panel, de-
termine whether there is probable 
cause to bring charges under § 11.32 
against a practitioner; and 

(2) Prepare and forward its own prob-
able cause findings and recommenda-
tions to the OED Director. 

(c) No discovery shall be authorized 
of, and no member of the Committee on 
Discipline shall be required to testify 
about deliberations of, the Committee 
on Discipline or of any panel. 

(d) The Chairperson shall appoint the 
members of the panels and a Contact 
Member of the Committee on Dis-
cipline. 

§ 11.24 Reciprocal discipline. 
(a) Notification of OED Director. With-

in thirty days of being publicly cen-
sured, publicly reprimanded, subjected 
to probation, disbarred or suspended by 
another jurisdiction, or being 
disciplinarily disqualified from partici-
pating in or appearing before any Fed-
eral program or agency, a practitioner 
subject to the disciplinary jurisdiction 
of the Office shall notify the OED Di-
rector in writing of the same. A practi-
tioner is deemed to be disbarred if he 
or she is disbarred, excluded on con-
sent, or has resigned in lieu of a dis-
ciplinary proceeding. Upon receiving 
notification from any source or other-
wise learning that a practitioner sub-
ject to the disciplinary jurisdiction of 
the Office has been so publicly cen-
sured, publicly reprimanded, subjected 
to probation, disbarred, suspended or 
disciplinarily disqualified, the OED Di-
rector shall obtain a certified copy of 
the record or order regarding the pub-
lic censure, public reprimand, proba-
tion, disbarment, suspension or dis-
ciplinary disqualification and file the 
same with the USPTO Director. The 
OED Director shall, in addition, with-
out Committee on Discipline author-

ization, file with the USPTO Director a 
complaint complying with § 11.34 
against the practitioner predicated 
upon the public censure, public rep-
rimand, probation, disbarment, suspen-
sion or disciplinary disqualification. 
The OED Director shall request the 
USPTO Director to issue a notice and 
order as set forth in paragraph (b) of 
this section. 

(b) Notification served on practitioner. 
Upon receipt of a certified copy of the 
record or order regarding the practi-
tioner being so publicly censured, pub-
licly reprimanded, subjected to proba-
tion, disbarred, suspended or 
disciplinarily disqualified together 
with the complaint, the USPTO Direc-
tor shall issue a notice directed to the 
practitioner in accordance with § 11.35 
and to the OED Director containing: 

(1) A copy of the record or order re-
garding the public censure, public rep-
rimand, probation, disbarment, suspen-
sion or disciplinary disqualification; 

(2) A copy of the complaint; and 
(3) An order directing the practi-

tioner to file a response with the 
USPTO Director and the OED Director, 
within forty days of the date of the no-
tice establishing a genuine issue of ma-
terial fact predicated upon the grounds 
set forth in paragraphs (d)(1)(i) through 
(d)(1)(iv) of this section that the impo-
sition of the identical public censure, 
public reprimand, probation, disbar-
ment, suspension or disciplinary dis-
qualification would be unwarranted 
and the reasons for that claim. 

(c) Effect of stay in another jurisdic-
tion. In the event the public censure, 
public reprimand, probation, disbar-
ment, suspension imposed by another 
jurisdiction or disciplinary disquali-
fication imposed in the Federal pro-
gram or agency has been stayed, any 
reciprocal discipline imposed by the 
USPTO may be deferred until the stay 
expires. 

(d) Hearing and discipline to be im-
posed. (1) The USPTO Director shall 
hear the matter on the documentary 
record unless the USPTO Director de-
termines that an oral hearing is nec-
essary. After expiration of the forty 
days from the date of the notice pursu-
ant to provisions of paragraph (b) of 
this section, the USPTO Director shall 
consider any timely filed response and 
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shall impose the identical public cen-
sure, public reprimand, probation, dis-
barment, suspension or disciplinary 
disqualification unless the practitioner 
clearly and convincingly demonstrates, 
and the USPTO Director finds there is 
a genuine issue of material fact that: 

(i) The procedure elsewhere was so 
lacking in notice or opportunity to be 
heard as to constitute a deprivation of 
due process; 

(ii) There was such infirmity of proof 
establishing the conduct as to give rise 
to the clear conviction that the Office 
could not, consistently with its duty, 
accept as final the conclusion on that 
subject; 

(iii) The imposition of the same pub-
lic censure, public reprimand, proba-
tion, disbarment, suspension or dis-
ciplinary disqualification by the Office 
would result in grave injustice; or 

(iv) Any argument that the practi-
tioner was not publicly censured, pub-
licly reprimanded, placed on probation, 
disbarred, suspended or disciplinarily 
disqualified. 

(2) If the USPTO Director determines 
that there is no genuine issue of mate-
rial fact, the USPTO Director shall 
enter an appropriate final order. If the 
USPTO Director is unable to make 
such determination because there is a 
genuine issue of material fact, the 
USPTO Director shall enter an appro-
priate order: 

(i) Referring the complaint to a hear-
ing officer for a formal hearing and 
entry of an initial decision in accord-
ance with the other rules in this part, 
and 

(ii) Directing the practitioner to file 
an answer to the complaint in accord-
ance with § 11.36. 

(e) Adjudication in another jurisdiction 
or Federal agency or program. In all 
other respects, a final adjudication in 
another jurisdiction or Federal agency 
or program that a practitioner, wheth-
er or not admitted in that jurisdiction, 
has been guilty of misconduct shall es-
tablish a prima facie case by clear and 
convincing evidence that the practi-
tioner violated 37 CFR 10.23, as further 
identified under 37 CFR 10.23(c)(5), (or 
any successor regulation identifying 
such public censure, public reprimand, 
probation, disbarment, suspension or 
disciplinary disqualification as a basis 

for a disciplinary proceeding in this Of-
fice). 

(f) Reciprocal discipline—action where 
practice has ceased. Upon request by the 
practitioner, reciprocal discipline may 
be imposed nunc pro tunc only if the 
practitioner promptly notified the OED 
Director of his or her censure, public 
reprimand, probation, disbarment, sus-
pension or disciplinary disqualification 
in another jurisdiction, and establishes 
by clear and convincing evidence that 
the practitioner voluntarily ceased all 
activities related to practice before the 
Office and complied with all provisions 
of § 11.58. The effective date of any pub-
lic censure, public reprimand, proba-
tion, suspension, disbarment or dis-
ciplinary disqualification imposed nunc 
pro tunc shall be the date the practi-
tioner voluntarily ceased all activities 
related to practice before the Office 
and complied with all provisions of 
§ 11.58. 

(g) Reinstatement following reciprocal 
discipline proceeding. A practitioner 
may petition for reinstatement under 
conditions set forth in § 11.60 no sooner 
than completion of the period of recip-
rocal discipline imposed, and compli-
ance with all provisions of § 11.58. 

§ 11.25 Interim suspension and dis-
cipline based upon conviction of 
committing a serious crime. 

(a) Notification of OED Director. Upon 
being convicted of a crime in a court of 
the United States or any State, or vio-
lating a criminal law of a foreign coun-
try, a practitioner subject to the dis-
ciplinary jurisdiction of the Office 
shall notify the OED Director in writ-
ing of the same within thirty days 
from the date of such conviction. Upon 
being advised or learning that a practi-
tioner subject to the disciplinary juris-
diction of the Office has been convicted 
of a crime, the OED Director shall 
make a preliminary determination 
whether the crime constitutes a seri-
ous crime warranting interim suspen-
sion. If the crime is a serious crime, 
the OED Director shall file with the 
USPTO Director proof of the convic-
tion and request the USPTO Director 
to issue a notice and order set forth in 
paragraph (b)(2) of this section. The 
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OED Director shall in addition, with-
out Committee on Discipline author-
ization, file with the USPTO Director a 
complaint against the practitioner 
complying with § 11.34 predicated upon 
the conviction of a serious crime. If the 
crime is not a serious crime, the OED 
Director shall process the matter in 
the same manner as any other informa-
tion or evidence of a possible violation 
of a Mandatory Disciplinary Rule iden-
tified in § 10.20(b) of this subchapter 
coming to the attention of the OED Di-
rector. 

(b) Interim suspension and referral for 
disciplinary proceeding. All proceedings 
under this section shall be handled as 
expeditiously as possible. 

(1) The USPTO Director has author-
ity to place a practitioner on interim 
suspension after hearing the request 
for interim suspension on the documen-
tary record. 

(2) Notification served on practitioner. 
Upon receipt of a certified copy of the 
court record, docket entry or judgment 
demonstrating that the practitioner 
has been so convicted together with 
the complaint, the USPTO Director 
shall forthwith issue a notice directed 
to the practitioner in accordance with 
§§ 11.35(a), (b) or (c), and to the OED Di-
rector, containing: 

(i) A copy of the court record, docket 
entry, or judgment of conviction; 

(ii) A copy of the complaint; and 
(iii) An order directing the practi-

tioner to file a response with the 
USPTO Director and the OED Director, 
within forty days of the date of the no-
tice, establishing that there is a gen-
uine issue of material fact that the 
crime did not constitute a serious 
crime, the practitioner is not the indi-
vidual found guilty of the crime, or 
that the conviction was so lacking in 
notice or opportunity to be heard as to 
constitute a deprivation of due process. 

(3) Hearing and final order on request 
for interim suspension. The request for 
interim suspension shall be heard by 
the USPTO Director on the documen-
tary record unless the USPTO Director 
determines that the practitioner’s re-
sponse establishes a genuine issue of 
material fact that: The crime did not 
constitute a serious crime, the practi-
tioner is not the person who committed 
the crime, or that the conviction was 

so lacking in notice or opportunity to 
be heard as to constitute a deprivation 
of due process. If the USPTO Director 
determines that there is no genuine 
issue of material fact regarding the de-
fenses set forth in the preceding sen-
tence, the USPTO Director shall enter 
an appropriate final order regarding 
the OED Director’s request for interim 
suspension regardless of the pendency 
of any criminal appeal. If the USPTO 
Director is unable to make such deter-
mination because there is a genuine 
issue of material fact, the USPTO Di-
rector shall enter a final order dis-
missing the request and enter a further 
order referring the complaint to a 
hearing officer for a hearing and entry 
of an initial decision in accordance 
with the other rules in this part and di-
recting the practitioner to file an an-
swer to the complaint in accordance 
with § 11.36. 

(4) Termination. The USPTO Director 
has authority to terminate an interim 
suspension. In the interest of justice, 
the USPTO Director may terminate an 
interim suspension at any time upon a 
showing of extraordinary cir-
cumstances, after affording the OED 
Director an opportunity to respond to 
the request to terminate interim sus-
pension. 

(5) Referral for disciplinary proceeding. 
Upon entering a final order imposing 
interim suspension, the USPTO Direc-
tor shall refer the complaint to a hear-
ing officer to conduct a formal discipli-
nary proceeding. The formal discipli-
nary proceeding, however, shall be 
stayed by the hearing officer until all 
direct appeals from the conviction are 
concluded. Review of the initial deci-
sion of the hearing officer shall be pur-
suant to § 11.55. 

(c) Proof of conviction and guilt—(1) 
Conviction in the United States. For pur-
poses of a hearing for interim suspen-
sion and a hearing on the formal 
charges in a complaint filed as a con-
sequence of the conviction, a certified 
copy of the court record, docket entry, 
or judgment of conviction in a court of 
the United States or any State shall 
establish a prima facie case by clear 
and convincing evidence that the prac-
titioner was convicted of a serious 
crime and that the conviction was not 
lacking in notice or opportunity to be 
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heard as to constitute a deprivation of 
due process. 

(2) Conviction in a foreign country. For 
purposes of a hearing for interim sus-
pension and on the formal charges filed 
as a result of a finding of guilt, a cer-
tified copy of the court record, docket 
entry, or judgment of conviction in a 
court of a foreign country shall estab-
lish a prima facie case by clear and con-
vincing evidence that the practitioner 
was convicted of a serious crime and 
that the conviction was not lacking in 
notice or opportunity to be heard as to 
constitute a deprivation of due process. 
However, nothing in this paragraph 
shall preclude the practitioner from 
demonstrating by clear and convincing 
evidence in any hearing on a request 
for interim suspension there is a gen-
uine issue of material fact to be consid-
ered when determining if the elements 
of a serious crime were committed in 
violating the criminal law of the for-
eign country and whether a discipli-
nary sanction should be entered. 

(d) Crime determined not to be serious 
crime. If the USPTO Director deter-
mines that the crime is not a serious 
crime, the complaint shall be referred 
to the OED Director for investigation 
under § 11.22 and processing as is appro-
priate. 

(e) Reinstatement—(1) Upon reversal or 
setting aside a finding of guilt or a con-
viction. If a practitioner suspended sole-
ly under the provisions of paragraph (b) 
of this section demonstrates that the 
underlying finding of guilt or convic-
tion of serious crimes has been re-
versed or vacated, the order for interim 
suspension shall be vacated and the 
practitioner shall be placed on active 
status unless the finding of guilt was 
reversed or the conviction was set 
aside with respect to less than all seri-
ous crimes for which the practitioner 
was found guilty or convicted. The 
vacating of the interim suspension will 
not terminate any other disciplinary 
proceeding then pending against the 
practitioner, the disposition of which 
shall be determined by the hearing offi-
cer before whom the matter is pending, 
on the basis of all available evidence 
other than the finding of guilt or con-
viction. 

(2) Following conviction of a serious 
crime. Any practitioner convicted of a 

serious crime and disciplined in whole 
or in part in regard to that conviction, 
may petition for reinstatement under 
conditions set forth in § 11.60 no sooner 
than five years after being discharged 
following completion of service of his 
or her sentence, or after completion of 
service under probation or parole, 
whichever is later. 

(f) Notice to clients and others of in-
terim suspension. An interim suspension 
under this section shall constitute a 
suspension of the practitioner for the 
purpose of § 11.58. 

§ 11.26 Settlement. 

Before or after a complaint under 
§ 11.34 is filed, a settlement conference 
may occur between the OED Director 
and the practitioner. Any offers of 
compromise and any statements made 
during the course of settlement discus-
sions shall not be admissible in subse-
quent proceedings. The OED Director 
may recommend to the USPTO Direc-
tor any settlement terms deemed ap-
propriate, including steps taken to cor-
rect or mitigate the matter forming 
the basis of the action, or to prevent 
recurrence of the same or similar con-
duct. A settlement agreement shall be 
effective only upon entry of a final de-
cision by the USPTO Director. 

§ 11.27 Exclusion on consent. 

(a) Required affidavit. The OED Direc-
tor may confer with a practitioner con-
cerning possible violations by the prac-
titioner of the Rules of Professional 
Conduct whether or not a disciplinary 
proceeding has been instituted. A prac-
titioner who is the subject of an inves-
tigation or a pending disciplinary pro-
ceeding based on allegations of grounds 
for discipline, and who desires to re-
sign, may only do so by consenting to 
exclusion and delivering to the OED 
Director an affidavit declaring the con-
sent of the practitioner to exclusion 
and stating: 

(1) That the practitioner’s consent is 
freely and voluntarily rendered, that 
the practitioner is not being subjected 
to coercion or duress, and that the 
practitioner is fully aware of the impli-
cations of consenting to exclusion; 
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(2) That the practitioner is aware 
that there is currently pending an in-
vestigation into, or a proceeding in-
volving allegations of misconduct, the 
nature of which shall be specifically 
set forth in the affidavit to the satis-
faction of the OED Director; 

(3) That the practitioner acknowl-
edges that, if and when he or she ap-
plies for reinstatement under § 11.60, 
the OED Director will conclusively pre-
sume, for the limited purpose of deter-
mining the application for reinstate-
ment, that: 

(i) The facts upon which the inves-
tigation or complaint is based are true, 
and 

(ii) The practitioner could not have 
successfully defended himself or herself 
against the allegations in the inves-
tigation or charges in the complaint. 

(b) Action by the USPTO Director. 
Upon receipt of the required affidavit, 
the OED Director shall file the affi-
davit and any related papers with the 
USPTO Director for review and ap-
proval. Upon such approval, the 
USPTO Director will enter an order ex-
cluding the practitioner on consent and 
providing other appropriate actions. 
Upon entry of the order, the excluded 
practitioner shall comply with the re-
quirements set forth in § 11.58. 

(c) When an affidavit under para-
graph (a) of this section is received 
after a complaint under § 11.34 has been 
filed, the OED Director shall notify the 
hearing officer. The hearing officer 
shall enter an order transferring the 
disciplinary proceeding to the USPTO 
Director, who may enter an order ex-
cluding the practitioner on consent. 

(d) Reinstatement. Any practitioner 
excluded on consent under this section 
may not petition for reinstatement for 
five years. A practitioner excluded on 
consent who intends to reapply for ad-
mission to practice before the Office 
must comply with the provisions of 
§ 11.58, and apply for reinstatement in 
accordance with § 11.60. Failure to com-
ply with the provisions of § 11.58 con-
stitutes grounds for denying an appli-
cation for reinstatement. 

§ 11.28 Incapacitated practitioners in a 
disciplinary proceeding. 

(a) Holding in abeyance a disciplinary 
proceeding because of incapacitation due 

to a current disability or addiction—(1) 
Practitioner’s motion. In the course of a 
disciplinary proceeding under § 11.32, 
but before the date set by the hearing 
officer for a hearing, the practitioner 
may file a motion requesting the hear-
ing officer to enter an order holding 
such proceeding in abeyance based on 
the contention that the practitioner is 
suffering from a disability or addiction 
that makes it impossible for the practi-
tioner to adequately defend the charges 
in the disciplinary proceeding. 

(i) Content of practitioner’s motion. 
The practitioner’s motion shall, in ad-
dition to any other requirement of 
§ 11.43, include or have attached there-
to: 

(A) A brief statement of all material 
facts; 

(B) Affidavits, medical reports, offi-
cial records, or other documents and 
the opinion of at least one medical ex-
pert setting forth and establishing any 
of the material facts on which the 
practitioner is relying; 

(C) A statement that the practitioner 
acknowledges the alleged incapacity by 
reason of disability or addiction; 

(D) Written consent that the practi-
tioner be transferred to disability inac-
tive status if the motion is granted; 
and 

(E) A written agreement by the prac-
titioner to not practice before the Of-
fice in patent, trademark or other non- 
patent cases while on disability inac-
tive status. 

(ii) Response. The OED Director’s re-
sponse to any motion hereunder shall 
be served and filed within thirty days 
after service of the practitioner’s mo-
tion unless such time is shortened or 
enlarged by the hearing officer for good 
cause shown, and shall set forth the 
following: 

(A) All objections, if any, to the ac-
tions requested in the motion; 

(B) An admission, denial or allega-
tion of lack of knowledge with respect 
to each of the material facts in the 
practitioner’s motion and accom-
panying documents; and 

(C) Affidavits, medical reports, offi-
cial records, or other documents set-
ting forth facts on which the OED Di-
rector intends to rely for purposes of 
disputing or denying any material fact 
set forth in the practitioner’s papers. 
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(2) Disposition of practitioner’s motion. 
The hearing officer shall decide the 
motion and any response thereto. The 
motion shall be granted upon a show-
ing of good cause to believe the practi-
tioner to be incapacitated as alleged. If 
the required showing is made, the hear-
ing officer shall enter an order holding 
the disciplinary proceeding in abey-
ance. In the case of addiction to drugs 
or intoxicants, the order may provide 
that the practitioner will not be re-
turned to active status absent satisfac-
tion of specified conditions. Upon re-
ceipt of the order, the OED Director 
shall transfer the practitioner to dis-
ability inactive status, give notice to 
the practitioner, cause notice to be 
published, and give notice to appro-
priate authorities in the Office that the 
practitioner has been placed on dis-
ability inactive status. The practi-
tioner shall comply with the provisions 
of § 11.58, and shall not engage in prac-
tice before the Office in patent, trade-
mark and other non-patent law until a 
determination is made of the practi-
tioner’s capability to resume practice 
before the Office in a proceeding under 
paragraph (c) or paragraph (d) of this 
section. A practitioner on disability in-
active status must seek permission 
from the OED Director to engage in an 
activity authorized under § 11.58(e). 
Permission will be granted only if the 
practitioner has complied with all the 
conditions of §§ 11.58(a) through 11.58(d) 
applicable to disability inactive status. 
In the event that permission is grant-
ed, the practitioner shall fully comply 
with the provisions of § 11.58(e). 

(b) Motion for reactivation. Any practi-
tioner transferred to disability inac-
tive status in a disciplinary proceeding 
may file with the hearing officer a mo-
tion for reactivation once a year begin-
ning at any time not less than one year 
after the initial effective date of inac-
tivation, or once during any shorter in-
terval provided by the order issued pur-
suant to paragraph (a)(2) of this section 
or any modification thereof. If the mo-
tion is granted, the disciplinary pro-
ceeding shall resume under such sched-
ule as may be established by the hear-
ing officer. 

(c) Contents of motion for reactivation. 
A motion by the practitioner for reac-
tivation alleging that a practitioner 

has recovered from a prior disability or 
addiction shall be accompanied by all 
available medical reports or similar 
documents relating thereto. The hear-
ing officer may require the practi-
tioner to present such other informa-
tion as is necessary. 

(d) OED Director’s motion to resume 
disciplinary proceeding held in abeyance. 
(1) The OED Director, having good 
cause to believe a practitioner is no 
longer incapacitated, may file a mo-
tion requesting the hearing officer to 
terminate a prior order holding in 
abeyance any pending proceeding be-
cause of the practitioner’s disability or 
addiction. The hearing officer shall de-
cide the matter presented by the OED 
Director’s motion hereunder based on 
the affidavits and other admissible evi-
dence attached to the OED Director’s 
motion and the practitioner’s response. 
The OED Director bears the burden of 
showing by clear and convincing evi-
dence that the practitioner is able to 
defend himself or herself. If there is 
any genuine issue as to one or more 
material facts, the hearing officer will 
hold an evidentiary hearing. 

(2) The hearing officer, upon receipt 
of the OED Director’s motion under 
paragraph (d)(1) of this section, may di-
rect the practitioner to file a response. 
If the hearing officer requires the prac-
titioner to file a response, the practi-
tioner must present clear and con-
vincing evidence that the prior self-al-
leged disability or addiction continues 
to make it impossible for the practi-
tioner to defend himself or herself in 
the underlying proceeding being held in 
abeyance. 

(e) Action by the hearing officer. If, in 
deciding a motion under paragraph (b) 
or (d) of this section, the hearing offi-
cer determines that there is good cause 
to believe the practitioner is not inca-
pacitated from defending himself or 
herself, or is not incapacitated from 
practicing before the Office, the hear-
ing officer shall take such action as is 
deemed appropriate, including the 
entry of an order directing the reac-
tivation of the practitioner and re-
sumption of the disciplinary pro-
ceeding. 
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§ 11.29 Reciprocal transfer or initial 
transfer to disability inactive sta-
tus. 

(a) Notification of OED Director. (1) 
Transfer to disability inactive status 
in another jurisdiction as grounds for 
reciprocal transfer by the Office. With-
in thirty days of being transferred to 
disability inactive status in another ju-
risdiction, a practitioner subject to the 
disciplinary jurisdiction of the Office 
shall notify the OED Director in writ-
ing of the transfer. Upon notification 
from any source that a practitioner 
subject to the disciplinary jurisdiction 
of the Office has been transferred to 
disability inactive status in another ju-
risdiction, the OED Director shall ob-
tain a certified copy of the order. The 
OED Director shall file with the 
USPTO Director: 

(i) The order; 
(ii) A request that the practitioner be 

transferred to disability inactive sta-
tus, including the specific grounds 
therefor; and 

(iii) A request that the USPTO Direc-
tor issue a notice and order as set forth 
in paragraph (b) of this section. 

(2) Involuntary commitment, adjudica-
tion of incompetency or court ordered 
placement under guardianship or con-
servatorship as grounds for initial trans-
fer to disability inactive status. Within 
thirty days of being judicially declared 
incompetent, being judicially ordered 
to be involuntarily committed after a 
hearing on the grounds of incom-
petency or disability, or being placed 
by court order under guardianship or 
conservatorship in another jurisdic-
tion, a practitioner subject to the dis-
ciplinary jurisdiction of the Office 
shall notify the OED Director in writ-
ing of such judicial action. Upon notifi-
cation from any source that a practi-
tioner subject to the disciplinary juris-
diction of the Office has been subject to 
such judicial action, the OED Director 
shall obtain a certified copy of the 
order. The OED Director shall file with 
the USPTO Director: 

(i) The order; 
(ii) A request that the practitioner be 

transferred to disability inactive sta-
tus, including the specific grounds 
therefor; and 

(iii) A request that the USPTO Direc-
tor issue a notice and order as set forth 
in paragraph (b) of this section. 

(b) Notice served on practitioner. Upon 
receipt of a certified copy of an order 
or declaration issued by another juris-
diction demonstrating that a practi-
tioner subject to the disciplinary juris-
diction of the Office has been trans-
ferred to disability inactive status, ju-
dicially declared incompetent, judi-
cially ordered to be involuntarily com-
mitted after a judicial hearing on the 
grounds of incompetency or disability, 
or placed by court order under guard-
ianship or conservatorship, together 
with the OED Director’s request, the 
USPTO Director shall issue a notice, 
comporting with § 11.35, directed to the 
practitioner containing: 

(1) A copy of the order or declaration 
from the other jurisdiction, 

(2) A copy of the OED Director’s re-
quest; and 

(3) An order directing the practi-
tioner to file a response with the 
USPTO Director and the OED Director, 
within 30 days from the date of the no-
tice, establishing a genuine issue of 
material fact supported by an affidavit 
and predicated upon the grounds set 
forth in § 11.29(d) (1) through (4) that a 
transfer to disability inactive status 
would be unwarranted and the reasons 
therefor. 

(c) Effect of stay of transfer, judicially 
declared incompetence, judicially ordered 
involuntarily commitment on the grounds 
of incompetency or disability, or court-or-
dered placement under guardianship or 
conservatorship. In the event the trans-
fer, judicially declared incompetence, 
judicially ordered involuntary commit-
ment on the grounds of incompetency 
or disability, or court-ordered place-
ment under guardianship or con-
servatorship in the other jurisdiction 
has been stayed there, any reciprocal 
transfer or transfer by the Office may 
be deferred until the stay expires. 

(d) Hearing and transfer to disability 
inactive status. The request for transfer 
to disability inactive status shall be 
heard by the USPTO Director on the 
documentary record unless the USPTO 
Director determines that there is a 
genuine issue of material fact, in which 
case the USPTO Director may deny the 
request. Upon the expiration of 30 days 
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from the date of the notice pursuant to 
the provisions of paragraph (b) of this 
section, the USPTO Director shall con-
sider any timely filed response and im-
pose the identical transfer to disability 
inactive status based on the practi-
tioner’s transfer to disability status in 
another jurisdiction, or shall transfer 
the practitioner to disability inactive 
status based on judicially declared in-
competence, judicially ordered invol-
untary commitment on the grounds of 
incompetency or disability, or court- 
ordered placement under guardianship 
or conservatorship, unless the practi-
tioner demonstrates by clear and con-
vincing evidence, or the USPTO Direc-
tor finds there is a genuine issue of ma-
terial fact by clear and convincing evi-
dence that: 

(1) The procedure was so lacking in 
notice or opportunity to be heard as to 
constitute a deprivation of due process; 

(2) There was such infirmity of proof 
establishing the transfer to disability 
status, judicial declaration of incom-
petence, judicial order for involuntary 
commitment on the grounds of incom-
petency or disability, or placement by 
court order under guardianship or con-
servatorship that the USPTO Director 
could not, consistent with Office’s 
duty, accept as final the conclusion on 
that subject; 

(3) The imposition of the same dis-
ability status or transfer to disability 
status by the USPTO Director would 
result in grave injustice; or 

(4) The practitioner is not the indi-
vidual transferred to disability status, 
judicially declared incompetent, judi-
cially ordered for involuntary commit-
ment on the grounds of incompetency 
or disability, or placed by court order 
under guardianship or conservatorship. 

(5) If the USPTO Director determines 
that there is no genuine issue of mate-
rial fact with regard to any of the ele-
ments of paragraphs (d)(1) through (4) 
of this section, the USPTO Director 
shall enter an appropriate final order. 
If the USPTO Director is unable to 
make that determination because there 
is a genuine issue of material fact, the 
USPTO Director shall enter an appro-
priate order dismissing the OED Direc-
tor’s request for such reason. 

(e) Adjudication in other jurisdiction. 
In all other aspects, a final adjudica-

tion in another jurisdiction that a 
practitioner be transferred to dis-
ability inactive status, is judicially de-
clared incompetent, is judicially or-
dered to be involuntarily committed on 
the grounds of incompetency or dis-
ability, or is placed by court order 
under guardianship or conservatorship 
shall establish the disability for pur-
poses of a reciprocal transfer to or 
transfer to disability status before the 
Office. 

(f) A practitioner who is transferred 
to disability inactive status under this 
section shall be deemed to have been 
refused recognition to practice before 
the Office for purposes of 35 U.S.C. 32. 

(g) Order imposing reciprocal transfer to 
disability inactive status or order impos-
ing initial transfer to disability inactive 
status. An order by the USPTO Director 
imposing reciprocal transfer to dis-
ability inactive status, or transferring 
a practitioner to disability inactive 
status shall be effective immediately, 
and shall be for an indefinite period 
until further order of the USPTO Di-
rector. A copy of the order transferring 
a practitioner to disability inactive 
status shall be served upon the practi-
tioner, the practitioner’s guardian, 
and/or the director of the institution to 
which the practitioner has been com-
mitted in the manner the USPTO Di-
rector may direct. A practitioner recip-
rocally transferred or transferred to 
disability inactive status shall comply 
with the provisions of § 11.58, and shall 
not engage in practice before the Office 
in patent, trademark and other non- 
patent law unless and until reinstated 
to active status. 

(h) Confidentiality of proceeding; Or-
ders to be public—(1) Confidentiality of 
proceeding. All proceedings under this 
section involving allegations of dis-
ability of a practitioner shall be kept 
confidential until and unless the 
USPTO Director enters an order recip-
rocally transferring or transferring the 
practitioner to disability inactive sta-
tus. 

(2) Orders to be public. The OED Direc-
tor shall publicize any reciprocal trans-
fer to disability inactive status or 
transfer to disability inactive status in 
the same manner as for the imposition 
of public discipline. 
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(i) Employment of practitioners on dis-
ability inactive status. A practitioner on 
disability inactive status must seek 
permission from the OED Director to 
engage in an activity authorized under 
§ 11.58(e). Permission will be granted 
only if the practitioner has complied 
with all the conditions of §§ 11.58(a) 
through 11.58(d) applicable to disability 
inactive status. In the event that per-
mission is granted, the practitioner 
shall fully comply with the provisions 
of § 11.58(e). 

(j) Reinstatement from disability inac-
tive status. (1) Generally. No practi-
tioner reciprocally transferred or 
transferred to disability inactive sta-
tus under this section may resume ac-
tive status except by order of the OED 
Director. 

(2) Petition. A practitioner recip-
rocally transferred or transferred to 
disability inactive status shall be enti-
tled to petition the OED Director for 
transfer to active status once a year, 
or at whatever shorter intervals the 
USPTO Director may direct in the 
order transferring or reciprocally 
transferring the practitioner to dis-
ability inactive status or any modifica-
tion thereof. 

(3) Examination. Upon the filing of a 
petition for transfer to active status, 
the OED Director may take or direct 
whatever action is deemed necessary or 
proper to determine whether the inca-
pacity has been removed, including a 
direction for an examination of the 
practitioner by qualified medical or 
psychological experts designated by 
the OED Director. The expense of the 
examination shall be paid and borne by 
the practitioner. 

(4) Required disclosure, waiver of privi-
lege. With the filing of a petition for re-
instatement to active status, the prac-
titioner shall be required to disclose 
the name of each psychiatrist, psychol-
ogist, physician and hospital or other 
institution by whom or in which the 
practitioner has been examined or 
treated for the disability since the 
transfer to disability inactive status. 
The practitioner shall furnish to the 
OED Director written consent to the 
release of information and records re-
lating to the incapacity if requested by 
the OED Director. 

(5) Learning in the law, examination. 
The OED Director may direct that the 
practitioner establish proof of com-
petence and learning in law, which 
proof may include passing the registra-
tion examination. 

(6) Granting of petition for transfer to 
active status. The OED Director shall 
grant the petition for transfer to active 
status upon a showing by clear and 
convincing evidence that the inca-
pacity has been removed. 

(7) Reinstatement in other jurisdiction. 
If a practitioner is reciprocally trans-
ferred to disability inactive status on 
the basis of a transfer to disability in-
active status in another jurisdiction, 
the OED Director may dispense with 
further evidence that the disability has 
been removed and may immediately di-
rect reinstatement to active status 
upon such terms as are deemed proper 
and advisable. 

(8) Judicial declaration of competency. 
If a practitioner is transferred to dis-
ability inactive status on the basis of a 
judicially declared incompetence, judi-
cially ordered involuntary commit-
ment on the grounds of incompetency 
or disability, or court-ordered place-
ment under guardianship or con-
servatorship has been declared to be 
competent, the OED Director may dis-
pense with further evidence that the 
incapacity to practice law has been re-
moved and may immediately direct re-
instatement to active status. 

§§ 11.30–11.31 [Reserved] 

§ 11.32 Instituting a disciplinary pro-
ceeding. 

If after conducting an investigation 
under § 11.22(a), the OED Director is of 
the opinion that grounds exist for dis-
cipline under §§ 11.19(b)(3) through (5), 
the OED Director, after complying 
where necessary with the provisions of 
5 U.S.C. 558(c), shall convene a meeting 
of a panel of the Committee on Dis-
cipline. The panel of the Committee on 
Discipline shall then determine as 
specified in § 11.23(b) whether a discipli-
nary proceeding shall be instituted. If 
the panel of the Committee on Dis-
cipline determines that probable cause 
exists to bring charges under 
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§§ 11.19(b)(3) through (5), the OED Direc-
tor shall institute a disciplinary pro-
ceeding by filing a complaint under 
§ 11.34. 

§ 11.33 [Reserved] 

§ 11.34 Complaint. 
(a) A complaint instituting a discipli-

nary proceeding under §§ 11.25(b)(4) or 
11.32 shall: 

(1) Name the practitioner who may 
then be referred to as the ‘‘respond-
ent’’; 

(2) Give a plain and concise descrip-
tion of the respondent’s alleged 
grounds for discipline; 

(3) State the place and time, not less 
than thirty days from the date the 
complaint is filed, for filing an answer 
by the respondent; 

(4) State that a decision by default 
may be entered if an answer is not 
timely filed by the respondent; and 

(5) Be signed by the OED Director. 
(b) A complaint will be deemed suffi-

cient if it fairly informs the respondent 
of any grounds for discipline, and 
where applicable, the Mandatory Dis-
ciplinary Rules identified in § 10.20(b) of 
this subchapter that form the basis for 
the disciplinary proceeding so that the 
respondent is able to adequately pre-
pare a defense. 

(c) The complaint shall be filed in the 
manner prescribed by the USPTO Di-
rector. 

§ 11.35 Service of complaint. 
(a) A complaint may be served on a 

respondent in any of the following 
methods: 

(1) By delivering a copy of the com-
plaint personally to the respondent, in 
which case the individual who gives the 
complaint to the respondent shall file 
an affidavit with the OED Director in-
dicating the time and place the com-
plaint was delivered to the respondent. 

(2) By mailing a copy of the com-
plaint by ‘‘Express Mail,’’ first-class 
mail, or any delivery service that pro-
vides ability to confirm delivery or at-
tempted delivery to: 

(i) A respondent who is a registered 
practitioner at the address provided to 
OED pursuant to § 11.11, or 

(ii) A respondent who is a nonreg-
istered practitioner at the last address 

for the respondent known to the OED 
Director. 

(3) By any method mutually agree-
able to the OED Director and the re-
spondent. 

(4) In the case of a respondent who 
resides outside the United States, by 
sending a copy of the complaint by any 
delivery service that provides ability 
to confirm delivery or attempted deliv-
ery, to: 

(i) A respondent who is a registered 
practitioner at the address provided to 
OED pursuant to § 11.11; or 

(ii) A respondent who is a nonreg-
istered practitioner at the last address 
for the respondent known to the OED 
Director. 

(b) If a copy of the complaint cannot 
be delivered to the respondent through 
any one of the procedures in paragraph 
(a) of this section, the OED Director 
shall serve the respondent by causing 
an appropriate notice to be published 
in the Official Gazette for two consecu-
tive weeks, in which case, the time for 
filing an answer shall be thirty days 
from the second publication of the no-
tice. Failure to timely file an answer 
will constitute an admission of the al-
legations in the complaint in accord-
ance with paragraph (d) of § 11.36, and 
the hearing officer may enter an initial 
decision on default. 

(c) If the respondent is known to the 
OED Director to be represented by an 
attorney under § 11.40(a), a copy of the 
complaint shall be served on the attor-
ney in lieu of service on the respondent 
in the manner provided for in para-
graph (a) or (b) of this section. 

§ 11.36 Answer to complaint. 
(a) Time for answer. An answer to a 

complaint shall be filed within the 
time set in the complaint but in no 
event shall that time be less than thir-
ty days from the date the complaint is 
filed. 

(b) With whom filed. The answer shall 
be filed in writing with the hearing of-
ficer at the address specified in the 
complaint. The hearing officer may ex-
tend the time for filing an answer once 
for a period of no more than thirty 
days upon a showing of good cause, 
provided a motion requesting an exten-
sion of time is filed within thirty days 
after the date the complaint is served 
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on respondent. A copy of the answer, 
and any exhibits or attachments there-
to, shall be served on the OED Direc-
tor. 

(c) Content. The respondent shall in-
clude in the answer a statement of the 
facts that constitute the grounds of de-
fense and shall specifically admit or 
deny each allegation set forth in the 
complaint. The respondent shall not 
deny a material allegation in the com-
plaint that the respondent knows to be 
true or state that respondent is with-
out sufficient information to form a be-
lief as to the truth of an allegation, 
when in fact the respondent possesses 
that information. The respondent shall 
also state affirmatively in the answer 
special matters of defense and any in-
tent to raise a disability as a miti-
gating factor. If respondent intends to 
raise a special matter of defense or dis-
ability, the answer shall specify the de-
fense or disability, its nexus to the 
misconduct, and the reason it provides 
a defense or mitigation. A respondent 
who fails to do so cannot rely on a spe-
cial matter of defense or disability. 
The hearing officer may, for good 
cause, allow the respondent to file the 
statement late, grant additional hear-
ing preparation time, or make other 
appropriate orders. 

(d) Failure to deny allegations in com-
plaint. Every allegation in the com-
plaint that is not denied by a respond-
ent in the answer shall be deemed to be 
admitted and may be considered prov-
en. The hearing officer at any hearing 
need receive no further evidence with 
respect to that allegation. 

(e) Default judgment. Failure to time-
ly file an answer will constitute an ad-
mission of the allegations in the com-
plaint and may result in entry of de-
fault judgment. 

§ 11.37 [Reserved] 

§ 11.38 Contested case. 

Upon the filing of an answer by the 
respondent, a disciplinary proceeding 
shall be regarded as a contested case 
within the meaning of 35 U.S.C. 24. Evi-
dence obtained by a subpoena issued 
under 35 U.S.C. 24 shall not be admitted 
into the record or considered unless 
leave to proceed under 35 U.S.C. 24 was 

previously authorized by the hearing 
officer. 

§ 11.39 Hearing officer; appointment; 
responsibilities; review of interlocu-
tory orders; stays. 

(a) Appointment. A hearing officer, ap-
pointed by the USPTO Director under 5 
U.S.C. 3105 or 35 U.S.C. 32, shall con-
duct disciplinary proceedings as pro-
vided by this Part. 

(b) Independence of the Hearing Offi-
cer. (1) A hearing officer appointed in 
accordance with paragraph (a) of this 
section shall not be subject to first 
level or second level supervision by ei-
ther the USPTO Director or OED Di-
rector, or his or her designee. 

(2) A hearing officer appointed in ac-
cordance with paragraph (a) of this sec-
tion shall not be subject to supervision 
of the person(s) investigating or pros-
ecuting the case. 

(3) A hearing officer appointed in ac-
cordance with paragraph (a) of this sec-
tion shall be impartial, shall not be an 
individual who has participated in any 
manner in the decision to initiate the 
proceedings, and shall not have been 
employed under the immediate super-
vision of the practitioner. 

(4) A hearing officer appointed in ac-
cordance with paragraph (a) of this sec-
tion shall be admitted to practice law 
and have suitable experience and train-
ing conducting hearings, reaching a de-
termination, and rendering an initial 
decision in an equitable manner. 

(c) Responsibilities. The hearing offi-
cer shall have authority, consistent 
with specific provisions of these regu-
lations, to: 

(1) Administer oaths and affirma-
tions; 

(2) Make rulings upon motions and 
other requests; 

(3) Rule upon offers of proof, receive 
relevant evidence, and examine wit-
nesses; 

(4) Authorize the taking of a deposi-
tion of a witness in lieu of personal ap-
pearance of the witness before the 
hearing officer; 

(5) Determine the time and place of 
any hearing and regulate its course and 
conduct; 

(6) Hold or provide for the holding of 
conferences to settle or simplify the 
issues; 
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(7) Receive and consider oral or writ-
ten arguments on facts or law; 

(8) Adopt procedures and modify pro-
cedures for the orderly disposition of 
proceedings; 

(9) Make initial decisions under 
§§ 11.25 and 11.54; and 

(10) Perform acts and take measures 
as necessary to promote the efficient, 
timely, and impartial conduct of any 
disciplinary proceeding. 

(d) Time for making initial decision. 
The hearing officer shall set times and 
exercise control over a disciplinary 
proceeding such that an initial decision 
under § 11.54 is normally issued within 
nine months of the date a complaint is 
filed. The hearing officer may, how-
ever, issue an initial decision more 
than nine months after a complaint is 
filed if there exist circumstances, in 
his or her opinion, that preclude 
issuance of an initial decision within 
nine months of the filing of the com-
plaint. 

(e) Review of interlocutory orders. The 
USPTO Director will not review an in-
terlocutory order of a hearing officer 
except: 

(1) When the hearing officer shall be 
of the opinion: 

(i) That the interlocutory order in-
volves a controlling question of proce-
dure or law as to which there is a sub-
stantial ground for a difference of opin-
ion, and 

(ii) That an immediate decision by 
the USPTO Director may materially 
advance the ultimate termination of 
the disciplinary proceeding, or 

(2) In an extraordinary situation 
where the USPTO Director deems that 
justice requires review. 

(f) Stays pending review of interlocu-
tory order. If the OED Director or a re-
spondent seeks review of an interlocu-
tory order of a hearing officer under 
paragraph (b)(2) of this section, any 
time period set by the hearing officer 
for taking action shall not be stayed 
unless ordered by the USPTO Director 
or the hearing officer. 

(g) The hearing officer shall engage 
in no ex parte discussions with any 
party on the merits of the complaint, 
beginning with appointment and end-
ing when the final agency decision is 
issued. 

§ 11.40 Representative for OED Direc-
tor or respondent. 

(a) A respondent may represent him-
self or herself, or be represented by an 
attorney before the Office in connec-
tion with an investigation or discipli-
nary proceeding. The attorney shall 
file a written declaration that he or 
she is an attorney within the meaning 
of § 11.1 and shall state: 

(1) The address to which the attorney 
wants correspondence related to the in-
vestigation or disciplinary proceeding 
sent, and 

(2) A telephone number where the at-
torney may be reached during normal 
business hours. 

(b) The Deputy General Counsel for 
Intellectual Property and Solicitor, 
and attorneys in the Office of the So-
licitor shall represent the OED Direc-
tor. The attorneys representing the 
OED Director in disciplinary pro-
ceedings shall not consult with the 
USPTO Director, the General Counsel, 
the Deputy General Counsel for Gen-
eral Law, or an individual designated 
by the USPTO Director to decide dis-
ciplinary matters regarding the pro-
ceeding. The General Counsel and the 
Deputy General Counsel for General 
Law shall remain screened from the in-
vestigation and prosecution of all dis-
ciplinary proceedings in order that 
they shall be available as counsel to 
the USPTO Director in deciding dis-
ciplinary proceedings unless access is 
appropriate to perform their duties. 
After a final decision is entered in a 
disciplinary proceeding, the OED Di-
rector and attorneys representing the 
OED Director shall be available to 
counsel the USPTO Director, the Gen-
eral Counsel, and the Deputy General 
Counsel for General Law in any further 
proceedings. 

§ 11.41 Filing of papers. 
(a) The provisions of §§ 1.8 and 2.197 of 

this subchapter do not apply to dis-
ciplinary proceedings. All papers filed 
after the complaint and prior to entry 
of an initial decision by the hearing of-
ficer shall be filed with the hearing of-
ficer at an address or place designated 
by the hearing officer. 

(b) All papers filed after entry of an 
initial decision by the hearing officer 
shall be filed with the USPTO Director. 
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A copy of the paper shall be served on 
the OED Director. The hearing officer 
or the OED Director may provide for 
filing papers and other matters by 
hand, by ‘‘Express Mail,’’ or by other 
means. 

§ 11.42 Service of papers. 
(a) All papers other than a complaint 

shall be served on a respondent who is 
represented by an attorney by: 

(1) Delivering a copy of the paper to 
the office of the attorney; or 

(2) Mailing a copy of the paper by 
first-class mail, ‘‘Express Mail,’’ or 
other delivery service to the attorney 
at the address provided by the attorney 
under § 11.40(a)(1); or 

(3) Any other method mutually 
agreeable to the attorney and a rep-
resentative for the OED Director. 

(b) All papers other than a complaint 
shall be served on a respondent who is 
not represented by an attorney by: 

(1) Delivering a copy of the paper to 
the respondent; or 

(2) Mailing a copy of the paper by 
first-class mail, ‘‘Express Mail,’’ or 
other delivery service to the respond-
ent at the address to which a com-
plaint may be served or such other ad-
dress as may be designated in writing 
by the respondent; or 

(3) Any other method mutually 
agreeable to the respondent and a rep-
resentative of the OED Director. 

(c) A respondent shall serve on the 
representative for the OED Director 
one copy of each paper filed with the 
hearing officer or the OED Director. A 
paper may be served on the representa-
tive for the OED Director by: 

(1) Delivering a copy of the paper to 
the representative; or 

(2) Mailing a copy of the paper by 
first-class mail, ‘‘Express Mail,’’ or 
other delivery service to an address 
designated in writing by the represent-
ative; or 

(3) Any other method mutually 
agreeable to the respondent and the 
representative. 

(d) Each paper filed in a disciplinary 
proceeding shall contain therein a cer-
tificate of service indicating: 

(1) The date on which service was 
made; and 

(2) The method by which service was 
made. 

(e) The hearing officer or the USPTO 
Director may require that a paper be 
served by hand or by ‘‘Express Mail.’’ 

(f) Service by mail is completed when 
the paper mailed in the United States 
is placed into the custody of the U.S. 
Postal Service. 

§ 11.43 Motions. 

Motions, including all prehearing 
motions commonly filed under the Fed-
eral Rules of Civil Procedure, shall be 
filed with the hearing officer. The 
hearing officer will determine whether 
replies to responses will be authorized 
and the time period for filing such a re-
sponse. No motion shall be filed with 
the hearing officer unless such motion 
is supported by a written statement by 
the moving party that the moving 
party or attorney for the moving party 
has conferred with the opposing party 
or attorney for the opposing party in 
an effort in good faith to resolve by 
agreement the issues raised by the mo-
tion and has been unable to reach 
agreement. If, prior to a decision on 
the motion, the parties resolve issues 
raised by a motion presented to the 
hearing officer, the parties shall 
promptly notify the hearing officer. 

§ 11.44 Hearings. 

(a) The hearing officer shall preside 
over hearings in disciplinary pro-
ceedings. The hearing officer shall set 
the time and place for the hearing. In 
cases involving an incarcerated re-
spondent, any necessary oral hearing 
may be held at the location of incarcer-
ation. Oral hearings will be steno-
graphically recorded and transcribed, 
and the testimony of witnesses will be 
received under oath or affirmation. The 
hearing officer shall conduct the hear-
ing as if the proceeding were subject to 
5 U.S.C. 556. A copy of the transcript of 
the hearing shall become part of the 
record. A copy of the transcript shall 
be provided to the OED Director and 
the respondent at the expense of the 
Office. 

(b) If the respondent to a disciplinary 
proceeding fails to appear at the hear-
ing after a notice of hearing has been 
given by the hearing officer, the hear-
ing officer may deem the respondent to 
have waived the right to a hearing and 
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may proceed with the hearing in the 
absence of the respondent. 

(c) A hearing under this section will 
not be open to the public except that 
the hearing officer may grant a request 
by a respondent to open his or her 
hearing to the public and make the 
record of the disciplinary proceeding 
available for public inspection, pro-
vided, a protective order is entered to 
exclude from public disclosure informa-
tion which is privileged or confidential 
under applicable laws or regulations. 

§ 11.45 Amendment of pleadings. 
The OED Director may, without 

Committee on Discipline authoriza-
tion, but with the authorization of the 
hearing officer, amend the complaint 
to include additional charges based 
upon conduct committed before or 
after the complaint was filed. If 
amendment of the complaint is author-
ized, the hearing officer shall authorize 
amendment of the answer. Any party 
who would otherwise be prejudiced by 
the amendment will be given reason-
able opportunity to meet the allega-
tions in the complaint or answer as 
amended, and the hearing officer shall 
make findings on any issue presented 
by the complaint or answer as amend-
ed. 

§§ 11.46–11.48 [Reserved] 

§ 11.49 Burden of proof. 
In a disciplinary proceeding, the OED 

Director shall have the burden of prov-
ing the violation by clear and con-
vincing evidence and a respondent shall 
have the burden of proving any affirm-
ative defense by clear and convincing 
evidence. 

§ 11.50 Evidence. 
(a) Rules of evidence. The rules of evi-

dence prevailing in courts of law and 
equity are not controlling in hearings 
in disciplinary proceedings. However, 
the hearing officer shall exclude evi-
dence that is irrelevant, immaterial, or 
unduly repetitious. 

(b) Depositions. Depositions of wit-
nesses taken pursuant to § 11.51 may be 
admitted as evidence. 

(c) Government documents. Official 
documents, records, and papers of the 
Office, including, but not limited to, 

all papers in the file of a disciplinary 
investigation, are admissible without 
extrinsic evidence of authenticity. 
These documents, records, and papers 
may be evidenced by a copy certified as 
correct by an employee of the Office. 

(d) Exhibits. If any document, record, 
or other paper is introduced in evi-
dence as an exhibit, the hearing officer 
may authorize the withdrawal of the 
exhibit subject to any conditions the 
hearing officer deems appropriate. 

(e) Objections. Objections to evidence 
will be in short form, stating the 
grounds of objection. Objections and 
rulings on objections will be a part of 
the record. No exception to the ruling 
is necessary to preserve the rights of 
the parties. 

§ 11.51 Depositions. 
(a) Depositions for use at the hearing 

in lieu of personal appearance of a wit-
ness before the hearing officer may be 
taken by respondent or the OED Direc-
tor upon a showing of good cause and 
with the approval of, and under such 
conditions as may be deemed appro-
priate by, the hearing officer. Deposi-
tions may be taken upon oral or writ-
ten questions, upon not less than ten 
days’ written notice to the other party, 
before any officer authorized to admin-
ister an oath or affirmation in the 
place where the deposition is to be 
taken. The parties may waive the re-
quirement of ten days’ notice and depo-
sitions may then be taken of a witness 
at a time and place mutually agreed to 
by the parties. When a deposition is 
taken upon written questions, copies of 
the written questions will be served 
upon the other party with the notice, 
and copies of any written cross-ques-
tions will be served by hand or ‘‘Ex-
press Mail’’ not less than five days be-
fore the date of the taking of the depo-
sition unless the parties mutually 
agree otherwise. A party on whose be-
half a deposition is taken shall file a 
copy of a transcript of the deposition 
signed by a court reporter with the 
hearing officer and shall serve one copy 
upon the opposing party. Expenses for 
a court reporter and preparing, serving, 
and filing depositions shall be borne by 
the party at whose instance the deposi-
tion is taken. Depositions may not be 
taken to obtain discovery, except as 
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provided for in paragraph (b) of this 
section. 

(b) When the OED Director and the 
respondent agree in writing, a deposi-
tion of any witness who will appear 
voluntarily may be taken under such 
terms and conditions as may be mutu-
ally agreeable to the OED Director and 
the respondent. The deposition shall 
not be filed with the hearing officer 
and may not be admitted in evidence 
before the hearing officer unless he or 
she orders the deposition admitted in 
evidence. The admissibility of the dep-
osition shall lie within the discretion 
of the hearing officer who may reject 
the deposition on any reasonable basis 
including the fact that demeanor is in-
volved and that the witness should 
have been called to appear personally 
before the hearing officer. 

§ 11.52 Discovery. 

Discovery shall not be authorized ex-
cept as follows: 

(a) After an answer is filed under 
§ 11.36 and when a party establishes 
that discovery is reasonable and rel-
evant, the hearing officer, under such 
conditions as he or she deems appro-
priate, may order an opposing party to: 

(1) Answer a reasonable number of 
written requests for admission or inter-
rogatories; 

(2) Produce for inspection and copy-
ing a reasonable number of documents; 
and 

(3) Produce for inspection a reason-
able number of things other than docu-
ments. 

(b) Discovery shall not be authorized 
under paragraph (a) of this section of 
any matter which: 

(1) Will be used by another party 
solely for impeachment; 

(2) Is not available to the party under 
35 U.S.C. 122; 

(3) Relates to any other disciplinary 
proceeding; 

(4) Relates to experts except as the 
hearing officer may require under para-
graph (e) of this section; 

(5) Is privileged; or 
(6) Relates to mental impressions, 

conclusions, opinions, or legal theories 
of any attorney or other representative 
of a party. 

(c) The hearing officer may deny dis-
covery requested under paragraph (a) 
of this section if the discovery sought: 

(1) Will unduly delay the disciplinary 
proceeding; 

(2) Will place an undue burden on the 
party required to produce the discovery 
sought; or 

(3) Consists of information that is 
available: 

(i) Generally to the public; 
(ii) Equally to the parties; or 
(iii) To the party seeking the dis-

covery through another source. 
(d) Prior to authorizing discovery 

under paragraph (a) of this section, the 
hearing officer shall require the party 
seeking discovery to file a motion 
(§ 11.43) and explain in detail, for each 
request made, how the discovery 
sought is reasonable and relevant to an 
issue actually raised in the complaint 
or the answer. 

(e) The hearing officer may require 
parties to file and serve, prior to any 
hearing, a pre-hearing statement that 
contains: 

(1) A list (together with a copy) of all 
proposed exhibits to be used in connec-
tion with a party’s case-in-chief; 

(2) A list of proposed witnesses; 
(3) As to each proposed expert wit-

ness: 
(i) An identification of the field in 

which the individual will be qualified 
as an expert; 

(ii) A statement as to the subject 
matter on which the expert is expected 
to testify; and 

(iii) A statement of the substance of 
the facts and opinions to which the ex-
pert is expected to testify; 

(4) Copies of memoranda reflecting 
respondent’s own statements to admin-
istrative representatives. 

§ 11.53 Proposed findings and conclu-
sions; post-hearing memorandum. 

Except in cases in which the respond-
ent has failed to answer the complaint 
or amended complaint, the hearing of-
ficer, prior to making an initial deci-
sion, shall afford the parties a reason-
able opportunity to submit proposed 
findings and conclusions and a post- 
hearing memorandum in support of the 
proposed findings and conclusions. 
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§ 11.54 Initial decision of hearing offi-
cer. 

(a) The hearing officer shall make an 
initial decision in the case. The deci-
sion will include: 

(1) A statement of findings of fact 
and conclusions of law, as well as the 
reasons or bases for those findings and 
conclusions with appropriate ref-
erences to the record, upon all the ma-
terial issues of fact, law, or discretion 
presented on the record, and 

(2) An order of default judgment, of 
suspension or exclusion from practice, 
of reprimand, or an order dismissing 
the complaint. The hearing officer 
shall transmit a copy of the decision to 
the OED Director and to the respond-
ent. After issuing the decision, the 
hearing officer shall transmit the en-
tire record to the OED Director. In the 
absence of an appeal to the USPTO Di-
rector, the decision of the hearing offi-
cer, including a default judgment, will, 
without further proceedings, become 
the decision of the USPTO Director 
thirty days from the date of the deci-
sion of the hearing officer. 

(b) The initial decision of the hearing 
officer shall explain the reason for any 
default judgment, reprimand, suspen-
sion, or exclusion. In determining any 
sanction, the following four factors 
must be considered if they are applica-
ble: 

(1) Whether the practitioner has vio-
lated a duty owed to a client, to the 
public, to the legal system, or to the 
profession; 

(2) Whether the practitioner acted in-
tentionally, knowingly, or negligently; 

(3) The amount of the actual or po-
tential injury caused by the practi-
tioner’s misconduct; and 

(4) The existence of any aggravating 
or mitigating factors. 

§ 11.55 Appeal to the USPTO Director. 
(a) Within thirty days after the date 

of the initial decision of the hearing of-
ficer under §§ 11.25 or 11.54, either party 
may appeal to the USPTO Director. 
The appeal shall include the appel-
lant’s brief. If more than one appeal is 
filed, the party who files the appeal 
first is the appellant for purpose of this 
rule. If appeals are filed on the same 
day, the respondent is the appellant. If 
an appeal is filed, then the OED Direc-

tor shall transmit the entire record to 
the USPTO Director. Any cross-appeal 
shall be filed within fourteen days after 
the date of service of the appeal pursu-
ant to § 11.42, or thirty days after the 
date of the initial decision of the hear-
ing officer, whichever is later. The 
cross-appeal shall include the cross-ap-
pellant’s brief. Any appellee or cross- 
appellee brief must be filed within thir-
ty days after the date of service pursu-
ant to § 11.42 of an appeal or cross-ap-
peal. Any reply brief must be filed 
within fourteen days after the date of 
service of any appellee or cross-appel-
lee brief. 

(b) An appeal or cross-appeal must 
include exceptions to the decisions of 
the hearing officer and supporting rea-
sons for those exceptions. Any excep-
tion not raised will be deemed to have 
been waived and will be disregarded by 
the USPTO Director in reviewing the 
initial decision. 

(c) All briefs shall: 
(1) Be filed with the USPTO Director 

at the address set forth in § 1.1(a)(3)(ii) 
of this subchapter and served on the 
opposing party; 

(2) Include separate sections con-
taining a concise statement of the dis-
puted facts and disputed points of law; 
and 

(3) Be typed on 81⁄2 by 11-inch paper, 
and comply with Rule 32(a)(4)–(6) of the 
Federal Rules of Appellate Procedure. 

(d) An appellant’s, cross-appellant’s, 
appellee’s, and cross-appellee’s brief 
shall be no more than thirty pages in 
length, and comply with Rule 28(a)(2), 
(3), and (5) through (10) of the Federal 
Rules of Appellate Procedure. Any 
reply brief shall be no more than fif-
teen pages in length, and shall comply 
with Rule 28(a)(2), (3), (8), and (9) of the 
Federal Rules of Appellate Procedure. 

(e) The USPTO Director may refuse 
entry of a nonconforming brief. 

(f) The USPTO Director will decide 
the appeal on the record made before 
the hearing officer. 

(g) Unless the USPTO Director per-
mits, no further briefs or motions shall 
be filed. 

(h) The USPTO Director may order 
reopening of a disciplinary proceeding 
in accordance with the principles that 
govern the granting of new trials. Any 
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request to reopen a disciplinary pro-
ceeding on the basis of newly discov-
ered evidence must demonstrate that 
the newly discovered evidence could 
not have been discovered by due dili-
gence. 

(i) In the absence of an appeal by the 
OED Director, failure by the respond-
ent to appeal under the provisions of 
this section shall result in the initial 
decision being final and effective thirty 
days from the date of the initial deci-
sion of the hearing officer. 

§ 11.56 Decision of the USPTO Direc-
tor. 

(a) The USPTO Director shall decide 
an appeal from an initial decision of 
the hearing officer. On appeal from the 
initial decision, the USPTO Director 
has authority to conduct a de novo re-
view of the factual record. The USPTO 
Director may affirm, reverse, or mod-
ify the initial decision or remand the 
matter to the hearing officer for such 
further proceedings as the USPTO Di-
rector may deem appropriate. In mak-
ing a final decision, the USPTO Direc-
tor shall review the record or the por-
tions of the record designated by the 
parties. The USPTO Director shall 
transmit a copy of the final decision to 
the OED Director and to the respond-
ent. 

(b) A final decision of the USPTO Di-
rector may dismiss a disciplinary pro-
ceeding, reverse or modify the initial 
decision, reprimand a practitioner, or 
may suspend or exclude the practi-
tioner from practice before the Office. 
A final decision suspending or exclud-
ing a practitioner shall require compli-
ance with the provisions of § 11.58. The 
final decision may also condition the 
reinstatement of the practitioner upon 
a showing that the practitioner has 
taken steps to correct or mitigate the 
matter forming the basis of the action, 
or to prevent recurrence of the same or 
similar conduct. 

(c) The respondent or the OED Direc-
tor may make a single request for re-
consideration or modification of the 
decision by the USPTO Director if filed 
within twenty days from the date of 
entry of the decision. No request for re-
consideration or modification shall be 
granted unless the request is based on 
newly discovered evidence or error of 

law or fact, and the requestor must 
demonstrate that any newly discovered 
evidence could not have been discov-
ered any earlier by due diligence. Such 
a request shall have the effect of stay-
ing the effective date of the order of 
discipline in the final decision. The de-
cision by the USPTO Director is effec-
tive on its date of entry. 

§ 11.57 Review of final decision of the 
USPTO Director. 

(a) Review of the final decision by 
the USPTO Director in a disciplinary 
case may be had, subject to § 11.55(d), 
by a petition filed in accordance with 
35 U.S.C. 32. The Respondent must 
serve the USPTO Director with the pe-
tition. Respondent must serve the peti-
tion in accordance with Rule 4 of the 
Federal Rules of Civil Procedure and 
§ 104.2 of this Title. 

(b) Except as provided for in § 11.56(c), 
an order for discipline in a final deci-
sion will not be stayed except on proof 
of exceptional circumstances. 

§ 11.58 Duties of disciplined or re-
signed practitioner, or practitioner 
on disability inactive status. 

(a) An excluded, suspended or re-
signed practitioner, or practitioner 
transferred to disability inactive sta-
tus shall not engage in any practice of 
patent, trademark and other non-pat-
ent law before the Office. An excluded, 
suspended or resigned practitioner will 
not be automatically reinstated at the 
end of his or her period of exclusion or 
suspension. An excluded, suspended or 
resigned practitioner, or practitioner 
transferred to disability inactive sta-
tus must comply with the provisions of 
this section and § 11.60 to be reinstated. 
Failure to comply with the provisions 
of this section may constitute both 
grounds for denying reinstatement or 
readmission; and cause for further ac-
tion, including seeking further exclu-
sion, suspension, and for revocation of 
any pending probation. 

(b) Unless otherwise ordered by the 
USPTO Director, any excluded, sus-
pended or resigned practitioner, or 
practitioner transferred to disability 
inactive status shall: 
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(1) Within thirty days after the date 
of entry of the order of exclusion, sus-
pension, acceptance of resignation, or 
transfer to disability inactive status: 

(i) File a notice of withdrawal as of 
the effective date of the exclusion, sus-
pension, acceptance of resignation, or 
transfer to disability inactive status in 
each pending patent and trademark ap-
plication, each pending reexamination 
and interference proceeding, and every 
other matter pending in the Office, to-
gether with a copy of the notices sent 
pursuant to paragraphs (b) and (c) of 
this section; 

(ii) Provide notice to all State and 
Federal jurisdictions and administra-
tive agencies to which the practitioner 
is admitted to practice and all clients 
the practitioner represents having im-
mediate or prospective business before 
the Office in patent, trademark and 
other non-patent matters of the order 
of exclusion, suspension, acceptance of 
resignation, or transferred to disability 
inactive status and of the practi-
tioner’s consequent inability to act as 
a practitioner after the effective date 
of the order; and that, if not rep-
resented by another practitioner, the 
client should act promptly to sub-
stitute another practitioner, or to seek 
legal advice elsewhere, calling atten-
tion to any urgency arising from the 
circumstances of the case; 

(iii) Provide notice to the practi-
tioner(s) for all opposing parties (or, to 
the parties in the absence of a practi-
tioner representing the parties) in mat-
ters pending before the Office of the 
practitioner’s exclusion, suspension, 
resignation, or transfer to disability 
inactive status and, that as a con-
sequence, the practitioner is disquali-
fied from acting as a practitioner re-
garding matters before the Office after 
the effective date of the suspension, ex-
clusion, resignation or transfer to dis-
ability inactive status, and state in the 
notice the mailing address of each cli-
ent of the excluded, suspended or re-
signed practitioner, or practitioner 
transferred to disability inactive sta-
tus who is a party in the pending mat-
ter; 

(iv) Deliver to all clients having im-
mediate or prospective business before 
the Office in patent, trademark or 
other non-patent matters any papers or 

other property to which the clients are 
entitled, or shall notify the clients and 
any co-practitioner of a suitable time 
and place where the papers and other 
property may be obtained, calling at-
tention to any urgency for obtaining 
the papers or other property; 

(v) Relinquish to the client, or other 
practitioner designated by the client, 
all funds for practice before the Office, 
including any legal fees paid in ad-
vance that have not been earned and 
any advanced costs not expended; 

(vi) Take any necessary and appro-
priate steps to remove from any tele-
phone, legal, or other directory any ad-
vertisement, statement, or representa-
tion which would reasonably suggest 
that the practitioner is authorized to 
practice patent, trademark, or other 
non-patent law before the Office; and 

(vii) Serve all notices required by 
paragraphs (b)(1)(ii) and (b)(1)(iii) of 
this section by certified mail, return 
receipt requested, unless mailed 
abroad. If mailed abroad, all notices 
shall be served with a receipt to be 
signed and returned to the practi-
tioner. 

(2) Within forty-five days after entry 
of the order of suspension, exclusion, or 
of acceptance of resignation, the prac-
titioner shall file with the OED Direc-
tor an affidavit of compliance certi-
fying that the practitioner has fully 
complied with the provisions of the 
order, this section, and with the Man-
datory Disciplinary Rules identified in 
§ 10.20(b) of this subchapter for with-
drawal from representation. Appended 
to the affidavit of compliance shall be: 

(i) A copy of each form of notice, the 
names and addresses of the clients, 
practitioners, courts, and agencies to 
which notices were sent, and all return 
receipts or returned mail received up 
to the date of the affidavit. Supple-
mental affidavits shall be filed cov-
ering subsequent return receipts and 
returned mail. Such names and ad-
dresses of clients shall remain con-
fidential unless otherwise ordered by 
the USPTO Director; 

(ii) A schedule showing the location, 
title and account number of every bank 
account designated as a client or trust 
account, deposit account in the Office, 
or other fiduciary account, and of 

VerDate Mar<15>2010 08:42 Aug 31, 2010 Jkt 220139 PO 00000 Frm 00409 Fmt 8010 Sfmt 8010 Y:\SGML\220139.XXX 220139jd
jo

ne
s 

on
 D

S
K

8K
Y

B
LC

1P
R

O
D

 w
ith

 C
F

R



400 

37 CFR Ch. I (7–1–10 Edition) § 11.58 

every account in which the practi-
tioner holds or held as of the entry 
date of the order any client, trust, or 
fiduciary funds for practice before the 
Office; 

(iii) A schedule describing the practi-
tioner’s disposition of all client and fi-
duciary funds for practice before the 
Office in the practitioner’s possession, 
custody or control as of the date of the 
order or thereafter; 

(iv) Such proof of the proper distribu-
tion of said funds and the closing of 
such accounts as has been requested by 
the OED Director, including copies of 
checks and other instruments; 

(v) A list of all other State, Federal, 
and administrative jurisdictions to 
which the practitioner is admitted to 
practice; and 

(vi) An affidavit describing the pre-
cise nature of the steps taken to re-
move from any telephone, legal, or 
other directory any advertisement, 
statement, or representation which 
would reasonably suggest that the 
practitioner is authorized to practice 
patent, trademark, or other non-patent 
law before the Office. The affidavit 
shall also state the residence or other 
address of the practitioner to which 
communications may thereafter be di-
rected, and list all State and Federal 
jurisdictions, and administrative agen-
cies to which the practitioner is admit-
ted to practice. The OED Director may 
require such additional proof as is 
deemed necessary. In addition, for the 
period of discipline, an excluded or sus-
pended practitioner, or a practitioner 
transferred to disability inactive sta-
tus shall continue to file a statement 
in accordance with § 11.11, regarding 
any change of residence or other ad-
dress to which communications may 
thereafter be directed, so that the ex-
cluded or suspended practitioner, or 
practitioner transferred to disability 
inactive status may be located if a 
grievance is received regarding any 
conduct occurring before or after the 
exclusion or suspension. The practi-
tioner shall retain copies of all notices 
sent and shall maintain complete 
records of the steps taken to comply 
with the notice requirements. 

(3) Not hold himself or herself out as 
authorized to practice law before the 
Office. 

(4) Not advertise the practitioner’s 
availability or ability to perform or 
render legal services for any person 
having immediate or prospective busi-
ness before the Office as to that busi-
ness. 

(5) Not render legal advice or services 
to any person having immediate or pro-
spective business before the Office as 
to that business. 

(6) Promptly take steps to change 
any sign identifying the practitioner’s 
or the practitioner’s firm’s office and 
the practitioner’s or the practitioner’s 
firm’s stationery to delete therefrom 
any advertisement, statement, or rep-
resentation which would reasonably 
suggest that the practitioner is author-
ized to practice law before the Office. 

(c) An excluded, suspended or re-
signed practitioner, or practitioner 
transferred to disability inactive sta-
tus after entry of the order of exclusion 
or suspension, acceptance of resigna-
tion, or transfer to disability inactive 
status shall not accept any new re-
tainer regarding immediate or prospec-
tive business before the Office, or en-
gage as a practitioner for another in 
any new case or legal matter regarding 
practice before the Office. The ex-
cluded, suspended or resigned practi-
tioner, or practitioner transferred to 
disability inactive status shall be 
granted limited recognition for a pe-
riod of thirty days. During the thirty- 
day period of limited recognition, the 
excluded, suspended or resigned practi-
tioner, or practitioner transferred to 
disability inactive status shall con-
clude work on behalf of a client on any 
matters that were pending before the 
Office on the date of entry of the order 
of exclusion or suspension, or accept-
ance of resignation. If such work can-
not be concluded, the excluded, sus-
pended or resigned practitioner, or 
practitioner transferred to disability 
inactive status shall so advise the cli-
ent so that the client may make other 
arrangements. 

(d) Required records. An excluded, sus-
pended or resigned practitioner, or 
practitioner transferred to disability 
inactive status shall keep and main-
tain records of the various steps taken 
under this section, so that in any sub-
sequent proceeding proof of compliance 
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with this section and with the exclu-
sion or suspension order will be avail-
able. The OED Director will require the 
practitioner to submit such proof as a 
condition precedent to the granting of 
any petition for reinstatement. 

(e) An excluded, suspended or re-
signed practitioner, or practitioner on 
disability inactive status who aids an-
other practitioner in any way in the 
other practitioner’s practice of law be-
fore the Office, may, under the direct 
supervision of the other practitioner, 
act as a paralegal for the other practi-
tioner or perform other services for the 
other practitioner which are normally 
performed by laypersons, provided: 

(1) The excluded, suspended or re-
signed practitioner, or practitioner 
transferred to disability inactive sta-
tus is a salaried employee of: 

(i) The other practitioner; 
(ii) The other practitioner’s law firm; 

or 
(iii) A client-employer who employs 

the other practitioner as a salaried em-
ployee; 

(2) The other practitioner assumes 
full professional responsibility to any 
client and the Office for any work per-
formed by the excluded, suspended or 
resigned practitioner for the other 
practitioner; 

(3) The excluded, suspended or re-
signed practitioner, or practitioner 
transferred to disability inactive sta-
tus does not: 

(i) Communicate directly in writing, 
orally, or otherwise with a client of the 
other practitioner in regard to any im-
mediate or prospective business before 
the Office; 

(ii) Render any legal advice or any 
legal services to a client of the other 
practitioner in regard to any imme-
diate or prospective business before the 
Office; or 

(iii) Meet in person or in the presence 
of the other practitioner in regard to 
any immediate or prospective business 
before the Office, with: 

(A) Any Office employee in connec-
tion with the prosecution of any pat-
ent, trademark, or other case; 

(B) Any client of the other practi-
tioner, the other practitioner’s law 
firm, or the client-employer of the 
other practitioner; or 

(C) Any witness or potential witness 
whom the other practitioner, the other 
practitioner’s law firm, or the other 
practitioner’s client-employer may or 
intends to call as a witness in any pro-
ceeding before the Office. The term 
‘‘witness’’ includes individuals who will 
testify orally in a proceeding before, or 
sign an affidavit or any other docu-
ment to be filed in, the Office. 

(f) When an excluded, suspended or 
resigned practitioner, or practitioner 
transferred to disability inactive sta-
tus acts as a paralegal or performs 
services under paragraph (e) of this sec-
tion, the practitioner shall not there-
after be reinstated to practice before 
the Office unless: 

(1) The practitioner shall have filed 
with the OED Director an affidavit 
which: 

(i) Explains in detail the precise na-
ture of all paralegal or other services 
performed by the excluded, suspended 
or resigned practitioner, or practi-
tioner transferred to disability inac-
tive status, and 

(ii) Shows by clear and convincing 
evidence that the excluded, suspended 
or resigned practitioner, or practi-
tioner transferred to disability inac-
tive status has complied with the pro-
visions of this section and all Manda-
tory Disciplinary Rules identified in 
§ 10.20(b) of this subchapter; and 

(2) The other practitioner shall have 
filed with the OED Director a written 
statement which: 

(i) Shows that the other practitioner 
has read the affidavit required by para-
graph (d)(1) of this section and that the 
other practitioner believes every state-
ment in the affidavit to be true, and 

(ii) States why the other practitioner 
believes that the excluded, suspended 
or resigned practitioner, or practi-
tioner transferred to disability inac-
tive status has complied with para-
graph (c) of this section. 

§ 11.59 Dissemination of disciplinary 
and other information. 

(a) The OED Director shall inform 
the public of the disposition of each 
matter in which public discipline has 
been imposed, and of any other changes 
in a practitioner’s registration status. 
Public discipline includes exclusion, as 
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well as exclusion on consent; suspen-
sion; and public reprimand. Unless oth-
erwise ordered by the USPTO Director, 
the OED Director shall give notice of 
public discipline and the reasons for 
the discipline to disciplinary enforce-
ment agencies in the State where the 
practitioner is admitted to practice, to 
courts where the practitioner is known 
to be admitted, and the public. If pub-
lic discipline is imposed, the OED Di-
rector shall cause a final decision of 
the USPTO Director to be published. 
Final decisions of the USPTO Director 
include default judgments. See 
§ 11.54(a)(2). If a private reprimand is 
imposed, the OED Director shall cause 
a redacted version of the final decision 
to be published. 

(b) Records available to the public. Un-
less the USPTO Director orders that 
the proceeding or a portion of the 
record be kept confidential, the OED 
Director’s records of every disciplinary 
proceeding where a practitioner is rep-
rimanded, suspended, or excluded, in-
cluding when said sanction is imposed 
by default judgment, shall be made 
available to the public upon written re-
quest, except that information may be 
withheld as necessary to protect the 
privacy of third parties or as directed 
in a protective order issued pursuant to 
§ 11.44(c). The record of a proceeding 
that results in a practitioner’s transfer 
to disability inactive status shall not 
be available to the public. 

(c) Access to records of exclusion by 
consent. Unless the USPTO Director or-
ders that the proceeding or a portion of 
the record be kept confidential, an 
order excluding a practitioner on con-
sent under § 11.27 and the affidavit re-
quired under paragraph (a) of § 11.27 
shall be available to the public, except 
that information in the order or affi-
davit may be withheld as necessary to 
protect the privacy of third parties or 
as directed in a protective order under 
§ 11.44(c). The affidavit required under 
paragraph (a) of § 11.27 shall not be used 
in any other proceeding except by 
order of the USPTO Director or upon 
written consent of the practitioner. 

§ 11.60 Petition for reinstatement. 
(a) Restrictions on reinstatement. An 

excluded, suspended or resigned practi-
tioner shall not resume practice of pat-

ent, trademark, or other non-patent 
law before the Office until reinstated 
by order of the OED Director or the 
USPTO Director. 

(b) Petition for reinstatement. An ex-
cluded or suspended practitioner shall 
be eligible to apply for reinstatement 
only upon expiration of the period of 
suspension or exclusion and the practi-
tioner’s full compliance with § 11.58. An 
excluded practitioner shall be eligible 
to apply for reinstatement no earlier 
than at least five years from the effec-
tive date of the exclusion. A resigned 
practitioner shall be eligible to peti-
tion for reinstatement and must show 
compliance with § 11.58 no earlier than 
at least five years from the date the 
practitioner’s resignation is accepted 
and an order is entered excluding the 
practitioner on consent. 

(c) Review of reinstatement petition. An 
excluded, suspended or resigned practi-
tioner shall file a petition for rein-
statement accompanied by the fee re-
quired by § 1.21(a)(10) of this sub-
chapter. The petition for reinstatement 
shall be filed with the OED Director. 
An excluded or suspended practitioner 
who has violated any provision of 
§ 11.58 shall not be eligible for rein-
statement until a continuous period of 
the time in compliance with § 11.58 that 
is equal to the period of suspension or 
exclusion has elapsed. A resigned prac-
titioner shall not be eligible for rein-
statement until compliance with § 11.58 
is shown. If the excluded, suspended or 
resigned practitioner is not eligible for 
reinstatement, or if the OED Director 
determines that the petition is insuffi-
cient or defective on its face, the OED 
Director may dismiss the petition. Oth-
erwise the OED Director shall consider 
the petition for reinstatement. The ex-
cluded, suspended or resigned practi-
tioner seeking reinstatement shall 
have the burden of proof by clear and 
convincing evidence. Such proof shall 
be included in or accompany the peti-
tion, and shall establish: 

(1) That the excluded, suspended or 
resigned practitioner has the good 
moral character and reputation, com-
petency, and learning in law required 
under § 11.7 for admission; 

(2) That the resumption of practice 
before the Office will not be detri-
mental to the administration of justice 
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or subversive to the public interest; 
and 

(3) That the suspended practitioner 
has complied with the provisions of 
§ 11.58 for the full period of suspension, 
that the excluded practitioner has 
complied with the provisions of § 11.58 
for at least five continuous years, or 
that the resigned practitioner has com-
plied with § 11.58 upon acceptance of 
the resignation. 

(d) Petitions for reinstatement—Action 
by the OED Director granting reinstate-
ment. (1) If the excluded, suspended or 
resigned practitioner is found to have 
complied with paragraphs (c)(1) 
through (c)(3) of this section, the OED 
Director shall enter an order of rein-
statement, which shall be conditioned 
on payment of the costs of the discipli-
nary proceeding to the extent set forth 
in paragraphs (d)(2) and (3) of this sec-
tion. 

(2) Payment of costs of disciplinary pro-
ceedings. Prior to reinstatement to 
practice, the excluded or suspended 
practitioner shall pay the costs of the 
disciplinary proceeding. The costs im-
posed pursuant to this section include 
all of the following: 

(i) The actual expense incurred by 
the OED Director or the Office for the 
original and copies of any reporter’s 
transcripts of the disciplinary pro-
ceeding, and any fee paid for the serv-
ices of the reporter; 

(ii) All expenses paid by the OED Di-
rector or the Office which would qual-
ify as taxable costs recoverable in civil 
proceedings; and 

(iii) The charges determined by the 
OED Director to be ‘‘reasonable costs’’ 
of investigation, hearing, and review. 
These amounts shall serve to defray 
the costs, other than fees for services 
of attorneys and experts, of the Office 
of Enrollment and Discipline in the 
preparation or hearing of the discipli-
nary proceeding, and costs incurred in 
the administrative processing of the 
disciplinary proceeding. 

(3) An excluded or suspended practi-
tioner may be granted relief, in whole 
or in part, only from an order assessing 
costs under this section or may be 
granted an extension of time to pay 
these costs, in the discretion of the 
OED Director, upon grounds of hard-

ship, special circumstances, or other 
good cause. 

(e) Petitions for reinstatement—Action 
by the OED Director denying reinstate-
ment. If the excluded, suspended or re-
signed practitioner is found unfit to re-
sume the practice of patent law before 
the Office, the OED Director shall first 
provide the excluded, suspended or re-
signed practitioner with an oppor-
tunity to show cause in writing why 
the petition should not be denied. Fail-
ure to comply with § 11.12(c) shall con-
stitute unfitness. If unpersuaded by the 
showing, the OED Director shall deny 
the petition. The OED Director may re-
quire the excluded, suspended or re-
signed practitioner, in meeting the re-
quirements of § 11.7, to take and pass 
an examination under § 11.7(b), ethics 
courses, and/or the Multistate Profes-
sional Responsibility Examination. 
The OED Director shall provide find-
ings, together with the record. The 
findings shall include on the first page, 
immediately beneath the caption of 
the case, a separate section entitled 
‘‘Prior Proceedings’’ which shall state 
the docket number of the original dis-
ciplinary proceeding in which the ex-
clusion or suspension was ordered. 

(f) Resubmission of petitions for rein-
statement. If a petition for reinstate-
ment is denied, no further petition for 
reinstatement may be filed until the 
expiration of at least one year fol-
lowing the denial unless the order of 
denial provides otherwise. 

(g) Reinstatement proceedings open to 
public. Proceedings on any petition for 
reinstatement shall be open to the pub-
lic. Before reinstating any excluded or 
suspended practitioner, the OED Direc-
tor shall publish a notice of the ex-
cluded or suspended practitioner’s peti-
tion for reinstatement and shall permit 
the public a reasonable opportunity to 
comment or submit evidence with re-
spect to the petition for reinstatement. 

§ 11.61 Savings clause. 

(a) A disciplinary proceeding based 
on conduct engaged in prior to Sep-
tember 15, 2008 may be instituted sub-
sequent to such effective date, if such 
conduct would continue to justify sus-
pension or exclusion under the provi-
sions of this part. 
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(b) No practitioner shall be subject to 
a disciplinary proceeding under this 
part based on conduct engaged in be-
fore the effective date hereof if such 
conduct would not have been subject to 
disciplinary action before September 
15, 2008. 

(c) Sections 11.24, 11.25, 11.28 and 11.34 
through 11.57 shall apply to all pro-
ceedings in which the complaint is 
filed on or after the effective date of 
these regulations. Section 11.26 and 
11.27 shall apply to matters pending on 
or after September 15, 2008. 

(d) Sections 11.58 through 11.60 shall 
apply to all cases in which an order of 
suspension or exclusion is entered or 
resignation is accepted on or after Sep-
tember 15, 2008. 

§§ 11.62–11.99 [Reserved] 

PARTS 15–15a [RESERVED] 

PART 41—PRACTICE BEFORE THE 
BOARD OF PATENT APPEALS AND 
INTERFERENCES 

Subpart A—General Provisions 

Sec. 
41.1 Policy. 
41.2 Definitions. 
41.3 Petitions. 
41.4 Timeliness. 
41.5 Counsel. 
41.6 Public availability of Board records. 
41.7 Management of the record. 
41.8 Mandatory notices. 
41.9 Action by owner. 
41.10 Correspondence addresses. 
41.11 Ex parte communications in inter 

partes proceedings. 
41.12 Citation of authority. 
41.20 Fees. 

Subpart B—Ex Parte Appeals 

41.30 Definitions. 
41.31 Appeal to Board. 
41.33 Amendments and affidavits or other 

evidence after appeal. 
41.35 Jurisdiction over appeal. 
41.37 Appeal brief. 
41.39 Examiner’s answer. 
41.41 Reply brief. 
41.43 Examiner’s response to reply brief. 
41.47 Oral hearing. 
41.50 Decisions and other actions by the 

Board. 
41.52 Rehearing. 
41.54 Action following decision. 
41.56 Sanctions. 

Subpart C—Inter Partes Appeals 

41.60 Definitions. 
41.61 Notice of appeal and cross appeal to 

Board. 
41.63 Amendments and affidavits or other 

evidence after appeal. 
41.64 Jurisdiction over appeal in inter partes 

reexamination. 
41.66 Time for filing briefs. 
41.67 Appellant’s brief. 
41.68 Respondent’s brief. 
41.69 Examiner’s answer. 
41.71 Rebuttal brief. 
41.73 Oral hearing. 
41.77 Decisions and other actions by the 

Board. 
41.79 Rehearing. 
41.81 Action following decision. 

Subpart D—Contested Cases 

41.100 Definitions. 
41.101 Notice of proceeding. 
41.102 Completion of examination. 
41.103 Jurisdiction over involved files. 
41.104 Conduct of contested case. 
41.106 Filing and service. 
41.108 Lead counsel. 
41.109 Access to and copies of Office records. 
41.110 Filing claim information. 
41.120 Notice of basis for relief. 
41.121 Motions. 
41.122 Oppositions and replies. 
41.123 Default filing times. 
41.124 Oral argument. 
41.125 Decision on motions. 
41.126 Arbitration. 
41.127 Judgment. 
41.128 Sanctions. 
41.150 Discovery. 
41.151 Admissibility. 
41.152 Applicability of the Federal Rules of 

Evidence. 
41.153 Records of the Office. 
41.154 Form of evidence. 
41.155 Objection; motion to exclude; motion 

in limine. 
41.156 Compelling testimony and produc-

tion. 
41.157 Taking testimony. 
41.158 Expert testimony; tests and data. 

Subpart E—Patent Interferences 

41.200 Procedure; pendency. 
41.201 Definitions. 
41.202 Suggesting an interference. 
41.203 Declaration. 
41.204 Notice of basis for relief. 
41.205 Settlement agreements. 
41.206 Common interests in the invention. 
41.207 Presumptions. 
41.208 Content of substantive and responsive 

motions. 

AUTHORITY: 35 U.S.C. 2(b)(2), 3(a)(2)(A), 21, 
23, 32, 41, 134, 135. 
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EFFECTIVE DATE NOTE: At 73 FR 32972, June 
10, 2008, the authority citation for Part 41 
was revised, effective December 10, 2008. Per 
a subsequent final rule published at 73 FR 
74972, Dec. 10, 2008, the effective date of this 
action was delayed indefinitely. 

For the convenience of the user, the re-
vised text is set forth as follows: 

AUTHORITY: 35 U.S.C. 2(b)(2), 3(a)(2)(A), 21, 
23, 32, 132, 133, 134, 135, 306, and 315. 

SOURCE: 69 FR 50003, Aug. 12, 2004, unless 
otherwise noted. 

Subpart A—General Provisions 
§ 41.1 Policy. 

(a) Scope. Part 41 governs proceedings 
before the Board of Patent Appeals and 
Interferences. Sections 1.1 to 1.36 and 
1.181 to 1.183 of this title also apply to 
practice before the Board, as do other 
sections of part 1 of this title that are 
incorporated by reference into part 41. 

(b) Construction. The provisions of 
Part 41 shall be construed to secure the 
just, speedy, and inexpensive resolu-
tion of every proceeding before the 
Board. 

(c) Decorum. Each party must act 
with courtesy and decorum in all pro-
ceedings before the Board, including 
interactions with other parties. 

§ 41.2 Definitions. 
Unless otherwise clear from the con-

text, the following definitions apply to 
proceedings under this part: 

Affidavit means affidavit, declaration 
under § 1.68 of this title, or statutory 
declaration under 28 U.S.C. 1746. A 
transcript of an ex parte deposition 
may be used as an affidavit in a con-
tested case. 

Board means the Board of Patent Ap-
peals and Interferences and includes: 

(1) For a final Board action: 
(i) In an appeal or contested case, a 

panel of the Board. 
(ii) In a proceeding under § 41.3, the 

Chief Administrative Patent Judge or 
another official acting under an ex-
press delegation from the Chief Admin-
istrative Patent Judge. 

(2) For non-final actions, a Board 
member or employee acting with the 
authority of the Board. 

Board member means the Under Sec-
retary of Commerce for Intellectual 
Property and Director of the United 
States Patent and Trademark Office, 

the Deputy Under Secretary of Com-
merce for Intellectual Property and 
Deputy Director of the United States 
Patent and Trademark Office, the 
Commissioner for Patents, the Com-
missioner for Trademarks, and the ad-
ministrative patent judges. 

Contested case means a Board pro-
ceeding other than an appeal under 35 
U.S.C. 134 or a petition under § 41.3. An 
appeal in an inter partes reexamination 
is not a contested case. 

Final means, with regard to a Board 
action, final for the purposes of judi-
cial review. A decision is final only if: 

(1) In a panel proceeding. The decision 
is rendered by a panel, disposes of all 
issues with regard to the party seeking 
judicial review, and does not indicate 
that further action is required; and 

(2) In other proceedings. The decision 
disposes of all issues or the decision 
states it is final. 

Hearing means consideration of the 
issues of record. Rehearing means re-
consideration. 

Office means United States Patent 
and Trademark Office. 

Panel means at least three Board 
members acting in a panel proceeding. 

Panel proceeding means a proceeding 
in which final action is reserved by 
statute to at least three Board mem-
bers, but includes a non-final portion of 
such a proceeding whether adminis-
tered by a panel or not. 

Party, in this part, means any entity 
participating in a Board proceeding, 
other than officers and employees of 
the Office, including: 

(1) An appellant; 
(2) A participant in a contested case; 
(3) A petitioner; and 
(4) Counsel for any of the above, 

where context permits. 

EFFECTIVE DATE NOTE: At 73 FR 32972, June 
10, 2008, § 41.2 was amended by revising the 
definitions of ‘‘Board’’ and ‘‘Contested case’’, 
effective December 10, 2008. Per a subsequent 
final rule published at 73 FR 74972, Dec. 10, 
2008, the effective date of this action was de-
layed indefinitely. For the convenience of 
the user, the revised text is set forth as fol-
lows: 

§ 41.2 Definitions. 

* * * * * 

Board means the Board of Patent Appeals 
and Interferences and includes: 
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(1) For a final Board action in an appeal or 
contested case, a panel of the Board. 

(2) For non-final actions, a Board member 
or employee acting with the authority of the 
Board. 

* * * * * 

Contested case means a Board proceeding 
other than an appeal under 35 U.S.C. 134. An 
appeal in an inter partes reexamination pro-
ceeding is not a contested case. 

* * * * * 

§ 41.3 Petitions. 
(a) Deciding official. Petitions must be 

addressed to the Chief Administrative 
Patent Judge. A panel or an adminis-
trative patent judge may certify a 
question of policy to the Chief Admin-
istrative Patent Judge for decision. 
The Chief Administrative Patent Judge 
may delegate authority to decide peti-
tions. 

(b) Scope. This section covers peti-
tions on matters pending before the 
Board (§§ 41.35, 41.64, 41.103, and 41.205); 
otherwise, see §§ 1.181 to 1.183 of this 
title. The following matters are not 
subject to petition: 

(1) Issues committed by statute to a 
panel, and 

(2) In pending contested cases, proce-
dural issues. See § 41.121(a)(3) and 
§ 41.125(c). 

(c) Petition fee. The fee set in § 41.20(a) 
must accompany any petition under 
this section except no fee is required 
for a petition under this section seek-
ing supervisory review. 

(d) Effect on proceeding. The filing of 
a petition does not stay the time for 
any other action in a Board proceeding. 

(e) Time for action. (1) Except as oth-
erwise provided in this part or as the 
Board may authorize in writing, a 
party may: 

(i) File the petition within 14 days 
from the date of the action from which 
the party is requesting relief, and 

(ii) File any request for reconsider-
ation of a petition decision within 14 
days of the decision on petition or such 
other time as the Board may set. 

(2) A party may not file an opposition 
or a reply to a petition without Board 
authorization. 

[69 FR 50003, Aug. 12, 2004, as amended at 69 
FR 58260, Sept. 30, 2004] 

EFFECTIVE DATE NOTE: At 73 FR 32973, June 
10, 2008, § 41.3 was amended by revising para-
graphs (a) and (b), effective December 10, 
2008. Per a subsequent final rule published at 
73 FR 74972, Dec. 10, 2008, the effective date of 
this action was delayed indefinitely. For the 
convenience of the user, the revised text is 
set forth as follows: 

§ 41.3 Petitions. 
(a) Deciding official. A petition authorized 

by this part must be addressed to the Chief 
Administrative Patent Judge. The Chief Ad-
ministrative Patent Judge may delegate au-
thority to decide petitions. 

(b) Scope. This section covers petitions on 
matters pending before the Board, petitions 
authorized by this part and petitions seeking 
relief under 35 U.S.C. 135(c); otherwise see 
§§ 1.181 to 1.183 of this title. The following 
matters are not subject to petition: 

(1) Issues committed by statute to a panel. 
(2) In pending contested cases, procedural 

issues. See § 41.121(a)(3) and § 41.125(c). 

* * * * * 

§ 41.4 Timeliness. 

(a) Extensions of time. Extensions of 
time will be granted only on a showing 
of good cause except as otherwise pro-
vided by rule. 

(b) Late filings. (1) A late filing that 
results in either an application becom-
ing abandoned or a reexamination pros-
ecution becoming terminated under 
§ 1.550(d) or § 1.957(b) of this title or lim-
ited under § 1.957(c) of this title may be 
revived as set forth in § 1.137 of this 
title. 

(2) A late filing that does not result 
in either an application becoming 
abandoned or a reexamination prosecu-
tion becoming terminated under 
§ 1.550(d) or § 1.957(b) of this title or lim-
ited under § 1.957(c) of this title will be 
excused upon a showing of excusable 
neglect or a Board determination that 
consideration on the merits would be 
in the interest of justice. 

(c) Scope. This section governs all 
proceedings before the Board, but does 
not apply to filings related to Board 
proceedings before or after the Board 
has jurisdiction, such as: 

(1) Extensions during prosecution 
(see § 1.136 of this title), 

(2) Filing of a brief or request for oral 
hearing (see §§ 41.37, 41.41, 41.47, 41.67, 
41.68, 41.71 and 41.73), or 
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(3) Seeking judicial review (see 
§§ 1.301 to 1.304 of this title). 

[69 FR 50003, Aug. 12, 2004, as amended at 72 
FR 18907, Apr. 16, 2007] 

EFFECTIVE DATE NOTE: At 73 FR 32973, June 
10, 2008, § 41.4 was amended by revising para-
graphs (b) and (c), effective December 10, 
2008. Per a subsequent final rule published at 
73 FR 74972, Dec. 10, 2008, the effective date of 
this action was delayed indefinitely. For the 
convenience of the user, the revised text is 
set forth as follows: 

§ 41.4 Timeliness. 

* * * * * 

(b) Late filings. (1) A request to revive an 
application which becomes abandoned or a 
reexamination proceeding which becomes 
terminated under §§ 1.550(d) or 1.957(b) or (c) 
of this title as a result of a late filing may 
be filed pursuant to § 1.137 of this title. 

(2) A late filing that does not result in an 
application becoming abandoned or a reex-
amination proceeding becoming terminated 
under §§ 1.550(d) or 1.957(b) or limited under 
§ 1.957(c) of this title may be excused upon a 
showing of excusable neglect or a Board de-
termination that consideration on the mer-
its would be in the interests of justice. 

(c) Scope. Except to the extent provided in 
this part, this section governs proceedings 
before the Board, but does not apply to fil-
ings related to Board proceedings before or 
after the Board has jurisdiction (§ 41.35), such 
as: 

(1) Extensions during prosecution (see 
§ 1.136 of this title). 

(2) Filing of a notice of appeal and an ap-
peal brief (see §§ 41.31(c) and 41.37(c)). 

(3) Seeking judicial review (see §§ 1.301 to 
1.304 of this title). 

§ 41.5 Counsel. 

While the Board has jurisdiction: 
(a) Appearance pro hac vice. The 

Board may authorize a person other 
than a registered practitioner to ap-
pear as counsel in a specific pro-
ceeding. 

(b) Disqualification. (1) The Board 
may disqualify counsel in a specific 
proceeding after notice and an oppor-
tunity to be heard. 

(2) A decision to disqualify is not 
final for the purposes of judicial review 
until certified by the Chief Administra-
tive Patent Judge. 

(c) Withdrawal. Counsel may not 
withdraw from a proceeding before the 
Board unless the Board authorizes such 

withdrawal. See § 10.40 of this title re-
garding conditions for withdrawal. 

(d) Procedure. The Board may insti-
tute a proceeding under this section on 
its own or a party in a contested case 
may request relief under this section. 

(e) Referral to the Director of Enroll-
ment and Discipline. Possible violations 
of the disciplinary rules in part 11 of 
this subchapter may be referred to the 
Office of Enrollment and Discipline for 
investigation. See § 11.22 of this sub-
chapter. 

[69 FR 50003, Aug. 12, 2004, as amended at 73 
FR 47704, Aug. 14, 2008] 

§ 41.6 Public availability of Board 
records. 

(a) Publication—(1) Generally. Any 
Board action is available for public in-
spection without a party’s permission 
if rendered in a file open to the public 
pursuant to § 1.11 of this title or in an 
application that has been published in 
accordance with §§ 1.211 to 1.221 of this 
title. The Office may independently 
publish any Board action that is avail-
able for public inspection. 

(2) Determination of special cir-
cumstances. Any Board action not pub-
lishable under paragraph (a)(1) of this 
section may be published or made 
available for public inspection if the 
Director believes that special cir-
cumstances warrant publication and a 
party does not, within two months 
after being notified of the intention to 
make the action public, object in writ-
ing on the ground that the action dis-
closes the objecting party’s trade se-
cret or other confidential information 
and states with specificity that such 
information is not otherwise publicly 
available. If the action discloses such 
information, the party shall identify 
the deletions in the text of the action 
considered necessary to protect the in-
formation. If the affected party con-
siders that the entire action must be 
withheld from the public to protect 
such information, the party must ex-
plain why. The party will be given 
time, not less than twenty days, to re-
quest reconsideration and seek court 
review before any contested portion of 
the action is made public over its ob-
jection. 
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(b) Record of proceeding. (1) The 
record of a Board proceeding is avail-
able to the public unless a patent appli-
cation not otherwise available to the 
public is involved. 

(2) Notwithstanding paragraph (b)(1) 
of this section, after a final Board ac-
tion in or judgment in a Board pro-
ceeding, the record of the Board pro-
ceeding will be made available to the 
public if any involved file is or becomes 
open to the public under § 1.11 of this 
title or an involved application is or 
becomes published under §§ 1.211 to 1.221 
of this title. 

§ 41.7 Management of the record. 
(a) The Board may expunge any paper 

directed to a Board proceeding, or filed 
while an application or patent is under 
the jurisdiction of the Board, that is 
not authorized under this part or in a 
Board order, or that is filed contrary to 
a Board order. 

(b) A party may not file a paper pre-
viously filed in the same Board pro-
ceeding, not even as an exhibit or ap-
pendix, without Board authorization or 
as required by rule. 

§ 41.8 Mandatory notices. 
(a) In an appeal brief (§§ 41.37, 41.67, or 

41.68) or at the initiation of a contested 
case (§ 41.101), and within 20 days of any 
change during the proceeding, a party 
must identify: 

(1) Its real party-in-interest, and 
(2) Each judicial or administrative 

proceeding that could affect, or be af-
fected by, the Board proceeding. 

(b) For contested cases, a party seek-
ing judicial review of a Board pro-
ceeding must file a notice with the 
Board of the judicial review within 20 
days of the filing of the complaint or 
the notice of appeal. The notice to the 
Board must include a copy of the com-
plaint or notice of appeal. See also 
§§ 1.301 to 1.304 of this title. 

§ 41.9 Action by owner. 
(a) Entire interest. An owner of the en-

tire interest in an application or pat-
ent involved in a Board proceeding may 
act in the proceeding to the exclusion 
of the inventor (see § 3.73(b) of this 
title). 

(b) Part interest. An owner of a part 
interest in an application or patent in-

volved in a Board proceeding may peti-
tion to act in the proceeding to the ex-
clusion of an inventor or a co-owner. 
The petition must show the inability 
or refusal of an inventor or co-owner to 
prosecute the proceeding or other 
cause why it is in the interest of jus-
tice to permit the owner of a part in-
terest to act in the proceeding. An 
order granting the petition may set 
conditions on the actions of the parties 
during the proceeding. 

§ 41.10 Correspondence addresses. 

Except as the Board may otherwise 
direct, 

(a) Appeals. Correspondence in an ap-
plication or a patent involved in an ap-
peal (subparts B and C of this part) 
during the period beginning when an 
appeal docketing notice is issued and 
ending when a decision has been ren-
dered by the Board, as well as any re-
quest for rehearing of a decision by the 
Board, shall be mailed to: Board of Pat-
ent Appeals and Interferences, United 
States Patent and Trademark Office, 
PO Box 1450, Alexandria, Virginia 
22313–1450. Notices of appeal, appeal 
briefs, reply briefs, requests for oral 
hearing, as well as all other cor-
respondence in an application or a pat-
ent involved in an appeal to the Board 
for which an address is not otherwise 
specified, should be addressed as set 
out in § 1.1(a)(1)(i) of this title. 

(b) Contested cases. Mailed cor-
respondence in contested cases (sub-
part D of this part) shall be sent to 
Mail Stop INTERFERENCE, Board of 
Patent Appeals and Interferences, 
United States Patent and Trademark 
Office, PO Box 1450, Alexandria, Vir-
ginia 22313–1450. 

§ 41.11 Ex Parte communications in 
inter partes proceedings. 

An ex parte communication about an 
inter partes reexamination (subpart C of 
this part) or about a contested case 
(subparts D and E of this part) with a 
Board member, or with a Board em-
ployee assigned to the proceeding, is 
not permitted. 

§ 41.12 Citation of authority. 

(a) Citations to authority must in-
clude: 
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(1) For any United States Supreme 
Court decision, a United States Reports 
citation. 

(2) For any decision other than a 
United States Supreme Court decision, 
parallel citation to both the West Re-
porter System and to the United States 
Patents Quarterly whenever the case is 
published in both. Other parallel cita-
tions are discouraged. 

(3) Pinpoint citations whenever a spe-
cific holding or portion of an authority 
is invoked. 

(b) Non-binding authority should be 
used sparingly. If the authority is not 
an authority of the Office and is not re-
produced in one of the reporters listed 
in paragraph (a) of this section, a copy 
of the authority should be filed with 
the first paper in which it is cited. 

EFFECTIVE DATE NOTE: At 73 FR 32973, June 
10, 2008, § 41.12 was revised, effective Decem-
ber 10, 2008. Per a subsequent final rule pub-
lished at 73 FR 74972, Dec. 10, 2008, the effec-
tive date of this action was delayed indefi-
nitely. For the convenience of the user, the 
revised text is set forth as follows: 

§ 41.12 Citation of authority. 
(a) Authority. Citations to authority must 

include: 
(1) United States Supreme Court decision. A 

citation to a single source in the following 
order of priority: United States Reports, 
West’s Supreme Court Reports, United 
States Patents Quarterly, Westlaw, or a slip 
opinion. 

(2) United States Court of Appeals decision. A 
citation to a single source in the following 
order of priority: West’s Federal Reporter 
(F., F.2d or F.3d), West’s Federal Appendix 
(Fed. Appx.), United States Patents Quar-
terly, Westlaw, or a slip opinion. 

(3) United States District Court decision. A ci-
tation to a single source in the following 
order of priority: West’s Federal Supplement 
(F.Supp., F.Supp. 2d), United States Patents 
Quarterly, Westlaw, or a slip opinion. 

(4) Slip opinions. If a slip opinion is relied 
upon, a copy of the slip opinion must accom-
pany the first paper in which an authority is 
cited. 

(5) Pinpoint citations. Use pinpoint citations 
whenever a specific holding or portion of an 
authority is invoked. 

(b) Non-binding authority. Non-binding au-
thority may be cited. If non-binding author-
ity is not an authority of the Office and is 
not reproduced in one of the reporters listed 
in paragraph (a) of this section, a copy of the 
authority shall be filed with the first paper 
in which it is cited. 

§ 41.20 Fees. 
(a) Petition fee. The fee for filing a pe-

tition under this part is $400.00. 
(b) Appeal fees. (1) For filing a notice 

of appeal from the examiner to the 
Board: 
By a small entity (§ 1.27(a) of 

this title) ............................ $270.00 
By other than a small entity $540.00 

(2) In addition to the fee for filing a 
notice of appeal, for filing a brief in 
support of an appeal: 
By a small entity (§ 1.27(a) of 

this title) ............................ $270.00 
By other than a small entity $540.00 

(3) For filing a request for an oral 
hearing before the Board in an appeal 
under 35 U.S.C. 134: 
By a small entity 

(§ 1.27(a)) ................... $540.00 
By other than a small 

entity ....................... $1,080.00 

[69 FR 50003, Aug. 12, 2004, as amended at 69 
FR 52606, Aug. 27, 2004; 69 FR 55506, Sept. 15, 
2004; 69 FR 56546, Sept. 21, 2004; 70 FR 3892, 
Jan. 27, 2005; 72 FR 46903, Aug. 22, 2007; 73 FR 
47542, Aug. 14, 2008] 

Subpart B—Ex Parte Appeals 
§ 41.30 Definitions. 

In addition to the definitions in § 41.2, 
the following definitions apply to pro-
ceedings under this subpart unless oth-
erwise clear from the context: 

Applicant means either the applicant 
in a national application for a patent 
or the applicant in an application for 
reissue of a patent. 

Owner means the owner of the patent 
undergoing ex parte reexamination 
under § 1.510 of this title. 

Proceeding means either a national 
application for a patent, an application 
for reissue of a patent, or an ex parte 
reexamination proceeding. Appeal to 
the Board in an inter partes reexamina-
tion proceeding is controlled by sub-
part C of this part. 

EFFECTIVE DATE NOTE: At 73 FR 32973, June 
10, 2008, § 41.30 was amended by adding a defi-
nition for ‘‘Record’’, effective December 10, 
2008. Per a subsequent final rule published at 
73 FR 74972, Dec. 10, 2008, the effective date of 
this action was delayed indefinitely. 

For the convenience of the user, the added 
text is set forth as follows: 
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§ 41.30 Definitions. 

* * * * * 

Record means the official content of the 
file of an application or reexamination pro-
ceeding on appeal. 

§ 41.31 Appeal to Board. 
(a) Who may appeal and how to file an 

appeal. (1) Every applicant, any of 
whose claims has been twice rejected, 
may appeal from the decision of the ex-
aminer to the Board by filing a notice 
of appeal accompanied by the fee set 
forth in § 41.20(b)(1) within the time pe-
riod provided under § 1.134 of this title 
for reply. 

(2) Every owner of a patent under ex 
parte reexamination filed under § 1.510 
of this title before November 29, 1999, 
any of whose claims has been twice re-
jected, may appeal from the decision of 
the examiner to the Board by filing a 
notice of appeal accompanied by the 
fee set forth in § 41.20(b)(1) within the 
time period provided under § 1.134 of 
this title for reply. 

(3) Every owner of a patent under ex 
parte reexamination filed under § 1.510 
of this title on or after November 29, 
1999, any of whose claims has been fi-
nally (§ 1.113 of this title) rejected, may 
appeal from the decision of the exam-
iner to the Board by filing a notice of 
appeal accompanied by the fee set 
forth in § 41.20(b)(1) within the time pe-
riod provided under § 1.134 of this title 
for reply. 

(b) The signature requirement of 
§ 1.33 of this title does not apply to a 
notice of appeal filed under this sec-
tion. 

(c) An appeal, when taken, must be 
taken from the rejection of all claims 
under rejection which the applicant or 
owner proposes to contest. Questions 
relating to matters not affecting the 
merits of the invention may be re-
quired to be settled before an appeal 
can be considered. 

(d) The time periods set forth in 
paragraphs (a)(1) through (a)(3) of this 
section are extendable under the provi-
sions of § 1.136 of this title for patent 
applications and § 1.550(c) of this title 
for ex parte reexamination proceedings. 

EFFECTIVE DATE NOTE: At 73 FR 32973, June 
10, 2008, § 41.31 was revised, effective Decem-
ber 10, 2008. Per a subsequent final rule pub-

lished at 73 FR 74972, Dec. 10, 2008, the effec-
tive date of this action was delayed indefi-
nitely. 

For the convenience of the user, the re-
vised text is set forth as follows: 

§ 41.31 Appeal to Board. 
(a) Notice of appeal. An appeal is taken to 

the Board by filing a notice of appeal. 
(b) Fee. The notice of appeal shall be ac-

companied by the fee required by § 41.20(b)(1). 
(c) Time for filing notice of appeal. A notice 

of appeal must be filed within the time pe-
riod provided under § 1.134 of this title. 

(d) Extensions of time to file notice of appeal. 
The time for filing a notice of appeal is ex-
tendable under the provisions of § 1.136(a) of 
this title for applications and § 1.550(c) of this 
title for ex parte reexamination proceedings. 

(e) Non-appealable issues. A non-appealable 
issue is an issue not subject to an appeal 
under 35 U.S.C. 134. An applicant or patent 
owner dissatisfied with a decision of an ex-
aminer on a non-appealable issue shall time-
ly seek review by petition before jurisdiction 
over an appeal is transferred to the Board 
(see § 41.35). Failure to timely file a petition 
seeking review of a decision of the examiner 
related to a non-appealable issue may con-
stitute a waiver to having that issue consid-
ered in the application or reexamination on 
appeal. 

§ 41.33 Amendments and affidavits or 
other evidence after appeal. 

(a) Amendments filed after the date 
of filing an appeal pursuant to 
§ 41.31(a)(1) through (a)(3) and prior to 
the date a brief is filed pursuant to 
§ 41.37 may be admitted as provided in 
§ 1.116 of this title. 

(b) Amendments filed on or after the 
date of filing a brief pursuant to § 41.37 
may be admitted: 

(1) To cancel claims, where such can-
cellation does not affect the scope of 
any other pending claim in the pro-
ceeding, or 

(2) To rewrite dependent claims into 
independent form. 

(c) All other amendments filed after 
the date of filing an appeal pursuant to 
§ 41.31(a)(1) through (a)(3) will not be 
admitted except as permitted by 
§§ 41.39(b)(1), 41.50(a)(2)(i), 41.50(b)(1) and 
41.50(c). 

(d)(1) An affidavit or other evidence 
filed after the date of filing an appeal 
pursuant to § 41.31(a)(1) through (a)(3) 
and prior to the date of filing a brief 
pursuant to § 41.37 may be admitted if 
the examiner determines that the affi-
davit or other evidence overcomes all 
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rejections under appeal and that a 
showing of good and sufficient reasons 
why the affidavit or other evidence is 
necessary and was not earlier pre-
sented has been made. 

(2) All other affidavits or other evi-
dence filed after the date of filing an 
appeal pursuant to § 41.31(a)(1) through 
(a)(3) will not be admitted except as 
permitted by §§ 41.39(b)(1), 41.50(a)(2)(i) 
and 41.50(b)(1). 

EFFECTIVE DATE NOTE: At 73 FR 32973, June 
10, 2008, § 41.33 was revised, effective Decem-
ber 10, 2008. Per a subsequent final rule pub-
lished at 73 FR 74972, Dec. 10, 2008, the effec-
tive date of this action was delayed indefi-
nitely. 

For the convenience of the user, the re-
vised text is set forth as follows: 

§ 41.33 Amendments and evidence after ap-
peal. 

(a) Amendment after notice of appeal and 
prior to appeal brief. An amendment filed 
after the date a notice of appeal is filed and 
prior to the date an appeal brief is filed may 
be admitted as provided in § 1.116 of this 
title. 

(b) Amendment with or after appeal brief. An 
amendment filed on or after the date an ap-
peal brief is filed may be admitted: 

(1) To cancel claims. To cancel claims pro-
vided cancellation of claims does not affect 
the scope of any other pending claim in the 
application or reexamination proceeding on 
appeal, or 

(2) To convert dependent claim to independent 
claim. To rewrite dependent claims into inde-
pendent form. 

(c) Other amendments. No other amend-
ments filed after the date an appeal brief is 
filed will be admitted, except as permitted 
by §§ 41.50(b)(1), 41.50(d)(1), or 41.50(e) of this 
subpart. 

(d) Evidence after notice of appeal and prior 
to appeal brief. Evidence filed after the date 
a notice of appeal is filed and prior to the 
date an appeal brief is filed may be admitted 
if: 

(1) The examiner determines that the evi-
dence overcomes at least one rejection under 
appeal and does not necessitate any new 
ground of rejection, and 

(2) appellant shows good cause why the evi-
dence was not earlier presented. 

(e) Other evidence. All other evidence filed 
after the date an appeal brief is filed will not 
be admitted, except as permitted by 
§§ 41.50(b)(1) or 41.50(d)(1) of this subpart. 

§ 41.35 Jurisdiction over appeal. 

(a) Jurisdiction over the proceeding 
passes to the Board upon transmittal 

of the file, including all briefs and ex-
aminer’s answers, to the Board. 

(b) If, after receipt and review of the 
proceeding, the Board determines that 
the file is not complete or is not in 
compliance with the requirements of 
this subpart, the Board may relinquish 
jurisdiction to the examiner or take 
other appropriate action to permit 
completion of the file. 

(c) Prior to the entry of a decision on 
the appeal by the Board, the Director 
may sua sponte order the proceeding 
remanded to the examiner. 

EFFECTIVE DATE NOTE: At 73 FR 32973, June 
10, 2008, § 41.35 was revised, effective Decem-
ber 10, 2008. Per a subsequent final rule pub-
lished at 73 FR 74972, Dec. 10, 2008, the effec-
tive date of this action was delayed indefi-
nitely. 

For the convenience of the user, the re-
vised text is set forth as follows: 

§ 41.35 Jurisdiction over appeal. 
(a) Beginning of jurisdiction. The jurisdic-

tion of the Board begins when a docket no-
tice is mailed by the Board. 

(b) End of jurisdiction. The jurisdiction of 
the Board ends when: 

(1) The Board mails a remand order (see 
§ 41.50(b) or § 41.50(d)(1) of this subpart), 

(2) The Board mails a final decision (see 
§ 41.2 of this part) and judicial review is 
sought or the time for seeking judicial re-
view has expired, 

(3) An express abandonment is filed which 
complies with § 1.138 of this title, or 

(4) A request for continued examination is 
filed which complies with § 1.114 of this title. 

(c) Remand ordered by the Director. Prior to 
entry of a decision on the appeal by the 
Board (see § 41.50), the Director may sua 
sponte order an application or reexamination 
proceeding on appeal to be remanded to the 
examiner. 

§ 41.37 Appeal brief. 
(a)(1) Appellant must file a brief 

under this section within two months 
from the date of filing the notice of ap-
peal under § 41.31. 

(2) The brief must be accompanied by 
the fee set forth in § 41.20(b)(2). 

(b) On failure to file the brief, accom-
panied by the requisite fee, within the 
period specified in paragraph (a) of this 
section, the appeal will stand dis-
missed. 

(c)(1) The brief shall contain the fol-
lowing items under appropriate head-
ings and in the order indicated in para-
graphs (c)(1)(i) through (c)(1)(x) of this 
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section, except that a brief filed by an 
appellant who is not represented by a 
registered practitioner need only sub-
stantially comply with paragraphs 
(c)(1)(i) through (c)(1)(iv) and (c)(1)(vii) 
through (c)(1)(x) of this section: 

(i) Real party in interest. A statement 
identifying by name the real party in 
interest. 

(ii) Related appeals and interferences. 
A statement identifying by applica-
tion, patent, appeal or interference 
number all other prior and pending ap-
peals, interferences or judicial pro-
ceedings known to appellant, the appel-
lant’s legal representative, or assignee 
which may be related to, directly af-
fect or be directly affected by or have 
a bearing on the Board’s decision in the 
pending appeal. Copies of any decisions 
rendered by a court or the Board in any 
proceeding identified under this para-
graph must be included in an appendix 
as required by paragraph (c)(1)(x) of 
this section. 

(iii) Status of claims. A statement of 
the status of all the claims in the pro-
ceeding (e.g., rejected, allowed or con-
firmed, withdrawn, objected to, can-
celed) and an identification of those 
claims that are being appealed. 

(iv) Status of amendments. A state-
ment of the status of any amendment 
filed subsequent to final rejection. 

(v) Summary of claimed subject matter. 
A concise explanation of the subject 
matter defined in each of the inde-
pendent claims involved in the appeal, 
which shall refer to the specification 
by page and line number, and to the 
drawing, if any, by reference char-
acters. For each independent claim in-
volved in the appeal and for each de-
pendent claim argued separately under 
the provisions of paragraph (c)(1)(vii) 
of this section, every means plus func-
tion and step plus function as per-
mitted by 35 U.S.C. 112, sixth para-
graph, must be identified and the 
structure, material, or acts described 
in the specification as corresponding to 
each claimed function must be set 
forth with reference to the specifica-
tion by page and line number, and to 
the drawing, if any, by reference char-
acters. 

(vi) Grounds of rejection to be reviewed 
on appeal. A concise statement of each 

ground of rejection presented for re-
view. 

(vii) Argument. The contentions of ap-
pellant with respect to each ground of 
rejection presented for review in para-
graph (c)(1)(vi) of this section, and the 
basis therefor, with citations of the 
statutes, regulations, authorities, and 
parts of the record relied on. Any argu-
ments or authorities not included in 
the brief or a reply brief filed pursuant 
to § 41.41 will be refused consideration 
by the Board, unless good cause is 
shown. Each ground of rejection must 
be treated under a separate heading. 
For each ground of rejection applying 
to two or more claims, the claims may 
be argued separately or as a group. 
When multiple claims subject to the 
same ground of rejection are argued as 
a group by appellant, the Board may 
select a single claim from the group of 
claims that are argued together to de-
cide the appeal with respect to the 
group of claims as to the ground of re-
jection on the basis of the selected 
claim alone. Notwithstanding any 
other provision of this paragraph, the 
failure of appellant to separately argue 
claims which appellant has grouped to-
gether shall constitute a waiver of any 
argument that the Board must con-
sider the patentability of any grouped 
claim separately. Any claim argued 
separately should be placed under a 
subheading identifying the claim by 
number. Claims argued as a group 
should be placed under a subheading 
identifying the claims by number. A 
statement which merely points out 
what a claim recites will not be consid-
ered an argument for separate patent-
ability of the claim. 

(viii) Claims appendix. An appendix 
containing a copy of the claims in-
volved in the appeal. 

(ix) Evidence appendix. An appendix 
containing copies of any evidence sub-
mitted pursuant to §§ 1.130, 1.131, or 
1.132 of this title or of any other evi-
dence entered by the examiner and re-
lied upon by appellant in the appeal, 
along with a statement setting forth 
where in the record that evidence was 
entered in the record by the examiner. 
Reference to unentered evidence is not 
permitted in the brief. See § 41.33 for 
treatment of evidence submitted after 
appeal. This appendix may also include 
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copies of the evidence relied upon by 
the examiner as to grounds of rejection 
to be reviewed on appeal. 

(x) Related proceedings appendix. An 
appendix containing copies of decisions 
rendered by a court or the Board in any 
proceeding identified pursuant to para-
graph (c)(1)(ii) of this section. 

(2) A brief shall not include any new 
or non-admitted amendment, or any 
new or non-admitted affidavit or other 
evidence. See § 1.116 of this title for 
amendments, affidavits or other evi-
dence filed after final action but before 
or on the same date of filing an appeal 
and § 41.33 for amendments, affidavits 
or other evidence filed after the date of 
filing the appeal. 

(d) If a brief is filed which does not 
comply with all the requirements of 
paragraph (c) of this section, appellant 
will be notified of the reasons for non- 
compliance and given a time period 
within which to file an amended brief. 
If appellant does not file an amended 
brief within the set time period, or files 
an amended brief which does not over-
come all the reasons for non-compli-
ance stated in the notification, the ap-
peal will stand dismissed. 

(e) The time periods set forth in this 
section are extendable under the provi-
sions of § 1.136 of this title for patent 
applications and § 1.550(c) of this title 
for ex parte reexamination proceedings. 

EFFECTIVE DATE NOTE: At 73 FR 32974, June 
10, 2008, § 41.37 was revised, effective Decem-
ber 10, 2008. Per a subsequent final rule pub-
lished at 73 FR 74972, Dec. 10, 2008, the effec-
tive date of this action was delayed indefi-
nitely. 

For the convenience of the user, the re-
vised text is set forth as follows: 

§ 41.37 Appeal brief. 
(a) Requirement for appeal brief. An appeal 

brief shall be timely filed to perfect an ap-
peal. Upon failure to file an appeal brief, the 
proceedings on the appeal are terminated 
without further action on the part of the Of-
fice. 

(b) Fee. The appeal brief shall be accom-
panied by the fee required by § 41.20(b)(2) of 
this subpart. 

(c) Time for filing appeal brief. Appellant 
must file an appeal brief within two months 
from the date of the filing of the notice of 
appeal (see § 41.31(a)). 

(d) Extension of time to file appeal brief. The 
time for filing an appeal brief is extendable 
under the provisions of § 1.136(a) of this title 

for applications and § 1.550(c) of this title for 
ex parte reexamination proceedings. 

(e) Content of appeal brief. The appeal brief 
must contain, under appropriate headings 
and in the order indicated, the following 
items: 

(1) Statement of the real party in interest 
(see paragraph (f) of this section). 

(2) Statement of related cases (see para-
graph (g) of this section). 

(3) Jurisdictional statement (see paragraph 
(h) of this section). 

(4) Table of contents (see paragraph (i) of 
this section). 

(5) Table of authorities (see paragraph (j) of 
this section). 

(6) [Reserved] 
(7) Status of amendments (see paragraph (l) 

of this section). 
(8) Grounds of rejection to be reviewed (see 

paragraph (m) of this section). 
(9) Statement of facts (see paragraph (n) of 

this section). 
(10) Argument (see paragraph (o) of this 

section). 
(11) An appendix containing a claims sec-

tion (see paragraph (p) of this section), a 
claim support and drawing analysis section 
(see paragraph (r) of this section), a means or 
step plus function analysis section (see para-
graph (s) of this section), an evidence section 
(see paragraph (t) of this section), and a re-
lated cases section (see paragraph (u) of this 
section). 

(f) Statement of real party in interest. The 
‘‘statement of the real party in interest’’ 
shall identify the name of the real party in 
interest. The real party in interest must be 
identified in such a manner as to readily per-
mit a member of the Board to determine 
whether recusal would be appropriate. Appel-
lant is under a continuing obligation to up-
date this item during the pendency of the ap-
peal. If an appeal brief does not contain a 
statement of real party in interest, the Of-
fice will assume that the named inventors 
are the real party in interest. 

(g) Statement of related cases. The ‘‘state-
ment of related cases’’ shall identify, by ap-
plication, patent, appeal, interference, or 
court docket number, all prior or pending ap-
peals, interferences or judicial proceedings, 
known to any inventors, any attorneys or 
agents who prepared or prosecuted the appli-
cation on appeal and any other person who 
was substantively involved in the prepara-
tion or prosecution of the application on ap-
peal, and that are related to, directly affect, 
or would be directly affected by, or have a 
bearing on the Board’s decision in the ap-
peal. A related case includes any continuing 
application of the application on appeal. A 
copy of any final or significant interlocutory 
decision rendered by the Board or a court in 
any proceeding identified under this para-
graph shall be included in the related cases 
section (see paragraph (u) of this section) in 
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the appendix. Appellant is under a con-
tinuing obligation to update this item during 
the pendency of the appeal. If an appeal brief 
does not contain a statement of related 
cases, the Office will assume that there are 
no related cases. 

(h) Jurisdictional statement. The ‘‘jurisdic-
tional statement’’ shall establish the juris-
diction of the Board to consider the appeal. 
The jurisdictional statement shall include a 
statement of the statute under which the ap-
peal is taken, the date of the Office action 
setting out the rejection on appeal from 
which the appeal is taken, the date the no-
tice of appeal was filed, and the date the ap-
peal brief is being filed. If a notice of appeal 
or an appeal brief is filed after the time spec-
ified in this subpart, appellant must also in-
dicate the date an extension of time was re-
quested and, if known, the date the request 
was granted. 

(i) Table of contents. A ‘‘table of contents’’ 
shall list, along with a reference to the page 
where each item begins, the items required 
to be listed in the appeal brief (see paragraph 
(e) of this section) or reply brief (see § 41.41(d) 
of this subpart), as appropriate. 

(j) Table of authorities. A ‘‘table of authori-
ties’’ shall list cases (alphabetically ar-
ranged), statutes and other authorities along 
with a reference to the pages where each au-
thority is cited in the appeal brief or reply 
brief, as appropriate. 

(k) [Reserved] 
(l) Status of amendments. The ‘‘status of 

amendments’’ shall indicate the status of all 
amendments filed after final rejection (e.g., 
whether entered or not entered). 

(m) Grounds of rejection to be reviewed. The 
‘‘grounds of rejection to be reviewed’’ shall 
set out the grounds of rejection to be re-
viewed, including the statute applied, the 
claims subject to each rejection and ref-
erences relied upon by the examiner. 

(n) Statement of facts. The ‘‘statement of 
facts’’ shall set out in an objective and non- 
argumentative manner the material facts 
relevant to the rejections on appeal. A fact 
shall be supported by a reference to a spe-
cific page number of a document in the 
Record and, where applicable, a specific line 
or paragraph, and drawing numerals. A gen-
eral reference to a document as a whole or to 
large portions of a document does not com-
ply with the requirements of this paragraph. 

(o) Argument. The ‘‘argument’’ shall ex-
plain why the examiner erred as to each 
ground of rejection to be reviewed. Any ex-
planation must address all points made by 
the examiner with which the appellant dis-
agrees. Any finding made or conclusion 
reached by the examiner that is not chal-
lenged will be presumed to be correct. For 
each argument an explanation must identify 
where the argument was made in the first in-
stance to the examiner or state that the ar-
gument has not previously been made to the 

examiner. Each ground of rejection shall be 
separately argued under a separate heading. 

(1) Claims standing or falling together. For 
each ground of rejection applicable to two or 
more claims, the claims may be argued sepa-
rately (claims are considered by appellants 
as separately patentable) or as a group 
(claims stand or fall together). When two or 
more claims subject to the same ground of 
rejection are argued as a group, the Board 
may select a single claim from the group of 
claims that are argued together to decide the 
appeal on the basis of the selected claim 
alone with respect to the group of claims as 
to the ground of rejection. Any doubt as to 
whether claims have been argued separately 
or as a group as to a ground of rejection will 
be resolved against appellant and the claims 
will be deemed to have been argued as a 
group. Any claim argued separately as to a 
ground of rejection shall be placed under a 
subheading identifying the claim by number. 
A statement that merely points out what a 
claim recites will not be considered an argu-
ment for separate patentability of the claim. 

(2) Arguments considered. Only those argu-
ments which are presented in the argument 
section of the appeal brief and that address 
claims set out in the claim support and 
drawing analysis section in the appendix will 
be considered. Appellant waives all other ar-
guments in the appeal. 

(3) Format of argument. Unless a response is 
purely legal in nature, when responding to a 
point made in the examiner’s rejection, the 
appeal brief shall specifically identify the 
point made by the examiner and indicate 
where appellant previously responded to the 
point or state that appellant has not pre-
viously responded to the point. In identi-
fying any point made by the examiner, the 
appellant shall refer to a page and, where ap-
propriate, a line or paragraph, of a document 
in the Record. 

(p) Claims section. The ‘‘claims section’’ in 
the appendix shall consist of an accurate 
clean copy in numerical order of all claims 
pending in the application or reexamination 
proceeding on appeal. The status of every 
claim shall be set out after the claim number 
and in parentheses (e.g., 1 (rejected), 2 (with-
drawn), 3 (objected to), 4 (cancelled), and 5 
(allowed)). A cancelled claim need not be re-
produced. 

(q) [Reserved] 
(r) Claim support and drawing analysis sec-

tion. For each independent claim involved in 
the appeal and each dependent claim argued 
separately (see paragraph (o)(1) of this sec-
tion), the claim support and drawing anal-
ysis section in the appendix shall consist of 
an annotated copy of the claim (and, if nec-
essary, any claim from which the claim ar-
gued separately depends) indicating in bold-
face between braces ({ }) the page and line or 
paragraph after each limitation where the 
limitation is described in the specification as 
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filed. If there is a drawing or amino acid or 
nucleotide material sequence, and at least 
one limitation is illustrated in a drawing or 
amino acid or nucleotide material sequence, 
the ‘‘claims support and drawing analysis 
section’’ in the appendix shall also contain 
in boldface between the same braces ({ }) 
where each limitation is shown in the draw-
ings or sequence. 

(s) Means or step plus function analysis sec-
tion. For each independent claim involved in 
the appeal and each dependent claim argued 
separately (see paragraph (o)(1) of this sec-
tion) having a limitation that appellant re-
gards as a means or step plus function limi-
tation in the form permitted by the sixth 
paragraph of 35 U.S.C. 112, for each such lim-
itation, the ‘‘means or step plus function 
analysis section’’ in the appendix shall con-
sist of an annotated copy of the claim (and, 
if necessary, any claim from which the claim 
argued separately depends) indicating in 
boldface between braces ({ }) the page and 
line of the specification and the drawing fig-
ure and element numeral that describes the 
structure, material or acts corresponding to 
each claimed function. 

(t) Evidence section. The ‘‘evidence section’’ 
shall contain only papers which have been 
entered by the examiner. The evidence sec-
tion shall include: 

(1) Contents. A table of contents. 
(2)–(4) [Reserved] 
(5) Affidavits and declarations. Affidavits 

and declarations, if any, and attachments to 
declarations, before the examiner and which 
are relied upon by appellant in the appeal. 
An affidavit or declaration otherwise men-
tioned in the appeal brief which does not ap-
pear in the evidence section will not be con-
sidered. 

(6) Other evidence filed prior to the notice of 
appeal. Other evidence, if any, before the ex-
aminer and filed prior to the date of the no-
tice of appeal and relied upon by appellant in 
the appeal. Other evidence filed before the 
notice of appeal that is otherwise mentioned 
in the appeal brief and which does not appear 
in the evidence section will not be consid-
ered. 

(7) Other evidence filed after the notice of ap-
peal. Other evidence relied upon by the ap-
pellant in the appeal and admitted into the 
file pursuant to § 41.33(d) of this subpart. 
Other evidence filed after the notice of ap-
peal that is otherwise mentioned in the ap-
peal brief and which does not appear in the 
evidence section will not be considered. 

(u) Related cases section. The ‘‘related cases 
section’’ shall consist of copies of orders and 
opinions required to be cited pursuant to 
paragraph (g) of this section. 

(v) Appeal brief format requirements. An ap-
peal brief shall comply with § 1.52 of this title 
and the following additional requirements: 

(1) Page and line numbering. The pages of 
the appeal brief, including all sections in the 

appendix, shall be consecutively numbered 
using Arabic numerals beginning with the 
first page of the appeal brief, which shall be 
numbered page 1. If the appellant chooses to 
number the lines, line numbering may be 
within the left margin. 

(2) Double spacing. Double spacing shall be 
used except in headings, tables of contents, 
tables of authorities, signature blocks, and 
certificates of service. Block quotations 
must be indented and can be one and one half 
or double spaced. 

(3) [Reserved] 
(4) Font. The font size shall be 14 point, in-

cluding the font for block quotations and 
footnotes. 

(5) Length of appeal brief. An appeal brief 
may not exceed 30 pages, excluding any 
statement of the real party in interest, 
statement of related cases, jurisdictional 
statement, table of contents, table of au-
thorities, status of amendments, signature 
block, and appendix. An appeal brief may not 
incorporate another paper by reference. A re-
quest to exceed the page limit shall be made 
by petition under § 41.3 filed at least ten cal-
endar days prior to the date the appeal brief 
is due. 

(6) Signature block. The signature block 
must identify the appellant or appellant’s 
representative, as appropriate, and a reg-
istration number, a correspondence address, 
a telephone number, a fax number and an e- 
mail address. 

§ 41.39 Examiner’s answer. 
(a)(1) The primary examiner may, 

within such time as may be directed by 
the Director, furnish a written answer 
to the appeal brief including such ex-
planation of the invention claimed and 
of the references relied upon and 
grounds of rejection as may be nec-
essary, supplying a copy to appellant. 
If the primary examiner determines 
that the appeal does not comply with 
the provisions of §§ 41.31 and 41.37 or 
does not relate to an appealable action, 
the primary examiner shall make such 
determination of record. 

(2) An examiner’s answer may in-
clude a new ground of rejection. 

(b) If an examiner’s answer contains 
a rejection designated as a new ground 
of rejection, appellant must within two 
months from the date of the examiner’s 
answer exercise one of the following 
two options to avoid sua sponte dis-
missal of the appeal as to the claims 
subject to the new ground of rejection: 

(1) Reopen prosecution. Request that 
prosecution be reopened before the pri-
mary examiner by filing a reply under 
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§ 1.111 of this title with or without 
amendment or submission of affidavits 
(§§ 1.130, 1.131 or 1.132 of this title) or 
other evidence. Any amendment or 
submission of affidavits or other evi-
dence must be relevant to the new 
ground of rejection. A request that 
complies with this paragraph will be 
entered and the application or the pat-
ent under ex parte reexamination will 
be reconsidered by the examiner under 
the provisions of § 1.112 of this title. 
Any request that prosecution be re-
opened under this paragraph will be 
treated as a request to withdraw the 
appeal. 

(2) Maintain appeal. Request that the 
appeal be maintained by filing a reply 
brief as set forth in § 41.41. Such a reply 
brief must address each new ground of 
rejection as set forth in § 41.37(c)(1)(vii) 
and should follow the other require-
ments of a brief as set forth in 
§ 41.37(c). A reply brief may not be ac-
companied by any amendment, affi-
davit (§§ 1.130, 1.131 or 1.132 of this title) 
or other evidence. If a reply brief filed 
pursuant to this section is accom-
panied by any amendment, affidavit or 
other evidence, it shall be treated as a 
request that prosecution be reopened 
before the primary examiner under 
paragraph (b)(1) of this section. 

(c) Extensions of time under § 1.136(a) 
of this title for patent applications are 
not applicable to the time period set 
forth in this section. See § 1.136(b) of 
this title for extensions of time to 
reply for patent applications and 
§ 1.550(c) of this title for extensions of 
time to reply for ex parte reexamina-
tion proceedings. 

EFFECTIVE DATE NOTE: At 73 FR 32975, June 
10, 2008, § 41.39 was revised, effective Decem-
ber 10, 2008. Per a subsequent final rule pub-
lished at 73 FR 74972, Dec. 10, 2008, the effec-
tive date of this action was delayed indefi-
nitely. 

For the convenience of the user, the re-
vised text is set forth as follows: 

§ 41.39 Examiner’s answer. 
(a) Answer. If the examiner determines 

that the appeal should go forward, then 
within such time and manner as may be es-
tablished by the Director the examiner shall 
enter an examiner’s answer responding to 
the appeal brief. 

(b) No new ground of rejection. An exam-
iner’s answer shall not include a new ground 
of rejection. 

§ 41.41 Reply brief. 
(a)(1) Appellant may file a reply brief 

to an examiner’s answer within two 
months from the date of the examiner’s 
answer. 

(2) A reply brief shall not include any 
new or non-admitted amendment, or 
any new or non-admitted affidavit or 
other evidence. See § 1.116 of this title 
for amendments, affidavits or other 
evidence filed after final action but be-
fore or on the same date of filing an ap-
peal and § 41.33 for amendments, affida-
vits or other evidence filed after the 
date of filing the appeal. 

(b) A reply brief that is not in com-
pliance with paragraph (a) of this sec-
tion will not be considered. Appellant 
will be notified if a reply brief is not in 
compliance with paragraph (a) of this 
section. 

(c) Extensions of time under § 1.136(a) 
of this title for patent applications are 
not applicable to the time period set 
forth in this section. See § 1.136(b) of 
this title for extensions of time to 
reply for patent applications and 
§ 1.550(c) of this title for extensions of 
time to reply for ex parte reexamina-
tion proceedings. 

EFFECTIVE DATE NOTE: At 73 FR 32975, June 
10, 2008, § 41.41 was revised, effective Decem-
ber 10, 2008. Per a subsequent final rule pub-
lished at 73 FR 74972, Dec. 10, 2008, the effec-
tive date of this rule was delayed indefi-
nitely. 

For the convenience of the user, the re-
vised text is set forth as follows: 

§ 41.41 Reply brief. 
(a) Reply brief authorized. An appellant may 

file a single reply brief responding to the 
points made in the examiner’s answer. 

(b) Time for filing reply brief. If the appel-
lant elects to file a reply brief, the reply 
brief must be filed within two months of the 
date of the mailing of the examiner’s answer. 

(c) Extension of time to file reply brief. A re-
quest for an extension of time to file a reply 
brief shall be presented as a petition under 
§ 41.3 of this part. 

(d) Content of reply brief. Except as other-
wise set out in this section, the form and 
content of a reply brief are governed by the 
requirements for an appeal brief as set out in 
§ 41.37 of this subpart. A reply brief may not 
exceed 20 pages, excluding any table of con-
tents, table of authorities, and signature 
block, required by this section. A request to 
exceed the page limit shall be made by peti-
tion under § 41.3 of this part and filed at least 
ten calendar days before the reply brief is 
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due. A reply brief must contain, under appro-
priate headings and in the order indicated, 
the following items: 

(1) Table of contents—see § 41.37(i) of this 
subpart. 

(2) Table of authorities—see § 41.37(j) of this 
subpart. 

(3) [Reserved] 
(4) Statement of additional facts—see para-

graph (f) of this section. 
(5) Argument—see paragraph (g) of this sec-

tion. 
(e) [Reserved] 
(f) Statement of additional facts. The ‘‘state-

ment of additional facts’’ shall consist of a 
statement of the additional facts that appel-
lant believes are necessary to address the 
points raised in the examiner’s answer and, 
as to each fact, must identify the point 
raised in the examiner’s answer to which the 
fact relates. 

(g) Argument. Any arguments raised in the 
reply brief which are not responsive to 
points made in the examiner’s answer will 
not be considered and will be treated as 
waived. 

(h) [Reserved] 
(i) No amendment or new evidence. No 

amendment or new evidence may accompany 
a reply brief. 

§ 41.43 Examiner’s response to reply 
brief. 

(a)(1) After receipt of a reply brief in 
compliance with § 41.41, the primary ex-
aminer must acknowledge receipt and 
entry of the reply brief. In addition, 
the primary examiner may withdraw 
the final rejection and reopen prosecu-
tion or may furnish a supplemental ex-
aminer’s answer responding to any new 
issue raised in the reply brief. 

(2) A supplemental examiner’s answer 
responding to a reply brief may not in-
clude a new ground of rejection. 

(b) If a supplemental examiner’s an-
swer is furnished by the examiner, ap-
pellant may file another reply brief 
under § 41.41 to any supplemental exam-
iner’s answer within two months from 
the date of the supplemental exam-
iner’s answer. 

(c) Extensions of time under § 1.136(a) 
of this title for patent applications are 
not applicable to the time period set 
forth in this section. See § 1.136(b) of 
this title for extensions of time to 
reply for patent applications and 
§ 1.550(c) of this title for extensions of 
time to reply for ex parte reexamina-
tion proceedings. 

EFFECTIVE DATE NOTE: At 73 FR 32976, June 
10, 2008, § 41.43 was removed, effective Decem-
ber 10, 2008. Per a subsequent final rule pub-
lished at 73 FR 74972, Dec. 10, 2008, the effec-
tive date of this action was delayed indefi-
nitely. 

§ 41.47 Oral hearing. 

(a) An oral hearing should be re-
quested only in those circumstances in 
which appellant considers such a hear-
ing necessary or desirable for a proper 
presentation of the appeal. An appeal 
decided on the briefs without an oral 
hearing will receive the same consider-
ation by the Board as appeals decided 
after an oral hearing. 

(b) If appellant desires an oral hear-
ing, appellant must file, as a separate 
paper captioned ‘‘REQUEST FOR 
ORAL HEARING,’’ a written request 
for such hearing accompanied by the 
fee set forth in § 41.20(b)(3) within two 
months from the date of the examiner’s 
answer or supplemental examiner’s an-
swer. 

(c) If no request and fee for oral hear-
ing have been timely filed by appellant 
as required by paragraph (b) of this sec-
tion, the appeal will be assigned for 
consideration and decision on the 
briefs without an oral hearing. 

(d) If appellant has complied with all 
the requirements of paragraph (b) of 
this section, a date for the oral hearing 
will be set, and due notice thereof 
given to appellant. If an oral hearing is 
held, an oral argument may be pre-
sented by, or on behalf of, the primary 
examiner if considered desirable by ei-
ther the primary examiner or the 
Board. A hearing will be held as stated 
in the notice, and oral argument will 
ordinarily be limited to twenty min-
utes for appellant and fifteen minutes 
for the primary examiner unless other-
wise ordered. 

(e)(1) Appellant will argue first and 
may reserve time for rebuttal. At the 
oral hearing, appellant may only rely 
on evidence that has been previously 
entered and considered by the primary 
examiner and present argument that 
has been relied upon in the brief or 
reply brief except as permitted by 
paragraph (e)(2) of this section. The 
primary examiner may only rely on ar-
gument and evidence relied upon in an 
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answer or a supplemental answer ex-
cept as permitted by paragraph (e)(2) of 
this section. 

(2) Upon a showing of good cause, ap-
pellant and/or the primary examiner 
may rely on a new argument based 
upon a recent relevant decision of ei-
ther the Board or a Federal Court. 

(f) Notwithstanding the submission 
of a request for oral hearing complying 
with this rule, if the Board decides that 
a hearing is not necessary, the Board 
will so notify appellant. 

(g) Extensions of time under § 1.136(a) 
of this title for patent applications are 
not applicable to the time periods set 
forth in this section. See § 1.136(b) of 
this title for extensions of time to 
reply for patent applications and 
§ 1.550(c) of this title for extensions of 
time to reply for ex parte reexamina-
tion proceedings. 

EFFECTIVE DATE NOTE: At 73 FR 32976, June 
10, 2008, § 41.47 was revised, effective Decem-
ber 10, 2008. Per a subsequent final rule pub-
lished at 73 FR 74972, Dec. 10, 2008, the effec-
tive date of this rule was delayed indefi-
nitely. 

For the convenience of the user, the re-
vised text is set forth as follows: 

§ 41.47 Oral hearing. 
(a) Request for oral hearing. If appellant de-

sires an oral hearing, appellant must file, as 
a separate paper, a written request cap-
tioned: 

‘‘REQUEST FOR ORAL HEARING’’. 
(b) Fee. A request for oral hearing shall be 

accompanied by the fee required by 
§ 41.20(b)(3) of this part. 

(c) Time for filing request for oral hearing. 
Appellant must file a request for oral hear-
ing within two months from the date of the 
examiner’s answer. 

(d) Extension of time to file request for oral 
hearing. A request for an extension of time 
shall be presented as a petition under § 41.3 of 
this part. 

(e) Date for oral hearing. If an oral hearing 
is properly requested, the Board shall set a 
date for the oral hearing. 

(f) Confirmation of oral hearing. Within such 
time as may be ordered by the Board, appel-
lant shall confirm attendance at the oral 
hearing. Failure to timely confirm attend-
ance will be taken as a waiver of any request 
for an oral hearing. 

(g) List of terms. At the time appellant con-
firms attendance at the oral hearing, appel-
lant shall supply a list of technical terms 
and other unusual words which can be pro-
vided to any individual transcribing an oral 
hearing. 

(h) Length of argument. Unless otherwise 
ordered by the Board, argument on behalf of 
appellant shall be limited to 20 minutes. 

(i) Oral hearing limited to Record. At oral 
hearing only the Record will be considered. 
No additional evidence may be offered to the 
Board in support of the appeal. Any argu-
ment not presented in a brief cannot be 
raised at an oral hearing. 

(j) Recent legal development. Notwith-
standing paragraph (i) of this section, an ap-
pellant or the examiner may rely on and call 
the Board’s attention to a recent court or 
Board opinion which could have an effect on 
the manner in which the appeal is decided. 

(k) Visual aids. Visual aids may be used at 
an oral hearing, but must be limited to docu-
ments or artifacts in the Record or a model 
or an exhibit presented for demonstration 
purposes during an interview with the exam-
iner. At the oral hearing, appellant shall pro-
vide one copy of each visual aid (photograph 
in the case of an artifact, a model or an ex-
hibit) for each judge and one copy to be 
added to the Record. 

(l) Failure to attend oral hearing. Failure of 
an appellant to attend an oral hearing will 
be treated as a waiver of oral hearing. 

§ 41.50 Decisions and other actions by 
the Board. 

(a)(1) The Board, in its decision, may 
affirm or reverse the decision of the ex-
aminer in whole or in part on the 
grounds and on the claims specified by 
the examiner. The affirmance of the re-
jection of a claim on any of the 
grounds specified constitutes a general 
affirmance of the decision of the exam-
iner on that claim, except as to any 
ground specifically reversed. The Board 
may also remand an application to the 
examiner. 

(2) If a supplemental examiner’s an-
swer is written in response to a remand 
by the Board for further consideration 
of a rejection pursuant to paragraph 
(a)(1) of this section, the appellant 
must within two months from the date 
of the supplemental examiner’s answer 
exercise one of the following two op-
tions to avoid sua sponte dismissal of 
the appeal as to the claims subject to 
the rejection for which the Board has 
remanded the proceeding: 

(i) Reopen prosecution. Request that 
prosecution be reopened before the ex-
aminer by filing a reply under § 1.111 of 
this title with or without amendment 
or submission of affidavits (§§ 1.130, 
1.131 or 1.132 of this title) or other evi-
dence. Any amendment or submission 
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of affidavits or other evidence must be 
relevant to the issues set forth in the 
remand or raised in the supplemental 
examiner’s answer. A request that 
complies with this paragraph will be 
entered and the application or the pat-
ent under ex parte reexamination will 
be reconsidered by the examiner under 
the provisions of § 1.112 of this title. 
Any request that prosecution be re-
opened under this paragraph will be 
treated as a request to withdraw the 
appeal. 

(ii) Maintain appeal. Request that the 
appeal be maintained by filing a reply 
brief as provided in § 41.41. If such a 
reply brief is accompanied by any 
amendment, affidavit or other evi-
dence, it shall be treated as a request 
that prosecution be reopened before the 
examiner under paragraph (a)(2)(i) of 
this section. 

(b) Should the Board have knowledge 
of any grounds not involved in the ap-
peal for rejecting any pending claim, it 
may include in its opinion a statement 
to that effect with its reasons for so 
holding, which statement constitutes a 
new ground of rejection of the claim. A 
new ground of rejection pursuant to 
this paragraph shall not be considered 
final for judicial review. When the 
Board makes a new ground of rejection, 
the appellant, within two months from 
the date of the decision, must exercise 
one of the following two options with 
respect to the new ground of rejection 
to avoid termination of the appeal as 
to the rejected claims: 

(1) Reopen prosecution. Submit an ap-
propriate amendment of the claims so 
rejected or new evidence relating to 
the claims so rejected, or both, and 
have the matter reconsidered by the 
examiner, in which event the pro-
ceeding will be remanded to the exam-
iner. The new ground of rejection is 
binding upon the examiner unless an 
amendment or new evidence not pre-
viously of record is made which, in the 
opinion of the examiner, overcomes the 
new ground of rejection stated in the 
decision. Should the examiner reject 
the claims, appellant may again appeal 
to the Board pursuant to this subpart. 

(2) Request rehearing. Request that 
the proceeding be reheard under § 41.52 
by the Board upon the same record. 
The request for rehearing must address 

any new ground of rejection and state 
with particularity the points believed 
to have been misapprehended or over-
looked in entering the new ground of 
rejection and also state all other 
grounds upon which rehearing is 
sought. 

(c) The opinion of the Board may in-
clude an explicit statement of how a 
claim on appeal may be amended to 
overcome a specific rejection. When 
the opinion of the Board includes such 
a statement, appellant has the right to 
amend in conformity therewith. An 
amendment in conformity with such 
statement will overcome the specific 
rejection. An examiner may reject a 
claim so-amended, provided that the 
rejection constitutes a new ground of 
rejection. 

(d) The Board may order appellant to 
additionally brief any matter that the 
Board considers to be of assistance in 
reaching a reasoned decision on the 
pending appeal. Appellant will be given 
a non-extendable time period within 
which to respond to such an order. 
Failure to timely comply with the 
order may result in the sua sponte dis-
missal of the appeal. 

(e) Whenever a decision of the Board 
includes a remand, that decision shall 
not be considered final for judicial re-
view. When appropriate, upon conclu-
sion of proceedings on remand before 
the examiner, the Board may enter an 
order otherwise making its decision 
final for judicial review. 

(f) Extensions of time under § 1.136(a) 
of this title for patent applications are 
not applicable to the time periods set 
forth in this section. See § 1.136(b) of 
this title for extensions of time to 
reply for patent applications and 
§ 1.550(c) of this title for extensions of 
time to reply for ex parte reexamina-
tion proceedings. 

EFFECTIVE DATE NOTE: At 73 FR 32976, June 
10, 2008, § 41.50 was revised, effective Decem-
ber 10, 2008. Per a subsequent final rule pub-
lished at 73 FR 74972, Dec. 10, 2008, the effec-
tive date of this rule was delayed indefi-
nitely. 

For the convenience of the user, the re-
vised text is set forth as follows: 

§ 41.50 Decisions and other actions by the 
Board. 

(a) Affirmance and reversal. The Board may 
affirm or reverse an examiner’s rejection in 
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whole or in part. Affirmance of a rejection of 
a claim constitutes a general affirmance of 
the decision of the examiner on that claim, 
except as to any rejection specifically re-
versed. 

(b) Remand. The Board may remand an ap-
plication to the examiner. If in response to a 
remand for further consideration of a rejec-
tion, the examiner enters an examiner’s an-
swer, within two months the appellant shall 
exercise one of the following two options to 
avoid abandonment of the application or ter-
mination of a reexamination proceeding: 

(1) Request to reopen prosecution. Request 
that prosecution be reopened before the ex-
aminer by filing a reply under § 1.111 of this 
title with or without amendment or submis-
sion of evidence. Any amendment or evi-
dence must be responsive to the remand or 
issues discussed in the examiner’s answer. A 
request that complies with this paragraph 
will be entered and the application or patent 
under reexamination will be reconsidered by 
the examiner under the provisions of § 1.112 
of this title. A request under this paragraph 
will be treated as a request to dismiss the 
appeal. 

(2) Request to re-docket the appeal. The ap-
pellant may request that the Board re-dock-
et the appeal (see § 41.35(a) of this subpart) 
and file a reply brief as set forth in § 41.41 of 
this subpart. A reply brief may not be ac-
companied by any amendment or evidence. A 
reply brief which is accompanied by an 
amendment or evidence will be treated as a 
request to reopen prosecution pursuant to 
paragraph (b)(1) of this section. 

(c) Remand not final action. Whenever a de-
cision of the Board includes a remand, the 
decision shall not be considered a final deci-
sion of the Board. When appropriate, upon 
conclusion of proceedings on remand before 
the examiner, the Board may enter an order 
making its decision final. 

(d) New ground of rejection. Should the 
Board have a basis not involved in the appeal 
for rejecting any pending claim, it may enter 
a new ground of rejection. A new ground of 
rejection shall be considered an interlocu-
tory order and shall not be considered a final 
decision. If the Board enters a new ground of 
rejection, within two months appellant must 
exercise one of the following two options 
with respect to the new ground of rejection 
to avoid dismissal of the appeal as to any 
claim subject to the new ground of rejection: 

(1) Reopen prosecution. Submit an amend-
ment of the claims subject to a new ground 
of rejection or new evidence relating to the 
new ground of rejection or both, and request 
that the matter be reconsidered by the ex-
aminer. The application or reexamination 
proceeding on appeal will be remanded to the 
examiner. A new ground of rejection by the 
Board is binding on the examiner unless, in 
the opinion of the examiner, the amendment 
or new evidence overcomes the new ground 

of rejection. In the event the examiner main-
tains the new ground of rejection, appellant 
may again appeal to the Board. 

(2) Request for rehearing. Submit a request 
for rehearing pursuant to § 41.52 of this sub-
part relying on the Record. 

(e) Recommendation. In its opinion in sup-
port of its decision, the Board may include a 
recommendation, explicitly designated as 
such, of how a claim on appeal may be 
amended to overcome a specific rejection. 
When the Board makes a recommendation, 
appellant may file an amendment or take 
other action consistent with the rec-
ommendation. An amendment or other ac-
tion, otherwise complying with statutory 
patentability requirements, will overcome 
the specific rejection. An examiner, however, 
upon return of the application or reexamina-
tion proceeding to the jurisdiction of the ex-
aminer, may enter a new ground of rejection 
of a claim amended in conformity with a rec-
ommendation, when appropriate. 

(f) Request for briefing and information. The 
Board may enter an order requiring appel-
lant to brief matters or supply information 
or both that the Board believes would assist 
in deciding the appeal. Appellant will be 
given a non-extendable time period within 
which to respond to the order. Failure of ap-
pellant to timely respond to the order may 
result in dismissal of the appeal in whole or 
in part. 

(g) Extension of time to take action. A re-
quest for an extension of time to respond to 
a request for briefing and information under 
paragraph (f) of this section is not author-
ized. A request for an extension of time to 
respond to Board action under paragraphs (b) 
and (d) of this section shall be presented as 
a petition under § 41.3 of this part. 

§ 41.52 Rehearing. 
(a)(1) Appellant may file a single re-

quest for rehearing within two months 
of the date of the original decision of 
the Board. No request for rehearing 
from a decision on rehearing will be 
permitted, unless the rehearing deci-
sion so modified the original decision 
as to become, in effect, a new decision, 
and the Board states that a second re-
quest for rehearing would be permitted. 
The request for rehearing must state 
with particularity the points believed 
to have been misapprehended or over-
looked by the Board. Arguments not 
raised in the briefs before the Board 
and evidence not previously relied upon 
in the brief and any reply brief(s) are 
not permitted in the request for re-
hearing except as permitted by para-
graphs (a)(2) and (a)(3) of this section. 
When a request for rehearing is made, 
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the Board shall render a decision on 
the request for rehearing. The decision 
on the request for rehearing is deemed 
to incorporate the earlier opinion re-
flecting its decision for appeal, except 
for those portions specifically with-
drawn on rehearing, and is final for the 
purpose of judicial review, except when 
noted otherwise in the decision on re-
hearing. 

(2) Upon a showing of good cause, ap-
pellant may present a new argument 
based upon a recent relevant decision 
of either the Board or a Federal Court. 

(3) New arguments responding to a 
new ground of rejection made pursuant 
to § 41.50(b) are permitted. 

(b) Extensions of time under § 1.136(a) 
of this title for patent applications are 
not applicable to the time period set 
forth in this section. See § 1.136(b) of 
this title for extensions of time to 
reply for patent applications and 
§ 1.550(c) of this title for extensions of 
time to reply for ex parte reexamina-
tion proceedings. 

EFFECTIVE DATE NOTE: At 73 FR 32977, June 
10, 2008, § 41.52 was revised, effective Decem-
ber 10, 2008. Per a subsequent final rule pub-
lished at 73 FR 74972, Dec. 10, 2008, the effec-
tive date of this rule was delayed indefi-
nitely. 

For the convenience of the user, the re-
vised text is set forth as follows: 

§ 41.52 Rehearing. 
(a) Request for rehearing authorized. An ap-

pellant may file a single request for rehear-
ing. 

(b) Time for filing request for rehearing. Any 
request for rehearing must be filed within 
two months from the date of the decision 
mailed by the Board. 

(c) Extension of time to file request for rehear-
ing. A request for an extension of time shall 
be presented as a petition under § 41.3 of this 
part. 

(d) Content of request for rehearing. The 
form of a request for rehearing is governed 
by the requirements of § 41.37(v) of this sub-
part, except that a request for rehearing may 
not exceed 10 pages, excluding any table of 
contents, table of authorities, and signature 
block. A request to exceed the page limit 
shall be made by petition under § 41.3 at least 
ten calendar days before the request for re-
hearing is due. A request for rehearing must 
contain, under appropriate headings and in 
the order indicated, the following items: 

(1) Table of contents—see § 41.37(i) of this 
subpart. 

(2) Table of authorities—see § 41.37(j) of this 
subpart. 

(3) [Reserved] 
(4) Argument—see paragraph (f) of this sec-

tion. 
(e) [Reserved] 
(f) Argument. A request for rehearing shall 

state with particularity the points believed 
to have been misapprehended or overlooked 
by the Board. In filing a request for rehear-
ing, the argument shall adhere to the fol-
lowing format: ‘‘On page x, lines y-z of the 
Board’s opinion, the Board states that (set 
out what was stated). The point misappre-
hended or overlooked was made to the Board 
in (identify paper, page and line where argu-
ment was made to the Board) or the point 
was first made in the opinion of the Board. 
The response is (state response).’’ As part of 
each response, appellant shall refer to the 
page number and line or drawing number of 
a document in the Record. A general restate-
ment of the case will not be considered an 
argument that the Board has misappre-
hended or overlooked a point. A new argu-
ment cannot be made in a request for rehear-
ing, except: 

(1) New ground of rejection. Appellant may 
respond to a new ground of rejection entered 
pursuant to § 41.50(d)(2) of this subpart. 

(2) Recent legal development. Appellant may 
rely on and call the Board’s attention to a 
recent court or Board opinion which is rel-
evant to an issue decided in the appeal. 

(g) No amendment or new evidence. No 
amendment or new evidence may accompany 
a request for rehearing. 

(h) Decision on rehearing. A decision will be 
rendered on a request for rehearing. The de-
cision on rehearing is deemed to incorporate 
the underlying decision sought to be reheard 
except for those portions of the underlying 
decision specifically modified on rehearing. 
A decision on rehearing is final for purposes 
of judicial review, except when otherwise 
noted in the decision on rehearing. 

§ 41.54 Action following decision. 

After decision by the Board, the pro-
ceeding will be returned to the exam-
iner, subject to appellant’s right of ap-
peal or other review, for such further 
action by appellant or by the examiner, 
as the condition of the proceeding may 
require, to carry into effect the deci-
sion. 

EFFECTIVE DATE NOTE: At 73 FR 32977, June 
10, 2008, § 41.54 was revised, effective Decem-
ber 10, 2008. Per a subsequent final rule pub-
lished at 73 FR 74972, Dec. 10, 2008, the effec-
tive date of this action was delayed indefi-
nitely. 

For the convenience of the user, the re-
vised text is set forth as follows: 
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§ 41.54 Action following decision. 
After a decision by the Board and subject 

to appellant’s right to seek judicial review, 
the application or reexamination proceeding 
will be returned to the jurisdiction of the ex-
aminer for such further action as may be ap-
propriate consistent with the decision by the 
Board. 

§ 41.56 Sanctions. 
(a) Imposition of sanctions. The Chief 

Administrative Patent Judge or an ex-
panded panel of the Board may impose 
a sanction against an appellant for 
misconduct, including: 

(1) Failure to comply with an order 
entered in the appeal or an applicable 
rule. 

(2) Advancing or maintaining a mis-
leading or frivolous request for relief 
or argument. 

(3) Engaging in dilatory tactics. 
(b) Nature of sanction. Sanctions may 

include entry of: 
(1) An order declining to enter a 

docket notice. 
(2) An order holding certain facts to 

have been established in the appeal. 
(3) An order expunging a paper or 

precluding an appellant from filing a 
paper. 

(4) An order precluding an appellant 
from presenting or contesting a par-
ticular issue. 

(5) An order excluding evidence. 
(6) [Reserved] 
(7) An order holding an application 

on appeal to be abandoned or a reexam-
ination proceeding terminated. 

(8) An order dismissing an appeal. 
(9) An order denying an oral hearing. 
(10) An order terminating an oral 

hearing. 

EFFECTIVE DATE NOTE: At 73 FR 32977, June 
10, 2008, § 41.56 was added, effective December 
10, 2008. Per a subsequent final rule published 
at 73 FR 74972, Dec. 10, 2008, the effective 
date of this rule was delayed indefinitely. 

Subpart C—Inter Partes Appeals 
§ 41.60 Definitions. 

In addition to the definitions in § 41.2, 
the following definitions apply to pro-
ceedings under this subpart unless oth-
erwise clear from the context: 

Appellant means any party, whether 
the owner or a requester, filing a no-
tice of appeal or cross appeal under 
§ 41.61. If more than one party appeals 

or cross appeals, each appealing or 
cross appealing party is an appellant 
with respect to the claims to which his 
or her appeal or cross appeal is di-
rected. 

Filing means filing with a certificate 
indicating service of the document 
under § 1.903 of this title. 

Owner means the owner of the patent 
undergoing inter partes reexamination 
under § 1.915 of this title. 

Proceeding means an inter partes reex-
amination proceeding. Appeal to the 
Board in an ex parte reexamination pro-
ceeding is controlled by subpart B of 
this part. An inter partes reexamination 
proceeding is not a contested case sub-
ject to subpart D. 

Requester means each party, other 
than the owner, who requested that the 
patent undergo inter partes reexamina-
tion under § 1.915 of this title. 

Respondent means any requester re-
sponding under § 41.68 to the appellant’s 
brief of the owner, or the owner re-
sponding under § 41.68 to the appellant’s 
brief of any requester. No requester 
may be a respondent to the appellant 
brief of any other requester. 

§ 41.61 Notice of appeal and cross ap-
peal to Board. 

(a)(1) Upon the issuance of a Right of 
Appeal Notice under § 1.953 of this title, 
the owner may appeal to the Board 
with respect to the final rejection of 
any claim of the patent by filing a no-
tice of appeal within the time provided 
in the Right of Appeal Notice and pay-
ing the fee set forth in § 41.20(b)(1). 

(2) Upon the issuance of a Right of 
Appeal Notice under § 1.953 of this title, 
the requester may appeal to the Board 
with respect to any final decision fa-
vorable to the patentability, including 
any final determination not to make a 
proposed rejection, of any original, pro-
posed amended, or new claim of the 
patent by filing a notice of appeal 
within the time provided in the Right 
of Appeal Notice and paying the fee set 
forth in § 41.20(b)(1). 

(b)(1) Within fourteen days of service 
of a requester’s notice of appeal under 
paragraph (a)(2) of this section and 
upon payment of the fee set forth in 
§ 41.20(b)(1), an owner who has not filed 
a notice of appeal may file a notice of 
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cross appeal with respect to the final 
rejection of any claim of the patent. 

(2) Within fourteen days of service of 
an owner’s notice of appeal under para-
graph (a)(1) of this section and upon 
payment of the fee set forth in 
§ 41.20(b)(1), a requester who has not 
filed a notice of appeal may file a no-
tice of cross appeal with respect to any 
final decision favorable to the patent-
ability, including any final determina-
tion not to make a proposed rejection, 
of any original, proposed amended, or 
new claim of the patent. 

(c) The notice of appeal or cross ap-
peal in the proceeding must identify 
the appealed claim(s) and must be 
signed by the owner, the requester, or a 
duly authorized attorney or agent. 

(d) An appeal or cross appeal, when 
taken, must be taken from all the re-
jections of the claims in a Right of Ap-
peal Notice which the patent owner 
proposes to contest or from all the de-
terminations favorable to patent-
ability, including any final determina-
tion not to make a proposed rejection, 
in a Right of Appeal Notice which a re-
quester proposes to contest. Questions 
relating to matters not affecting the 
merits of the invention may be re-
quired to be settled before an appeal is 
decided. 

(e) The time periods for filing a no-
tice of appeal or cross appeal may not 
be extended. 

(f) If a notice of appeal or cross ap-
peal is timely filed but does not com-
ply with any requirement of this sec-
tion, appellant will be notified of the 
reasons for non-compliance and given a 
non-extendable time period within 
which to file an amended notice of ap-
peal or cross appeal. If the appellant 
does not then file an amended notice of 
appeal or cross appeal within the set 
time period, or files a notice which 
does not overcome all the reasons for 
non-compliance stated in the notifica-
tion of the reasons for non-compliance, 
that appellant’s appeal or cross appeal 
will stand dismissed. 

§ 41.63 Amendments and affidavits or 
other evidence after appeal. 

(a) Amendments filed after the date 
of filing an appeal pursuant to § 41.61 
canceling claims may be admitted 
where such cancellation does not affect 

the scope of any other pending claim in 
the proceeding. 

(b) All other amendments filed after 
the date of filing an appeal pursuant to 
§ 41.61 will not be admitted except as 
permitted by § 41.77(b)(1). 

(c) Affidavits or other evidence filed 
after the date of filing an appeal pursu-
ant to § 41.61 will not be admitted ex-
cept as permitted by reopening pros-
ecution under § 41.77(b)(1). 

§ 41.64 Jurisdiction over appeal in 
inter partes reexamination. 

(a) Jurisdiction over the proceeding 
passes to the Board upon transmittal 
of the file, including all briefs and ex-
aminer’s answers, to the Board. 

(b) If, after receipt and review of the 
proceeding, the Board determines that 
the file is not complete or is not in 
compliance with the requirements of 
this subpart, the Board may relinquish 
jurisdiction to the examiner or take 
other appropriate action to permit 
completion of the file. 

(c) Prior to the entry of a decision on 
the appeal by the Board, the Director 
may sua sponte order the proceeding 
remanded to the examiner. 

§ 41.66 Time for filing briefs. 
(a) An appellant’s brief must be filed 

no later than two months from the lat-
est filing date of the last-filed notice of 
appeal or cross appeal or, if any party 
to the proceeding is entitled to file an 
appeal or cross appeal but fails to time-
ly do so, no later than two months 
from the expiration of the time for fil-
ing (by the last party entitled to do so) 
such notice of appeal or cross appeal. 
The time for filing an appellant’s brief 
or an amended appellant’s brief may 
not be extended. 

(b) Once an appellant’s brief has been 
properly filed, any brief must be filed 
by respondent within one month from 
the date of service of the appellant’s 
brief. The time for filing a respondent’s 
brief or an amended respondent’s brief 
may not be extended. 

(c) The examiner will consider both 
the appellant’s and respondent’s briefs 
and may prepare an examiner’s answer 
under § 41.69. 

(d) Any appellant may file a rebuttal 
brief under § 41.71 within one month of 
the date of the examiner’s answer. The 
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time for filing a rebuttal brief or an 
amended rebuttal brief may not be ex-
tended. 

(e) No further submission will be con-
sidered and any such submission will 
be treated in accordance with § 1.939 of 
this title. 

§ 41.67 Appellant’s brief. 
(a)(1) Appellant(s) may once, within 

time limits for filing set forth in § 41.66, 
file a brief and serve the brief on all 
other parties to the proceeding in ac-
cordance with § 1.903 of this title. 

(2) The brief must be signed by the 
appellant, or the appellant’s duly au-
thorized attorney or agent and must be 
accompanied by the requisite fee set 
forth in § 41.20(b)(2). 

(b) An appellant’s appeal shall stand 
dismissed upon failure of that appel-
lant to file an appellant’s brief, accom-
panied by the requisite fee, within the 
time allowed under § 41.66(a). 

(c)(1) The appellant’s brief shall con-
tain the following items under appro-
priate headings and in the order indi-
cated in paragraphs (c)(1)(i) through 
(c)(1)(xi) of this section. 

(i) Real party in interest. A statement 
identifying by name the real party in 
interest. 

(ii) Related appeals and interferences. 
A statement identifying by applica-
tion, patent, appeal or interference 
number all other prior and pending ap-
peals, interferences or judicial pro-
ceedings known to appellant, the appel-
lant’s legal representative, or assignee 
which may be related to, directly af-
fect or be directly affected by or have 
a bearing on the Board’s decision in the 
pending appeal. Copies of any decisions 
rendered by a court or the Board in any 
proceeding identified under this para-
graph must be included in an appendix 
as required by paragraph (c)(1)(xi) of 
this section. 

(iii) Status of claims. A statement of 
the status of all the claims in the pro-
ceeding (e.g., rejected, allowed or con-
firmed, withdrawn, objected to, can-
celed). If the appellant is the owner, 
the appellant must also identify the re-
jected claims whose rejection is being 
appealed. If the appellant is a re-
quester, the appellant must identify 
the claims that the examiner has made 
a determination favorable to patent-

ability, which determination is being 
appealed. 

(iv) Status of amendments. A state-
ment of the status of any amendment 
filed subsequent to the close of pros-
ecution. 

(v) Summary of claimed subject matter. 
A concise explanation of the subject 
matter defined in each of the inde-
pendent claims involved in the appeal, 
which shall refer to the specification 
by column and line number, and to the 
drawing(s), if any, by reference char-
acters. For each independent claim in-
volved in the appeal and for each de-
pendent claim argued separately under 
the provisions of paragraph (c)(1)(vii) 
of this section, every means plus func-
tion and step plus function as per-
mitted by 35 U.S.C. 112, sixth para-
graph, must be identified and the 
structure, material, or acts described 
in the specification as corresponding to 
each claimed function must be set 
forth with reference to the specifica-
tion by page and line number, and to 
the drawing, if any, by reference char-
acters. 

(vi) Issues to be reviewed on appeal. A 
concise statement of each issue pre-
sented for review. No new ground of re-
jection can be proposed by a third 
party requester appellant, unless such 
ground was withdrawn by the examiner 
during the prosecution of the pro-
ceeding, and the third party requester 
has not yet had an opportunity to pro-
pose it as a third party requester pro-
posed ground of rejection. 

(vii) Argument. The contentions of ap-
pellant with respect to each issue pre-
sented for review in paragraph (c)(1)(vi) 
of this section, and the basis therefor, 
with citations of the statutes, regula-
tions, authorities, and parts of the 
record relied on. Any arguments or au-
thorities not included in the brief per-
mitted under this section or §§ 41.68 and 
41.71 will be refused consideration by 
the Board, unless good cause is shown. 
Each issue must be treated under a sep-
arate heading. If the appellant is the 
patent owner, for each ground of rejec-
tion in the Right of Appeal Notice 
which appellant contests and which ap-
plies to two or more claims, the claims 
may be argued separately or as a 
group. When multiple claims subject to 
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the same ground of rejection are ar-
gued as a group by appellant, the Board 
may select a single claim from the 
group of claims that are argued to-
gether to decide the appeal with re-
spect to the group of claims as to the 
ground of rejection on the basis of the 
selected claim alone. Notwithstanding 
any other provision of this paragraph, 
the failure of appellant to separately 
argue claims which appellant has 
grouped together shall constitute a 
waiver of any argument that the Board 
must consider the patentability of any 
grouped claim separately. Any claim 
argued separately should be placed 
under a subheading identifying the 
claim by number. Claims argued as a 
group should be placed under a sub-
heading identifying the claims by num-
ber. A statement which merely points 
out what a claim recites will not be 
considered an argument for separate 
patentability of the claim. 

(viii) Claims appendix. An appendix 
containing a copy of the claims to be 
reviewed on appeal. 

(ix) Evidence appendix. An appendix 
containing copies of any evidence sub-
mitted pursuant to §§ 1.130, 1.131, or 
1.132 of this title or of any other evi-
dence entered by the examiner and re-
lied upon by appellant in the appeal, 
along with a statement setting forth 
where in the record that evidence was 
entered in the record by the examiner. 
Reference to unentered evidence is not 
permitted in the brief. See § 41.63 for 
treatment of evidence submitted after 
appeal. This appendix may also include 
copies of the evidence relied upon by 
the examiner in any ground of rejec-
tion to be reviewed on appeal. 

(x) Related proceedings appendix. An 
appendix containing copies of decisions 
rendered by a court or the Board in any 
proceeding identified pursuant to para-
graph (c)(1)(ii) of this section. 

(xi) Certificate of service. A certifi-
cation that a copy of the brief has been 
served in its entirety on all other par-
ties to the reexamination proceeding. 
The names and addresses of the parties 
served must be indicated. 

(2) A brief shall not include any new 
or non-admitted amendment, or any 
new or non-admitted affidavit or other 
evidence. See § 1.116 of this title for 
amendments, affidavits or other evi-

dence filed after final action but before 
or on the same date of filing an appeal 
and § 41.63 for amendments, affidavits 
or other evidence after the date of fil-
ing the appeal. 

(d) If a brief is filed which does not 
comply with all the requirements of 
paragraph (a) and paragraph (c) of this 
section, appellant will be notified of 
the reasons for non-compliance and 
given a non-extendable time period 
within which to file an amended brief. 
If appellant does not file an amended 
brief within the set time period, or files 
an amended brief which does not over-
come all the reasons for non-compli-
ance stated in the notification, that 
appellant’s appeal will stand dismissed. 

§ 41.68 Respondent’s brief. 
(a)(1) Respondent(s) in an appeal may 

once, within the time limit for filing 
set forth in § 41.66, file a respondent 
brief and serve the brief on all parties 
in accordance with § 1.903 of this title. 

(2) The brief must be signed by the 
party, or the party’s duly authorized 
attorney or agent, and must be accom-
panied by the requisite fee set forth in 
§ 41.20(b)(2). 

(3) The respondent brief shall be lim-
ited to issues raised in the appellant 
brief to which the respondent brief is 
directed. 

(4) A requester’s respondent brief 
may not address any brief of any other 
requester. 

(b)(1) The respondent brief shall con-
tain the following items under appro-
priate headings and in the order here 
indicated, and may include an appendix 
containing only those portions of the 
record on which reliance has been 
made. 

(i) Real Party in Interest. A statement 
identifying by name the real party in 
interest. 

(ii) Related Appeals and Interferences. 
A statement identifying by applica-
tion, patent, appeal or interference 
number all other prior and pending ap-
peals, interferences or judicial pro-
ceedings known to respondent, the re-
spondent’s legal representative, or as-
signee which may be related to, di-
rectly affect or be directly affected by 
or have a bearing on the Board’s deci-
sion in the pending appeal. Copies of 
any decisions rendered by a court or 
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the Board in any proceeding identified 
under this paragraph must be included 
in an appendix as required by para-
graph (b)(1)(ix) of this section. 

(iii) Status of claims. A statement ac-
cepting or disputing appellant’s state-
ment of the status of claims. If appel-
lant’s statement of the status of claims 
is disputed, the errors in appellant’s 
statement must be specified with par-
ticularity. 

(iv) Status of amendments. A state-
ment accepting or disputing appel-
lant’s statement of the status of 
amendments. If appellant’s statement 
of the status of amendments is dis-
puted, the errors in appellant’s state-
ment must be specified with particu-
larity. 

(v) Summary of claimed subject matter. 
A statement accepting or disputing ap-
pellant’s summary of the subject mat-
ter defined in each of the independent 
claims involved in the appeal. If appel-
lant’s summary of the subject matter 
is disputed, the errors in appellant’s 
summary must be specified. 

(vi) Issues to be reviewed on appeal. A 
statement accepting or disputing ap-
pellant’s statement of the issues pre-
sented for review. If appellant’s state-
ment of the issues presented for review 
is disputed, the errors in appellant’s 
statement must be specified. A counter 
statement of the issues for review may 
be made. No new ground of rejection 
can be proposed by a requester respond-
ent. 

(vii) Argument. A statement accept-
ing or disputing the contentions of ap-
pellant with each of the issues pre-
sented by the appellant for review. If a 
contention of the appellant is disputed, 
the errors in appellant’s argument 
must be specified, stating the basis 
therefor, with citations of the statutes, 
regulations, authorities, and parts of 
the record relied on. Each issue must 
be treated under a separate heading. 
An argument may be made with each 
of the issues stated in the counter 
statement of the issues, with each 
counter-stated issue being treated 
under a separate heading. 

(viii) Evidence appendix. An appendix 
containing copies of any evidence sub-
mitted pursuant to §§ 1.130, 1.131, or 
1.132 of this title or of any other evi-
dence entered by the examiner and re-

lied upon by respondent in the appeal, 
along with a statement setting forth 
where in the record that evidence was 
entered in the record by the examiner. 
Reference to unentered evidence is not 
permitted in the respondent’s brief. See 
§ 41.63 for treatment of evidence sub-
mitted after appeal. 

(ix) Related proceedings appendix. An 
appendix containing copies of decisions 
rendered by a court or the Board in any 
proceeding identified pursuant to para-
graph (b)(1)(ii) of this section. 

(x) Certificate of service. A certifi-
cation that a copy of the respondent 
brief has been served in its entirety on 
all other parties to the reexamination 
proceeding. The names and addresses of 
the parties served must be indicated. 

(2) A respondent brief shall not in-
clude any new or non-admitted amend-
ment, or any new or non-admitted affi-
davit or other evidence. See § 1.116 of 
this title for amendments, affidavits or 
other evidence filed after final action 
but before or on the same date of filing 
an appeal and § 41.63 for amendments, 
affidavits or other evidence filed after 
the date of filing the appeal. 

(c) If a respondent brief is filed which 
does not comply with all the require-
ments of paragraph (a) and paragraph 
(b) of this section, respondent will be 
notified of the reasons for non-compli-
ance and given a non-extendable time 
period within which to file an amended 
brief. If respondent does not file an 
amended respondent brief within the 
set time period, or files an amended re-
spondent brief which does not over-
come all the reasons for non-compli-
ance stated in the notification, the re-
spondent brief and any amended re-
spondent brief by that respondent will 
not be considered. 

§ 41.69 Examiner’s answer. 
(a) The primary examiner may, with-

in such time as directed by the Direc-
tor, furnish a written answer to the 
owner’s and/or requester’s appellant 
brief or respondent brief including, as 
may be necessary, such explanation of 
the invention claimed and of the ref-
erences relied upon, the grounds of re-
jection, and the reasons for patent-
ability, including grounds for not 
adopting any proposed rejection. A 
copy of the answer shall be supplied to 
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the owner and all requesters. If the pri-
mary examiner determines that the ap-
peal does not comply with the provi-
sions of §§ 41.61, 41.66, 41.67 and 41.68 or 
does not relate to an appealable action, 
the primary examiner shall make such 
determination of record. 

(b) An examiner’s answer may not in-
clude a new ground of rejection. 

(c) An examiner’s answer may not in-
clude a new determination not to make 
a proposed rejection of a claim. 

(d) Any new ground of rejection, or 
any new determination not to make a 
proposed rejection, must be made in an 
Office action reopening prosecution. 

§ 41.71 Rebuttal brief. 

(a) Within one month of the exam-
iner’s answer, any appellant may once 
file a rebuttal brief. 

(b)(1) The rebuttal brief of the owner 
may be directed to the examiner’s an-
swer and/or any respondent brief. 

(2) The rebuttal brief of the owner 
shall not include any new or non-ad-
mitted amendment, or an affidavit or 
other evidence. See § 1.116 of this title 
for amendments, affidavits or other 
evidence filed after final action but be-
fore or on the same date of filing an ap-
peal and § 41.63 for amendments, affida-
vits or other evidence filed after the 
date of filing the appeal. 

(c)(1) The rebuttal brief of any re-
quester may be directed to the exam-
iner’s answer and/or the respondent 
brief of the owner. 

(2) The rebuttal brief of a requester 
may not be directed to the respondent 
brief of any other requester. 

(3) No new ground of rejection can be 
proposed by a requester. 

(4) The rebuttal brief of a requester 
shall not include any new or non-ad-
mitted affidavit or other evidence. See 
§ 1.116(d) of this title for affidavits or 
other evidence filed after final action 
but before or on the same date of filing 
an appeal and § 41.63(c) for affidavits or 
other evidence filed after the date of 
filing the appeal. 

(d) The rebuttal brief must include a 
certification that a copy of the rebut-
tal brief has been served in its entirety 
on all other parties to the proceeding. 
The names and addresses of the parties 
served must be indicated. 

(e) If a rebuttal brief is timely filed 
under paragraph (a) of this section but 
does not comply with all the require-
ments of paragraphs (a) through (d) of 
this section, appellant will be notified 
of the reasons for non-compliance and 
provided with a non-extendable period 
of one month within which to file an 
amended rebuttal brief. If the appel-
lant does not file an amended rebuttal 
brief during the one-month period, or 
files an amended rebuttal brief which 
does not overcome all the reasons for 
non-compliance stated in the notifica-
tion, that appellant’s rebuttal brief and 
any amended rebuttal brief by that ap-
pellant will not be considered. 

§ 41.73 Oral hearing. 
(a) An oral hearing should be re-

quested only in those circumstances in 
which an appellant or a respondent 
considers such a hearing necessary or 
desirable for a proper presentation of 
the appeal. An appeal decided on the 
briefs without an oral hearing will re-
ceive the same consideration by the 
Board as an appeal decided after an 
oral hearing. 

(b) If an appellant or a respondent de-
sires an oral hearing, he or she must 
file, as a separate paper captioned 
‘‘REQUEST FOR ORAL HEARING,’’ a 
written request for such hearing ac-
companied by the fee set forth in 
§ 41.20(b)(3) within two months after the 
date of the examiner’s answer. The 
time for requesting an oral hearing 
may not be extended. The request must 
include a certification that a copy of 
the request has been served in its en-
tirety on all other parties to the pro-
ceeding. The names and addresses of 
the parties served must be indicated. 

(c) If no request and fee for oral hear-
ing have been timely filed by appellant 
or respondent as required by paragraph 
(b) of this section, the appeal will be 
assigned for consideration and decision 
on the briefs without an oral hearing. 

(d) If appellant or respondent has 
complied with all the requirements of 
paragraph (b) of this section, a hearing 
date will be set, and notice given to the 
owner and all requesters. If an oral 
hearing is held, an oral argument may 
be presented by, or on behalf of, the 
primary examiner if considered desir-
able by either the primary examiner or 
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the Board. The notice shall set a non- 
extendable period within which all re-
quests for oral hearing shall be sub-
mitted by any other party to the ap-
peal desiring to participate in the oral 
hearing. A hearing will be held as stat-
ed in the notice, and oral argument 
will be limited to thirty minutes for 
each appellant or respondent who has 
requested an oral hearing, and twenty 
minutes for the primary examiner un-
less otherwise ordered. No appellant or 
respondent will be permitted to par-
ticipate in an oral hearing unless he or 
she has requested an oral hearing and 
submitted the fee set forth in 
§ 41.20(b)(3). 

(e)(1) At the oral hearing, each appel-
lant and respondent may only rely on 
evidence that has been previously en-
tered and considered by the primary 
examiner and present argument that 
has been relied upon in the briefs ex-
cept as permitted by paragraph (e)(2) of 
this section. The primary examiner 
may only rely on argument and evi-
dence relied upon in an answer except 
as permitted by paragraph (e)(2) of this 
section. The Board will determine the 
order of the arguments presented at 
the oral hearing. 

(2) Upon a showing of good cause, ap-
pellant, respondent and/or the primary 
examiner may rely on a new argument 
based upon a recent relevant decision 
of either the Board or a Federal Court. 

(f) Notwithstanding the submission 
of a request for oral hearing complying 
with this rule, if the Board decides that 
a hearing is not necessary, the Board 
will so notify the owner and all re-
questers. 

§ 41.77 Decisions and other actions by 
the Board. 

(a) The Board of Patent Appeals and 
Interferences, in its decision, may af-
firm or reverse each decision of the ex-
aminer on all issues raised on each ap-
pealed claim, or remand the reexam-
ination proceeding to the examiner for 
further consideration. The reversal of 
the examiner’s determination not to 
make a rejection proposed by the third 
party requester constitutes a decision 
adverse to the patentability of the 
claims which are subject to that pro-
posed rejection which will be set forth 
in the decision of the Board of Patent 

Appeals and Interferences as a new 
ground of rejection under paragraph (b) 
of this section. The affirmance of the 
rejection of a claim on any of the 
grounds specified constitutes a general 
affirmance of the decision of the exam-
iner on that claim, except as to any 
ground specifically reversed. 

(b) Should the Board reverse the ex-
aminer’s determination not to make a 
rejection proposed by a requester, the 
Board shall set forth in the opinion in 
support of its decision a new ground of 
rejection; or should the Board have 
knowledge of any grounds not raised in 
the appeal for rejecting any pending 
claim, it may include in its opinion a 
statement to that effect with its rea-
sons for so holding, which statement 
shall constitute a new ground of rejec-
tion of the claim. Any decision which 
includes a new ground of rejection pur-
suant to this paragraph shall not be 
considered final for judicial review. 
When the Board makes a new ground of 
rejection, the owner, within one month 
from the date of the decision, must ex-
ercise one of the following two options 
with respect to the new ground of re-
jection to avoid termination of the ap-
peal proceeding as to the rejected 
claim: 

(1) Reopen prosecution. The owner 
may file a response requesting reopen-
ing of prosecution before the examiner. 
Such a response must be either an 
amendment of the claims so rejected or 
new evidence relating to the claims so 
rejected, or both. 

(2) Request rehearing. The owner may 
request that the proceeding be reheard 
under § 41.79 by the Board upon the 
same record. The request for rehearing 
must address any new ground of rejec-
tion and state with particularity the 
points believed to have been misappre-
hended or overlooked in entering the 
new ground of rejection and also state 
all other grounds upon which rehearing 
is sought. 

(c) Where the owner has filed a re-
sponse requesting reopening of prosecu-
tion under paragraph (b)(1) of this sec-
tion, any requester, within one month 
of the date of service of the owner’s re-
sponse, may once file comments on the 
response. Such written comments must 
be limited to the issues raised by the 
Board’s opinion reflecting its decision 
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and the owner’s response. Any re-
quester that had not previously filed 
an appeal or cross appeal and is seek-
ing under this subsection to file com-
ments or a reply to the comments is 
subject to the appeal and brief fees 
under § 41.20(b)(1) and (2), respectively, 
which must accompany the comments 
or reply. 

(d) Following any response by the 
owner under paragraph (b)(1) of this 
section and any written comments 
from a requester under paragraph (c) of 
this section, the proceeding will be re-
manded to the examiner. The state-
ment of the Board shall be binding 
upon the examiner unless an amend-
ment or new evidence not previously of 
record is made which, in the opinion of 
the examiner, overcomes the new 
ground of rejection stated in the deci-
sion. The examiner will consider any 
owner response under paragraph (b)(1) 
of this section and any written com-
ments by a requester under paragraph 
(c) of this section and issue a deter-
mination that the rejection is main-
tained or has been overcome. 

(e) Within one month of the exam-
iner’s determination pursuant to para-
graph (d) of this section, the owner or 
any requester may once submit com-
ments in response to the examiner’s de-
termination. Within one month of the 
date of service of comments in re-
sponse to the examiner’s determina-
tion, the owner and any requesters may 
file a reply to the comments. No re-
quester reply may address the com-
ments of any other requester reply. 
Any requester that had not previously 
filed an appeal or cross appeal and is 
seeking under this subsection to file 
comments or a reply to the comments 
is subject to the appeal and brief fees 
under § 41.20(b)(1) and (2), respectively, 
which must accompany the comments 
or reply. 

(f) After submission of any comments 
and any reply pursuant to paragraph 
(e) of this section, or after time has ex-
pired, the proceeding will be returned 
to the Board which shall reconsider the 
matter and issue a new decision. The 
new decision is deemed to incorporate 
the earlier decision, except for those 
portions specifically withdrawn. 

(g) The time period set forth in para-
graph (b) of this section is subject to 

the extension of time provisions of 
§ 1.956 of this title when the owner is 
responding under paragraph (b)(1) of 
this section. The time period set forth 
in paragraph (b) of this section may 
not be extended when the owner is re-
sponding under paragraph (b)(2) of this 
section. The time periods set forth in 
paragraphs (c) and (e) of this section 
may not be extended. 

§ 41.79 Rehearing. 
(a) Parties to the appeal may file a 

request for rehearing of the decision 
within one month of the date of: 

(1) The original decision of the Board 
under § 41.77(a), 

(2) The original § 41.77(b) decision 
under the provisions of § 41.77(b)(2), 

(3) The expiration of the time for the 
owner to take action under § 41.77(b)(2), 
or 

(4) The new decision of the Board 
under § 41.77(f). 

(b)(1) The request for rehearing must 
state with particularity the points be-
lieved to have been misapprehended or 
overlooked in rendering the Board’s 
opinion reflecting its decision. Argu-
ments not raised in the briefs before 
the Board and evidence not previously 
relied upon in the briefs are not per-
mitted in the request for rehearing ex-
cept as permitted by paragraphs (b)(2) 
and (b)(3) of this section. 

(2) Upon a showing of good cause, ap-
pellant and/or respondent may present 
a new argument based upon a recent 
relevant decision of either the Board or 
a Federal Court. 

(3) New arguments responding to a 
new ground of rejection made pursuant 
to § 41.77(b) are permitted. 

(c) Within one month of the date of 
service of any request for rehearing 
under paragraph (a) of this section, or 
any further request for rehearing under 
paragraph (d) of this section, the owner 
and all requesters may once file com-
ments in opposition to the request for 
rehearing or the further request for re-
hearing. The comments in opposition 
must be limited to the issues raised in 
the request for rehearing or the further 
request for rehearing. 

(d) If a party to an appeal files a re-
quest for rehearing under paragraph (a) 
of this section, or a further request for 
rehearing under this section, the Board 
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shall render a decision on the request 
for rehearing. The decision on the re-
quest for rehearing is deemed to incor-
porate the earlier opinion reflecting its 
decision for appeal, except for those 
portions specifically withdrawn on re-
hearing and is final for the purpose of 
judicial review, except when noted oth-
erwise in the decision on rehearing. If 
the Board opinion reflecting its deci-
sion on rehearing becomes, in effect, a 
new decision, and the Board so indi-
cates, then any party to the appeal 
may, within one month of the new de-
cision, file a further request for rehear-
ing of the new decision under this sub-
section. Such further request for re-
hearing must comply with paragraph 
(b) of this section. 

(e) The times for requesting rehear-
ing under paragraph (a) of this section, 
for requesting further rehearing under 
paragraph (c) of this section, and for 
submitting comments under paragraph 
(b) of this section may not be extended. 

§ 41.81 Action following decision. 
The parties to an appeal to the Board 

may not appeal to the U.S. Court of 
Appeals for the Federal Circuit under 
§ 1.983 of this title until all parties’ 
rights to request rehearing have been 
exhausted, at which time the decision 
of the Board is final and appealable by 
any party to the appeal to the Board. 

Subpart D—Contested Cases 
§ 41.100 Definitions. 

In addition to the definitions in § 41.2, 
the following definitions apply to pro-
ceedings under this subpart: 

Business day means a day other than 
a Saturday, Sunday, or Federal holiday 
within the District of Columbia. 

Involved means the Board has de-
clared the patent application, patent, 
or claim so described to be a subject of 
the contested case. 

§ 41.101 Notice of proceeding. 
(a) Notice of a contested case will be 

sent to every party to the proceeding. 
The entry of the notice initiates the 
proceeding. 

(b) When the Board is unable to pro-
vide actual notice of a contested case 
on a party through the correspondence 
address of record for the party, the 

Board may authorize other modes of 
notice, including: 

(1) Sending notice to another address 
associated with the party, or 

(2) Publishing the notice in the Offi-
cial Gazette of the United States Patent 
and Trademark Office. 

§ 41.102 Completion of examination. 
Before a contested case is initiated, 

except as the Board may otherwise au-
thorize, for each involved application 
and patent: 

(a) Examination or reexamination 
must be completed, and 

(b) There must be at least one claim 
that: 

(1) Is patentable but for a judgment 
in the contested case, and 

(2) Would be involved in the con-
tested case. 

§ 41.103 Jurisdiction over involved 
files. 

The Board acquires jurisdiction over 
any involved file when the Board initi-
ates a contested case. Other pro-
ceedings for the involved file within 
the Office are suspended except as the 
Board may order. 

§ 41.104 Conduct of contested case. 
(a) The Board may determine a prop-

er course of conduct in a proceeding for 
any situation not specifically covered 
by this part and may enter non-final 
orders to administer the proceeding. 

(b) An administrative patent judge 
may waive or suspend in a proceeding 
the application of any rule in this sub-
part, subject to such conditions as the 
administrative patent judge may im-
pose. 

(c) Times set in this subpart are de-
faults. In the event of a conflict be-
tween a time set by rule and a time set 
by order, the time set by order is con-
trolling. Action due on a day other 
than a business day may be completed 
on the next business day unless the 
Board expressly states otherwise. 

§ 41.106 Filing and service. 
(a) General format requirements. (1) 

The paper used for filings must be du-
rable and white. A party must choose 
to file on either A4-sized paper or 81⁄2 
inch × 11 inch paper except in the case 
of exhibits that require a larger size in 
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order to preserve details of the origi-
nal. A party may not switch between 
paper sizes in a single proceeding. Only 
one side of the paper may be used. 

(2) In papers, including affidavits, 
created for the proceeding: 

(i) Markings must be in black ink or 
must otherwise provide an equivalently 
permanent, dark, high-contrast image 
on the paper. The quality of printing 
must be equivalent to the quality pro-
duced by a laser printer. Either a pro-
portional or monospaced font may be 
used, but the proportional font must be 
12-point or larger and a monospaced 
font must not contain more than 4 
characters per centimeter (10 char-
acters per inch). Case names must be 
underlined or italicized. 

(ii) Double spacing must be used ex-
cept in headings, tables of contents, ta-
bles of authorities, indices, signature 
blocks, and certificates of service. 
Block quotations may be single-spaced 
and must be indented. Margins must be 
at least 2.5 centimeters (1 inch) on all 
sides. 

(b) Papers other than exhibits—(1) 
Cover sheet. (i) The cover sheet must in-
clude the caption the Board specifies 
for the proceeding, a header indicating 
the party and contact information for 
the party, and a title indicating the se-
quence and subject of the paper. For 
example, ‘‘JONES MOTION 2, For ben-
efit of an earlier application’’. 

(ii) If the Board specifies a color 
other than white for the cover sheet, 
the cover sheet must be that color. 

(2) Papers must have two 0.5 cm (1⁄4 
inch) holes with centers 1 cm (1⁄2 inch) 
from the top of the page and 7 cm (2 3⁄4 
inch) apart, centered horizontally on 
the page. 

(3) Incorporation by reference; combined 
papers. Arguments must not be incor-
porated by reference from one paper 
into another paper. Combined motions, 
oppositions, replies, or other combined 
papers are not permitted. 

(4) Exhibits. Additional requirements 
for exhibits appear in § 41.154(c). 

(c) Working copy. Every paper filed 
must be accompanied by a working 
copy marked ‘‘APJ Copy’’. 

(d) Specific filing forms—(1) Filing by 
mail. A paper filed using the EXPRESS 
MAIL ® service of the United States 
Postal Service will be deemed to be 

filed as of ‘‘date-in’’ on the EXPRESS 
MAIL ® mailing label; otherwise, mail 
will be deemed to be filed as of the 
stamped date of receipt at the Board. 

(2) Other modes of filing. The Board 
may authorize other modes of filing, 
including electronic filing and hand fil-
ing, and may set conditions for the use 
of such other modes. 

(e) Service. (1) Papers filed with the 
Board, if not previously served, must 
be served simultaneously on every op-
posing party except as the Board ex-
pressly directs. 

(2) If a party is represented by coun-
sel, service must be on counsel. 

(3) Service must be by EXPRESS 
MAIL ® or by means at least as fast and 
reliable as EXPRESS MAIL ®. Elec-
tronic service is not permitted without 
Board authorization. 

(4) The date of service does not count 
in computing the time for responding. 

(f) Certificate of service. (1) Papers 
other than exhibits must include a cer-
tificate of service as a separate page at 
the end of each paper that must be 
served on an opposing party. 

(2) Exhibits must be accompanied by 
a certificate of service, but a single 
certificate may accompany any group 
of exhibits submitted together. 

(3) A certificate of service must 
state: 

(i) The date and manner of service, 
(ii) The name and address of every 

person served, and 
(iii) For exhibits filed as a group, the 

name and number of each exhibit 
served. 

(4) A certificate made by a person 
other than a registered patent practi-
tioner must be in the form of an affi-
davit. 

§ 41.108 Lead counsel. 
(a) A party may be represented by 

counsel. The Board may require a 
party to appoint a lead counsel. If 
counsel is not of record in a party’s in-
volved application or patent, then a 
power of attorney for that counsel for 
the party’s involved application or pat-
ent must be filed with the notice re-
quired in paragraph (b) of this section. 

(b) Within 14 days of the initiation of 
each contested case, each party must 
file a separate notice identifying its 
counsel, if any, and providing contact 
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information for each counsel identified 
or, if the party has no counsel, then for 
the party. Contact information must, 
at a minimum, include: 

(1) A mailing address; 
(2) An address for courier delivery 

when the mailing address is not avail-
able for such delivery (for example, 
when the mailing address is a Post Of-
fice box); 

(3) A telephone number; 
(4) A facsimile number; and 
(5) An electronic mail address. 
(c) A party must promptly notify the 

Board of any change in the contact in-
formation required in paragraph (b) of 
this section. 

§ 41.109 Access to and copies of Office 
records. 

(a) Request for access or copies. Any re-
quest from a party for access to or cop-
ies of Office records directly related to 
a contested case must be filed with the 
Board. The request must precisely 
identify the records and in the case of 
copies include the appropriate fee set 
under § 1.19(b) of this title. 

(b) Authorization of access and copies. 
Access and copies will ordinarily only 
be authorized for the following records: 

(1) The application file for an in-
volved patent; 

(2) An involved application; and 
(3) An application for which a party 

has been accorded benefit under sub-
part E of this part. 

(c) Missing or incomplete copies. If a 
party does not receive a complete copy 
of a record within 21 days of the au-
thorization, the party must promptly 
notify the Board. 

§ 41.110 Filing claim information. 
(a) Clean copy of claims. Within 14 

days of the initiation of the pro-
ceeding, each party must file a clean 
copy of its involved claims and, if a 
biotechnology material sequence is a 
limitation, a clean copy of the se-
quence. 

(b) Annotated copy of claims. Within 28 
days of the initiation of the pro-
ceeding, each party must: 

(1) For each involved claim having a 
limitation that is illustrated in a draw-
ing or biotechnology material se-
quence, file an annotated copy of the 
claim indicating in bold face between 

braces ({}) where each limitation is 
shown in the drawing or sequence. 

(2) For each involved claim that con-
tains a means-plus-function or step- 
plus-function limitation in the form 
permitted under 35 U.S.C. 112(6), file an 
annotated copy of the claim indicating 
in bold face between braces ({}) the spe-
cific portions of the specification that 
describe the structure, material, or 
acts corresponding to each claimed 
function. 

(c) Any motion to add or amend a 
claim must include: 

(1) A clean copy of the claim, 
(2) A claim chart showing where the 

disclosure of the patent or application 
provides written description of the sub-
ject matter of the claim, and 

(3) Where applicable, a copy of the 
claims annotated according to para-
graph (b) of this section. 

§ 41.120 Notice of basis for relief. 
(a) The Board may require a party to 

provide a notice stating the relief it re-
quests and the basis for its entitlement 
to relief. The Board may provide for 
the notice to be maintained in con-
fidence for a limited time. 

(b) Effect. If a notice under paragraph 
(a) of this section is required, a party 
will be limited to filing substantive 
motions consistent with the notice. 
Ambiguities in the notice will be con-
strued against the party. A notice is 
not evidence except as an admission by 
a party-opponent. 

(c) Correction. A party may move to 
correct its notice. The motion should 
be filed promptly after the party be-
comes aware of the basis for the correc-
tion. A correction filed after the time 
set for filing notices will only be en-
tered if entry would serve the interests 
of justice. 

§ 41.121 Motions. 
(a) Types of motions—(1) Substantive 

motions. Consistent with the notice of 
requested relief, if any, and to the ex-
tent the Board authorizes, a party may 
file a motion: 

(i) To redefine the scope of the con-
tested case, 

(ii) To change benefit accorded for 
the contested subject matter, or 

(iii) For judgment in the contested 
case. 
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(2) Responsive motions. The Board may 
authorize a party to file a motion to 
amend or add a claim, to change 
inventorship, or otherwise to cure a de-
fect raised in a notice of requested re-
lief or in a substantive motion. 

(3) Miscellaneous motions. Any request 
for relief other than a substantive or 
responsive motion must be filed as a 
miscellaneous motion. 

(b) Burden of proof. The party filing 
the motion has the burden of proof to 
establish that it is entitled to the re-
quested relief. 

(c) Content of motions; oppositions and 
replies. (1) Each motion must be filed as 
a separate paper and must include: 

(i) A statement of the precise relief 
requested, 

(ii) A statement of material facts 
(see paragraph (d) of this section), and 

(iii) A full statement of the reasons 
for the relief requested, including a de-
tailed explanation of the significance 
of the evidence and the governing law, 
rules, and precedent. 

(2) Compliance with rules. Where a rule 
in part 1 of this title ordinarily governs 
the relief sought, the motion must 
make any showings required under 
that rule in addition to any showings 
required in this part. 

(3) The Board may order additional 
showings or explanations as a condi-
tion for filing a motion. 

(d) Statement of material facts. (1) Each 
material fact shall be set forth as a 
separate numbered sentence with spe-
cific citations to the portions of the 
record that support the fact. 

(2) The Board may require that the 
statement of material facts be sub-
mitted as a separate paper. 

(e) Claim charts. Claim charts must be 
used in support of any paper requiring 
the comparison of a claim to some-
thing else, such as another claim, prior 
art, or a specification. Claim charts 
must accompany the paper as an ap-
pendix. Claim charts are not a sub-
stitute for appropriate argument and 
explanation in the paper. 

(f) The Board may order briefing on 
any issue that could be raised by mo-
tion. 

§ 41.122 Oppositions and replies. 
(a) Oppositions and replies must com-

ply with the content requirements for 

motions and must include a statement 
identifying material facts in dispute. 
Any material fact not specifically de-
nied shall be considered admitted. 

(b) All arguments for the relief re-
quested in a motion must be made in 
the motion. A reply may only respond 
to arguments raised in the cor-
responding opposition. 

§ 41.123 Default filing times. 
(a) A motion, other than a miscella-

neous motion, may only be filed ac-
cording to a schedule the Board sets. 
The default times for acting are: 

(1) An opposition is due 30 days after 
service of the motion. 

(2) A reply is due 30 days after service 
of the opposition. 

(3) A responsive motion is due 30 days 
after the service of the motion. 

(b) Miscellaneous motions. (1) If no 
time for filing a specific miscellaneous 
motion is provided in this part or in a 
Board order: 

(i) The opposing party must be con-
sulted prior to filing the miscellaneous 
motion, and 

(ii) If an opposing party plans to op-
pose the miscellaneous motion, the 
movant may not file the motion with-
out Board authorization. Such author-
ization should ordinarily be obtained 
through a telephone conference includ-
ing the Board and every other party to 
the proceeding. Delay in seeking relief 
may justify a denial of the motion. 

(2) An opposition may not be filed 
without authorization. The default 
times for acting are: 

(i) An opposition to a miscellaneous 
motion is due five business days after 
service of the motion. 

(ii) A reply to a miscellaneous motion 
opposition is due three business days 
after service of the opposition. 

(c) Exhibits. Each exhibit must be 
filed and served with the first paper in 
which it is cited except as the Board 
may otherwise order. 

§ 41.124 Oral argument. 
(a) Request for oral argument. A party 

may request an oral argument on an 
issue raised in a paper within five busi-
ness days of the filing of the paper. The 
request must be filed as a separate 
paper and must specify the issues to be 
considered. 
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(b) Copies for panel. If an oral argu-
ment is set for a panel, the movant on 
any issue to be argued must provide 
three working copies of the motion, the 
opposition, and the reply. Each party is 
responsible for providing three working 
copies of its exhibits relating to the 
motion. 

(c) Length of argument. If a request 
for oral argument is granted, each 
party will have a total of 20 minutes to 
present its arguments, including any 
time for rebuttal. 

(d) Demonstrative exhibits must be 
served at least five business days be-
fore the oral argument and filed no 
later than the time of the oral argu-
ment. 

(e) Transcription. The Board encour-
ages the use of a transcription service 
at oral arguments but, if such a service 
is to be used, the Board must be noti-
fied in advance to ensure adequate fa-
cilities are available and a transcript 
must be filed with the Board promptly 
after the oral argument. 

§ 41.125 Decision on motions. 
(a) Order of consideration. The Board 

may take up motions for decisions in 
any order, may grant, deny, or dismiss 
any motion, and may take such other 
action appropriate to secure the just, 
speedy, and inexpensive determination 
of the proceeding. A decision on a mo-
tion may include deferral of action on 
an issue until a later point in the pro-
ceeding. 

(b) Interlocutory decisions. A decision 
on motions without a judgment is not 
final for the purposes of judicial re-
view. A panel decision on an issue will 
govern further proceedings in the con-
tested case. 

(c) Rehearing—(1) Time for request. A 
request for rehearing of a decision on a 
motion must be filed within fourteen 
days of the decision. 

(2) No tolling. The filing of a request 
for rehearing does not toll times for 
taking action. 

(3) Burden on rehearing. The burden of 
showing a decision should be modified 
lies with the party attacking the deci-
sion. The request must specifically 
identify: 

(i) All matters the party believes to 
have been misapprehended or over-
looked, and 

(ii) The place where the matter was 
previously addressed in a motion, oppo-
sition, or reply. 

(4) Opposition; reply. Neither an oppo-
sition nor a reply to a request for re-
hearing may be filed without Board au-
thorization. 

(5) Panel rehearing. If a decision is not 
a panel decision, the party requesting 
rehearing may request that a panel re-
hear the decision. A panel rehearing a 
procedural decision will review the de-
cision for an abuse of discretion. 

§ 41.126 Arbitration. 

(a) Parties to a contested case may 
resort to binding arbitration to deter-
mine any issue in a contested case. The 
Office is not a party to the arbitration. 
The Board is not bound and may inde-
pendently determine questions of pat-
entability, jurisdiction, and Office 
practice. 

(b) The Board will not authorize arbi-
tration unless: 

(1) It is to be conducted according to 
Title 9 of the United States Code. 

(2) The parties notify the Board in 
writing of their intention to arbitrate. 

(3) The agreement to arbitrate: 
(i) Is in writing, 
(ii) Specifies the issues to be arbi-

trated, 
(iii) Names the arbitrator, or pro-

vides a date not more than 30 days 
after the execution of the agreement 
for the selection of the arbitrator, and 

(iv) Provides that the arbitrator’s 
award shall be binding on the parties 
and that judgment thereon can be en-
tered by the Board. 

(4) A copy of the agreement is filed 
within 20 days after its execution. 

(5) The arbitration is completed with-
in the time the Board sets. 

(c) The parties are solely responsible 
for the selection of the arbitrator and 
the conduct of proceedings before the 
arbitrator. 

(d) Issues not disposed of by the arbi-
tration will be resolved in accordance 
with the procedures established in this 
subpart. 

(e) The Board will not consider the 
arbitration award unless it: 

(1) Is binding on the parties, 
(2) Is in writing, 
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(3) States in a clear and definite man-
ner each issue arbitrated and the dis-
position of each issue, and 

(4) Is filed within 20 days of the date 
of the award. 

(f) Once the award is filed, the parties 
to the award may not take actions in-
consistent with the award. If the award 
is dispositive of the contested subject 
matter for a party, the Board may 
enter judgment as to that party. 

§ 41.127 Judgment. 

(a) Effect within Office—(1) Estoppel. A 
judgment disposes of all issues that 
were, or by motion could have properly 
been, raised and decided. A losing party 
who could have properly moved for re-
lief on an issue, but did not so move, 
may not take action in the Office after 
the judgment that is inconsistent with 
that party’s failure to move, except 
that a losing party shall not be es-
topped with respect to any contested 
subject matter for which that party 
was awarded a favorable judgment. 

(2) Final disposal of claim. Adverse 
judgment against a claim is a final ac-
tion of the Office requiring no further 
action by the Office to dispose of the 
claim permanently. 

(b) Request for adverse judgment. A 
party may at any time in the pro-
ceeding request judgment against 
itself. Actions construed to be a re-
quest for adverse judgment include: 

(1) Abandonment of an involved ap-
plication such that the party no longer 
has an application or patent involved 
in the proceeding, 

(2) Cancellation or disclaiming of a 
claim such that the party no longer 
has a claim involved in the proceeding, 

(3) Concession of priority or 
unpatentability of the contested sub-
ject matter, and 

(4) Abandonment of the contest. 
(c) Recommendation. The judgment 

may include a recommendation for fur-
ther action by the examiner or by the 
Director. If the Board recommends re-
jection of a claim of an involved appli-
cation, the examiner must enter and 
maintain the recommended rejection 
unless an amendment or showing of 
facts not previously of record is filed 
which, in the opinion of the examiner, 
overcomes the recommended rejection. 

(d) Rehearing. A party dissatisfied 
with the judgment may file a request 
for rehearing within 30 days of the 
entry of the judgment. The request 
must specifically identify all matters 
the party believes to have been mis-
apprehended or overlooked, and the 
place where the matter was previously 
addressed in a motion, opposition, or 
reply. 

[69 FR 50003, Aug. 12, 2004, as amended at 69 
FR 58260, Sept. 30, 2004] 

§ 41.128 Sanctions. 
(a) The Board may impose a sanction 

against a party for misconduct, includ-
ing: 

(1) Failure to comply with an appli-
cable rule or order in the proceeding; 

(2) Advancing a misleading or frivo-
lous request for relief or argument; or 

(3) Engaging in dilatory tactics. 
(b) Sanctions include entry of: 
(1) An order holding certain facts to 

have been established in the pro-
ceeding; 

(2) An order expunging, or precluding 
a party from filing, a paper; 

(3) An order precluding a party from 
presenting or contesting a particular 
issue; 

(4) An order precluding a party from 
requesting, obtaining, or opposing dis-
covery; 

(5) An order excluding evidence; 
(6) An order awarding compensatory 

expenses, including attorney fees; 
(7) An order requiring terminal dis-

claimer of patent term; or 
(8) Judgment in the contested case. 

§ 41.150 Discovery. 
(a) Limited discovery. A party is not 

entitled to discovery except as author-
ized in this subpart. The parties may 
agree to discovery among themselves 
at any time. 

(b) Automatic discovery. (1) Within 21 
days of a request by an opposing party, 
a party must: 

(i) Serve a legible copy of every re-
quested patent, patent application, lit-
erature reference, and test standard 
mentioned in the specification of the 
party’s involved patent or application, 
or application upon which the party 
will rely for benefit, and, if the re-
quested material is in a language other 
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than English, a translation, if avail-
able, and 

(ii) File with the Board a notice 
(without copies of the requested mate-
rials) of service of the requested mate-
rials. 

(2) Unless previously served, or the 
Board orders otherwise, any exhibit 
cited in a motion or in testimony must 
be served with the citing motion or tes-
timony. 

(c) Additional discovery. (1) A party 
may request additional discovery. The 
requesting party must show that such 
additional discovery is in the interests 
of justice. The Board may specify con-
ditions for such additional discovery. 

(2) When appropriate, a party may 
obtain production of documents and 
things during cross examination of an 
opponent’s witness or during testimony 
authorized under § 41.156. 

§ 41.151 Admissibility. 

Evidence that is not taken, sought, 
or filed in accordance with this subpart 
shall not be admissible. 

§ 41.152 Applicability of the Federal 
Rules of Evidence. 

(a) Generally. Except as otherwise 
provided in this subpart, the Federal 
Rules of Evidence shall apply to con-
tested cases. 

(b) Exclusions. Those portions of the 
Federal Rules of Evidence relating to 
criminal proceedings, juries, and other 
matters not relevant to proceedings 
under this subpart shall not apply. 

(c) Modifications in terminology. Un-
less otherwise clear from context, the 
following terms of the Federal Rules of 
Evidence shall be construed as indi-
cated: 

Appellate court means United States 
Court of Appeals for the Federal Cir-
cuit or a United States district court 
when judicial review is under 35 U.S.C. 
146. 

Civil action, civil proceeding, action, 
and trial mean contested case. 

Courts of the United States, U.S. Mag-
istrate, court, trial court, and trier of fact 
mean Board. 

Hearing means: 
(i) In Federal Rule of Evidence 703, 

the time when the expert testifies. 

(ii) In Federal Rule of Evidence 
804(a)(5), the time for taking testi-
mony. 

Judge means the Board. 
Judicial notice means official notice. 
Trial or hearing means, in Federal 

Rule of Evidence 807, the time for tak-
ing testimony. 

(d) The Board, in determining foreign 
law, may consider any relevant mate-
rial or source, including testimony, 
whether or not submitted by a party or 
admissible under the Federal Rules of 
Evidence. 

§ 41.153 Records of the Office. 

Certification is not necessary as a 
condition to admissibility when the 
evidence to be submitted is a record of 
the Office to which all parties have ac-
cess. 

§ 41.154 Form of evidence. 

(a) Evidence consists of affidavits, 
transcripts of depositions, documents, 
and things. All evidence must be sub-
mitted in the form of an exhibit. 

(b) Translation required. When a party 
relies on a document or is required to 
produce a document in a language 
other than English, a translation of the 
document into English and an affidavit 
attesting to the accuracy of the trans-
lation must be filed with the docu-
ment. 

(c) An exhibit must conform with the 
requirements for papers in § 41.106 of 
this subpart and the requirements of 
this paragraph. 

(1) Each exhibit must have an exhibit 
label with a unique number in a range 
assigned by the Board, the names of 
the parties, and the proceeding number 
in the following format: 

JONES EXHIBIT 2001 

Jones v. Smith 

Contested Case 104,999 

(2) When the exhibit is a paper: 
(i) Each page must be uniquely num-

bered in sequence, and 
(ii) The exhibit label must be affixed 

to the lower right corner of the first 
page of the exhibit without obscuring 
information on the first page or, if ob-
scuring is unavoidable, affixed to a du-
plicate first page. 
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(d) Exhibit list. Each party must 
maintain an exhibit list with the ex-
hibit number and a brief description of 
each exhibit. If the exhibit is not filed, 
the exhibit list should note that fact. 
The Board may require the filing of a 
current exhibit list prior to acting on a 
motion. 

[69 FR 50003, Aug. 12, 2004, as amended at 69 
FR 58260, Sept. 30, 2004] 

§ 41.155 Objection; motion to exclude; 
motion in limine. 

(a) Deposition. Objections to deposi-
tion evidence must be made during the 
deposition. Evidence to cure the objec-
tion must be provided during the depo-
sition unless the parties to the deposi-
tion stipulate otherwise on the deposi-
tion record. 

(b) Other than deposition. For evi-
dence other than deposition evidence: 

(1) Objection. Any objection must be 
served within five business days of 
service of evidence, other than deposi-
tion evidence, to which the objection is 
directed. 

(2) Supplemental evidence. The party 
relying on evidence for which an objec-
tion is timely served may respond to 
the objection by serving supplemental 
evidence within ten business days of 
service of the objection. 

(c) Motion to exclude. A miscellaneous 
motion to exclude evidence must be 
filed to preserve any objection. The 
motion must identify the objections in 
the record in order and must explain 
the objections. 

(d) Motion in limine. A party may file 
a miscellaneous motion in limine for a 
ruling on the admissibility of evidence. 

[69 FR 50003, Aug. 12, 2004, as amended at 69 
FR 58260, Sept. 30, 2004] 

§ 41.156 Compelling testimony and 
production. 

(a) Authorization required. A party 
seeking to compel testimony or pro-
duction of documents or things must 
file a miscellaneous motion for author-
ization. The miscellaneous motion 
must describe the general relevance of 
the testimony, document, or thing and 
must: 

(1) In the case of testimony, identify 
the witness by name or title, and 

(2) In the case of a document or 
thing, the general nature of the docu-
ment or thing. 

(b) Outside the United States. For tes-
timony or production sought outside 
the United States, the motion must 
also: 

(1) In the case of testimony. (i) Identify 
the foreign country and explain why 
the party believes the witness can be 
compelled to testify in the foreign 
country, including a description of the 
procedures that will be used to compel 
the testimony in the foreign country 
and an estimate of the time it is ex-
pected to take to obtain the testimony; 
and 

(ii) Demonstrate that the party has 
made reasonable efforts to secure the 
agreement of the witness to testify in 
the United States but has been unsuc-
cessful in obtaining the agreement, 
even though the party has offered to 
pay the expenses of the witness to trav-
el to and testify in the United States. 

(2) In the case of production of a docu-
ment or thing. (i) Identify the foreign 
country and explain why the party be-
lieves production of the document or 
thing can be compelled in the foreign 
country, including a description of the 
procedures that will be used to compel 
production of the document or thing in 
the foreign country and an estimate of 
the time it is expected to take to ob-
tain production of the document or 
thing; and 

(ii) Demonstrate that the party has 
made reasonable efforts to obtain the 
agreement of the individual or entity 
having possession, custody, or control 
of the document to produce the docu-
ment or thing in the United States but 
has been unsuccessful in obtaining that 
agreement, even though the party has 
offered to pay the expenses of pro-
ducing the document or thing in the 
United States. 

§ 41.157 Taking testimony. 
(a) Form. Direct testimony must be 

submitted in the form of an affidavit 
except when the testimony is com-
pelled under 35 U.S.C. 24, in which case 
it may be in the form of a deposition 
transcript. 

(b) Time and location. (1) Uncompelled 
direct testimony may be taken at any 
time; otherwise, testimony may only 
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be taken during such time period as 
the Board may authorize. 

(2) Other testimony. (i) Except as the 
Board otherwise orders, authorized tes-
timony may be taken at any reason-
able time and location within the 
United States before any disinterested 
official authorized to administer oaths 
at that location. 

(ii) Testimony outside the United 
States may only be taken as the Board 
specifically directs. 

(c) Notice of deposition. (1) Prior to the 
taking of testimony, all parties to the 
proceeding must agree on the time and 
place for taking testimony. If the par-
ties cannot agree, the party seeking 
the testimony must initiate a con-
ference with the Board to set a time 
and place. 

(2) Cross-examination should ordi-
narily take place after any supple-
mental evidence relating to the direct 
testimony has been filed and more than 
a week before the filing date for any 
paper in which the cross-examination 
testimony is expected to be used. A 
party requesting cross-examination 
testimony of more than one witness 
may choose the order in which the wit-
nesses are to be cross-examined. 

(3) In the case of direct testimony, at 
least three business days prior to the 
conference in paragraph (c)(1) of this 
section, the party seeking the direct 
testimony must serve: 

(i) A list and copy of each document 
under the party’s control and on which 
the party intends to rely, and 

(ii) A list of, and proffer of reasonable 
access to, any thing other than a docu-
ment under the party’s control and on 
which the party intends to rely. 

(4) Notice of the deposition must be 
filed at least two business days before 
a deposition. The notice limits the 
scope of the testimony and must list: 

(i) The time and place of the deposi-
tion, 

(ii) The name and address of the wit-
ness, 

(iii) A list of the exhibits to be relied 
upon during the deposition, and 

(iv) A general description of the 
scope and nature of the testimony to 
be elicited. 

(5) Motion to quash. Objection to a de-
fect in the notice is waived unless a 

miscellaneous motion to quash is 
promptly filed. 

(d) Deposition in a foreign language. If 
an interpreter will be used during the 
deposition, the party calling the wit-
ness must initiate a conference with 
the Board at least five business days 
before the deposition. 

(e) Manner of taking testimony. (1) 
Each witness before giving a deposition 
shall be duly sworn according to law by 
the officer before whom the deposition 
is to be taken. The officer must be au-
thorized to take testimony under 35 
U.S.C. 23. 

(2) The testimony shall be taken in 
answer to interrogatories with any 
questions and answers recorded in their 
regular order by the officer, or by some 
other disinterested person in the pres-
ence of the officer, unless the presence 
of the officer is waived on the record by 
agreement of all parties. 

(3) Any exhibits relied upon must be 
numbered according to the numbering 
scheme assigned for the contested case 
and must, if not previously served, be 
served at the deposition. 

(4) All objections made at the time of 
the deposition to the qualifications of 
the officer taking the deposition, the 
manner of taking it, the evidence pre-
sented, the conduct of any party, and 
any other objection to the proceeding 
shall be noted on the record by the offi-
cer. Evidence objected to shall be 
taken subject to a ruling on the objec-
tion. 

(5) When the testimony has been 
transcribed, the witness shall read and 
sign (in the form of an affidavit) a 
transcript of the deposition unless: 

(i) The parties otherwise agree in 
writing, (ii) The parties waive reading 
and signature by the witness on the 
record at the deposition, or 

(iii) The witness refuses to read or 
sign the transcript of the deposition. 

(6) The officer shall prepare a cer-
tified transcript by attaching to the 
transcript of the deposition a certifi-
cate in the form of an affidavit signed 
and sealed by the officer. Unless the 
parties waive any of the following re-
quirements, in which case the certifi-
cate shall so state, the certificate must 
state: 
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(i) The witness was duly sworn by the 
officer before commencement of testi-
mony by the witness; 

(ii) The transcript is a true record of 
the testimony given by the witness; 

(iii) The name of the person who re-
corded the testimony and, if the officer 
did not record it, whether the testi-
mony was recorded in the presence of 
the officer; 

(iv) The presence or absence of any 
opponent; 

(v) The place where the deposition 
was taken and the day and hour when 
the deposition began and ended; 

(vi) The officer has no disqualifying 
interest, personal or financial, in a 
party; and 

(vii) If a witness refuses to read or 
sign the transcript, the circumstances 
under which the witness refused. 

(7) The officer must promptly provide 
a copy of the transcript to all parties. 
The proponent of the testimony must 
file the original as an exhibit. 

(8) Any objection to the content, 
form, or manner of taking the deposi-
tion, including the qualifications of the 
officer, is waived unless made on the 
record during the deposition and pre-
served in a timely filed miscellaneous 
motion to exclude. 

(f) Costs. Except as the Board may 
order or the parties may agree in writ-
ing, the proponent of the testimony 
shall bear all costs associated with the 
testimony, including the reasonable 
costs associated with making the wit-
ness available for the cross-examina-
tion. 

§ 41.158 Expert testimony; tests and 
data. 

(a) Expert testimony that does not 
disclose the underlying facts or data on 
which the opinion is based is entitled 
to little or no weight. Testimony on 
United States patent law will not be 
admitted. 

(b) If a party relies on a technical 
test or data from such a test, the party 
must provide an affidavit explaining: 

(1) Why the test or data is being used, 
(2) How the test was performed and 

the data was generated, 
(3) How the data is used to determine 

a value, 
(4) How the test is regarded in the 

relevant art, and 

(5) Any other information necessary 
for the Board to evaluate the test and 
data. 

Subpart E—Patent Interferences 

§ 41.200 Procedure; pendency. 
(a) A patent interference is a con-

tested case subject to the procedures 
set forth in subpart D of this part. 

(b) [Reserved] 
(c) Patent interferences shall be ad-

ministered such that pendency before 
the Board is normally no more than 
two years. 

[69 FR 50003, Aug. 12, 2004, as amended at 75 
FR 19559, Apr. 15, 2010] 

§ 41.201 Definitions. 
In addition to the definitions in 

§§ 41.2 and 41.100, the following defini-
tions apply to proceedings under this 
subpart: 

Accord benefit means Board recogni-
tion that a patent application provides 
a proper constructive reduction to 
practice under 35 U.S.C. 102(g)(1). 

Constructive reduction to practice 
means a described and enabled antici-
pation under 35 U.S.C. 102(g)(1) in a 
patent application of the subject mat-
ter of a count. Earliest constructive re-
duction to practice means the first con-
structive reduction to practice that 
has been continuously disclosed 
through a chain of patent applications 
including in the involved application 
or patent. For the chain to be contin-
uous, each subsequent application 
must have been co-pending under 35 
U.S.C. 120 or 121 or timely filed under 
35 U.S.C. 119 or 365(a). 

Count means the Board’s description 
of the interfering subject matter that 
sets the scope of admissible proofs on 
priority. Where there is more than one 
count, each count must describe a 
patentably distinct invention. 

Involved claim means, for the pur-
poses of 35 U.S.C. 135(a), a claim that 
has been designated as corresponding 
to the count. 

Senior party means the party entitled 
to the presumption under § 41.207(a)(1) 
that it is the prior inventor. Any other 
party is a junior party. 

Threshold issue means an issue that, 
if resolved in favor of the movant, 
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would deprive the opponent of standing 
in the interference. Threshold issues 
may include: 

(1) No interference-in-fact, and 
(2) In the case of an involved applica-

tion claim first made after the publica-
tion of the movant’s application or 
issuance of the movant’s patent: 

(i) Repose under 35 U.S.C. 135(b) in 
view of the movant’s patent or pub-
lished application, or 

(ii) Unpatentability for lack of writ-
ten description under 35 U.S.C. 112(1) of 
an involved application claim where 
the applicant suggested, or could have 
suggested, an interference under 
§ 41.202(a). 

§ 41.202 Suggesting an interference. 
(a) Applicant. An applicant, including 

a reissue applicant, may suggest an in-
terference with another application or 
a patent. The suggestion must: 

(1) Provide sufficient information to 
identify the application or patent with 
which the applicant seeks an inter-
ference, 

(2) Identify all claims the applicant 
believes interfere, propose one or more 
counts, and show how the claims cor-
respond to one or more counts, 

(3) For each count, provide a claim 
chart comparing at least one claim of 
each party corresponding to the count 
and show why the claims interfere 
within the meaning of § 41.203(a), 

(4) Explain in detail why the appli-
cant will prevail on priority, 

(5) If a claim has been added or 
amended to provoke an interference, 
provide a claim chart showing the writ-
ten description for each claim in the 
applicant’s specification, and 

(6) For each constructive reduction 
to practice for which the applicant 
wishes to be accorded benefit, provide a 
chart showing where the disclosure 
provides a constructive reduction to 
practice within the scope of the inter-
fering subject matter. 

(b) Patentee. A patentee cannot sug-
gest an interference under this section 
but may, to the extent permitted under 
§ 1.99 and § 1.291 of this title, alert the 
examiner of an application claiming 
interfering subject matter to the possi-
bility of an interference. 

(c) Examiner. An examiner may re-
quire an applicant to add a claim to 

provoke an interference. Failure to sat-
isfy the requirement within a period 
(not less than one month) the examiner 
sets will operate as a concession of pri-
ority for the subject matter of the 
claim. If the interference would be 
with a patent, the applicant must also 
comply with paragraphs (a)(2) through 
(a)(6) of this section. The claim the ex-
aminer proposes to have added must, 
apart from the question of priority 
under 35 U.S.C. 102(g): 

(1) Be patentable to the applicant, 
and 

(2) Be drawn to patentable subject 
matter claimed by another applicant or 
patentee. 

(d) Requirement to show priority under 
35 U.S.C. 102(g). (1) When an applicant 
has an earliest constructive reduction 
to practice that is later than the ap-
parent earliest constructive reduction 
to practice for a patent or published 
application claiming interfering sub-
ject matter, the applicant must show 
why it would prevail on priority. 

(2) If an applicant fails to show pri-
ority under paragraph (d)(1) of this sec-
tion, an administrative patent judge 
may nevertheless declare an inter-
ference to place the applicant under an 
order to show cause why judgment 
should not be entered against the ap-
plicant on priority. New evidence in 
support of priority will not be admitted 
except on a showing of good cause. The 
Board may authorize the filing of mo-
tions to redefine the interfering subject 
matter or to change the benefit ac-
corded to the parties. 

(e) Sufficiency of showing. (1) A show-
ing of priority under this section is not 
sufficient unless it would, if 
unrebutted, support a determination of 
priority in favor of the party making 
the showing. 

(2) When testimony or production 
necessary to show priority is not avail-
able without authorization under 
§ 41.150(c) or § 41.156(a), the showing 
shall include: 

(i) Any necessary interrogatory, re-
quest for admission, request for pro-
duction, or deposition request, and 

(ii) A detailed proffer of what the re-
sponse to the interrogatory or request 
would be expected to be and an expla-
nation of the relevance of the response 
to the question of priority. 
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§ 41.203 Declaration. 
(a) Interfering subject matter. An inter-

ference exists if the subject matter of a 
claim of one party would, if prior art, 
have anticipated or rendered obvious 
the subject matter of a claim of the op-
posing party and vice versa. 

(b) Notice of declaration. An adminis-
trative patent judge declares the pat-
ent interference on behalf of the Direc-
tor. A notice declaring an interference 
identifies: 

(1) The interfering subject matter; 
(2) The involved applications, pat-

ents, and claims; 
(3) The accorded benefit for each 

count; and 
(4) The claims corresponding to each 

count. 
(c) Redeclaration. An administrative 

patent judge may redeclare a patent in-
terference on behalf of the Director to 
change the declaration made under 
paragraph (b) of this section. 

(d) A party may suggest the addition 
of a patent or application to the inter-
ference or the declaration of an addi-
tional interference. The suggestion 
should make the showings required 
under § 41.202(a) of this part. 

§ 41.204 Notice of basis for relief. 
(a) Priority statement. (1) A party may 

not submit evidence of its priority in 
addition to its accorded benefit unless 
it files a statement setting forth all 
bases on which the party intends to es-
tablish its entitlement to judgment on 
priority. 

(2) The priority statement must: 
(i) State the date and location of the 

party’s earliest corroborated concep-
tion, 

(ii) State the date and location of the 
party’s earliest corroborated actual re-
duction to practice, 

(iii) State the earliest corroborated 
date on which the party’s diligence 
began, and 

(iv) Provide a copy of the earliest 
document upon which the party will 
rely to show conception. 

(3) If a junior party fails to file a pri-
ority statement overcoming a senior 
party’s accorded benefit, judgment 
shall be entered against the junior 
party absent a showing of good cause. 

(b) Other substantive motions. The 
Board may require a party to list the 

motions it intends to file, including 
sufficient detail to place the Board and 
the opponent on notice of the precise 
relief sought. 

(c) Filing and service. The Board will 
set the times for filing and serving 
statements required under this section. 

§ 41.205 Settlement agreements. 
(a) Constructive notice; time for filing. 

Pursuant to 35 U.S.C. 135(c), an agree-
ment or understanding, including col-
lateral agreements referred to therein, 
made in connection with or in con-
templation of the termination of an in-
terference must be filed prior to the 
termination of the interference be-
tween the parties to the agreement. 
After a final decision is entered by the 
Board, an interference is considered 
terminated when no appeal (35 U.S.C. 
141) or other review (35 U.S.C. 146) has 
been or can be taken or had. If an ap-
peal to the U.S. Court of Appeals for 
the Federal Circuit (under 35 U.S.C. 
141) or a civil action (under 35 U.S.C. 
146) has been filed the interference is 
considered terminated when the appeal 
or civil action is terminated. A civil 
action is terminated when the time to 
appeal the judgment expires. An appeal 
to the U.S. Court of Appeals for the 
Federal Circuit, whether from a deci-
sion of the Board or a judgment in a 
civil action, is terminated when the 
mandate is issued by the Court. 

(b) Untimely filing. The Chief Admin-
istrative Patent Judge may permit the 
filing of an agreement under paragraph 
(a) of this section up to six months 
after termination upon petition and a 
showing of good cause for the failure to 
file prior to termination. 

(c) Request to keep separate. Any party 
to an agreement under paragraph (a) of 
this section may request that the 
agreement be kept separate from the 
interference file. The request must be 
filed with or promptly after the agree-
ment is filed. 

(d) Access to agreement. Any person, 
other than a representative of a Gov-
ernment agency, may have access to an 
agreement kept separate under para-
graph (c) of this section only upon peti-
tion and on a showing of good cause. 
The agreement will be available to 
Government agencies on written re-
quest. 
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§ 41.206 Common interests in the in-
vention. 

An administrative patent judge may 
decline to declare, or if already de-
clared the Board may issue judgment 
in, an interference between an applica-
tion and another application or patent 
that are commonly owned. 

§ 41.207 Presumptions. 
(a) Priority—(1) Order of invention. 

Parties are presumed to have invented 
interfering subject matter in the order 
of the dates of their accorded benefit 
for each count. If two parties are ac-
corded the benefit of the same earliest 
date of constructive reduction to prac-
tice, then neither party is entitled to a 
presumption of priority with respect to 
the other such party. 

(2) Evidentiary standard. Priority may 
be proved by a preponderance of the 
evidence except a party must prove pri-
ority by clear and convincing evidence 
if the date of its earliest constructive 
reduction to practice is after the issue 
date of an involved patent or the publi-
cation date under 35 U.S.C. 122(b) of an 
involved application or patent. 

(b) Claim correspondence. (1) For the 
purposes of determining priority and 
derivation, all claims of a party cor-
responding to the count are presumed 
to stand or fall together. To challenge 
this presumption, a party must file a 
timely substantive motion to have a 
corresponding claim designated as not 
corresponding to the count. No pre-
sumption based on claim correspond-
ence regarding the grouping of claims 
exists for other grounds of 
unpatentability. 

(2) A claim corresponds to a count if 
the subject matter of the count, treat-

ed as prior art to the claim, would have 
anticipated or rendered obvious the 
subject matter of the claim. 

(c) Cross-applicability of prior art. 
When a motion for judgment of 
unpatentability against an opponent’s 
claim on the basis of prior art is grant-
ed, each of the movant’s claims cor-
responding to the same count as the 
opponent’s claim will be presumed to 
be unpatentable in view of the same 
prior art unless the movant in its mo-
tion rebuts this presumption. 

§ 41.208 Content of substantive and re-
sponsive motions. 

The general requirements for mo-
tions in contested cases are stated at 
§ 41.121(c). 

(a) In an interference, substantive 
motions must: 

(1) Raise a threshold issue, 
(2) Seek to change the scope of the 

definition of the interfering subject 
matter or the correspondence of claims 
to the count, 

(3) Seek to change the benefit ac-
corded for the count, or 

(4) Seek judgment on derivation or 
on priority. 

(b) To be sufficient, a motion must 
provide a showing, supported with ap-
propriate evidence, such that, if 
unrebutted, it would justify the relief 
sought. The burden of proof is on the 
movant. 

(c) Showing patentability. (1) A party 
moving to add or amend a claim must 
show the claim is patentable. 

(2) A party moving to add or amend a 
count must show the count is patent-
able over prior art. 
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INDEX III—RULES RELATING TO PRACTICE BEFORE 
THE PATENT AND TRADEMARK OFFICE 

EDITORIAL NOTE: This listing is provided for informational purposes only. It is compiled and 
kept current by the Department of Commerce. This index is updated as of July 1, 2010. 

Section 

A 
Address change .................................................................................................. 11.11 
Advertising ............................................................................................... 10.31, 10.32 
Agreements restricting practice........................................................................ 10.38 
Aliens........................................................................................................... 11.6, 11.9 
Applicant for patent, representation of ..................................................... 1.31, 11.10 
Applicant for trademark, representation of........................................................ 2.11 
Attorneys, recognition of to practice in trademark cases................................. 11.14 
Attorneys, registration of to practice in patent cases................................. 11.6, 11.9 

B 
Breach of trust................................................................................................... 10.23 
Business transactions or relations with client .................................................. 10.65 

C 
Candidate for judicial office............................................................................. 10.103 
Canons and Disciplinary Rules ................................................................ 10.20–10.112 
Certificate of mailing ......................................................................... 1.8, 10.23, 11.41 
Circumventing a disciplinary rule, amendment ................................................ 10.23 
Code of Professional Responsibility......................................................... 10.20–10.112 
Coercion, use of.................................................................................................. 10.23 
Committee on Discipline............................................................................ 11.2, 11.23 
Communicating with person having adverse interest........................................ 10.67 
Communications concerning practitioner’s service........................................... 10.31 
Compensation for legal services ........................................................................ 10.68 
Competence............................................................................................... 10.76, 10.77 
Complaint instituting disciplinary proceedings ................................................ 11.32 
Concealment of material information ............................................................... 10.23 
Conduct in proceeding before Office .................................................................. 10.89 
Conduct prejudicial to the administration of justice ........................................ 10.23 
Conflict of interest ............................................................................................ 10.66 
Conviction of criminal offense........................................................................... 10.23 

D 
Deceit ................................................................................................................ 10.23 
Decisions of the USPTO Director ............................................................. 11.56, 11.57 
Definitions: 

Affidavit ........................................................................................................... 10.1 
Agent................................................................................................................ 11.6 
Application....................................................................................................... 10.1 
Canon.............................................................................................................. 10.20 
Confidence ...................................................................................................... 10.57 
Differing interests ............................................................................................ 10.1 
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Director of Enrollment and Discipline ..................................................... 10.1, 11.1 
Disciplinary rule............................................................................................. 10.20 
Employee of a tribunal..................................................................................... 10.1 
Excessive legal fees......................................................................................... 10.36 
Excluded practitioner ...................................................................................... 10.1 
Giving information........................................................................................... 10.1 
Invention development services...................................................................... 10.23 
Law firm........................................................................................................... 10.1 
Lawyer...................................................................................................... 10.1, 11.1 
Legal counsel ................................................................................................... 10.1 
Legal profession ............................................................................................... 10.1 
Legal service .................................................................................................... 10.1 
Legal system .................................................................................................... 10.1 
Non-practitioner .............................................................................................. 10.1 
Office ........................................................................................................ 10.1, 11.1 
Person .............................................................................................................. 10.1 
Practitioner .............................................................................................. 10.1, 11.1 
Proceeding before the Office ..................................................................... 10.1, 11.1 
Professional legal corporation ......................................................................... 10.1 
Registration.............................................................................................. 10.1, 11.1 
Respondent ..................................................................................................... 11.34 
Secret .................................................................................................... 10.33, 10.57 
Service of Process ............................................................................................ 15.2 
State ......................................................................................................... 10.1, 11.1 
Suspended practitioner .................................................................................... 10.1 
Testimony by employees ................................................................................ 15a.2 
Tribunal ........................................................................................................... 10.1 
United States............................................................................................ 10.1, 11.1 

Designation as registered attorney or agent ..................................................... 10.34 
Direct contact with prospective clients............................................................. 10.33 
Director of Enrollment and Discipline................................................................ 11.2 

Review of decisions of the Director.................................................................. 11.2 
Disbarment from practice on ethical grounds ................................................... 11.19 
Discharge of attorney or agent by client........................................................... 10.40 
Disciplinary Proceedings and Investigations: 

Administrative Procedures Act ............................................................. 11.39, 11.44 
Amendment of complaint ............................................................................... 11.45 
Amendment of pleadings ................................................................................ 11.45 
Answer to complaint....................................................................................... 11.36 
Appeal of initial decision of Hearing officer ................................................... 11.55 
Burden of proof ............................................................................................... 11.49 
Certificate of mailing ............................................................................... 1.8, 11.41 
Complaint ....................................................................................................... 11.34 
Contested case ................................................................................................ 11.38 
Deliberations of Committee on Discipline...................................................... 11.23 
Discovery (see also Discovery in Disciplinary Proceedings)........................... 11.52 
Exception to ruling......................................................................................... 11.50 
Filing papers after complaint filed................................................................. 11.41 
Hearing officer ................................................................................................ 11.39 
Hearings before hearing officer....................................................................... 11.44 
Initial decision of hearing officer .......................................................... 11.39, 11.54 
Initiating disciplinary proceeding................................................................. 111.32 
Investigations of violations of disciplinary rules............................................. 11.2 
Notice of suspension or exclusion of practitioner........................................... 11.59 
Objections to evidence .................................................................................... 11.50 
Post hearing memorandum............................................................................. 11.53 
Pre-hearing statement.................................................................................... 11.53 
Reinstatement of suspended or excluded practitioner.................................... 11.60 
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Index III 

Reprimand of registered attorney or agent .................................................... 11.20 
Resignation of practitioner ............................................................................ 11.11 
Review of decision denying reinstatement of practitioner .............................. 11.2 
Review of interlocutory orders by Administrative Law Judge....................... 11.39 
Review of USPTO Director’s final decision .................................................... 11.57 
Savings clause ................................................................................................ 11.61 
Service of complaint....................................................................................... 11.35 
Settlement of complaint................................................................................. 11.26 
Stay pending review of interlocutory order.................................................... 11.39 

Disciplinary rule violation, disclosure of .............................. 10.23, 10.24, 10.84, 10.85, 
Discourteous conduct ........................................................................................ 10.89 
Discovery in Disciplinary Proceedings: 

Copying of documents..................................................................................... 11.52 
Deliberations of Committee on Enrollment ................................................... 11.22 
Depositions ..................................................................................................... 11.51 
Evidence ................................................................................................ 11.50, 11.52 
Impeachment .................................................................................................. 11.52 
Inspection of documents ................................................................................. 11.52 
Interrogatories ............................................................................................... 11.52 
Motions filed with hearing officer ......................................................... 11.43, 11.52 
Privileged information ................................................................................... 11.52 
Undue delay in proceedings ............................................................................ 11.52 

Division of legal fees.......................................................................................... 10.37 
Duress, use of..................................................................................................... 10.23 
Duty to make counsel available ........................................................................ 10.30 

E 
Employee testimony. (See Testimony by Office employee) 
Employment: 

Acceptance...................................................................................................... 10.39 
Failure to carry out contract ......................................................................... 10.84 
Refusing employment ............................................................................ 10.62, 10.63 
Withdrawal from employment ............................................................... 10.40, 10.63 

Exception to ruling............................................................................................ 11.51 
Excessive legal fees............................................................................................ 10.36 
Exclusion of practitioner........................................................................... 11.20,11.58 

F 
Failure to disclose material fact with regard to registration ........................... 10.22 
Failure to notify client...................................................................................... 10.23 
False accusations............................................................................................... 10.23 
False statements concerning officials.............................................................. 10.102 
Favors, improperly bestowing ........................................................................... 10.23 
Fees: 

In general ......................................................................................................... 1.21 
Petition to review decision of Director of Enrollment and Dis-

cipline ........................................................................................................ 11.2 
Registration ..................................................................................................... 11.8 
Registration examination ................................................................................ 11.7 
Reinstatement ................................................................................................ 10.11 
Request regard of examination ........................................................................ 11.6 

Fees for legal services........................................................................................ 10.36 
Firm name, use of .............................................................................................. 10.35 
Fitness to practice before the Office.................................................................. 10.23 
Foreigners........................................................................................... 10.14, 11.6, 11.9 
Former Patent and Trademark Office employees ...................................... 10.6, 10.23 
Fraud or inequitable conduct ................................................................... 10.23, 10.85 
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Frivolous complaint .......................................................................................... 10.23 
Funds of client, preserving identity of............................................................. 10.112 

G 
Gift, improperly bestowing................................................................................ 10.23 
Government employees, registration of to practice in patent cases ................. 10.10 

I 
Illegal conduct involving moral turpitude ........................................................ 10.23 
Illegal fees for services ...................................................................................... 10.36 
Improper alteration of patent application......................................................... 10.23 
Improper execution of oath or declaration ........................................................ 10.23 
Improper influence............................................................................................. 10.23 
Improper signature ................................................................................... 10.18, 10.23 
Improperly bestowing thing of value ................................................................. 10.23 
Incompetence............................................................................................ 10.77, 10.78 
Indecent statement, making of.......................................................................... 10.23 
Independent professional judgment, exercise of ..................... 10.61, 10.62, 10.66, 10.68 
Individual unqualified in respect to character, education, etc .................. 11.7, 10.22 
Influence by others than client ......................................................................... 10.68 
Information precluding registration, failure to disclose ................................... 10.23 
Initial decision of Administrative Law Judge .......................................... 11.39, 11.54 
Integrity and competence of the legal profession, maintaining of .................... 10.22 
Interest in litigation or proceeding before Office, acquiring of ......................... 10.64 
Investigations of violations of disciplinary rules................................................ 11.2 

J 
Joint venture ..................................................................................................... 10.23 
Judicial office, candidate for............................................................................ 10.103 

L 
Legal Fees: 

Division of ...................................................................................................... 10.37 
Failure to pay ................................................................................................. 10.40 
Sharing of ....................................................................................................... 10.48 

Legal system, assistance in improving the ...................................................... 10.100 
Letterheads, use of ............................................................................................ 10.35 
Limited recognition to practice in patent cases ................................................. 11.9 

M 
Malpractice, limiting client’s liability.............................................................. 10.78 
Materially false statements in application for registration.............................. 10.22 
Misappropriation of funds.................................................................................. 10.23 
Misconduct ........................................................................................................ 10.23 
Misrepresentations ................................................................................... 10.22, 10.23 
Multiple employment ........................................................................................ 10.66 

N 
Neglecting legal matters ................................................................................... 10.77 
Non-practitioner, formation of partnership with .............................................. 10.49 
Notice of suspension or exclusion ...................................................................... 11.59 

O 
Oath requirement ................................................................................................ 11.8 
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Index III 

Officials, contact with ....................................................................................... 10.93 

P 
Petitions: 

Fees in general ................................................................................................. 1.21 
Reinstatement ................................................................................................ 11.60 
Review decision of USPTO Director ............................................................... 11.57 
Review decision of Director of Enrollment and Discipline .............................. 11.2 
Suspension of rules........................................................................................... 11.3 

Preserve secrets and confidence of client ................................................. 10.56, 10.57 
Pro-se applicant........................................................................................... 1.31, 2.11 
Professional impropriety, avoiding appearance of .................................. 1.110, 10.111 
Promise of advantage, offer of ........................................................................... 10.23 
Property of client............................................................................................. 10.112 
Proprietary interest in subject matter.............................................................. 10.64 
Publication ...................................................................................... 11.11, 11.59, 11.60 

R 
Recognition to Practice Before the Patent and Trademark Office: 

Agents............................................................................................ , 11.6, 11.7, 11.14 
Aliens............................................................................................... 11.6, 11.9, 11.14 
Attorneys......................................................................................... 11.6, 11.7, 11.14 
Change of address, requirement to notify Director ........................................ 11.11 

Person not suspended or excluded .................................................................11.2 
Suspended or excluded practitioner .............................................................11.60 

Examination of registration in patent cases.................................................... 11.7 
Examination fee ............................................................................................... 11.7 
Foreigners........................................................................................ 11.6, 11.7, 10.14 
Former Patent and Trademark Office employees.................................. 10.23, 11.10 
Government employees.......................................................................... 10.23, 11.10 
Limited recognition in patent cases ................................................................ 11.9 
Non-lawyers, recognition in trademark cases ................................................ 11.10 
Patent cases............................................................................................. 10.6–11.10 
Recognition for representation........................................................ 1.34, 2.17, 11.14 
Recognition to practice..................................................... 10.6–11.6, 11.7, 11.9, 11.14 
Refusal to recognize practitioner ................................................................... 11.15 
Register of attorneys and agents in patent cases............................................. 11.5 
Registration fee................................................................................................ 11.8 
Registration number ........................................................................................ 1.34 
Removal of attorneys and agents from the register ....................................... 11.11 
Representation by registered attorney or agent in patent cases ..................... 1.31 
Requirements for registration ......................................................................... 11.7 
Review of Director’s decision refusing registration ......................................... 11.2 
Trademark cases............................................................................................. 11.14 
Unauthorized representation by an agent ............................................. 10.31, 11.10 

Records, property and funds of client, maintaining of..................................... 10.112 
Reinstatement after removal from the register......................................... 10.11, 11.2 
Reinstatement of suspended or excluded non-practitioner................................ 11.60 
Representing client within bounds of the law ................................................... 10.85 
Reprimand of registered attorney or agent ....................................................... 11.20 
Resignation........................................................................................................ 11.11 
Revocation of power of attorney in trademark case ........................................... 2.19 

S 
Scandalous statements, making of .................................................................... 10.23 
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Secrets and confidence, preservation of clients........................................ 10.56, 10.57 
Service of process: 

Acceptance of service of process ...................................................................... 15.3 
Definition 
Scope and purpose ............................................................................................ 15.2 

Settlement of claims of clients.......................................................................... 10.67 
Sharing legal fees .............................................................................................. 10.48 
Signature and certificate of practitioner .......................................................... 11.18 
Solicitation............................................................................................... 10.32, 10.33 
Statement concerning officials, making false.................................................. 10.102 
Suspension of practitioner............................................................... 10.23, 11.20, 11.58 
Suspension of rules.............................................................................................. 11.3 

T 
Testimony of Office employees: 

Definition ....................................................................................................... 15a.2 
General rule.................................................................................................... 15a.4 
Office policy ................................................................................................... 15a.3 
Private litigation ........................................................................................... 15a.6 
Proceedings involving the United States ....................................................... 15a.5 
Production of documents ............................................................................... 15a.4 
Scope .............................................................................................................. 15a.1 
Subpoena of Office employees ........................................................................ 15a.7 

Threats of criminal prosecution ........................................................................ 10.88 
Threats, use of ................................................................................................... 10.23 

U 
Unauthorized practice ................................................... 10.23, 10.31, 10.46, 10.47, 11.14 
Undignified conduct........................................................................................... 10.89 

V 
Violating duty of candor and good faith............................................................ 10.23 
Violation of disciplinary rule, misconduct ........................................................ 10.23 

W 
Withdrawal from employment........................................................................... 10.40 
Withdrawal material information ............................................................ 10.22, 10.23 
Witnesses .................................................................................................. 10.63, 10.92 

Z 
Zealously representing the client ............................................................. 10.83, 10.84 
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