AUTHENTICATED
U.S. GOVERNMENT
INFORMATION

GPO

§4.4

(c) The complaint should fairly sum-
marize the action of the invention pro-
moter about which the person com-
plains. Additionally, the complaint
should include names and addresses of
persons believed to be associated with
the invention promoter. Complaints,
and any replies, must be addressed to:
Mail Stop 24, Commissioner for Pat-
ents, P.O. Box 1450, Alexandria, Vir-
ginia 22313-1450.

(d) Complaints that do not provide
the information requested in para-
graphs (b) and (c) of this section will be
returned. If complainant’s address is
not provided, the complaint will be de-
stroyed.

(e) No originals of documents should
be included with the complaint.

(f) A complaint can be withdrawn by
the complainant or the named cus-
tomer at any time prior to its publica-
tion.

[66 FR 3129, Jan. 20, 2000, as amended at 68
FR 14338, Mar. 25, 2003]

§4.4 Invention promoter reply.

(a) If a submission appears to meet
the requirements of a complaint, the
invention promoter named in the com-
plaint will be notified of the complaint
and given 30 days to respond. The in-
vention promoter’s response will be
made available to the public along
with the complaint. If the invention
promoter fails to reply within the 30-
day time period set by the Office, the
complaint will be made available to
the public. Replies sent after the com-
plaint is made available to the public
will also be published.

(b) A response must be clearly
marked, or otherwise identified, as a
response by an invention promoter.
The response must contain:

(1) The name and address of the in-
vention promoter;

(2) A reference to a complaint for-
warded to the invention promoter or a
complaint previously published;

(3) The name of the individual sign-
ing the response; and

(4) The title or authority of the indi-
vidual signing the response.

§4.5 Notice by publication.

If the copy of the complaint that is
mailed to the invention promoter is re-
turned undelivered, then the USPTO
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will primarily publish a Notice of Com-
plaint Received on the USPTO’s Inter-
net home page at hitp:/www.uspto.gov.
Only where the USPTO’s Web site is
unavailable for publication will the
USPTO publish the Notice of Com-
plaint in the Official Gazette and/or the
FEDERAL REGISTER. The invention pro-
moter will be given 30 days from such
notice to submit a reply to the Notice
of Complaint. If the USPTO does not
receive a reply from the invention pro-
moter within 30 days, the complaint
alone will become publicly available.

[68 FR 9553, Feb. 28, 2003]

§4.6 Attorneys and Agents.

Complaints against registered patent
attorneys and agents will not be treat-
ed under this section, unless a com-
plaint fairly demonstrates that inven-
tion promotion services are involved.
Persons having complaints about reg-
istered patent attorneys or agents
should contact the Office of Enroll-
ment and Discipline at Mail Stop OED,
Director of the United States Patent
and Trademark Office, PO Box 1450, Al-
exandria, Virginia 22313-1450, and the
attorney discipline section of the at-
torney’s state licensing bar if an attor-
ney is involved.

[68 FR 14338, Mar. 25, 2003]

PART 5—SECRECY OF CERTAIN IN-
VENTIONS AND LICENSES TO EX-
PORT AND FILE APPLICATIONS IN
FOREIGN COUNTRIES

SECRECY ORDERS

Sec.

5.1 Applications and correspondence involv-
ing national security.

5.2 Secrecy order.

5.3 Prosecution of application under secrecy
orders; withholding patent.

5.4 Petition for rescission of secrecy order.

5.5 Permit to disclose or modification of se-
crecy order.

5.6-5.8 [Reserved]

LICENSES FOR FOREIGN EXPORTING AND FILING

5.11 License for filing in a foreign country
an application on an invention made in
the United States or for transmitting
international application.

5.12 Petition for license.

5.13 Petition for license; no corresponding
application.
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5.14 Petition for license; corresponding U.S.
application.

5.15 Scope of license.

5.16-5.17 [Reserved]

5.18 Arms, ammunition, and implements of
war.

5.19 Export of technical data.

5.20 Export of technical data relating to
sensitive nuclear technology.

5.25 Petition for retroactive license.

GENERAL
5.31-5.33 [Reserved]

AUTHORITY: 35 U.S.C. 2(b)(2), 41, 181-188, as
amended by the Patent Law Foreign Filing
Amendments Act of 1988, Pub. L. 100-418, 102
Stat. 15667; the Arms Export Control Act, as
amended, 22 U.S.C. 2571 et seq.; the Atomic
Energy Act of 1954, as amended, 42 U.S.C.
2011 et seq.; the Nuclear Non Proliferation
Act of 1978; 22 U.S.C. 3201 et seq.; and the del-
egations in the regulations under these Acts
to the Director (156 CFR 734.3(b)(1)(v), 22 CFR
125.04, and 10 CFR 810.7), as well as the Ex-
port Administration Act of 1979, 50 U.S.C.
app. 2401 et seq.; the International Emer-
gency Economic Powers Act, 50 U.S.C. 1701 et
seq.; E.O. 12938, 59 FR 59099, 3 CFR, 19%
Comp., p. 950; E.O. 13222, 66 FR 44025, 3 CFR,
2001 Comp., p. 783; Notice of August 2, 2005, 70
FR 45273 (August 5, 2005).

SOURCE: 24 FR 10381, Dec. 22, 1959, unless
otherwise noted.

EDITORIAL NOTE: Nomenclature changes to
part b appear at 68 FR 14338, Mar. 25, 2003.

SECRECY ORDERS

§5.1 Applications and correspondence
involving national security.

(a) All correspondence in connection
with this part, including petitions,
should be addressed to: Mail Stop L&R,
Commissioner for Patents, P.O. Box
1450, Alexandria, Virginia 22313-1450.

(b) Application as used in this part
includes provisional applications filed
under 35 U.S.C. 111(b) (§1.9(a)(2) of this
chapter), nonprovisional applications
filed under 35 U.S.C. 111(a) or entering
the national stage from an inter-
national application after compliance
with 35 U.S.C. 371 (§1.9(a)(3)), or inter-
national applications filed under the
Patent Cooperation Treaty prior to en-
tering the national stage of processing
(§1.9(b)).

(c) Patent applications and docu-
ments relating thereto that are na-
tional security classified (see §1.9(i) of
this chapter) and contain authorized
national security markings (e.g.,

§5.1

“Confidential,” ‘‘Secret” or ‘“Top Se-
cret’’) are accepted by the Office. Na-
tional security classified documents
filed in the Office must be either hand-
carried to Licensing and Review or
mailed to the Office in compliance with
paragraph (a) of this section.

(d) The applicant in a national secu-
rity classified patent application must
obtain a secrecy order pursuant to
§5.2(a). If a national security classified
patent application is filed without a
notification pursuant to §5.2(a), the Of-
fice will set a time period within which
either the application must be declas-
sified, or the application must be
placed under a secrecy order pursuant
to §5.2(a), or the applicant must submit
evidence of a good faith effort to ob-
tain a secrecy order pursuant to §5.2(a)
from the relevant department or agen-
cy in order to prevent abandonment of
the application. If evidence of a good
faith effort to obtain a secrecy order
pursuant to §5.2(a) from the relevant
department or agency is submitted by
the applicant within the time period
set by the Office, but the application
has not been declassified or placed
under a secrecy order pursuant to
§5.2(a), the Office will again set a time
period within which either the applica-
tion must be declassified, or the appli-
cation must be placed under a secrecy
order pursuant to §5.2(a), or the appli-
cant must submit evidence of a good
faith effort to again obtain a secrecy
order pursuant to §5.2(a) from the rel-
evant department or agency in order to
prevent abandonment of the applica-
tion.

(e) An application will not be pub-
lished under §1.211 of this chapter or
allowed under §1.311 of this chapter if
publication or disclosure of the appli-
cation would be detrimental to na-
tional security. An application under
national security review will not be
published at least until six months
from its filing date or three months
from the date the application was re-
ferred to a defense agency, whichever is
later. A national security classified
patent application will not be pub-
lished under §1.211 of this chapter or
allowed under §1.311 of this chapter
until the application is declassified and
any secrecy order under §5.2(a) has
been rescinded.
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§5.2

(f) Applications on inventions made
outside the United States and on in-
ventions in which a U.S. Government
defense agency has a property interest
will not be made available to defense
agencies.

[66 FR 54682, Sept. 8, 2000, as amended at 65
FR 57060, Sept. 20, 2000; 68 FR 14338, Mar. 25,
2003; 69 FR 29880, May 26, 2004]

§5.2 Secrecy order.

(a) When notified by the chief officer
of a defense agency that publication or
disclosure of the invention by the
granting of a patent would be detri-
mental to the national security, an
order that the invention be kept secret
will be issued by the Commissioner for
Patents.

(b) Any request for compensation as
provided in 35 U.S.C. 183 must not be
made to the Patent and Trademark Of-
fice, but directly to the department or
agency which caused the secrecy order
to be issued.

(c) An application disclosing any sig-
nificant part of the subject matter of
an application under a secrecy order
pursuant to paragraph (a) of this sec-
tion also falls within the scope of such
secrecy order. Any such application
that is pending before the Office must
be promptly brought to the attention
of Licensing and Review, unless such
application is itself under a secrecy
order pursuant to paragraph (a) of this
section. Any subsequently filed appli-
cation containing any significant part
of the subject matter of an application
under a secrecy order pursuant to para-
graph (a) of this section must either be
hand-carried to Licensing and Review
or mailed to the Office in compliance
with §5.1(a).

[24 FR 10381, Dec. 22, 1959, as amended at 62
FR 53203, Oct. 10, 1997; 65 FR 54683, Sept. 8,
2000]

§5.3 Prosecution of application under
secrecy orders; withholding patent.

Unless specifically ordered otherwise,
action on the application by the Office
and prosecution by the applicant will
proceed during the time an application
is under secrecy order to the point in-
dicated in this section:

(a) National applications under se-
crecy order which come to a final re-
jection must be appealed or otherwise
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prosecuted to avoid abandonment. Ap-
peals in such cases must be completed
by the applicant but unless otherwise
specifically ordered by the Commis-
sioner for Patents will not be set for
hearing until the secrecy order is re-
moved.

(b) An interference will not be de-
clared involving a national application
under secrecy order. An applicant
whose application is under secrecy
order may suggest an interference
(§41.202(a) of this title), but the Office
will not act on the request while the
application remains under a secrecy
order.

(c) When the national application is
found to be in condition for allowance
except for the secrecy order the appli-
cant and the agency which caused the
secrecy order to be issued will be noti-
fied. This notice (which is not a notice
of allowance under §1.311 of this chap-
ter) does not require reply by the appli-
cant and places the national applica-
tion in a condition of suspension until
the secrecy order is removed. When the
secrecy order is removed the Patent
and Trademark Office will issue a no-
tice of allowance under §1.311 of this
chapter, or take such other action as
may then be warranted.

(d) International applications under
secrecy order will not be mailed, deliv-
ered or otherwise transmitted to the
international authorities or the appli-
cant. International applications under
secrecy order will be processed up to
the point where, if it were not for the
secrecy order, record and search copies
would be transmitted to the inter-
national authorities or the applicant.

(Pub. L. 94-131, 89 Stat. 685)

[43 FR 20470, May 11, 1978, as amended at 53
FR 23736, June 23, 1988; 62 FR 53203, Oct. 10,
1997; 69 FR 50002, Aug. 12, 2004]

§5.4 Petition for rescission of secrecy
order.

(a) A petition for rescission or re-
moval of a secrecy order may be filed
by, or on behalf of, any principal af-
fected thereby. Such petition may be in
letter form, and it must be in dupli-
cate.

(b) The petition must recite any and
all facts that purport to render the
order ineffectual or futile if this is the
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basis of the petition. When prior publi-
cations or patents are alleged the peti-
tion must give complete data as to
such publications or patents and
should be accompanied by copies there-
of.

(c) The petition must identify any
contract between the Government and
any of the principals, under which the
subject matter of the application or
any significant part thereof was devel-
oped, or to which the subject matter is
otherwise related. If there is no such
contract, the petition must so state.

(d) Appeal to the Secretary of Com-
merce, as provided by 35 U.S.C. 181,
from a secrecy order cannot be taken
until after a petition for rescission of
the secrecy order has been made and
denied. Appeal must be taken within
sixty days from the date of the denial,
and the party appealing, as well as the
department or agency which caused the
order to be issued, will be notified of
the time and place of hearing.

[24 FR 10381, Dec. 22, 1959, as amended at 62
FR 53204, Oct. 10, 1997]

§5.5 Permit to disclose or modification
of secrecy order.

(a) Consent to disclosure, or to the
filing of an application abroad, as pro-
vided in 35 U.S.C. 182, shall be made by
a ‘“‘permit”’ or ‘‘modification’ of the se-
crecy order.

(b) Petitions for a permit or modi-
fication must fully recite the reason or
purpose for the proposed disclosure.
Where any proposed disclosee is known
to be cleared by a defense agency to re-
ceive classified information, adequate
explanation of such clearance should be
made in the petition including the
name of the agency or department
granting the clearance and the date
and degree thereof. The petition must
be filed in duplicate.

(c) In a petition for modification of a
secrecy order to permit filing abroad,
all countries in which it is proposed to
file must be made known, as well as all
attorneys, agents and others to whom
the material will be consigned prior to
being lodged in the foreign patent of-
fice. The petition should include a
statement vouching for the loyalty and
integrity of the proposed disclosees and
where their clearance status in this or

§5.11

the foreign country is known all de-
tails should be given.

(d) Consent to the disclosure of sub-
ject matter from one application under
secrecy order may be deemed to be con-
sent to the disclosure of common sub-
ject matter in other applications under
secrecy order so long as not taken out
of context in a manner disclosing ma-
terial beyond the modification granted
in the first application.

(e) Organizations requiring consent
for disclosure of applications under se-
crecy order to persons or organizations
in connection with repeated routine op-
eration may petition for such consent
in the form of a general permit. To be
successful such petitions must ordi-
narily recite the security clearance
status of the disclosees as sufficient for
the highest classification of material
that may be involved.

[24 FR 10381, Dec. 22, 1959, as amended at 62
FR 53204 Oct. 10, 1997]

§§5.6-5.8 [Reserved]

LICENSES FOR FOREIGN EXPORTING AND
FILING

§5.11 License for filing in a foreign
country an application on an inven-
tion made in the United States or
for transmitting an international
application.

(a) A license from the Commissioner
for Patents under 35 U.S.C. 184 is re-
quired before filing any application for
patent including any modifications,
amendments, or supplements thereto
or divisions thereof or for the registra-
tion of a utility model, industrial de-
sign, or model, in a foreign patent of-
fice or any foreign patent agency or
any international agency other than
the United States Receiving Office, if
the invention was made in the United
States and:

(1) An application on the invention
has been on file in the United States
less than six months prior to the date
on which the application is to be filed,
or

(2) No application on the invention
has been filed in the United States.

(b) The license from the Commis-
sioner for Patents referred to in para-
graph (a) would also authorize the ex-
port of technical data abroad for pur-
poses relating to the preparation, filing
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§5.12

or possible filing and prosecution of a
foreign patent application without sep-
arately complying with the regulations
contained in 22 CFR parts 121 through
130 (International Traffic in Arms Reg-
ulations of the Department of State),
15 CFR parts 730-774 (Regulations of
the Bureau of Industry and Security,
Department of Commerce) and 10 CFR
part 810 (Foreign Atomic Energy Pro-
grams of the Department of Energy).

(c) Where technical data in the form
of a patent application, or in any form,
are being exported for purposes related
to the preparation, filing or possible
filing and prosecution of a foreign pat-
ent application, without the license
from the Commissioner for Patents re-
ferred to in paragraphs (a) or (b) of this
section, or on an invention not made in
the United States, the export regula-
tions contained in 22 CFR parts 120
through 130 (International Traffic in
Arms Regulations of the Department of
State), 15 CFR parts 730-774 (Bureau of
Industry and Security Regulations, De-
partment of Commerce) and 10 CFR
part 810 (Assistance to Foreign Atomic
Energy Activities Regulations of the
Department of Energy) must be com-
plied with unless a license is not re-
quired because a United States applica-
tion was on file at the time of export
for at least six months without a se-
crecy order under §5.2 being placed
thereon. The term ‘‘exported” means
export as it is defined in 22 CFR part
120, 15 CFR part 734 and activities cov-
ered by 10 CFR part 810.

(d) If a secrecy order has been issued
under §5.2, an application cannot be ex-
ported to, or filed in, a foreign country
(including an international agency in a
foreign country), except in accordance
with §5.5.

(e) No license pursuant to paragraph
(a) of this section is required:

(1) If the invention was not made in
the United States, or

(2) If the corresponding United States
application is not subject to a secrecy
order under §5.2, and was filed at least
six months prior to the date on which
the application is filed in a foreign
country, or

(3) For subsequent modifications,
amendments and supplements con-
taining additional subject matter to, or

37 CFR Ch. | (7-1-10 Edition)

divisions of, a foreign patent applica-
tion if:

(i) A license is not, or was not, re-
quired under paragraph (e)(2) of this
section for the foreign patent applica-
tion;

(ii) The corresponding United States
application was not required to be
made available for inspection under 35
U.S.C. 181; and

(iii) Such modifications, amend-
ments, and supplements do not, or did
not, change the general nature of the
invention in a manner which would re-
quire any corresponding United States
application to be or have been avail-
able for inspection under 35 U.S.C. 181.

(f) A license pursuant to paragraph
(a) of this section can be revoked at
any time upon written notification by
the Patent and Trademark Office. An
authorization to file a foreign patent
application resulting from the passage
of six months from the date of filing of
a United States patent application may
be revoked by the imposition of a se-
crecy order.

[49 FR 13461, Apr. 4, 1984, as amended at 56
FR 1928, Jan. 18, 1991; 62 FR 53204, Oct. 10,
1997; 70 FR 56129, Sept. 26, 2005]

§5.12

(a) Filing of an application for patent
for inventions made in the United
States will be considered to include a
petition for license under 35 U.S.C. 184
for the subject matter of the applica-
tion. The filing receipt will indicate if
a license is granted. If the initial auto-
matic petition is not granted, a subse-
quent petition may be filed under para-
graph (b) of this section.

(b) A petition for license must in-
clude the fee set forth in §1.17(g) of this
chapter, the petitioner’s address, and
full instructions for delivery of the re-
quested license when it is to be deliv-
ered to other than the petitioner. The
petition should be presented in letter
form.

Petition for license.

(35 U.S.C. 6, Pub. L. 97-247)

[48 FR 2714, Jan. 20, 1983, as amended at 49
FR 13462, Apr. 4, 1984; 62 FR 53204, Oct. 10,
1997; 656 FR 54683, Sept. 8, 2000; 69 FR 56546,
Sept. 21, 2004]
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§5.13 Petition for license; no cor-

responding application.

If no corresponding national or inter-
national application has been filed in
the United States, the petition for 1li-
cense under §5.12(b) must also be ac-
companied by a legible copy of the ma-
terial upon which a license is desired.
This copy will be retained as a measure
of the license granted.

[62 FR 53204, Oct. 10, 1997]

§5.14 Petition for license;
responding U.S. application.

cor-

(a) When there is a corresponding
United States application on file, a pe-
tition for license under §5.12(b) must
also identify this application by appli-
cation number, filing date, inventor,
and title, but a copy of the material
upon which the license is desired is not
required. The subject matter licensed
will be measured by the disclosure of
the United States application.

(b) Two or more United States appli-
cations should not be referred to in the
same petition for license unless they
are to be combined in the foreign or
international application, in which
event the petition should so state and
the identification of each TUnited
States application should be in sepa-
rate paragraphs.

(c) When the application to be filed
or exported abroad contains matter not
disclosed in the United States applica-
tion or applications, including the case
where the combining of two or more
United States applications introduces
subject matter not disclosed in any of
them, a copy of the application as it is
to be filed in the foreign country or
international application which is to
be transmitted to a foreign inter-
national or national agency for filing
in the Receiving Office, must be fur-
nished with the petition. If however,
all new matter in the foreign or inter-
national application to be filed is read-
ily identifiable, the new matter may be
submitted in detail and the remainder
by reference to the pertinent United
States application or applications.

(Pub. L. 94-131, 89 Stat. 685)

[43 FR 20471, May 11, 1978, as amended at 49
FR 13462, Apr. 4, 1984; 62 FR 53204, Oct. 10,
1997]

§5.15

§5.15 Scope of license.

(a) Applications or other materials
reviewed pursuant to §§5.12 through
5.14, which were not required to be
made available for inspection by de-
fense agencies under 35 U.S.C. 181, will
be eligible for a license of the scope
provided in this paragraph. This license
permits subsequent modifications,
amendments, and supplements con-
taining additional subject matter to, or
divisions of, a foreign patent applica-
tion, if such changes to the application
do not alter the general nature of the
invention in a manner which would re-
quire the United States application to
have been made available for inspec-
tion under 35 U.S.C. 181. Grant of this
license authorizing the export and fil-
ing of an application in a foreign coun-
try or the transmitting of an inter-
national application to any foreign
patent agency or international patent
agency when the subject matter of the
foreign or international application
corresponds to that of the domestic ap-
plication. This license includes author-
ity:

(1) To export and file all duplicate
and formal application papers in for-
eign countries or with international
agencies;

(2) To make amendments, modifica-
tions, and supplements, including divi-
sions, changes or supporting matter
consisting of the illustration, exem-
plification, comparison, or explanation
of subject matter disclosed in the ap-
plication; and

(3) To take any action in the prosecu-
tion of the foreign or international ap-
plication provided that the adding of
subject matter or taking of any action
under paragraphs (a)(1) or (2) of this
section does not change the general na-
ture of the invention disclosed in the
application in a manner which would
require such application to have been
made available for inspection under 35
U.S.C. 181 by including technical data
pertaining to:

(i) Defense services or articles des-
ignated in the United States Munitions
List applicable at the time of foreign
filing, the unlicensed exportation of
which is prohibited pursuant to the
Arms Export Control Act, as amended,
and 22 CFR parts 121 through 130; or
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§§5.16-5.17

(ii) Restricted Data, sensitive nuclear
technology or technology useful in the
production or utilization of special nu-
clear material or atomic energy, dis-
semination of which is subject to re-
strictions of the Atomic Energy Act of
1954, as amended, and the Nuclear Non-
Proliferation Act of 1978, as imple-
mented by the regulations for Unclassi-
fied Activities in Foreign Atomic En-
ergy Programs, 10 CFR part 810, in ef-
fect at the time of foreign filing.

(b) Applications or other materials
which were required to be made avail-
able for inspection under 35 U.S.C. 181
will be eligible for a license of the
scope provided in this paragraph. Grant
of this license authorizes the export
and filing of an application in a foreign
country or the transmitting of an
international application to any for-
eign patent agency or international
patent agency. Further, this license in-
cludes authority to export and file all
duplicate and formal papers in foreign
countries or with foreign and inter-
national patent agencies and to make
amendments, modifications, and sup-
plements to, file divisions of, and take
any action in the prosecution of the
foreign or international application,
provided subject matter additional to
that covered by the license is not in-
volved.

(c) A license granted under §5.12(b)
pursuant to §5.13 or §5.14 shall have the
scope indicated in paragraph (a) of this
section, if it is so specified in the li-
cense. A petition, accompanied by the
required fee (§1.17(g) of this chapter),
may also be filed to change a license
having the scope indicated in para-
graph (b) of this section to a license
having the scope indicated in para-
graph (a) of this section. No such peti-
tion will be granted if the copy of the
material filed pursuant to §5.13 or any
corresponding United States applica-
tion was required to be made available
for inspection under 35 U.S.C. 181. The
change in the scope of a license will be
effective as of the date of the grant of
the petition.

(d) In those cases in which no license
is required to file the foreign applica-
tion or transmit the international ap-
plication, no license is required to file
papers in connection with the prosecu-
tion of the foreign or international ap-
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plication not involving the disclosure
of additional subject matter.

(e) Any paper filed abroad or trans-
mitted to an international patent
agency following the filing of a foreign
or international application which
changes the general nature of the sub-
ject matter disclosed at the time of fil-
ing in a manner which would require
such application to have been made
available for inspection under 35 U.S.C.
181 or which involves the disclosure of
subject matter listed in paragraphs
(a)(3)(1) or (ii) of this section must be
separately licensed in the same manner
as a foreign or international applica-
tion. Further, if no license has been
granted under §5.12(a) on filing the cor-
responding United States application,
any paper filed abroad or with an inter-
national patent agency which involves
the disclosure of additional subject
matter must be licensed in the same
manner as a foreign or international
application.

(f) Licenses separately granted in
connection with two or more United
States applications may be exercised
by combining or dividing the disclo-
sures, as desired, provided:

(1) Subject matter which changes the
general nature of the subject matter
disclosed at the time of filing or which
involves subject matter listed in para-
graph (a)(3) (i) or (ii) of this section is
not introduced, and

(2) In the case where at least one of
the licenses was obtained under
§5.12(b), additional subject matter is
not introduced.

(g) A license does not apply to acts
done before the license was granted.
See §5.25 for petitions for retroactive
licenses.

[49 FR 13462, Apr. 4, 1984, as amended at 56
FR 1928, Jan. 18, 1991; 62 FR 53204, Oct. 10,
1997; 69 FR 565646, Sept. 21, 2004]

§§5.16-5.17 [Reserved]

§5.18 Arms, ammunition, and imple-
ments of war.

(a) The exportation of technical data
relating to arms, ammunition, and im-
plements of war generally is subject to
the International Traffic in Arms Reg-
ulations of the Department of State (22
CFR parts 120 through 130); the articles
designated as arms, ammunitions, and
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implements of war are enumerated in
the U.S. Munitions List (22 CFR part
121). However, if a patent applicant
complies with regulations issued by the
Commissioner for Patents under 35
U.S.C. 184, no separate approval from
the Department of State is required
unless the applicant seeks to export
technical data exceeding that used to
support a patent application in a for-
eign country. This exemption from De-
partment of State regulations is appli-
cable regardless of whether a license
from the Commissioner for Patents is
required by the provisions of §§5.11 and
5.12 (22 CFR part 125).

(b) When a patent application con-
taining subject matter on the Muni-
tions List (22 CFR part 121) is subject
to a secrecy order under §5.2 and a pe-
tition is made under §5.5 for a modi-
fication of the secrecy order to permit
filing abroad, a separate request to the
Department of State for authority to
export classified information is not re-
quired (22 CFR part 125).

[62 FR 53205, Oct. 10, 1997]

§5.19 Export of technical data.

(a) Under regulations (15 CFR
734.3(b)(1)(v)) established by the De-
partment of Commerce, a license is not
required in any case to file a patent ap-
plication or part thereof in a foreign
country if the foreign filing is in ac-
cordance with the regulations (§§5.11
through 5.25) of the U.S. Patent and
Trademark Office.

(b) An export license is not required
for data contained in a patent applica-
tion prepared wholly from foreign-ori-
gin technical data where such applica-
tion is being sent to the foreign inven-
tor to be executed and returned to the
United States for subsequent filing in
the U.S. Patent and Trademark Office
(15 CFR 734.10(a)).

[70 FR 56129, Sept. 26, 2005]

§5.20 Export of technical data relating
to sensitive nuclear technology.

Under regulations (10 CFR 810.7) es-
tablished by the United States Depart-
ment of Energy, an application filed in
accordance with the regulations (§§5.11
through 5.25) of the Patent and Trade-
mark Office and eligible for foreign fil-
ing under 35 U.S.C. 184, is considered to

§5.25

be information available to the public
in published form and a generally au-
thorized activity for the purposes of
the Department of Energy regulations.

[62 FR 53205, Oct. 10, 1997]

§5.25 Petition for retroactive license.

(a) A petition for a retroactive li-
cense under 35 U.S.C. 184 shall be pre-
sented in accordance with §5.13 or
§5.14(a), and shall include:

(1) A listing of each of the foreign
countries in which the unlicensed pat-
ent application material was filed,

(2) The dates on which the material
was filed in each country,

(3) A verified statement (oath or dec-
laration) containing:

(i) An averment that the subject
matter in question was not under a se-
crecy order at the time it was filed
aboard, and that it is not currently
under a secrecy order,

(ii) A showing that the license has
been diligently sought after discovery
of the proscribed foreign filing, and

(iii) An explanation of why the mate-
rial was filed abroad through error and
without deceptive intent without the
required license under §5.11 first hav-
ing been obtained, and

(4) The required fee (§1.17(g) of this
chapter).

(b) The explanation in paragraph (a)
of this section must include a showing
of facts rather than a mere allegation
of action through error and without de-
ceptive intent. The showing of facts as
to the nature of the error should in-
clude statements by those persons hav-
ing personal knowledge of the acts re-
garding filing in a foreign country and
should be accompanied by copies of any
necessary supporting documents such
as letters of transmittal or instruc-
tions for filing. The acts which are al-
leged to constitute error without de-
ceptive intent should cover the period
leading up to and including each of the
proscribed foreign filings.

(c) If a petition for a retroactive li-
cense is denied, a time period of not
less than thirty days shall be set, dur-
ing which the petition may be renewed.
Failure to renew the petition within
the set time period will result in a final
denial of the petition. A final denial of
a petition stands unless a petition is
filed under §1.181 within two months of
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§§5.31-5.33

the date of the denial. If the petition
for a retroactive license is denied with
respect to the invention of a pending
application and no petition under
§1.181 has been filed, a final rejection of
the application under 35 U.S.C. 185 will
be made.

[49 FR 13463, Apr. 4, 1984, as amended at 56
FR 1929, Jan. 18, 1991; 62 FR 53206, Oct. 10,
1997; 69 FR 56546, Sept. 21, 2004]

GENERAL
§§5.31-5.33 [Reserved]
PART 6—CLASSIFICATION OF

GOODS AND SERVICES UNDER
THE TRADEMARK ACT

EDITORIAL NOTE: Part 6 is placed in the
separate grouping of parts pertaining to
trademarks regulations.

37 CFR Ch. | (7-1-10 Edition)

PART 7—RULES OF PRACTICE IN
FILINGS PURSUANT TO THE PRO-
TOCOL RELATING TO THE MA-
DRID AGREEMENT CONCERNING
THE INTERNATIONAL REGISTRA-
TION OF MARKS

EDITORIAL NOTE: Part 7 is placed in the
separate grouping of parts pertaining to
trademarks regulations.
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INDEX |—RULES RELATING TO PATENTS

EDITORIAL NOTE: This listing is provided for informational purposes only. It is compiled and
kept current by the Department of Commerce. This index is updated as of July 1, 2010.

Section
A
Abandoned applications:
Abandonment by failure to ProsSecCute......ccoviiiiiiiiiii 1.135
Abandonment during interference ........ooovvv it 41.127(b)
Abandonment for failure to pay iSSUE fE€ ...ovriiiriiiiii s 1.316

BExXpPress abandonment . ... e aas 1.138
T aAVOid PUDIICATION .ottt e as 1.138(c)
Referred to in issued Patents....coiii i 1.14
REVIVAL OF .ttt e e e st et et e et e e et et e et e enaans 1.137
When open for public INSPECTION ...ivviriuiiiiiii e 1.14

Abandonment of application. (See Abandoned applications)

Abstract of the disclosure.(content, physical requirements) .......cccocevviviiiiiinnnen. 1.72
Separate sheet required for commencement of ...................ooeenile 1.52(b)(4), 1.72(b)
Arrangement in overall application .........ccoviiiiiiiiiiiiii e 1.77, 1.163

Access to pending applications (limited) ..........

Action by applicant....coooiiiriiiiiii s 1.111-1.116, 1.121-1. 138

Address, Correspondence, only one recognized by Office .......ccocevevviiiiiiiiinnn. 1.33(c)

Address for notice to Director of appeal to Fed. Cir.........ccooovviiiiiiiininnninn, 1.302(e)

Address of SOLiCitor’s OffiCe ..ouviiiiriiiiii e 1. 1(a)(3)

Address of the Patent and Trademark OffiCe.......ccocoeviiiiiiiiiiiiiiiiiiiieieieieeeeeaeans
Mail Stop Assignment Recordation Services ........cooeviviiiiiiiiiiiininnnnnn 1.1(a)4), 3.2’7
Mail StOP DOCUMENT SEIVICES tuuiuiriiniiiiiniiieeie e ee e eeaeaenes 1.1(a)4)
Mail Stop EX Parte ReeXamMm....coouiiiiiiiiiiiiiieie ittt eaeeaens 1.1(c)(1)
Mail Stop Inter Partes REeXamm ....ouviuiuiiiniiiiiiiiieieee et ea 1.1(c)(2)
Mail Stop Interference 41.10(b)
Mail STOD OED ...iuiiiiiiiiiiie ettt e et e e e e e e e eaans 1.1(a)(5), 4.6
Mail Stop Patent EXT ..o e e e 1.1(e)
Mail STOD PO T ittt e e e e e et e e e e 1.1(b)

Adjustment of patent term. (See Patent term adjustment)
Administrator, executor, or other legal representative may make appli-

cation and receive PaAtent ... e, 1.42,1.43
In an international application ..ot 1.422
Oath OF AECLATATION t.ivitit i et e e e e e e e e e aeaaaaas 1.64

Admission to practice. (See Attorneys and agents)
Affidavit (see also Oath in patent application):

ATTOT ADDCAL ..t aaas 41.33(d)
In support of application fOr reisSSUe.....ccovviiiiii e 1.175
To disqualify commonly owned patent as prior art..... ...1.130
To overcome cited patent or publication.........ccoiiiiiiiiiiiiiiiiiceceeens 1.131
Traversing grounds Of rejeCtion.......coooiiiiiiiiiii e 1.132
Agents. (See Attorneys and agents)
Allowance and issue of patent:
Amendment after allowance (before or with issue fee)......ococveviviviiiiininininnnn.. 1.312
Deferral Of ISSUATICE .ouiuiiiii ettt e e e e e e e as 1.314
Delivery Of DAt eIt ..o i et e 1.315
Failure to pay 1SSUE € ...iiiniiiiiiii e 1.187(c), 1.316
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ISSUANCE Of DAL ..ot e e et aas 1.314
Notice 0f AllOWANCE....ceuiuiiiiiiiiiieiieieire e ieeeaeeneans ...1.311
Patent to issue upon payment of issue fee ...1.314
Patent to lapse if issue fee isnot paidin full ..o, 1.317
REASONS fOT .t an 1.104(e)
WiIithdrawal fTOM ISSUe ..t e e e e et et e et e e e e e ae e e e anenanans 1.313
Amendment:

Adding or substituting Claims .....c.oiiiiiiiiii e 1.111,1.121
ATEET ADPEAL et e 1.116, 41.33, 41.63
After decision on appeal, based on new rejection of Board of Patent Ap-

Peals and INterfereNCES ittt ee s 41.50(b)
After final aCTION ..ot 1.116, 41.33

After final action (transitional procedures) ................ ...1.129
After notice of allOWaNCe.....covviviiiviiiiiiiiniiiiiieieeeeeaens ...1.312
By DAttt OW T .ot e 1.530
Copying claim of another application for interference 41.202
Copying claim of issued patent ........coeiviiiiiiiiiiiiiceeeees 41.202
Deletions and inSertions .o 1.121
1D ) A b Ly TR 1.84, 1.85, 1.121(d)
Manner Of A KIIIG . ... e et aas 1.121
LY =R 0TI =T L0 B = Te R PP TPPTPN 1.121
New matter prohibited........cooiiiiiiiii e 1.121(f), 1.173(a)
Not covered by original 0atTh .....ccviiiiiiiiiiii e 1.67(b)
NUMDETring Of ClaIMIS . .uuiuiiiiiiiiie e et e e e e et e e e e e e eaeaenes 1.126
OF AIMEINAINIEIITS ouiviiitiiiiie e et e et et et e e e e e et et e et tneneaaneseanenesnenes 1.121
[ e = 50 < PP PPN 1.111, 1.121
[0 e ST (1S = PN 1.121
[0 b = 1 ' =P 1.121(d)

Of specification......cocoviiiiiiiiiiiiiiiiiicceees

Paper and writing........cccooiviiiiiiiiins

Petition from refusal to admit .........

Preliminary ....cocooeveviiiiiiiiiiiieenne,

Proposed during interference............

Provisional appliCation .......c.ccveiiiiiiiiiiiii s 1. 53(0), 1 121(k)
Reexamination ProCeedings .....cooveveviririineiiniieinineeineeneneneanenes 1.121(j), 1.530, 1.941
D27y ] = PP PPN 1.121(i), 1.173(b)
Requisites Of oo 1.33(b), 1.111, 1.116, 1.121, 1.125
Right to amend ......ccuvviiiiiiiiiiiiiee e 1.111, 1.114, 1.116, 1.121, 1.127
N 3= 1 F b b I v o T PPN 1.33(b)
Substitute speCifiCation ... s 1.125
10 0 L o ) S 1.134
To applications in iNterferencCe.......ccoovvviiiiiiiiiii e 41.121, 41.208
TO COrreCt INACCUTACIES .ivinininiii i e e e e e aans 1.121(e)
To correspond to original drawing or specification.............coovviiiiiiininn, 1.121(e)
MO N ETS b 1T USSP PTY 1.121(i), 1.173
To save from abandonmMent.......cc.ouiiiiiiii e 1.135

Amino Acid Sequences. (See Nucleotide and/or Amino Acid Sequences)
Appeal to Board of Patent Appeals and Interferences:

Decision by Board...........cccooevviviennnnn
Examiner’s answer.........coceeeeveveninnnnn.

) 5 LCF: B b 0= o PPN
New grounds for rejecting a Claimi.......coovviiiiiiiiiii e

Notice of appeal
Reexamination, inter partes pProCeeding ......ccovvviviiiiiiiiiiiiiiieiieeieeeeeeenens 1. 959
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) X=Y s (T2 P S
Reopening after decision
) ey o d A o) =) A OO
Statement of grounds for rejecting, by Board of Patent Appeals and
B8 S =) o3 0 L¢P PPN 41.50
Appeal to Court of Appeals for the Federal Circuit:
Fee provided DY rules Of COUTT vt e e en 1.301
From Board of Patent Appeals and Interferences........
Notice and reasons of appeal .......ccoevviiiiiiiiiiiiiiiiiennenann
Reexamination, inter partes proceeding ..............ceen.n.
4 5010 LT o) PPN 1.302, 1. 304
Applicant for Patent ..o 1.41-1.48, 1.497(d)
(0] 4%:0 0 ¥=y OO 1.48
International PRASE ....o.iviie i 1.421(f), 1.472, 1.497(d)
Deceased or legally incapacitated inventor...................ocoveiininni. 1.42, 1.43, 1.64(b)
International PRASE ....oiiviii e 1.422, 1.423
Executor or administrator.........c.cooceevviiiinnn.
Informed of application NUMDET ......coviiiiiiiiiii e aeaas 1. 54(b)
JoIint changed t0 SOLE ...iuiiiii e 1.48, 1.497(d)
Letters for, sent to attorney or agent........ccoovviiiiiiiiiiii 1.33(a)
May be represented by an attorney or agent.........ccoooviiiiiiiiiiiiiiiiiiiiieeens 1.31
Personal attendancCe UNNeCESSaATY .ouuer it iiietet et eieet et eteieereieaneaeaseneeneasareneananen 1.2
Required to conduct business with decorum and COUrtesy .....ccovevvvvivieriinnenennnn. 1.3
Required to report assistance reCeived.....ocovviiiiiiiiiiiiii e, 1.4(g)
Sole changed t0 aNOtREr SOLE ....cuiiiiniiiiii e eeeeens 1.48, 1.497(d)
Sole changed to joint..................... e, 1.48, 1.497(d)
Application daba SHEet ..o 1.76

Application for patent (see also Abandoned applications, Claims, Drawing, Exam-
ination of application Reissues, Provisional applications, Specification):

Accepted and filed for examination only when complete........cccevvvivviiiiniinnnen. 1.53
A LSS B0ttt e aaaaan 1.14
Acknowledgement Of filing ..c.ooiviiriiiiiiii s 1.54(b)
Alteration after eXeCUbION ....o.coiiii s 1.52(¢c)
Alteration before eXeCUtION .....ovvviiiiiii e 1.52(¢c)
Application number and filing date .......cooiiiiiiiiiiii s 1.54
ATTANGEINENIT couitiiiiiiii ettt e e e et e e e e e e e eneaeanan 1.77, 1.1564, 1.163
Classification suggested by appliCant .....cccviviviiiiiiiiiiiiiieieeee e 1.76(b)(3)
Continuation or division, reexecution not required............cccooeveviiiiiinninn. 1.63(d)
Continued Prosecution Application (CPA), DesigN....ccccovviiiiiiiiiiiiiiiiienennnns 1.53(d)
Copies of, furnished to apPliCants .....coviriiiiriii e aeas 1.59(c)
Cross-references of related appliCationS.....ccoiiiiiiiiiiiii s 1.78
Deceased or legally incapacitated inventor.............cooovviiiiinnn.n, 1.42, 1.43, 1.64(b)
INternational PRaSE ..c.iiir it aaeas 1.422, 1.423
Declaration in liet O0f 0abh ... e 1.68
DULY Of QIS CLOSUTE vuitiniitiiet it ettt ettt ettt e es et es e easeneeseneaseneasenensenens 1.56
Elements of, order and arrangement of ..........cccoevvviiiiiiiiiiinininnnnnnnn. 1.77,1.154, 1.163
Filed apparently without all figures of drawing:
Petition asserting all figures of drawing were filed .........ccccveviviviniinininnnn, 1.53(e)
Petition and filing of missing figures with new oath or declaration
seeking new filing Aabe .....oviiiiiiiii e 1.182
Filed apparently without all pages of specification, petition asserting
all PAZES WETe fIleA .. et et 1.53(e)
Filed apparently without any drawing, petition asserting drawing was
filed, or was not necessary, or adding drawing along with new oath
or declaration and seeking new filing date ........cccooeviiiiiiiiiiiiiiiiiiien, 1.53(e)
Filed by other than inventor........ccooiiiiiiiiii s 1.42, 1.43, 1.47
International PRASE....ccciii i s 1.421(c), 1.422, 1.423
Filing and national fEeS .....ccviiiiiiiiiiiiiee e 1.16, 1.445, 1.492
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DO B B s = o PP 1.53
International apPliCation .....cooviiiiiiiiii e 1.431(b)
Foreign language oath or declaration .........ccooiiiiiiiiiiiiiiiii e 1.69
Formulas and tables ..o e a e 1.58
(€ SN Tey =N R Yo b B S v S TP 1.561
Identification required in letters CONCErNing .......coviieiiiiiiiiiiiiiic e 1.5
Incomplete papers not accepted and filed for examination.......................o.eeell 1.563
Interlineations, etc., to be indicated.......cccooiviiiiiiiiiiii e 1.52(c)(1)
Language, paper, Writing, mMargin . ....ccciviiriiiieiiiie e et eaenens 1.52
Later filing of oath and filing fee .......coeviiiiiiiiii e 1.53(f)
Must be made by actual inventor, with exceptions.........ccoceeviveninnen. 1.41, 1.46, 1.47
Names of all inventors required.......coveeiiiiiiiiniiiiirir e 1.41, 1.53
NON-ENnglish 1angUage......ouvuiuiiieiiiiiie e e e 1.52(b)(1)(ii)
Nonprovisional filed without at least one claim, filing of petition to
convert to a provisional application .........cccooeiiiiiiiiiiiiiii 1.53(c)(2)
OWNed DY GOVEITIMENT ..ottt ettt e e e r e eneneaaans 1.103(f)
Papers forming part of original disclosure not to be expunged................ 1.59(a)(2)
Parts filed SEDaralely ..our i e aaaaaas 1.54
Parts of application desirably filed together .......ccoviiiiiiiiiiiiie e, 1.54
Parts of complete appliCation ....oooveiiiiiiiii s 1.51
e oY TT TSy b A o (<Y< O PPN 1.17
Provisional application............cocooviiiiiiiiiiiiiiininnn, 1.9(a)(2), 1.51(c), 1.53(c), 1.121(k)
Publication. (See Publication of applications)
Relating t0 atomiC ENeTZY c.vuuiuiiiiiii e e e e e e aeneas 1.14(d)
Reservation for future application not permitted.......c.coveviviviiiiinininnnnininnnnn. 1.79
N TT6) 1o o) i L= PPN 5.1-5.5
Tables aNd fOTIULAS ...ouirii ettt ee e e e e et e e e e e eaeaeneneaaaenans 1.58
To be made to Director of the U.S. Patent and Trademark Office................... 1.51
To claim one independent and distinct invention ................coooiiiinin,
Two or more by same party with conflicting claims ...
ApPPLication NUMDET ... e aeas 1.5(a), 1.53(a), 1. 54(b)
ADPPLICATION SIZE FEE .inviriiiii i e 1.16(s), 1.52(f)

Arbitration award fIlIng .. ..ooo i e 1.335
Arbitration in interference

Assertion of small entity status ..oooviiiiiiiii 1.27(c)
Assignee:
Correspondence held with assignee of entire interest..........ccocoevvviviiini. 3.71, 3.73
BEstablishing OWIeTrSID cuiuiitiiit i e e e et eee e e e e e e naaaans 3.73(b)
If of entire interest, patent may iSsue tO....cccooiviiiiiiiiiiiiii e 1.46, 3.81
If of undivided part interest, correspondence will be held with inven-
770 N 1.33
If of undivided part interest, must assent to application for reissue of
ST A 7Y 1 VOO 1.172
If of undivided part interest, patent may issue jointly ........ccocevviviininnii. 1.46, 3.81
May conduct prosecution of application.........coooiiiviiiiiiiiiiiiiiiiiieee, 3.71, 3.73
May take action in interferencCe........coviiiiiiiiiie s 41.9
Assignments and recording:
Abstracts of title, 86 fOT ..oiiuiiii e 1.19(b)
Conditional aSSIGNIMENITS vttt e e e e e eaans 3.56
Correction Of COVer SNEET I 0TS ittt eenes 3.34
Cover Sheet reQUITEA ....ooviiiiiiiiie i e e ettt te e e e neaaans 3.28, 3.31
Date of receipt is date Of reCOTA .. ..cvininiiiii e e aeas 3.561
BffeCt Of PeCOTAING ... or i e et et aaaaaas 3.54
Sttt e et aaaans 1.21(h), 3.41
If recorded before payment of issue fee, patent may issue to as-
3= (<Y SO 3.81
Must be recorded in Patent and Trademark Office to issue patent to
E Y oy 0 LT B PP PP TP PPPRN 3.81
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Must identify patent or application ......ccoiiiiiiiiiii s 3.21
Orders fOT COPIES OF ...ttt e ettt e et e e e e e eeaans 1.12
Patent may iSSUE t0 ASSIQIIBE c.uiuiniiriii i 3.81
Recording of asSignments. ...ooi i 3.11
Records open to publiCc INSPECTION ...iuitiiiiiiiii e 1.12
Requirements for reCOrding .....oov it 3.21-3.41
What will be accepted for reCOr@ing ....c.oiiiiiiiiiii e eeeaaes 3.11
Atomic energy applications reported to Department of Energy .........ccccvevenennenn. 1.14
Attorneys and agents:
Acting in a representative capacCity .....coooiiiiiiiiiiiiii e 1.33, 1.34
Assignment will not operate as a revocation of POWer.......c..cvevvvviiiiiininiininennnns 1.36
Certificate of 200d SEANAING . ..oviiiiriii s 1.21(a)(4)
DTl o) a =X a B 0 B ESS ) Lo ) BN 1.21(a)
Office cannot aid in seleCtion Of.......coviiiiiiiiiii e 1.31
Personal interviews with eXaminers..........cooiiiiiiiiiiiiiii e 1.133
o)y o) ilF- vl o) i 0 L=/ PPN 1.32
Representation in international application
Representative CapaCily oo, 1.33, 1.34
Required to conduct business with decorum and CoOUrtesy ......cooevevriiiiriiinnenennnn. 1.3
REVOCATION Of POWET ...ttt ittt et e e et e et e et s e eneaeaneaeanenees 1.36(a)
WITHATAWAL OF ettt e e e e e e e e e e e eaeananes 1.36(b), 41.5
Authorization of agents. (See Attorneys and agents)
Award In arbitration. ..o 1.335
B
Balance in deposit QCCOUNT ..ot e e 1.25
B F Ho (eI i D F o T TN 1.16
Basic national fee ...1.492
Benefit of earlier appliCation ....ovuviiiiiiiiii e 1.78

Bill in equity. (See Civil action)

Biological material. (See Deposit of Biological material)

Board of Patent Appeals and Interferences. (See Appeal to Board of Patent Ap-
peals and Interferences, Interferences)

Briefs:
In Petitions $0 DireCtOr .o e e e aas 1.181
On appeal to Board of Patent Appeals and Interferences .

Business to be conducted with decorum and courtesy ......ccooevvevieriiienenennnn.

Business to be transacted in Writing ......ccoiiiiiiiiiii e, 1. 2

C

Certificate Of COTrreCtion ..o e 1.322, 1.323
B BB it e e e, 1.20(a)
Mistakes N0t COTTeCted ..ouunininiiiiiiiiiee e e e e aas

Certificate of mailing (as first class mail) or transmission

Certificate, reexXamination ......c.ciuviiiiiiiiir e e 1. 570

Certified copies Of records, PAPETS, €1C .vuviuviriiiiiiiiiieiiriee e eaenes 1.4(f), 1.13
Fee for CertifiCation . coovi i 1.19(b)

Chemical and mathematical formulas and tables

Citation of prior art in patent ........ccooiiiiiiiiiiiiiiee

Citation of references by examiner .

(03172 8 = Yol v (o) o KPS PPt 1.303, 1.304

Claims (see also Examination of applications):
Amendment Of ... e aa 1.121
Conflicting, same appliCant Or OWIET ... ..c.iiiiiiiiii e e e eaeaans 1.78
Date of INVention Of ... e 1.110
Dependent ....1.75
DESIGN PATEIIT .ot et a s 1.153
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In an international apPliCaAtion .....ccviiiiiiii s 1.436
May be in dependent fOTIM ... it e e eaans 1.75
More than one Permitted.. .o e e e aeaaas 1.75
Multiple AePENAENT ..o.einiiiiii et aaaaaas 1.75
Must conform to invention and specification .........ccoooiiiiiiiiiiiiiiiiiiie, 1.75
Notice of rejection of .....ccovviiiiiiiiiieeas ...1.104
Numbering of ......ccoovviviiiiiiiiii. ...1.126
Part of complete application ....1.51
Plant patent ........cccoooviiiiiiiiiiiin.
Rejection of ...ocveviviiiiiiiiiiiiiiiiinineans
REAUITEA . evineii e et e ettt e e e et e e e e e e e et e e et a e aaaas 1.75
Separate Sheet required for commencement of claim(s) ................. 1.52(b), 1.75(h)
Twice or finally rejected before appeal ......cccovviiiiiiiiiiiiiiiiiiiinreeeeeeeenes 41.31(a)
Classification of application suggested by applicant .............coeviviiiiiininnnn. 1.76(b)(3)
(070 Ko b = A2 s F = PP 1.84(a)(2)
[076) Lo i o) a X el ToT=a = o) s 1< I TP 1.84(b)(2)
Commissioner of Patents and Trademarks. (See Director of the USPTO)
Common Ownership, statement by assignee may be required..............c.c........ 1.78(c)
Compact disc submissions:
Computer program JiStings ..o e 1.96
RO UI I I TS ottt et ettt aaas 1.52(e)
SeQUENCE LISTINES cuitiiiti e 1.821(c)
=1 ) L= PP PTPPTPRY 1.58
Complaints against examiners, how presented........ccocvevviviiiiiiniiiiniiiininiiineeeenns 1.3
Composition of matter, specimens of ingredients may be required .................... 1.93
Computer program Listings (oo et 1.96
Concurrent office proceedings ...1.565
Conduct of ex parte reexamination proceedings ......ccoveviviiiiiiiiiiiiiiiiiiieieeeeaene, 1.550
Conflicting claims, same applicant or owner in two or more applica-

1730 S 1.78
Continued examination, request fOr .....ooiiiiiiiiii e 1.114
Continued Prosecution Application (CPA), DeSign ....cccviiiiiiiiiiiiiiiiiiiieneenns 1.53(d)
Continuing application for invention disclosed and claimed in prior ap-

) B Te: 1 1 o) s PP PPN 1.53(b)
Copies of patents, published applications, records, etc ...1.11,1.12, 1.13
COPieS Of TECOTAS, fBES . iuinitiiit ittt ettt e et e e e et et et e eneeneneanans 1.19(b), 1.59
Copyright Notice INn AraWiNgs ..ottt e e e e e e eanans 1.84(s)
Copyright notice in SpeCifiCation....cccociiiiiiiiii e 1.71(d)
Corrected publication of application .......ccoiiiiiiiiiii e 1.221
Correction, certificate Of ... 1.322, 1.323
Correction of iNVeNntorSNID ..o.iuiiiiii e 1.48, 1.324
Correspondence:

Address, only ONe reCOZNIZEA ....vvriiiriiiiriii ittt aeenanas 1.33(c)
Addresses for non-trademark correspondence .............

Business with the Office to be transacted by...............

Discourteous communications not entered ....................

Double, with different parties in interest not allowed
Facsimile transmisSSionS....ccoviiiviriiiiniiiiiieer s

Held with attorney or agent.......cooeveveviiiiiiiiiiiiiiiiieieeeenen

Identification of application or patent in letter relating to

Involving national SECUTItY ..coviiiiiii i e aas

May be held exclusively with assignee of entire interest........................ .

DA = = 0 At 1.4
Patent owners in reexamination .........ccooviiiiiiiiiiiiii e 1.33(c)
Receipt Of 1etTers and DaDerS ..ovini it et aaas 1.6
Rules for conducting in eneral.........cooiiiiiiiiiiiiiiiiiie s 1.1-1.8
Separate letter for each subject or iNQUITY ....ccvviriiiiiiiiiieeeees 1.4(c)
SigNature requIremMENTS. ..o aeas 1.4(d)
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When no attorney Or agenb. ... e, 1.33

With attorney or agent after power or authorization is filed ...............coeneee. 1.33

Court of Appeals for the Federal Circuit, appeal to. (See Appeal to Court of Ap-
peals for the Federal Circuit)

CPA (Continued Prosecution Application), Design......cccocviviiviiiiiniiinininnenennn. 1.53(d)
(03410 B vIeY: B o B o F: 374 0 0 1= 1 L vHR PP 1.23
Customer Number:
BB 7Y 0 LT PPN 1.32(a)(5)
Required to establish a Fee AdAresSsS . ..c.iviieiiiiiiiiiiiiiiiieieie e eeeeeeaeaes 1.363(c)
D
Date of invention of subject matter of individual claims.............ccooveviiiiininn.n. 1.110

Day for taking any action or paying any fee falling on Saturday, Sun-
day, or Federal holiday ..1.7, 1.9(h)

Daytime telePNONe NUINDET .. .o.eitiiit e e ettt eeeneeeeneneenans 1.33(a)
Death or legal incapacitation of inventor ..........cccooiviiiiiiiiiiiiie, 1.42,1.43
In an international appPliCcation ......cccoviiiiiiiiiiiiii s 1.422,1.423
Decision on appeal by the Board of Patent Appeals and Inter-
) o) oL P PP PP P PPN 41.50
Action fOllOWING AeCISION ..iuiuiiiiiiii e e e e e e e e 41.54
Declaration (See also Oath in patent application).
Do) cy Fon R = F e b oK = T N 1.69
IN JHEU OF Oa .ttt aaas 1.68
In patent apPliCalion. ..o e 1.68
Requirement to enter the U.S. national phase ... 1.497
Deferral of exXamination.....ooi i e 1.103
Definitions:
DN ST ey 010 0 1) 0 ) VIR PP 3.1
CUSTOMET NUIMNIDET ..ttt ee s e e s aeseaaaaaans 1.32(a)(b)
B0 100 1= 0 1 vt 3.1
Federal holiday within the District of Columbia .......ccceevvviviiiiiiiiiiiiiiienn., 1.9(h)
National and international applications
National security classified ........cccoeeiiiiiiiiiiiiien,
Nonprofit organization......cccoiiiiiii s 1.27(a)(3)
Nonprovisional appliCation......coiiviiiiiiiiii e 1.9(a)(3)
Person (for small entity DUIDOSES) couririiiiiiiiii it neas 1.27(a)(1)
POWET Of QtT0TTIOY oniuiininiiiii et aenes 1.32(a)(2)
) 200 R Loy o}z 1 P 1.32(a)(3)
Provisional appliCabion ......ccciiiiiiiiiiii e 1.9(a)(2)
Published appliCation ..ot aas 1.9(c)
ReCOTAEd QOCUIMIEIIT. cuuiuititiii ittt e ettt e et e et e e e e ea et e et eaeneaeneans 3.1
REVOCATION ittt aaa 1.32(a)(4)
SEIVICE Of PIOCESS tuvvneniniiiniiei ittt e e e e e ene e e eaeanenees 15 C.F.R. Part 156
SMALl DUSINESS COTCETTL 1.ttt ettt aeteteaeaeeeereeteaenenenanenans 1.27(a)(2)
N7 00 P21 B =S 0 11 ) N 1.27(a)
Terms under Patent Cooperation Treaty.....cccooeviiiiiiiiiiiiiiiiirceeceeens 1.401
Testimony DY €mMPLOYEES couiuiuiniiiiiiiieiieeeeee e aens 15 C.F.R. Part 1ba
Delivery Of DAt ... e e e 1.315
DEPOSIE ACCOUIITS . vnititiitii ittt e ettt e e et et e e e e eneanenes 1.25
D N 1.21(b)
Deposit of computer program listingsS....cocveiviiiiiiiiiiir e 1.96
Deposit of biological material:
Acceptable AeDOSITOTY .uiuiiiiiiii e 1.803
Biological Material....cciiiiriiiiiiii it e 1.801
EXamination PrOCEAUTES .. ..cuiuiinie ittt ettt et e e e e et et e eaeaneneaenes 1.809
Furnishing of samples ...1.808
Need or Opportunity to make a deposit.......ccooviiiiiiiiiiiiiiiiiiiceeeee e 1.802

213



37 CFR Ch. | (7-1-10 Edition)

Replacement or supplemental deposit......cvviiiiiiiiiiii s 1.805

Term of deposit....cocveiriiniiiiiiiiiiniiinienns ...1.806

Time of making original deposit ...1.804

AVAE:1 o3 851 v Ao ) o 1<) oo ) B v PP 1.807
Depositions (See also Testimony in interferences):

Certificate of officer t0 aCCOMPANY .....viviiiiriiiiiiiii e eeeeeans

Formalities to be observed in preparing
Person before whom BaKem .....c.ouiuiiniii s
Description of invention. (See Specification)
Design Patent Applications:

Arrangement of SPeCIfiCation .....ccviviiiiiiiiii e 1.154
[01F: 155 0's B PPN 1.153(a)
B ICTT) 08 0173 (o) o KO PPN 1.153(a)
DD 2 0 = PPN 1.152
Expedited EXamination ...c.oovviiiiiii e 1.155

D 0 F = - P ...1.16(b)
B TS0 LI == PP ...1.18(b)
.............................................. 1.153(b)
........................................... 1.151
....................... 1.153(a)
Determination of request for exr parte reexamination............cccooviviiiiiiiiiiiininnnn. 1.515
Director of the USPTO (See also Petition to the Director):
A QATESS OF ittt et e ettt a et et a e anans 11
Availability of decisions by ....1.14
Cases decided by Board reopened ONly DY ...ccoiuveiiiiniiiiniiiiiiiiiieeieieineeieeeneenans 1.198
Initiates ex parte reexamination . .......oovvuiiiiiiii e 1.520
Disclaimer, statutory:
DUring INBerfereNCe ...t 41.127(b)
- PR 1.20(d)
Requirements of.......cccooveiiiiiiiiiinnn. ...1.321
B 0 15 = T N 1.321
DiSCOVETrY IN IN eI EIEIICES uiuitiriit ittt e e et ee e e e enenaes 41.150
Division. (See Restriction of application)
Division Of patent ON FEISSUE ...iuiniiii e a e ane 1.177
DOCUMENT SUDDLY 0O iuiiiiiiii ittt e e e et e e et e e e eaeaanes 1.19
Drawing:
Amendment Of ... e 1.121(d)
ANNOtALEAd A aAWIIZ S . ettt 1.121(d)
Arrangement Of ViBW S ..o e aas 1.84(1)
o o 0 £ N 1.84(r)
Character of lines et e e et e e e eeraanananaaas 1.84(1)
[0 ) o N 1.84(a)(2)
(070} s v1=y kvl o e b= A1 b o = O PPN 1.83
Conventional fEATUTES ..o e s 1. 83(9.)

Copyright notice
COrTeCtION . uiviiiieii e
Cost of copies of
Description, brief and detailed
Design application.....ccocvvevivinininininnnnnn
Figure for front page........cccooevviviiiinn...
Filed with application
Graphics.....coooveiiiiiiiiiiienns
Hatching and shading
HoOleS o .

DG v i =1 3 o ) N 1.84(c)
If of an improvement, must show connection with old structure. ................ 1.83(b)
In international apPliCationS. oot 1.437
5] - O PP PP P PPN 1.84(a)(1)
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| ITCE: Ko B B 6 S PR 1.84(q)
| ITc =Y L £ PP 1.84(0)
| ITC) 1 0T=) 4 PPN 1.84(p)
LOCATION Of NMAINIES . ouininiiii e e e e e e e e e e et e e e e e e e e eaanas 1.84(c)
LY = = D OO 1.84(g)
MasK WOTrK NOBICE ..cviiiriiiiii e ...1.84(s)
Must show every feature of the invention ...1.83(a)
NO TELUTTL OF TELEASE . evuvnitiiniiiiiiei ettt e e et et e et eae it e et e eneaneneanenas 1.85(b)
NUMDETriNngG Of SNEETS ciuiuiiii ittt e e e e e e eanas 1.84(t)
NUMDETING Of VIBW S euitinitiiiiiei et e et e e e e e e eae e eeaaananeans 1.84(u)
00 01 0= i S TP 1.84(p)
Original should be retained by applicant .........cccooiiiiiiiiiiiiiiiieeeeeens 1.81(a)
| 22200 1C) PSPPI 1.84(e)
Part of apDliCation DaDeTS. ..ot aaaaaas 1.52(b)
) 2 aTe ) o0 ¥z o) o < PP 1.84(b)
Plant patent appliCation ......ccoiuiiiiiiiii s 1.81, 1.165
Printed and published by the Office when patented...........cvviviiiiiiiiiiiiiiinnnnn. 1.84
Published appliCation. oo s 1.76(b)(3)
Reference letters, numerals, and characters...........cccooeeviiiiiiiiiiiiiinennn, 1.74, 1.84(p)
B2y 1] b L= TP PR TN 1.173(a)(2)
Release NOt PermItted....cciuiiiiiiiiiii e e 1.85(b)
Replacement AraWing S .ottt ee et ereae e eneareans 1.121(d)
Required by law when necessary for understanding..........ccoceeeviveiiininiiinenennene. 1.81
S To - 1 1 TS e 1.84(k)
SECUTIEY MATKITNIES tuitiiitiiiiiiii ettt et e e e e et e eneananeaans 1.84(v)
Y B Ko b TSP 1.84(m)
S1Z€ OF SO . en ittt e ans 1.84(f)
Standards for drawings Y 1.84
720 0 o1 o) £ T PP PP PPREN 1.84(n)
A =) £ P 1.84(h)
When necessary, part of complete application......ccocovvviviiiiniiiininiiiiniiinieeienes 1.51

D0 § o) B TeT: Ao i eTo) o (=TS RPN 1.4(b)

DUty Of QISCLOSUTE ..vuiniiiiiii e et e e e e e eaeans 1.56, 1.555, 1.933
Patent term exXtensSion ..o 1.765

E

Early publication of appliCation......ccviiiiiiiiiiii e e 1.219

Eighteen-month publication of applications. (See Publication of applications)

E1eCTION Of SPECIES tuuvniiiiiiii ittt e e e e e e e e e e ane 1.146

E1eCtronic AOCUMENTS .i.iuiniiii et e e e e e e e e e e aeaeaeaeaeaeaaes 1.52(e)
ADPDPLICAtIoN SIZE FEE c.iuiniiiii s 1.16(s), 1.52(f)

Electronic filing of application.......ccoovviiiiiiiiiiiiiee 1.6(a)(4), 1.52(a)(b)

Employee testimony. (See Testimony by Office employees)

Establishing small entity Status oo 1.27, 1.28

Evidence. (See Testimony in interferences)

Ex parte reexamination. (See Reexamination)

Examination of applications:
Advancement of examination ........coviiiiiii i 1.102
AS B0 FOTTIN ettt ans 1.104(a)(1)
Citation Of referenCeS it 1.104(d)
Completeness of examiner’s aCtion .......coooviiiiiiiiiiiiiiiiieeeeeee e 1.104(b)
BB TS = = 10 o N 1.103
EXaminer’s aCTiON ..ot 1.104(a)
International-type SEaATrCh....c.c.oiii i e 1.104(a)(3)
Nature of examination .....cooviiiiiiiiiiin e 1.104(a)
ReasONs fOr QllOWAIICE ...uviiiiiiiiiiti it e e e e e e e e e e ananas 1.104(e)
Reconsideration after rejection if requested ........ccoviiiiiiiiiiiiiiiiiiiniens 1.111
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D2 S = PO PP 1.176
RejJeCtion Of CLAIIMIS .iuiiniiiii it et e e e e e e e e e eanans 1.104(c)
Request for continued examinatioNn(RCE) .....cooiiiiiiiiiiiiiiciieieee s 1.114
Requirement for information by examiner.........ccooevviiiiiiiiiiiiiiiiieeeeeens 1.105
Suspension of action by the OffiCe......ccciviiiiiiiiiiiiiiiiii e 1.103
Examiners:
ANSWETS OI ADPEAL .ontiniitiiiit ittt ettt ettt ee et easereateteseneasareaseneasaraneans 41.39
CompPlaints AgaINSt ..ot e ans 1.3
INBEerVIEWS Wit ..o aeas 1.133, 1.560
D5 CCTea b L o ) i N 1.42, 1.64, 1.422
Exhibits. (See Models and exhibits)
Expedited examination of design applications .......ccvviiiiiiiiiiiiiiiii e 1.155
Export of technical dabta ......coouiiiiiiiiii e 5.19, 5.20
EXPress abandonmment ... i e et a e e ans 1.138
TO aAVOId PUBIICATION . ettt e et aeas 1.138(c)
B 05:q ) SIS I 0 Pz 1 PP 1.10
Date Of TECEIDT OF toniniiiiiii et e e e et e et e e e anans 1.6
Petition in reZard B0 .o e 1.10
Expungement of information ........ccoiiiiiiiiiii e, 1.59
Extension of patent term. (See also Patent term adjustment):
Due to examination delay under the URAA (35 U.S.C.154)..cccccivviriinininnininnnn. 1.701
Due to regulatory review period (35 U.S.C. 156):
ADPDLICANT FOT 1.ttt et a e e e 1.730
2N 0] o) h =N va Ko} B (o) A TP 1.740
Calculation of term:
Animal Drug Product.....cc.ie it en e 1.778
Food or COlor ad@itive .o.ouiuieiiiii e 1.776
Human drug DroAUCTE ..oeieiiieie e ee e e e e aaenenans 1.775
MEAICAL QOVICE . .euiuiinitiiietti ettt et e e e it e et et et e eteenensaeneseanenesnenes 1.777
Veterinary biological product . 1.T79
(0753 73 i e 1 v ST 1.780
CONAITIONS FOT 1ottt e e e et et e et e et e e e e e eneaaneneanan 1.720
Determination of €ligibility ..oc i e 1.750
DULY Of QISCIOSUTE . outitititit it ettt ettt e et e ae s e e s easaseneenansasenaananes 1.765
Filing date of apPliCation ...oc.iuviiiiiiiiiiiiiie e e e e e anas 1.741
Formal requireImenits ..o e et e aas 1.740
Incomplete apPliCaAtION ..ot e 1.741
INterim @XEEINSION . ..ttt e e e e e e e e e ans 1.760, 1.790
MUultiple aPPliCatioNS . et e e aan 1.785
Patents SUDJECE $0 it 1.710
Signature requirements for application........coiviviiiiiiiiniiiiiii s 1.730
Withdrawal of appliCation.....cco it e e aeaes 1.770
Extension of time ........c.coviviiiiiiiiinnnn..
Fees .
Interference proceedings .......ccoeevviveeninninennnnn.
Reexamination ProCeeading S oot e eeaas 1.550(c)
F
Facsimile transmissions...........ccoooeiiiiiiiii 1.6(d), 1.8
Federal Holiday, time for taking action .........cccoeviiiiiiiiiiiiiiiiiiiiceeeeeeens 1.7, 1.9(h)
FEDERAL REGISTER, publication of rules in......cccocveviviiiiiiiiiiiiiiiiiiiieeeens 1.351
Fees and payment of money:
[0 Ta B v = o PP 1.23(b)
Deposit account...................
Document supply fees
BExXtension Of Gimie .. ..o e 1. 17(a)
Fee on appeal to the Court of Appeals for the Federal Circuit provided
DY TULES OF COUTT inininiiiiiiiie ettt e e et e e anas 1.301
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Fees payable IN Al VanCe.....oiuiiiiiiiiii et et ee et e e e renaaas 1.22(a)
Foreign filing license petition ..........cccooeviiiiiiiiinnn ... 1.17(g)
For international-type search report.....cccviiiiiiiiiiiiiiiiie e e 1.21(e)

Itemization required..........c.cceuenene.

Method of payment ...........ccoeeevennene.

Money by mail at risk of sender

Money paid by mistake or in excess..................

Petition fees..... ettt eet e et e eaten et eeat et eeaaeeaaan 1.17(g), 1.17(h), 41. 20(a)

) S oY TET Sy b Ao (oY= TSP 1.173)

Publication of application .......cooiiiiiiiiiiii s 1.18(d), 1.211(e)

Reexamination request ..o s 1.20(c)

2 0 10 £ PP PP 1.26, 1.28

Relating to international applications......ccceveiiiiiiiiiiiiiiiiieeees 1.445, 1.492

Schedule of fees and CRATZES ..ottt e e aeaeaeas 1.16-1.21
Files open t0 the DUDLIC .ot e e e aaas 1.11, 1.14
Filing date of appliCation....cc.vuieieiniiii e 1.53
Filing, search and examination fees..................

Filing of interference settlement agreements
Final rejection:

P2N ) 1=z A B i 0 ) s TP

Response to......coevennnnn..

When and how given
First Class Mail ................
Foreign application................

LCENSE B0 fIl ettt 5.11-5. 25
Foreign country:

054 F oYz A 11 s B o RO PSP 1.66

Taking testimony in........c.coceevevennnnn. . 41.156, 41.157
Foreign mask WOTrK protection .......oooviiiiiiiiiiii e Part 150

Evaluation of request ...........cceeenni.

Definition .....ccooeviiiiiiiiiiiies

Duration of proclamation.................

Initiation of evaluation....................

Mailing addressS....cocvevevenenineninenenenennns

Submission of requests ..cooovvviiiiiiii .
Formulas and tables in patent applications.......ccoooiiiiiiiiiiiiiiiiieceees 1.58
Fraud practiced or attempted on OffiCe ......cooviviiriiiiiiiiiiiiiieeeens 1.27(h), 1.56

G

Gazette. (See Official Gazette)
General authorization to charge deposit account ........c.oooeviiiiiiiiiiiiiiiiiieeenns 1.25
General information and COrreSPONAENCE. .. ..c.vuviririiiniiriiiiineeininenrineneanans 1.1-1.8, 1.10
Government acquisition of foreign patent rights .......cccoooviiiiiiiiiiiiin,
Government employee invention ..........ceeeveveiivininnnnnn.
Government interest in patent, recording of....
Governmental registers......ccvcviviiiiiiniiiiiiniiiineennene.
Guardian of insane person may apply for patent ...
In international application

H
Hearings:
Before the Board of Patents Appeals and Interferences .........cococvevvvvvieninennnnn 41.47
Fee for appeal Nearing oo e

In disciplinary proceedings
Of motions in interferences
Holiday, time for action exXpiring ON ........cccociiiiiiiiiiiiii e eeeens 1. 6 1.7
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I
Identification of application, patent or registration.............cocoeiiiiiiiiiiiiiiinn. 1.5
INcCorporation DY RefErEIICE .. ..ot e eeeeaaas 1.57
Information disclosure statement:
At time of filing apPliCation .....ocveiiiiiiiii s 1.51(d)
(070 a1 1=3a L o ) PP TP PPPRPRY 1.98
Not permitted in provisional applicationsS ......ccccvviiiiiiiiiiiiiiiniiiinirieeaenes 1.51(d)
ReexXamiInation..co.oiii e 1.555, 1.902
To comply with dUuty Of AiSCIOSUTE ..cuiutiniitiiit e e eaaenens 1.97
Information, Public Part 102
Insane inventor, application by guardian of .........cccooiiiiiiiiiiiiiiiiiieee, 1.43, 1.423

Inter partes reexamination. (See Reexamination)
Interferences. (See also Depositions, Notice, Statement in interferences, Testi-
mony in interferences):

Abandonment of the CONTEST ...uviiiiiiii s 41.127(b)
AcCCeSS 10 aPPliCaATIONS . ouitiiit i e 41.109
Action by examiner after interference..........cooviiiiiiiiiiiiii e 41.127
Addition of new party by judge.........c..ocenven.n. e eeeteeareeaaenaa, 41.203
Amendment AUTing ....oooeiiiiriiiiiiii e eas 41.121, 41.208
Appeal to the Court of Appeals for the Federal Circuit......................... 1.301, 1.302
Applicant requests

F2N i 03 1 = 2 7 () o S
Burden of proof ...

Civil action ..cceviiniiniiiiniiiniieeenns .
ConCesSION Of PriOTITY tiueuiiiiiiiii e e e aeaes 41.127(b)
(0703 H=T] o10)a L 1=) s e PPN 41.10
Decision on motions............... 41.125

Declaration of interference....
Definition ....cooveviviiiiiniiiiiiinnee,

Disclaimer to avoid interference ... 41.127(b)
DiSCOVETY ceinriiiiiiii e aeas 41.150
EXUensions Of GIImie ... e 41.4
Identifying claim from patent

In what cases declared............cccceveviiininenannn.. 41.203
Inspection of cases of opposing parties 41.109
Interference with a patent .................cooienii. 41.202

JUAGINETIE .ottt e et et e et e et e et e e eneananaans 41.127
Junior party fails to overcome filing date of senior party
Jurisdiction of interference
Manner of service of papers
DL o)1 Lo ) = PPN

Notice and access to applications of opposing parties ........ccocevevviiiiiiinninnn...
Notice of basis for relief ...
Notice of reexamination, reissue, protest or litigation
Notice to file civil action

(021 = B = 0 ' 0 1) 0 | VAR TS
Ownership of applications or patents involved .........ccooeviiiiiiiiiiiiiiiiiiieeenns
Petitions oo

Preparation for....................

Priority statement ..o e
Prosecution by assignee

Recommendation by Board of Patent Appeals and Interferences ................. 41.127
Record and eXNIDIts ..o e 41.106, 41.154
Records of, when open t0 DUDIIC.....coeiuiiiiiii e 1.11,41.6
Reissue filed by patentee during 41.203
Request by applicant..........ccooeeiiiiiiiiiiiinnn... 41.202
Return of unauthoriZed PaADOTS . c.iu ittt ee e anens 41.128
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Review of decision by Civil ACtION ...ccoviiiriiiiiiii e 1.303
Same party
Sanctions for failure to comply with rules or order..........cccoevviiiviiiiiinennennnn.
Sanctions for taking and maintaining a frivolous position
SECTECY OTAET CASES +erinririntiriiteritereateteaeeneaseneaeereasereasereasereneenenes
SEIVICE OF DADETS . euininiiinit ittt ettt e et et e e e e et et enetaeneaeananaanans
Status of claims of defeated applicant after interference..............cocoveeninnen.
Statutory disclaimer by patentee during ............ccceveiiviiiininnnn
Suggestion of claims for interference ............
Suspension of other proceedings ....................
Testimony COPIES .ovvviviiriiiiiiiie e eeeeeans
Time period for completion........ccccvevvuvineninnen.
Times for discovery and taking testimony ..........cccoeevinvinininnns
Translation of document in foreign language
International application. (See Patent Cooperation Treaty)

International BUTEal ....c..co.iiiii it ee e e e e e e aaaaaas 1.415
International Preliminary Examining Authority, United States as................. 1.416
International Searching Authority, United States as.......ccoveviviviiinininnnnn, ...1.413
I T VIEW SUIMIIIAT Y .. tuitiininiiinite ittt et et et et e et et eaeten et eneneananeraeneneanenesnenennanennens 1.133
Interviews With eXaminer . ...coooiiiiiii e aas 1.133, 1.560
Inventor (see also Applicant for patent, Oath in patent application):
Death or legal inCapaCity Of c.ouoririiii e 1.42,1.43
In international application .......cooiviiiiiiiiiii s 1.422, 1.423
Refuses t0 i8N apPLiCaATION t.iuiuininiii e 1.47
To MaKe APPLICATION ouiuiiiiiiiiii ettt e et e e e e e e e eaans 1.41
UNAVAILADIE .ttt ettt e e et e et a e e e e ans 1.47
Inventor’s certificate priority benefit.......ccoooiiiiiii s 1.55
Inventorship and date of invention of the subject matter of individual
[0 =10 1 S 1.110
ST o T T T PP TP P PPN 1.18
Issue of patent. (See Allowance and issue of patent)
J
Joinder of inventions in one application .......ccoveviviiiiiiiiiiiiiiiiini s 1.141-1.146
JoInt INVENTOTS ..viviiiiii e 1.45, 1.47, 1.48, 1.324, 1.421(b)
Joint patent to inventor and asSigNee .......cccovivriiiiiiiiiiiii s 1.46, 3.81
Jurisdiction:
After decision by Board of Patent Appeals and Interferences............... 1.197, 1.198
After notice Of AllOWAINICE....oviiiiiiiiiii e e e e eeaens 1.312, 1.313
Of involved files in contested CaASE .....oivviviiiiiiiiiiirc e 41.103
L
LiaPSEA PATEIITS ottt et a e anan 1.137, 1.317
Legal representative of deceased or incapacitated inventor................ 1.42, 1.43, 1.64
In international appPliCation .....ccoiiiiiiiiiii e 1.422, 1.423
Legibility of papers which are to become part of the permanent Office
R CTeT0) ¢ I TP 1.52(a)
Letters to the Office. (See Correspondence)
LADTrary SETVICE FE .ouiniiiiiiiiii ittt e et e et e e e e e e 1.19(c)
License and assignment of government interest in patent ....... ...3.11, 3.31, 3.41
License for foreigmn filing ...oooviiiiiii e 5.11-5.15
List of U.S. Patents classified in a subclass, cost of.... .
Local delivery box rental.........cccoviviiiiiiiiiiiiiiiiiinenennens
L0 1S v i 0 S PP PP PP PR PPPPUTPINt 1.251
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M
Mail Stops
Mail Stop Assignment Recordation Services ........coovviviiiiiiiiiiiiininnannn 1.1(a)4), 3.27
Mail StOP DOCUMENT SEIVICES tuuvuiriininiiiiniiiiieeieieieieee et eeetneneaeeneaeananes 1.1(a)4)
Mail Stop EX Parte REEXaAIM ...cviriiiiiii ettt eaeeaens 1.1(c)(1)
Mail Stop Inter partes REEXaAIM . ...c.viuiiiiiiieiiiiieeie e ee e eneaeenees 1.1(c)(2)
Mail Stop Interference ..........cceeviivvinininnen. 41.10(b)
Mail STOD OED ..ttt e e e e et e e e e e e e eneanans 1.1(a)(5), 4.6
Mail Stop Patent EXD ..o e 1.1(e)
Mail SEOD PO .. 1.1(b), 1.417, 1.434(a), 1.480(b)
LY BB R R T=) 2 e LTI AT PPN 1.20(e)-(i)

Acceptance of delayed paymMent Of.......cccoiviiiiiniiiiiiiiiii e 1.378
Address for payments and COrreSPONAEINCE ....ivevrineiriiiireiereieereieereieereneenenannns 1.1(d)
) TR 1o [0 T S () PO PPN 1.363
Review of decision refusing to accept......coovevivininnnn.n. ... 1.377

SUDbMISSION OFf ..iniiiiiiiiiii e ...1.366
Time for PaATIMENt Of ..o e et aas 1.362
Mask work notice in specification........ccoeviviiinininninnn.. .. 1.71(d)
Mask WOTrK NOtIiCe ON AraWilg ..uvvriniiriiiitiiii ettt et e ereee e neeneanan 1.84(s)
Mask work protection, foreign........c.ccoceevviviiinininnennn.. Part 150
Microorganisms. (See Deposit of Biological Material)
Minimum balance in deposit ACCOUNTS ..i.vviiiiiiiiiiiii e aeaes 1.25
Misjoinder of INVENTOT . ..oviiiiriii e 1.48, 1.324, 1.497(d)
Missing pages when application filed
Petition alleging there were N0 MiSSING PAZES..ccuriiiiriieiriieiiieieieeeeeeeaeenanns 1.53(e)
Petition with new oath or declaration and later submission of missing
pages seeKing new filing date ....c.ovviiiiiiiiiii e 1.182
Mistake in patent, certificate thereof issued .......cccoveiviviiiiiiiiiniiininennnn.. 1.322, 1.323
Models and exhibits:
[070) o3 (ST o ) AR PP P PPN 1.95
Disposal unless return arrangements made .......ccoeeeiiiiiiiiiiiiiiieiiiiieeeeaeans 1.94
If on examination model be found necessary request therefore will be
02 1 = OO 1.91
In contested cases

May DE FeQUITEA ..vnieiniie i e eeeneaans
Model not generally admitted as part of application or patent ..
Not to be taken from the Office except in custody of sworn em-

) oL PPN 1.95
Return of
Working model may be required....

Money. (See Fees and payment of money)

Motions in interferencCe......coccvviiiiiiiiiiiiiee e 41.121, 41.155, 41.208

To take testimony in foreign country .....ccovvviiiiiiiiiiiiiieeeen 41.156, 41.157

N
Name Of aPPLICANT ..ouiuiii ettt e et e e e e e e aenas 1.41
New matter inadmissible in application.........cccooiiiiiiiiiiiiiiiiiiiieen, 1.53(b), 1.121(f)
New matter inadmissible in reexamination ...........cccceevvviviiininininnnnn, 1.5630(d), 1.552(b)
New matter inadmissible In FeISSUE...ccoi i e 1.173
Non-English language specification fee.........oooiiiiiiiiiiiiiiiiiens 1.1731)
Nonprofit organization:

D300 b A niTe) o T PP PRSP PPN 1.27(a)(3)
NonpPUbLliCation FeQUEST. .. et e i eeaeeaas 1.213
Notice:

Of allowance of apPliCaATION ...o.iiiiriiii e e eeas 1.311

Of appeal to the Court of Appeals for the Federal Circuit..................... 1.301, 1.302
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OFf arbitration AWATA ...oci i e e e e e e e e e e eaenanens 1.335
Of defective reexamination request . .....ocoiiiiiiiiiii s 1.510(c)
[0 7o) =) =) 0 LT SN 41.101, 41.203
Of oral hearings on appeals before Board of Patent Appeals and Inter-

) o 01 SO PPOS 41.47
Of rejection of an appliCation ......ccoiiiiiiiiii e 1.104(a)

Nucleotide and/or Amino Acid Sequences:

AMENATNEIITS B0ttt et et e e e e et et e b e et e e et et an et aanas 1.825
Disclosure in patent appliCation....co.civiiviiiiiiniiiiiiie e 1.821

Form and format for computer readable form ..1.824

Format for sequence data ...1.822
Replacement of ........cooooiiiiiiiiiininnn, ...1.825
D Yo RO =) 0 0 1) o v S 1.823
Submission on compact diSC ...ovvriiiiriiiiiiii s 1.52, 1.821, 1.823
(0]
Oath or declaration in patent application:
BN 0o 1) v 1 1 T S 1.66
Before whom taken in foreign countries

Before whom taken in the United States ...c.coovvviiiiiiiiiiiieens 1. 66
By administrator or executor ...1.42, 1.63, 1.64, 1.497(b)
By guardian of inSane PersSON .......ccvviiiiiiiiiiiiiieieeieeenanns 1.43, 1.63, 1.64, 1.497(b)
Certificate of Officer administering ......ccoovvviiiiiiiiiiiii s 1.66
ContinUation-IN-Dart ... e e 1.63(e)
Declaration in liet Of 0abh ... e aeas 1.68
N O) eh e sz B T o =X = USSR 1.69
Identification of specification to which it is directed............cccooiiiiiiiiiiiinininn, 1.63
International application, National Stage

Inventor’s Certificate.......cocooviiiiiiiiiiiiiiie

Made DY IVEIEOT ...t ettt et aaaas 141, 1. 63
Officers authorized to administer 0aths......ccocveviviiiiiiiii s 1.66
Part of complete application

Person making .....ccooveveviiiiiniiiiiiiininiiieeeaens

Plant patent appliCation.....ccooiiiiiiiii e 1.162
Requirements Of ... e 1.63

Ribboned to other papers
SEALEA et

SINALULE 1O ceiniiniiiiii e e e e 1.4,1.63, 1.64, 1. 67
SUPDLEINEIITAL .. etiniiiiiii et e e et et et et e et e et e e e et e e aanas 1.67
To acknowledge duty Of AISCIOSUTIE ...coviuiiriniitiiii et ea e eaaenens 1.63
When taken abroad t0 S€al all DADEIS ...iuiuiiiiiiiiieeeeeeee e eeeeereaeaeaeaerenanenes 1.66
Oath or declaration in reissue application ..........cccooiviiiiiiiiiiiiiiiien, 1.172, 1.175
Object Of the INVENTION. ...ttt e e e aens 1.73
Office aCtion Time fOr FeDLY cuieini i et eeaaaas 1.134
Office fees. (See Fees and payment of money)
Official action, based exclusively upon the written record ...........cceeviviiniiiininnn... 1.2
Official business, should be transacted in Writing ...........ccoeeiiiiiiiiiiiiiiiieen 1.2
Official Gazette:
Amendments to rules published in ........coooiiiiiiiiiiii e 1.351
Announces request for reexamination..............cooeeiiiiiiiiiiiiinenn 1.11(c), 1.525, 1.904
Notice of filing application to nonsigning inventor...............ccooeeviiiiiiiiiiinininen, 1.47
Notice of issuance of ex parte reexamination certificate.................ooooeenins 1.570(f)
Notice of issuance of inter partes reexamination certificate...............cooeeenii 1.997
Service Of NOTICES I1 . uuiiiii i e aas 41.101
Oral STATEINETITS c.enitiii et e e e et ae s 1.2
[(0) 0 1Sy g o I (= T= ) ¢z 5 0 s B b o U= S PP 1.525
Ownership, statement establishing by assigNee.....cccocveveviiiiiiiiiiiiiiiiieeeienenans 3.73(b)
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P
Paper, definition Of ... e e 1.9(k)
Papers (requirements to become part of Office permanent records) ................... 1.52
Handwritten, no longer permitted .......cooiviiriiiiiiiiii e 1.52(a)
Papers not received on Saturday, Sunday or holidays ......cccoeveviiiiiiiiiiiiiiiiiienanene. 1.6
Patent application. (See Application for patent and Provisional patent applica-

tions)
Patent application publication. (See Published application)
Patent attorneys and agents. (See Attorneys and agents)
Patent Cooperation Treaty:

Amendments and corrections during international processing...................... 1.471
Amendments during international preliminary examination ..... ...1.485
Applicant for international application .........cccoiiiiiiiiiiiiniii e 1.421
Changes in person, name and address, where filed ................ccooeeenne.. 1.421(f), 1.472
Commencement of the national stage ......ccooveviiiiiiiiiiiiiiii e 1.491(a)
Conduct of international preliminary examination ........cccccecvvviviiiiinnnnn. 1.484
Definition Of TEIINS (.o e e e e 1.401
Delays in meeting time 1imits ..o 1.468
Demand for international preliminary examination....
Designation of States ...ccooviiiiiiiiiiiii
BE1eCtion Of StateS i e 1. 480(d)
Entry into national STage ...ccccovvriiiiiiii s 1.491(b), 1.495
Examination at national STage ......cviiiiiiiii s 1.496
Fees:
DeSIGNATION FEES . uuiniiiii e 1.432
Due on filing of international application ..........coceviviiiiiiiiiiniiiiniiiinineenns 1.431(c)
Failure to pay results in withdrawal of application.... ...1.431(d), 1.432
Filing and pProCesSSIing fEeS . ittt eaas 1.445
International preliminary examination........cocoevviviiivininininininininnnnnnns 1.481, 1.482
A= v Ko Bz 1 BT vF- ¥ S U 1.492
R UNAS ..ottt 1.26, 1.446, 1.480(c)
Filing by other than inventor.........cccooeiiiiiiiiiii s 1.421(c), 1.422, 1.423
International application requirements .......ccovviiiiiiiiiiiii s 1.431
N 01 7 = o v PPN 1.438
[0 F: 58 o 1< T 1.436
B TCHTea il o] 72 (o ) s D TP USRI 1.435
Drawings ....ccoeevevevnenennenens ...1.437
Physical requirements.... ...1.433
Request ....cooevviiiiiininn. ...1.434
INternational BUTCAUL.....couviiiiiririiieiri et et e e e e e eanes 1.415
INVENTOL AECEASEA tuvnininininiiieieieie ettt ettt e e e et e e e e e e e enenenenenenens 1.422, 1.497
Inventor insane or legally incapacitated..........cccoveviiiiiiiiiiiiiiiiiiienne. 1.423, 1.497
Inventors, joIint.....cccoeiiiiiiiiiiiiiii e ...1.421(b), 1.497
Inventorship, correction in national Phase ........coceviiiiiiiiiiiiiiiieiieeeaene 1.497(d)
National stage examination ... 1.496
Oath or declaration at national stage ..... ... 1.497
Priority, Claim fOr ...oo.iui e 1.451, 1.452
Record copy to International Bureau, Transmittal procedures...................... 1.461
Representation by attorney or agent........c.cooovviiiiiiiiiiiiiiiii e 1.455
Time limits for processing applications .......cceviiiiiiiiiiiiiiiiiieeeeceaeas 1.465, 1.468
Translation:
Of international application for U.S. national phase..........cccoeevviiiiiiinninan.n. 1.495
Of publication of international application for provisional rights .............. 1.417
United States as:
Designated or BElected OffiCe ....covuviiriiiiiiiiiii e 1.414
International Preliminary Examining Authority ......ccooveviiiiiiiiiiiiiniinnnnnn, 1.416
International Searching AUtNOTrity ....ccoviiiviiiiiiiiiieee s 1.413
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ReCEIVING OffiCe onriiiiiiiii e e e e et aaaas 1.412
Unity of invention:
Before International Searching Authority .....cccooovviiiiiiiiiiiiiiiiinnn, 1.475, 1.476
Before International Preliminary Examining Authority..............ocoooviieini 1.488
NATIONAL STAZE ..euiiinitiii e e e e et e e e e eae e aneans 1.475, 1.499
Protest 0 1aCK Of it 1.477, 1.489
Withdrawal of international application, designations, priority claims,
demands and €leCtioNS....oiiiiiiiii i 1.421(g), 1.431(d)
Patent term adjustment due to examination delay ........cccooeveiiiiiiiiiininnnn. 1.702-1.705
ApPPlication for... ..o
Determination .........cocoviviiiiinnn,
Grounds for......coveviiiiiiiiiiies
Period of adjustment ........................
Reduction of period of adjustment .
Patent term extension due to examination delay ...........ccooviviiiiiiiiiiiiiiiiiiinininn, 1.701

Patent term extension due to regulatory review period. (See Extension of patent
term due to regulatory review period (35 U.S.C. 156))

Patentee notified of interference.......cocvuveviviiiiiiiiiiiieens 41.101, 41.203

Patents. (see also Allowance and issue of Patent):
Available for license or sale, publication of notice ........cccooeviiiiiiiiiiiininnn, 1.2133)
(0753 W n B T=Te B eTe) o) 1<t I o ) A PSP 1.13
Correction Of errors N ...oovveiveiiiiiiinii e 1.171, 1.322, 1.323, 1.324
BB LCY Do) 7o ) PRSPPI 1.315
Disclaimer .
Identification required in letters CONCEIrNING ......covuiiiiiiiiiiiiiiiiirirrerereeeens 1.5
Lapsed, for nonpayment of iSsue fee .....ccoovviiiiiiiiiiiiiiiiiiiiicieees 1.137, 1.317
Obtainable DY CIVIl ACTION .ovviiiiiii i e ees 1.303
Price of COPIeS oviiiiiiiiii s
Records of, open to public .......ccovvviiiiniiinninn...
Reissuing of, when defective.............c.oeenee.

Payment of fees....ccoiviiiiiiiiiiiiiiiee

Person, definition for small entity purposes
Personal attendance unnecessary

Petition fOr eSS SUE ..t 1.171, 1.172
Petition to the Director:
J T P PP PPN 1.17
For delayed payment of 1SSUe fe€...c.cuiiiiiiii i 1.137
For license for foreign filing ...coovvvviiiiiiii e 5.12
For the revival of an abandoned application ........c.cocviiiiiiiiiiiiiiiiiiieeeeee 1.137
From formal objections or requirements.......cccoceveiriiiiiiiiiiiiiiiiiieeeeens 1.113, 1.181
From requirement for restriCction........coooiiiiiiiiiiiiii s 1.129, 1.144
General FeQUITEIMIEIITS . ittt ettt et e et ae e araraaaas 1.181
B O o) ) o 161 PP 41.3
In reexamination ... e 1.515(¢c
On refusal of examiner to admit amendment ............ccooiiiiiiiiiiiiiiiiiieieene, 1.127
Petition to accept an unintentionally delayed claim for domestic pri-
() 0 1) PP PPN 1.78(a)(3), 1.78(a)(6)
Petition to accept an unintentionally delayed claim for foreign pri-
[0 5 8 1 2 PP PPN 1.55(c)

Questions not specifically provided for

Suspension of rules .........cccevviiiiiiiiininnnn,

To exercise supervisory authority.... .

TO MAKE SDECIAL ...ttt e ettt ettt e et ae e aearaaas 1.102

Plant patent applications:

DN ) o) b e T: N o | v PSP 1.162
[01F: 5 0's NPT 1.164
Declaration ...1.162
BB LCTSTe) i o] 72 o ) s NP PP PP PPN 1.162
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D) iz B 0 F = S PP 1.165
Examination .....c.cooeveviiviiiinininiinininnn, ... 1.167
)T IE (o) A eTe) o) 1= S PP 1.19
D B T =T SRS 1.16(c)
B TS0 LI == N 1.18(c)
Latin named genus and species ...1.76(b)(3), 1.163(c)(4)
(O 2 11 s 1.162

Rules applicable......cocoveviiiiiiniiinninnnn. ...1.161

Specification.......coooeiiiiiiiiiiiiiin, ...1.163

Specimens......ceevvvvieneinennnne. ...1.166
POST IS UAIICE OO ittt ittt et e r e e e e e e et e e e e ans 1.20
Post Office receipt as filing Aate .....cooiiiiiiiiiiiiii s 1.10
Postal emergency or interruption.......oooviiiiiiiiiiiiiiiir e 1.10(g)-(1)
Power of attorney. (See Attorneys and agents)
Preliminary amenaImenils ..o e 1.115
Preserved in confidence, applications.............ccoeeveenennnn.

Exceptions (status, access or copies available) ..
Prior art citation in patent files ... 1. 501
Prior art statement:

{07008 o7= s L v o) APPSO 1.98

In reexaminabion ..o e 1.555, 1.933

To comply with duty Of AISCLOSUIE ...uvuiuiiniiiiiiiiei e eaans 1.97
Prior art submission by third party:

Application NOt PUDLISNEA. . .c.iiiiiiii e ea s 1.291

Published appliCation . ..ot e e aaas 1.99
Prior Invention, affidavit or declaration of, to overcome rejection......... 1.130, 1.131
Priority, international appliCationsS .....cccooiiiiiiiiiii e 1.451
Priority, right of, under treaty Or 1aW ....c.c.oiiiiiiiiiii e 1.55

Priority statement in interferences:
Contents Of co.veviiiii
Correction of statement on motion................
Effect of statement ..............cooiiii.
Failure to file.....ccooviiiiiiiiiiis
In case of motion to amend interference
May be amended if defective ......coocvveniinininnins
Reliance on prior application...
Requirement for.........c...coeeneee
Service 0N OPPOSING DATTIES . .ttt e e e e es
When opened t0 INSPeCTION ..ottt e,

Proclamation as to protection of foreign mask works

Production of documents in legal proceedings

Protests 1o grant of DaAtent....c.ooiiii i 1.291
Provisional patent applications:
Claiming the benefit Of ... e 1.78(a)(3)
Converting a nonprovisional to a provisional ...........cccceiviiiiiiiiiiiiiiiineninn. 1.53(c)(2)
Converting a provisional to a nonprovisional ............cccceeviiiiiiiiiiiiiiiinennn. 1.53(¢)(3)
D B B s F= N o T OO USPR 1.53
D B B b o T T PP PP 1.16(d)
General requisites ...1.51(c)
Later filing of filing fee and cover sheeb......cocvoviiiiiiiiiiiii s 1.53(g)
Names of all inventors required ...1.41, 1.53(¢c)
I\ [o TR i =4 o R o)l o) i 1o ) i v v/ PP 1.53(c)(4)
NO eXaAMINATION Lottt et e e ae e e e e e e aananas 1.53(1)
Papers concerning, must identify provisional applications as such, and
DY aAPPlication NUIMDET ...uiiiii et e e neenas 1.5(f)
Parts of complete provisional application .......ccovviiiiiiiiiiiiiiiiiiiiieeeas 1.51(c)
) S oY TET Sy b Ao (<Y< T PSP 1.173)
REVIVAL OF .ttt et e e et e et e et eeaaans 1.137
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AL aTC) = o= a a Lo a U= 1o PPN 1.53(1)
Public information......... Part 102
PUDLIC USE PrOCEEAIIIE S ettt ittt ettt ee ettt eteeseteaseneaseneaeenensanen 1.292

B B it e 1.17()
Publication:

Of reexamination certificate ........ccooiiiiiiiiiiiiii i 1.570(f), 1.997(f)
Publication of application 1.211

Early PUDIICATION ..ttt et e e e e et e et a e et a e e 1.219

Express abandonment to avoid publication .........coceeviiiiiniiiiniiiininiiiininenans 1.138(c)

DT PPN 1.18

Nonpublication request..................... ...1.213

Publication of redacted copy ... 1.217

Republication ........coviiiiiiiiiiiinninnns, ...1.221

Voluntary publiCation ..ot e e 1.221
Published application

BT e =T T o TN 1.11, 1.14

Certified copies

Contents.................

Definition ...cocvevviviiiviniiiiiiiiiieen

Records of, open to public

Republication of ......cccoevvviivininninnnn.

Third party SubDMISSION TN ...uiiii e e et ee e eaeaans 1.99

R

RCE (Request for continued examination) .......ccccveviiiiiiiiiiiiiiiiiiicicieieeeeeeaenes 1.114
ReaSONS O QlIOWATICE .ouiuinininiiiiieiee e e et e e e et e e e e e et e e eneenanananans 1.104(e)
Reconsideration of OffiCe aCtion......coiuviiiiiiiiiiiiiiiiii e 1.112
Reconstruction Of 10ST fI1eS ..ot aas 1.251
Recording of assignments. (See Assignments and recording)

Records of the Patent and Trademark Office .........cccceviiiiiiiiiiiiiniiiiininnineninens 1.11-1.15
Redacted publication of appliCation ......ccoiiiiiiiiiiiiiiii e 1.217
Reexamination:

Amendments, manner of MaKING ......ccoiiiiiiiiiiiiiiiiieeeeeeeeeeee e aeaes 1.121(c)

Announcement in OffiCial GAZELLE ........ouuieiniiii e neas 1.11(c)

Correction of INVENnTOTrSNID...c.ii it 1.530

(076 it=1S) oT0) aTe (=) AT oIS Rr- Ve [0 b it TSt S 1.33(c)

Ex parte proceedings

Amendments, manner of MaKING ......ccooiiiiiiiiiiiiiiiiiiiieeeeees 1.21(j), 1.530
APDEAL 5O BOATM .vninitiiniiiitiiie ettt aae e
Appeal to C.A.F.C
Civil action under 35 U.S.C. 14D ...iuiiiiiiiiiiiie et e e e e anes l 303
Concurrent with interference, reissue, other reexamination, litiga-

tion or office ProCeedINgS(S) .uueuiuriniriii i ee e eeans 1.565
(0703216 L5 Lo FI o) P PP 1.550
DUty Of QISCIOSUIE T1..uiuiiiiiiiiiii e e et e e e e e e e e e e e e n e eaenananas 1.555
Examiner’s determination to grant or refuse request for.............ooovviininnnn 1.515
EXtensions Of TIIe ..o 1.550(c)
Initiated DY the DireCtor. ..o e aaaes 1.520
TN EETVIEWS 111 ittt et e e e e e e e e e e e e 1.560
Issuance of certificate at conclusion oOf.........cccoeviviiiiiiiiiiiiii 1.570
Order for reexamination by exXaminer.........ccooviiiiiiiiiiiiiiiiie s 1.525
Patent owner’s statement ......cooiiiiiiiiiiiiii 1.530, 1.540
Processing of prior art citations dUring........ccceevvviiiiiiiiiiiiiiiieieeeeeeeeaes 1.502
Reply to patent owner’s statement to third party requester.............. 1.5635, 1.540
REQUEST fOT ettt ea e 1.510

...................... 1.552

SEIVICE OF PADETS «uenitiniieiiii ettt e te it e et e e e e en et e et eeneaneneans 1.248
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EXamMINer’s @CTIOM .. it e 1.104
Bttt e et a et aaas 1.20(c)
Fee charged to deposit account .
Identification In 1ether ..o e 1.5(d)
Inter PArtes PrOCEEAIINIES (.ur ittt ettt ettt et eee e et ereaseneneanansannn 1.902-907
Amendments, manner of maKing........ccoooeviiiiiiiiiiiiiiiiiiieeen, 1.121(j), 1.530, 1.941
Appeal to Board .........ccceveviiiiiiiiiininnnnn. .

Appeal to C.A.F.C
Civil action under 35 U.S.C. 145 not available .............cooviviiiiiiiiiiiiininanen.. 1. 303(d)
Concurrent with interference, reissue, other reexamination, litiga-
tion or office ProCeedingS(S) .vvveviriiiiriiiiiri i eeanes 1.565, 1.985
[070)a L0 b Lol vio ) AF PP PPN 1.937
DUty Of AISCIOSULE IM .iuinininiiiiiiiriie e e e e e eeaen 1.555, 1923
Examiner’s determination to grant or refuse request for.................... 1.923-1.927
BEXTensions Of TIIe ..o e 1.956
Filing date of request fOr ..o e 1.919
Issuance of certificate at conclusion Of.........cccoeviviiiiiiiiiiiii 1.997
Merged with concurrent reexamination proceedings .......ccocevevviiiiniiiiniiennnnnn 1.989
Merged with reissue appliCation ... e 1.991
Notice of, in the OffiCial GAZELLE .......oneeiiiiii et eeeeeaeaes 1.904
Persons eligible to file request fOr ....covviiiiiiiii e 1.903
Processing of prior art citations dUring........cccvevviviiiiiiiiiiiiieeeeeeeeaes 1.902
N TeT0) oI o) A PP PP PPTTPINt 1.906
SEIVICE OF DADETS tutuiriininiiiieieiee ettt e e et et e eteeneaeteeneenaeaeanenenns 1.248, 1.903
Submission of papers by the PUBLIC....ccciviiiviiiiiiiiiii e 1.905
SUDSEQUENT FeQUESTS 0T ottt e e 1.907
Suspension due to concurrent interference...........cooovviiiiiiiiiiiiiiiiiie 1.993
Suspension due to litigation ... 1.987
Information Disclosure Statements.....cocoviviiiiiiiiiiiiiiiiiner e 1.98, 1.555
Open to publiC....cevvviiiiiiiiiiiieeeene,

Reconsideration before final action
Refund of fee ...coevviiiiiiiiiiiiinnieieens

Reply t0 action ..o L1

Revival of termination examination ...1.137
Reference characters in drawingsS....occcvveviiieieiiiiieeieieieeeieiee e ieenanas 1.74, 1.84(p)
References cited on examination.......ooviviiiiiiiiiiiiiiiini e 1.104(d)
Refund of money paid by misStake ...ccovuiiiiiiiiii e 1.26
Refund of international application filing and processing fees ...........ccceveninine. 1.446
Register of Government interest in patents.......cccoiiiiiiiiiiiiiii e 3.58
Rehearing:

Of appeal decisions by Board of Patent Appeals and Interferences ................ 41.52

Request for, time for appeal after action on.........ccccoeviiiiiiiiiiiiiiiiiens 1.304
Reissues:

DN 00 Lcy 0 L0 0 L=y 0 L vE TN 1.173

Applicants, assignees..........cceeevenenn.. ... 1.172

Application for reissue .. 1171

Application made and sworn to by inventor, if living .... ... 1.172
DECIATATION (.t e a e 1.175
D) R b F s PPN 1.173(a)(2), 1.173(b)(3)
Examination Of reiSSUE oo 1.176

Filed dAuring interference.......oooiiiiiiiiii i 41.202, 41.203
Filing during reexamination ...........ccooiiiiiiiiiiiiii e 1.565, 1.985
D B T T T PSPPI 1.16
Filing of announced in OfficiAl GAZELLE ........c.c.eveiriieireiiiiiee e ieeeeieereens 1.11(b)
Grounds for and requirements.........cooeiiiiiiiiiiiiiiiieee 1.171-1.173, 1.175-1.178
| ST (I T I PPN 1.18(a)

..... 1.175
OPEIL T0 DUDLIC .ttt e ettt e et et e et et e et e e e e ene e eneanans 1.11
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Original claims subject to reexamination ..........coviiiiiiiiiiiiiiiiiiiieeees 1.176

Original patent surrendered

Reissue in divisions ........cccoeveveienenen.. 1.
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