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whole or in part. Affirmance of a rejection of 
a claim constitutes a general affirmance of 
the decision of the examiner on that claim, 
except as to any rejection specifically re-
versed. 

(b) Remand. The Board may remand an ap-
plication to the examiner. If in response to a 
remand for further consideration of a rejec-
tion, the examiner enters an examiner’s an-
swer, within two months the appellant shall 
exercise one of the following two options to 
avoid abandonment of the application or ter-
mination of a reexamination proceeding: 

(1) Request to reopen prosecution. Request 
that prosecution be reopened before the ex-
aminer by filing a reply under § 1.111 of this 
title with or without amendment or submis-
sion of evidence. Any amendment or evi-
dence must be responsive to the remand or 
issues discussed in the examiner’s answer. A 
request that complies with this paragraph 
will be entered and the application or patent 
under reexamination will be reconsidered by 
the examiner under the provisions of § 1.112 
of this title. A request under this paragraph 
will be treated as a request to dismiss the 
appeal. 

(2) Request to re-docket the appeal. The ap-
pellant may request that the Board re-dock-
et the appeal (see § 41.35(a) of this subpart) 
and file a reply brief as set forth in § 41.41 of 
this subpart. A reply brief may not be ac-
companied by any amendment or evidence. A 
reply brief which is accompanied by an 
amendment or evidence will be treated as a 
request to reopen prosecution pursuant to 
paragraph (b)(1) of this section. 

(c) Remand not final action. Whenever a de-
cision of the Board includes a remand, the 
decision shall not be considered a final deci-
sion of the Board. When appropriate, upon 
conclusion of proceedings on remand before 
the examiner, the Board may enter an order 
making its decision final. 

(d) New ground of rejection. Should the 
Board have a basis not involved in the appeal 
for rejecting any pending claim, it may enter 
a new ground of rejection. A new ground of 
rejection shall be considered an interlocu-
tory order and shall not be considered a final 
decision. If the Board enters a new ground of 
rejection, within two months appellant must 
exercise one of the following two options 
with respect to the new ground of rejection 
to avoid dismissal of the appeal as to any 
claim subject to the new ground of rejection: 

(1) Reopen prosecution. Submit an amend-
ment of the claims subject to a new ground 
of rejection or new evidence relating to the 
new ground of rejection or both, and request 
that the matter be reconsidered by the ex-
aminer. The application or reexamination 
proceeding on appeal will be remanded to the 
examiner. A new ground of rejection by the 
Board is binding on the examiner unless, in 
the opinion of the examiner, the amendment 
or new evidence overcomes the new ground 

of rejection. In the event the examiner main-
tains the new ground of rejection, appellant 
may again appeal to the Board. 

(2) Request for rehearing. Submit a request 
for rehearing pursuant to § 41.52 of this sub-
part relying on the Record. 

(e) Recommendation. In its opinion in sup-
port of its decision, the Board may include a 
recommendation, explicitly designated as 
such, of how a claim on appeal may be 
amended to overcome a specific rejection. 
When the Board makes a recommendation, 
appellant may file an amendment or take 
other action consistent with the rec-
ommendation. An amendment or other ac-
tion, otherwise complying with statutory 
patentability requirements, will overcome 
the specific rejection. An examiner, however, 
upon return of the application or reexamina-
tion proceeding to the jurisdiction of the ex-
aminer, may enter a new ground of rejection 
of a claim amended in conformity with a rec-
ommendation, when appropriate. 

(f) Request for briefing and information. The 
Board may enter an order requiring appel-
lant to brief matters or supply information 
or both that the Board believes would assist 
in deciding the appeal. Appellant will be 
given a non-extendable time period within 
which to respond to the order. Failure of ap-
pellant to timely respond to the order may 
result in dismissal of the appeal in whole or 
in part. 

(g) Extension of time to take action. A re-
quest for an extension of time to respond to 
a request for briefing and information under 
paragraph (f) of this section is not author-
ized. A request for an extension of time to 
respond to Board action under paragraphs (b) 
and (d) of this section shall be presented as 
a petition under § 41.3 of this part. 

§ 41.52 Rehearing. 
(a)(1) Appellant may file a single re-

quest for rehearing within two months 
of the date of the original decision of 
the Board. No request for rehearing 
from a decision on rehearing will be 
permitted, unless the rehearing deci-
sion so modified the original decision 
as to become, in effect, a new decision, 
and the Board states that a second re-
quest for rehearing would be permitted. 
The request for rehearing must state 
with particularity the points believed 
to have been misapprehended or over-
looked by the Board. Arguments not 
raised in the briefs before the Board 
and evidence not previously relied upon 
in the brief and any reply brief(s) are 
not permitted in the request for re-
hearing except as permitted by para-
graphs (a)(2) and (a)(3) of this section. 
When a request for rehearing is made, 
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the Board shall render a decision on 
the request for rehearing. The decision 
on the request for rehearing is deemed 
to incorporate the earlier opinion re-
flecting its decision for appeal, except 
for those portions specifically with-
drawn on rehearing, and is final for the 
purpose of judicial review, except when 
noted otherwise in the decision on re-
hearing. 

(2) Upon a showing of good cause, ap-
pellant may present a new argument 
based upon a recent relevant decision 
of either the Board or a Federal Court. 

(3) New arguments responding to a 
new ground of rejection made pursuant 
to § 41.50(b) are permitted. 

(b) Extensions of time under § 1.136(a) 
of this title for patent applications are 
not applicable to the time period set 
forth in this section. See § 1.136(b) of 
this title for extensions of time to 
reply for patent applications and 
§ 1.550(c) of this title for extensions of 
time to reply for ex parte reexamina-
tion proceedings. 

EFFECTIVE DATE NOTE: At 73 FR 32977, June 
10, 2008, § 41.52 was revised, effective Decem-
ber 10, 2008. Per a subsequent final rule pub-
lished at 73 FR 74972, Dec. 10, 2008, the effec-
tive date of this rule was delayed indefi-
nitely. 

For the convenience of the user, the re-
vised text is set forth as follows: 

§ 41.52 Rehearing. 
(a) Request for rehearing authorized. An ap-

pellant may file a single request for rehear-
ing. 

(b) Time for filing request for rehearing. Any 
request for rehearing must be filed within 
two months from the date of the decision 
mailed by the Board. 

(c) Extension of time to file request for rehear-
ing. A request for an extension of time shall 
be presented as a petition under § 41.3 of this 
part. 

(d) Content of request for rehearing. The 
form of a request for rehearing is governed 
by the requirements of § 41.37(v) of this sub-
part, except that a request for rehearing may 
not exceed 10 pages, excluding any table of 
contents, table of authorities, and signature 
block. A request to exceed the page limit 
shall be made by petition under § 41.3 at least 
ten calendar days before the request for re-
hearing is due. A request for rehearing must 
contain, under appropriate headings and in 
the order indicated, the following items: 

(1) Table of contents—see § 41.37(i) of this 
subpart. 

(2) Table of authorities—see § 41.37(j) of this 
subpart. 

(3) [Reserved] 
(4) Argument—see paragraph (f) of this sec-

tion. 
(e) [Reserved] 
(f) Argument. A request for rehearing shall 

state with particularity the points believed 
to have been misapprehended or overlooked 
by the Board. In filing a request for rehear-
ing, the argument shall adhere to the fol-
lowing format: ‘‘On page x, lines y-z of the 
Board’s opinion, the Board states that (set 
out what was stated). The point misappre-
hended or overlooked was made to the Board 
in (identify paper, page and line where argu-
ment was made to the Board) or the point 
was first made in the opinion of the Board. 
The response is (state response).’’ As part of 
each response, appellant shall refer to the 
page number and line or drawing number of 
a document in the Record. A general restate-
ment of the case will not be considered an 
argument that the Board has misappre-
hended or overlooked a point. A new argu-
ment cannot be made in a request for rehear-
ing, except: 

(1) New ground of rejection. Appellant may 
respond to a new ground of rejection entered 
pursuant to § 41.50(d)(2) of this subpart. 

(2) Recent legal development. Appellant may 
rely on and call the Board’s attention to a 
recent court or Board opinion which is rel-
evant to an issue decided in the appeal. 

(g) No amendment or new evidence. No 
amendment or new evidence may accompany 
a request for rehearing. 

(h) Decision on rehearing. A decision will be 
rendered on a request for rehearing. The de-
cision on rehearing is deemed to incorporate 
the underlying decision sought to be reheard 
except for those portions of the underlying 
decision specifically modified on rehearing. 
A decision on rehearing is final for purposes 
of judicial review, except when otherwise 
noted in the decision on rehearing. 

§ 41.54 Action following decision. 

After decision by the Board, the pro-
ceeding will be returned to the exam-
iner, subject to appellant’s right of ap-
peal or other review, for such further 
action by appellant or by the examiner, 
as the condition of the proceeding may 
require, to carry into effect the deci-
sion. 

EFFECTIVE DATE NOTE: At 73 FR 32977, June 
10, 2008, § 41.54 was revised, effective Decem-
ber 10, 2008. Per a subsequent final rule pub-
lished at 73 FR 74972, Dec. 10, 2008, the effec-
tive date of this action was delayed indefi-
nitely. 

For the convenience of the user, the re-
vised text is set forth as follows: 

VerDate Mar<15>2010 08:42 Aug 31, 2010 Jkt 220139 PO 00000 Frm 00431 Fmt 8010 Sfmt 8003 Y:\SGML\220139.XXX 220139jd
jo

ne
s 

on
 D

S
K

8K
Y

B
LC

1P
R

O
D

 w
ith

 C
F

R


		Superintendent of Documents
	2014-08-28T15:12:21-0400
	US GPO, Washington, DC 20401
	Superintendent of Documents
	GPO attests that this document has not been altered since it was disseminated by GPO




