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(e) Correspondence to correct any 
irregularities in a subsequent designa-
tion must be made directly with the 
International Bureau. 

[68 FR 55769, Sept. 26, 2003, as amended at 69 
FR 57186, Sept. 24, 2004] 

Subpart D—Recording Changes to 
International Registration 

§ 7.22 Recording changes to inter-
national registration. 

Except as provided in §§ 7.23 and 7.24, 
requests to record changes to an inter-
national registration must be filed 
with the International Bureau. If a re-
quest to record an assignment or re-
striction of a holder’s right of disposal 
of an international registration or the 
release of such a restriction meets the 
requirements of § 7.23 or 7.24, the Office 
will forward the request to the Inter-
national Bureau. Section 10 of the Act 
and part 3 of this chapter are not appli-
cable to assignments or restrictions of 
international registrations. 

§ 7.23 Requests for recording assign-
ments at the International Bureau. 

A request to record an assignment of 
an international registration may be 
submitted through the Office for for-
warding to the International Bureau 
only if the assignee cannot obtain the 
assignor’s signature for the request to 
record the assignment. 

(a) A request to record an assignment 
submitted through the Office must in-
clude all of the following: 

(1) The international registration 
number; 

(2) The name and address of the hold-
er of the international registration; 

(3) The name and address of the as-
signee of the international registra-
tion; 

(4) A statement that the assignee: Is 
a national of the United States; has a 
domicile in the United States; or has a 
real and effective industrial or com-
mercial establishment in the United 
States. Where an assignee’s address is 
not in the United States, the assignee 
must provide the address of its U.S. 
domicile or establishment; 

(5) A statement that the assignee 
could not obtain the assignor’s signa-
ture for the request to record the as-
signment; 

(6) An indication that the assignment 
applies to the designation to the 
United States; 

(7) A statement that the assignment 
applies to all the goods and/or services 
in the international registration, or if 
less, a list of the goods and/or services 
in the international registration that 
have been assigned that pertain to the 
designation to the United States; and 

(8) The U.S. transmittal fee required 
by § 7.6. 

(b) If a request to record an assign-
ment contains all the elements set 
forth in paragraph (a) of this section, 
the Office will forward the request to 
the International Bureau. Forwarding 
the request to the International Bu-
reau is not a determination by the Of-
fice of the validity of the assignment 
or the effect that the assignment has 
on the title of the international reg-
istration. 

(c) If the request fails to contain all 
the elements set forth in paragraph (a) 
of this section, the Office will not for-
ward the request to the International 
Bureau. The Office will notify the as-
signee(s) of the reason(s). If the as-
signee paid the fees to record the as-
signment (see § 7.7) through the Office, 
the Office will refund the recording fee. 
The Office will not refund the trans-
mittal fee. 

(d) Correspondence to correct any 
irregularities in a request to record an 
assignment must be made directly with 
the International Bureau. 

[68 FR 55769, Sept. 26, 2003, as amended at 69 
FR 57186, Sept. 24, 2004] 

§ 7.24 Requests to record security in-
terest or other restriction of hold-
er’s rights of disposal or release of 
such restriction submitted through 
the Office. 

(a) A party who obtained a security 
interest or other restriction of a hold-
er’s right to dispose of an international 
registration, or the release of such a 
restriction, may submit a request to 
record the restriction or release 
through the Office for forwarding to 
the International Bureau only if: 

(1) The restriction or release: 
(i) Is the result of a court order; or 
(ii) Is the result of an agreement be-

tween the holder of the international 
registration and the party restricting 
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the holder’s right of disposal, and the 
signature of the holder cannot be ob-
tained for the request to record the re-
striction or release; 

(2) The party who obtained the re-
striction is a national of, is domiciled 
in, or has a real and effective industrial 
or commercial establishment in the 
United States; and 

(3) The restriction or release applies 
to the holder’s right to dispose of the 
international registration in the 
United States. 

(b) A request to record a restriction 
or the release of a restriction must be 
submitted by the party who obtained 
the restriction of the holder’s right of 
disposal and include all the following: 

(1) The international registration 
number; 

(2) The name and address of the hold-
er of the international registration; 

(3) The name and address of the party 
who obtained the restriction; 

(4) A statement that the party who 
submitted the request: Is a national of 
the United States; has a domicile in 
the United States; or has a real and ef-
fective industrial or commercial estab-
lishment in the United States. Where a 
party’s address is not in the United 
States, the party must provide the ad-
dress of its U.S. domicile or establish-
ment; 

(5) (i) A statement that the restric-
tion is the result of a court order, or 

(ii) Where the restriction is the re-
sult of an agreement between the hold-
er of the international registration and 
the party restricting the holder’s right 
of disposal, a statement that the signa-
ture of the holder of the international 
registration could not be obtained for 
the request to record the restriction or 
release of the restriction; 

(6) A summary of the main facts con-
cerning the restriction; 

(7) An indication that the restriction, 
or the release of the restriction, of the 
holder’s right of disposal of the inter-
national registration applies to the 
designation to the United States; and 

(8) The U.S. transmittal fee required 
by § 7.6. 

(c) If a request to record a restric-
tion, or the release of a restriction, 
contains all the elements set forth in 
paragraph (b) of this section, the Office 
will forward the request to the Inter-

national Bureau. Forwarding the re-
quest to the International Bureau is 
not a determination by the Office of 
the validity of the restriction, or its re-
lease, or the effect that the restriction 
has on the holder’s right to dispose of 
the international registration. 

(d) If the request fails to contain all 
the elements set forth in paragraph (b) 
of this section, the Office will not for-
ward the request. The Office will notify 
the party who submitted the request of 
the reason(s). The Office will not re-
fund the transmittal fee. 

(e) Correspondence to correct any 
irregularities in a request to record a 
restriction of a holder’s right to dis-
pose of an international registration or 
the release of such a restriction must 
be made directly with the Inter-
national Bureau. 

Subpart E—Extension of Protection 
to the United States 

§ 7.25 Sections of part 2 applicable to 
extension of protection. 

(a) Except for §§ 2.22–2.23, 2.130–2.131, 
2.160–2.166, 2.173, and 2.181–2.186, all sec-
tions in parts 2, 10, and 11 of this chap-
ter shall apply to an extension of pro-
tection of an international registration 
to the United States, including sec-
tions related to proceedings before the 
Trademark Trial and Appeal Board, un-
less otherwise stated. 

(b) The Office will refer to a request 
for an extension of protection to the 
United States as an application under 
section 66(a) of the Act, and references 
to applications and registrations in 
part 2 of this chapter include exten-
sions of protection to the United 
States. 

(c) Upon registration in the United 
States under section 69 of the Act, an 
extension of protection to the United 
States is referred to as a registration, 
a registered extension of protection, or 
a section 66(a) registration. 

[68 FR 55769, Sept. 26, 2003, as amended at 69 
FR 57186, Sept. 24, 2004; 70 FR 38774, July 6, 
2005; 73 FR 47686, Aug. 14, 2008; 73 FR 67776, 
Nov. 17, 2008; 75 FR 35977, June 24, 2010] 
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