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§§1.122-1.24

(4) When claim text shall not be pre-
sented; canceling a claim. (i) No claim
text shall be presented for any claim in
the claim listing with the status of
‘“‘canceled” or ‘‘not entered.”

(ii) Cancellation of a claim shall be
effected by an instruction to cancel a
particular claim number. Identifying
the status of a claim in the claim list-
ing as ‘“‘canceled’ will constitute an in-
struction to cancel the claim.

(b) Reinstatement of previously canceled
claim. A claim which was previously
canceled may be reinstated only by
adding the claim as a ‘“‘new’” claim
with a new claim number.

(d) Drawings: One or more application
drawings shall be amended in the fol-
lowing manner: Any changes to an ap-
plication drawing must be in compli-
ance with §1.84 and must be submitted
on a replacement sheet of drawings
which shall be an attachment to the
amendment document and, in the top
margin, labeled ‘‘Replacement Sheet.”
Any replacement sheet of drawings
shall include all of the figures appear-
ing on the immediate prior version of
the sheet, even if only one figure is
amended. Any new sheet of drawings
containing an additional figure must
be labeled in the top margin as ‘‘New
Sheet.” All changes to the drawings
shall be explained, in detail, in either
the drawing amendment or remarks
section of the amendment paper.

(1) A marked-up copy of any amended
drawing figure, including annotations
indicating the changes made, may be
included. The marked-up copy must be
clearly labeled as ‘‘Annotated Sheet”
and must be presented in the amend-
ment or remarks section that explains
the change to the drawings.

(2) A marked-up copy of any amended
drawing figure, including annotations
indicating the changes made, must be
provided when required by the exam-
iner.

(e) Disclosure consistency. The disclo-
sure must be amended, when required
by the Office, to correct inaccuracies of
description and definition, and to se-
cure substantial correspondence be-
tween the claims, the remainder of the
specification, and the drawings.

(f) No new matter. No amendment may
introduce new matter into the disclo-
sure of an application.
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(g) Ezxception for examiner’s amend-
ments. Changes to the specification, in-
cluding the claims, of an application
made by the Office in an examiner’s
amendment may be made by specific
instructions to insert or delete subject
matter set forth in the examiner’s
amendment by identifying the precise
point in the specification or the
claim(s) where the insertion or dele-
tion is to be made. Compliance with
paragraphs (b)(1), (b)(2), or (c) of this
section is not required.

(h) Amendment sections. Each section
of an amendment document (e.g.,
amendment to the claims, amendment
to the specification, replacement draw-
ings, and remarks) must begin on a
separate sheet.

(1) Amendments in reissue applications.
Any amendment to the description and
claims in reissue applications must be
made in accordance with §1.173.

(j) Amendments in reexamination pro-
ceedings. Any proposed amendment to
the description and claims in patents
involved in reexamination proceedings
must be made in accordance with
§1.530.

(k) Amendments in provisional applica-
tions. Amendments in provisional ap-
plications are not usually made. If an
amendment is made to a provisional
application, however, it must comply
with the provisions of this section. Any
amendments to a provisional applica-
tion shall be placed in the provisional
application file but may not be en-
tered.

[68 FR 38628, June 30, 2003, as amended at 69
FR 565643, Sept. 21, 2004]

§§1.122-1.24 [Reserved]

§1.125 Substitute specification.

(a) If the number or nature of the
amendments or the legibility of the ap-
plication papers renders it difficult to
consider the application, or to arrange
the papers for printing or copying, the
Office may require the entire specifica-
tion, including the claims, or any part
thereof, be rewritten.

(b) Subject to §1.312, a substitute
specification, excluding the claims,
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