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(b) If an award by an arbitrator pur-
suant to 35 U.S.C. 294 is modified by a 
court, the party requesting the modi-
fication must file in the Patent and 
Trademark Office, a notice of the 
modification for placement in the file 
of each patent to which the modifica-
tion applies. The notice must set forth 
the patent number, the names of the 
inventor and patent owner, and the 
names and addresses of the parties to 
the arbitration. The notice must also 
include a copy of the court’s order 
modifying the award. 

(c) Any award by an arbitrator pursu-
ant to 35 U.S.C. 294 shall be unenforce-
able until any notices required by para-
graph (a) or (b) of this section are filed 
in the Patent and Trademark Office. If 
any required notice is not filed by the 
party designated in paragraph (a) or (b) 
of this section, any party to the arbi-
tration proceeding may file such a no-
tice. 

(35 U.S.C. 6, Pub. L. 97–247) 

[48 FR 2714, Jan. 20, 1983] 

AMENDMENT OF RULES 

§ 1.351 Amendments to rules will be 
published. 

All amendments to the regulations in 
this part will be published in the Offi-
cial Gazette and in the FEDERAL REG-
ISTER. 

§ 1.352 [Reserved] 

MAINTENANCE FEES 

§ 1.362 Time for payment of mainte-
nance fees. 

(a) Maintenance fees as set forth in 
§§ 1.20 (e) through (g) are required to be 
paid in all patents based on applica-
tions filed on or after December 12, 
1980, except as noted in paragraph (b) of 
this section, to maintain a patent in 
force beyond 4, 8 and 12 years after the 
date of grant. 

(b) Maintenance fees are not required 
for any plant patents or for any design 
patents. Maintenance fees are not re-
quired for a reissue patent if the patent 
being reissued did not require mainte-
nance fees. 

(c) The application filing dates for 
purposes of payment of maintenance 
fees are as follows: 

(1) For an application not claiming 
benefit of an earlier application, the 
actual United States filing date of the 
application. 

(2) For an application claiming ben-
efit of an earlier foreign application 
under 35 U.S.C. 119, the United States 
filing date of the application. 

(3) For a continuing (continuation, 
division, continuation-in-part) applica-
tion claiming the benefit of a prior pat-
ent application under 35 U.S.C. 120, the 
actual United States filing date of the 
continuing application. 

(4) For a reissue application, includ-
ing a continuing reissue application 
claiming the benefit of a reissue appli-
cation under 35 U.S.C. 120, United 
States filing date of the original non- 
reissue application on which the patent 
reissued is based. 

(5) For an international application 
which has entered the United States as 
a Designated Office under 35 U.S.C. 371, 
the international filing date granted 
under Article 11(1) of the Patent Co-
operation Treaty which is considered 
to be the United States filing date 
under 35 U.S.C. 363. 

(d) Maintenance fees may be paid in 
patents without surcharge during the 
periods extending respectively from: 

(1) 3 years through 3 years and 6 
months after grant for the first main-
tenance fee, 

(2) 7 years through 7 years and 6 
months after grant for the second 
maintenance fee, and 

(3) 11 years through 11 years and 6 
months after grant for the third main-
tenance fee. 

(e) Maintenance fees may be paid 
with the surcharge set forth in § 1.20(h) 
during the respective grace periods 
after: 

(1) 3 years and 6 months and through 
the day of the 4th anniversary of the 
grant for the first maintenance fee. 

(2) 7 years and 6 months and through 
the day of the 8th anniversary of the 
grant for the second maintenance fee, 
and 

(3) 11 years and 6 months and through 
the day of the 12th anniversary of the 
grant for the third maintenance fee. 

(f) If the last day for paying a main-
tenance fee without surcharge set forth 
in paragraph (d) of this section, or the 
last day for paying a maintenance fee 
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with surcharge set forth in paragraph 
(e) of this section, falls on a Saturday, 
Sunday, or a federal holiday within the 
District of Columbia, the maintenance 
fee and any necessary surcharge may 
be paid under paragraph (d) or para-
graph (e) respectively on the next suc-
ceeding day which is not a Saturday, 
Sunday, or federal holiday. 

(g) Unless the maintenance fee and 
any applicable surcharge is paid within 
the time periods set forth in para-
graphs (d), (e) or (f) of this section, the 
patent will expire as of the end of the 
grace period set forth in paragraph (e) 
of this section. A patent which expires 
for the failure to pay the maintenance 
fee will expire at the end of the same 
date (anniversary date) the patent was 
granted in the 4th, 8th, or 12th year 
after grant. 

(h) The periods specified in §§ 1.362 (d) 
and (e) with respect to a reissue appli-
cation, including a continuing reissue 
application thereof, are counted from 
the date of grant of the original non-re-
issue application on which the reissued 
patent is based. 

[49 FR 34724, Aug. 31, 1984, as amended at 56 
FR 65154, Dec. 13, 1991; 58 FR 54511, Oct. 22, 
1993] 

§ 1.363 Fee address for maintenance 
fee purposes. 

(a) All notices, receipts, refunds, and 
other communications relating to pay-
ment or refund of maintenance fees 
will be directed to the correspondence 
address used during prosecution of the 
application as indicated in § 1.33(a) un-
less: 

(1) A fee address for purposes of pay-
ment of maintenance fees is set forth 
when submitting the issue fee, or 

(2) A change in the correspondence 
address for all purposes is filed after 
payment of the issue fee, or 

(3) A fee address or a change in the 
‘‘fee address’’ is filed for purposes of re-
ceiving notices, receipts and other cor-
respondence relating to the payment of 
maintenance fees after the payment of 
the issue fee, in which instance, the 
latest such address will be used. 

(b) An assignment of a patent appli-
cation or patent does not result in a 
change of the ‘‘correspondence ad-
dress’’ or ‘‘fee address’’ for mainte-
nance fee purposes. 

(c) A fee address must be an address 
associated with a Customer Number. 

[49 FR 34725, Aug. 31, 1984, as amended at 69 
FR 29878, May 26, 2004] 

§ 1.366 Submission of maintenance 
fees. 

(a) The patentee may pay mainte-
nance fees and any necessary sur-
charges, or any person or organization 
may pay maintenance fees and any 
necessary surcharges on behalf of a 
patentee. Authorization by the pat-
entee need not be filed in the Patent 
and Trademark Office to pay mainte-
nance fees and any necessary sur-
charges on behalf of the patentee. 

(b) A maintenance fee and any nec-
essary surcharge submitted for a pat-
ent must be submitted in the amount 
due on the date the maintenance fee 
and any necessary surcharge are paid. 
A maintenance fee or surcharge may be 
paid in the manner set forth in § 1.23 or 
by an authorization to charge a deposit 
account established pursuant to § 1.25. 
Payment of a maintenance fee and any 
necessary surcharge or the authoriza-
tion to charge a deposit account must 
be submitted within the periods set 
forth in § 1.362 (d), (e), or (f). Any pay-
ment or authorization of maintenance 
fees and surcharges filed at any other 
time will not be accepted and will not 
serve as a payment of the maintenance 
fee except insofar as a delayed pay-
ment of the maintenance fee is accept-
ed by the Director in an expired patent 
pursuant to a petition filed under 
§ 1.378. Any authorization to charge a 
deposit account must authorize the im-
mediate charging of the maintenance 
fee and any necessary surcharge to the 
deposit account. Payment of less than 
the required amount, payment in a 
manner other than that set forth § 1.23, 
or in the filing of an authorization to 
charge a deposit account having insuf-
ficient funds will not constitute pay-
ment of a maintenance fee or surcharge 
on a patent. The procedures set forth 
in § 1.8 or § 1.10 may be utilized in pay-
ing maintenance fees and any nec-
essary surcharges. 
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