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Department of Energy 970.2703–1 

970.2702–5 Rights to proposal data. 
Contracting officers must include the 

clause at 48 CFR 52.227–23, Rights to 
Proposal Data, in all solicitations and 
contracts for the management and op-
eration of DOE sites and facilities. 

970.2702–6 Notice of right to request 
patent waiver. 

Contracting officers must include the 
provision at 970.5227–9 in all solicita-
tions for contracts for the management 
and operation of DOE sites or facilities. 

970.2703 Patent rights. 

970.2703–1 Purposes of patent rights 
clauses. 

(a) DOE sites and facilities are man-
aged and operated on behalf of the De-
partment of Energy by a contractor, 
pursuant to management and operating 
contracts that are generally awarded 
for a five (5) year term, with the possi-
bility for renewal. Special provisions 
relating to patent rights are appro-
priately incorporated into an M&O con-
tract because of the unique cir-
cumstances and responsibilities of 
managing and operating a Govern-
ment-owned facility, as compared to 
other federally funded research and de-
velopment contracts. 

(b)(1) Technology transfer mission 
clause. In accordance with Public Law 
101–189, section 3133(d), DOE may grant 
technology transfer authority to M&O 
contractors operating a DOE facility. 
Generally, M&O contractors have the 
right to elect to retain title to inven-
tions made under the contract, wheth-
er a nonprofit or educational organiza-
tions, as a result of 35 U.S.C. 200 et seq. 
(Bayh-Dole Act), or a large business, as 
a result of a class patent waiver issued 
pursuant to 10 CFR part 784. Under 
such contracts, the M&O contractor as-
sumes responsibilities for commer-
cializing retained inventions, in ac-
cordance with the Technology Transfer 
Mission clause provided at 970.5227–3. 
That clause also governs such activi-
ties as the distribution of royalties 
earned from inventions made under the 
contract and the transfer of patent 
rights in inventions made under the 
contract to successor contractors. 

(2) If the M&O contractor is a non-
profit organization or small business 

firm having technology transfer au-
thority, the following clauses are in-
serted into the M&O contract: 970.5227– 
3 and 970.5227–10. 

(3) If the M&O contract has tech-
nology transfer as a mission and is to 
be performed by a for-profit, large busi-
ness firm that has been granted an ad-
vance class waiver, the following 
clauses are inserted into the M&O con-
tract: 970.5227–3 and 970.5227–12. The 
terms of the clause at 970.5227–12 are 
subject to modification to conform to 
the terms of the class waiver. 

(4) If the M&O contract does not have 
a technology transfer mission and is to 
be performed by a for-profit, large busi-
ness firm and does not have advance 
class waiver under 10 CFR part 784, the 
patent rights clause at 970.5227–11 is in-
serted into the M&O contract, and the 
Technology Transfer Mission clause is 
inapplicable. 

(5) If the contractor is an educational 
institution, a non-profit organization 
or a small business firm and is con-
ducting privately funded technology 
transfer activities, involving the use of 
private funds to conduct licensing and 
marketing activities related to inven-
tions made under the contract in ac-
cordance with the Bayh-Dole Act, DOE 
may modify the patent rights clause 
(970.5227–10) to address issues such as 
the disposition of royalties earned 
under the privately funded technology 
transfer program, the transfer of pat-
ent rights to a successor contractor, al-
lowable cost restrictions concerning 
privately funded technology transfer 
activities, and the Government’s free-
dom from any liability related to li-
censing under the contractor’s pri-
vately funded technology transfer pro-
gram. 

(c) Contracting officers must consult 
with DOE patent counsel assisting the 
contracting activity or the Assistant 
General Counsel for Technology Trans-
fer and Intellectual Property for assist-
ance in selecting for use in the solicita-
tion, negotiating, or approving appro-
priate patent rights clauses for a M&O 
contract. It may be appropriate to in-
clude more than one patent rights 
clause in a solicitation if the successful 
contractor could, for instance, be ei-
ther an educational or a large business. 
If a large business may be selected for 
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performance of a contract that will in-
clude a technology transfer clause, the 
solicitation must include the clause at 
970.5227–12 to reflect the waiver that 
will likely be granted. If the solicita-
tion includes more than one patent 
clause, it must include an explanation 
of the circumstances under which the 
appropriate clause will be used. The 
final award must contain only one pat-
ent rights clause. 

970.2703–2 Patent rights clause provi-
sions for management and oper-
ating contractors. 

(a) Allocation of Principal Rights: 
Bayh-Dole provisions. If the manage-
ment and operating contractor is an 
educational institution or nonprofit or-
ganization, the patent rights clause 
provided at 970.5227–10 must be inserted 
into the M&O contract. Such entities 
are beneficiaries of Bayh-Dole Act, in-
cluding the paramount right of the 
contractor to elect to retain title to in-
ventions conceived or first actually re-
duced to practice in performance of 
work under the contract, except in 
DOE-exempted areas of technology or 
in operation of DOE facilities pri-
marily dedicated to naval nuclear pro-
pulsion or weapons related programs. 

(b) Allocation of Principal Rights: Gov-
ernment title. (1) The patent rights 
clause provided at 970.5227–11 must be 
incorporated into the M&O contract if 
the contractor is a for-profit, large 
business firm and the contract does not 
have a technology transfer mission or 
if, without regard to the type of con-
tractor, the contract is for the oper-
ation of a DOE facility primarily dedi-
cated to naval nuclear propulsion or 
weapons related programs. That clause 
provides for DOE’s statutory obligation 
to take title to inventions conceived or 
first actually reduced to practice in the 
course of or under an M&O contract, 
and does not contemplate an advance 
class waiver of Government rights in 
inventions, or participation by the con-
tractor in technology transfer activi-
ties. 

(2) While only in rare circumstances 
does a for-profit large business con-
tractor whose contract contains no 
technology transfer mission receive 
rights in or title to inventions made 
under the contract, the contractor does 

have the right to request a license or 
foreign patent rights in inventions 
made under the contract, and may pe-
tition for a waiver of Government 
rights in identified inventions. The 
patent rights clause 970.5227–11 does not 
include many of the provisions of pat-
ent rights clauses 970.5227–10 and 
970.5227–12, related to the filing of pat-
ent applications by the contractor, the 
granting of rights in inventions by the 
contractor to third parties (preference 
for United States industry), and condi-
tions allowing the Government to 
grant licenses to third parties in inven-
tions retained by the contractor 
(march-in rights). Any instrument 
granting rights in inventions made 
under a contract governed by patent 
rights clause 970.5227–11 must include 
these additional provisions within its 
terms and conditions. 

(c) Allocation of Principal Rights: Con-
tractor right to elect title under an ad-
vance class waiver. If the M&O con-
tractor is a for-profit, large business 
firm and the Government has granted 
an advance class waiver of Government 
rights in inventions made in the course 
of or under the M&O contract, under 
the authority of the Atomic Energy 
Act of 1954 (42 U.S.C. 2182) and the Fed-
eral Nonnuclear Energy Act of 1974 (42 
U.S.C. 5908(c)), the patent rights clause 
provided at 970.5227–12 must be inserted 
into the M&O contract, unless the 
terms and conditions of such an ap-
proved waiver alter or replace the pat-
ent rights clause provisions pursuant 
to 10 CFR part 784. 

(d) Extensions of time—DOE discretion. 
The patent rights clauses for M&O con-
tracts require the contractor to take 
certain actions within prescribed time 
periods to comply with the contract 
and preserve its rights in inventions. 
The M&O contractor may request ex-
tensions of time in which to take such 
actions by submitting written jus-
tification to DOE, and DOE may grant 
the contractor’s requests, on a case-by- 
case basis. If the time period expired 
due to negligence by the contractor, 
DOE may grant a request for an exten-
sion of time upon a showing by the 
contractor that corrective procedures 
are in place to avoid such negligence in 
the future. If a contractor is requesting 
an extension of time in which to elect 
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