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§ 7.29 Effect of replacement on U.S. 
registration. 

A U.S. registration that has been re-
placed by a registered extension of pro-
tection under section 74 of the Act and 
§ 7.28 will remain in force, unless can-
celled, expired or surrendered, as long 
as: 

(a) The owner of the replaced U.S. 
registration continues to file affidavits 
or declarations of use in commerce or 
excusable nonuse under section 8 of the 
Act; and 

(b) The replaced U.S. registration is 
renewed under section 9 of the Act. 

§ 7.30 Effect of cancellation or expira-
tion of international registration. 

When the International Bureau noti-
fies the Office of the cancellation or ex-
piration of an international registra-
tion, in whole or in part, the Office 
shall cancel, in whole or in part, the 
corresponding pending or registered ex-
tension of protection to the United 
States. The date of cancellation of an 
extension of protection or relevant 
part shall be the date of cancellation or 
expiration of the corresponding inter-
national registration or relevant part. 

§ 7.31 Requirements for trans-
formation of an extension of protec-
tion to the United States into a U.S. 
application. 

If the International Bureau cancels 
an international registration in whole 
or in part, under Article 6(4) of the Ma-
drid Protocol, the holder of that inter-
national registration may file a re-
quest to transform the corresponding 
pending or registered extension of pro-
tection to the United States into an 
application under section 1 or 44 of the 
Act. 

(a) The holder of the international 
registration must file a request for 
transformation within three months of 
the date of cancellation of the inter-
national registration and include: 

(1) The serial number or registration 
number of the extension of protection 
to the United States; 

(2) The name and address of the hold-
er of the international registration; 

(3) The application filing fee for at 
least one class of goods or services re-
quired by § 2.6(a)(1) of this chapter; and 

(4) An e-mail address for receipt of 
correspondence from the Office. 

(b) If the request for transformation 
contains all the elements set forth in 
paragraph (a) of this section, the exten-
sion of protection shall be transformed 
into an application under section 1 and/ 
or 44 of the Act and accorded the same 
filing date and the same priority that 
was accorded to the extension of pro-
tection. 

(c) The application under section 1 
and/or 44 of the Act that results from a 
transformed extension of protection 
will be examined under part 2 of this 
chapter. 

(d) A request for transformation that 
fails to contain all the elements set 
forth in paragraph (a) of this section 
will not be accepted. 

[68 FR 55769, Sept. 26, 2003, as amended at 69 
FR 57186, Sept. 24, 2004] 

Subpart F—Affidavit Under Section 
71 of the Act for Extension of 
Protection to the United 
States 

§ 7.36 Affidavit or declaration of use in 
commerce or excusable nonuse re-
quired to avoid cancellation of an 
extension of protection to the 
United States. 

(a) Subject to the provisions of sec-
tion 71 of the Act, a registered exten-
sion of protection shall remain in force 
for the term of the international reg-
istration upon which it is based unless 
the international registration expires 
or is cancelled under section 70 of the 
Act due to cancellation of the inter-
national registration by the Inter-
national Bureau. 

(b) During the following time periods, 
the holder of an international registra-
tion must file an affidavit or declara-
tion of use or excusable nonuse, or the 
registered extension of protection will 
be cancelled under section 71 of the 
Act: 

(1) On or after the fifth anniversary 
and no later than the sixth anniversary 
after the date of registration in the 
United States; and 

(2) Within the year before the end of 
every ten-year period after the date of 
registration in the United States. 

(3) The affidavit or declaration may 
be filed within a grace period of six 
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