AUTHENTICATED
U.S. GOVERNMENT
INFORMATION

GPO

§4.5

response by an invention promoter.
The response must contain:

(1) The name and address of the in-
vention promoter;

(2) A reference to a complaint for-
warded to the invention promoter or a
complaint previously published;

(3) The name of the individual sign-
ing the response; and

(4) The title or authority of the indi-
vidual signing the response.

§4.5 Notice by publication.

If the copy of the complaint that is
mailed to the invention promoter is re-
turned undelivered, then the USPTO
will primarily publish a Notice of Com-
plaint Received on the USPTO’s Inter-
net home page at hitp:/www.uspto.gov.
Only where the USPTO’s Web site is
unavailable for publication will the
USPTO publish the Notice of Com-
plaint in the Official Gazette and/or the
FEDERAL REGISTER. The invention pro-
moter will be given 30 days from such
notice to submit a reply to the Notice
of Complaint. If the USPTO does not
receive a reply from the invention pro-
moter within 30 days, the complaint
alone will become publicly available.

[68 FR 9553, Feb. 28, 2003]

§4.6 Attorneys and Agents.

Complaints against registered patent
attorneys and agents will not be treat-
ed under this section, unless a com-
plaint fairly demonstrates that inven-
tion promotion services are involved.
Persons having complaints about reg-
istered patent attorneys or agents
should contact the Office of Enroll-
ment and Discipline at Mail Stop OED,
Director of the United States Patent
and Trademark Office, PO Box 1450, Al-
exandria, Virginia 22313-1450, and the
attorney discipline section of the at-
torney’s state licensing bar if an attor-
ney is involved.

[68 FR 14338, Mar. 25, 2003]

PART 5—SECRECY OF CERTAIN IN-
VENTIONS AND LICENSES TO EX-
PORT AND FILE APPLICATIONS IN
FOREIGN COUNTRIES

SECRECY ORDERS
Sec.

37 CFR Ch. | (7-1-13 Edition)

5.1 Applications and correspondence involv-
ing national security.

5.2 Secrecy order.

5.3 Prosecution of application under secrecy
orders; withholding patent.

5.4 Petition for rescission of secrecy order.

5.5 Permit to disclose or modification of se-
crecy order.

5.6-5.8 [Reserved]

LICENSES FOR FOREIGN EXPORTING AND FILING

5.11 License for filing in a foreign country
an application on an invention made in
the United States or for transmitting
international application.

5.12 Petition for license.

5.13 Petition for license; no corresponding
application.

5.14 Petition for license; corresponding U.S.
application.

5.156 Scope of license.

5.16-5.17 [Reserved]

5.18 Arms, ammunition, and implements of
war.

5.19 Export of technical data.

5.20 Export of technical data relating to
sensitive nuclear technology.

5.25 Petition for retroactive license.

GENERAL
5.31-5.33 [Reserved]

AUTHORITY: 35 U.S.C. 2(b)(2), 41, 181-188, as
amended by the Patent Law Foreign Filing
Amendments Act of 1988, Pub. L. 100-418, 102
Stat. 1667; the Arms Export Control Act, as
amended, 22 U.S.C. 2571 et seq.; the Atomic
Energy Act of 1954, as amended, 42 U.S.C.
2011 et seq.; the Nuclear Non Proliferation
Act of 1978; 22 U.S.C. 3201 et seq.; and the del-
egations in the regulations under these Acts
to the Director (156 CFR 734.3(b)(1)(v), 22 CFR
125.04, and 10 CFR 810.7), as well as the Ex-
port Administration Act of 1979, 50 U.S.C.
app. 2401 et seq.; the International Emer-
gency Economic Powers Act, 50 U.S.C. 1701 et
seq.; E.O. 12938, 59 FR 59099, 3 CFR, 19%
Comp., p. 950; E.O. 13222, 66 FR 44025, 3 CFR,
2001 Comp., p. 783; Notice of August 2, 2005, 70
FR 45273 (August 5, 2005).

SOURCE: 24 FR 10381, Dec. 22, 1959, unless
otherwise noted.

EDITORIAL NOTE: Nomenclature changes to
part 5 appear at 68 FR 14338, Mar. 25, 2003.

SECRECY ORDERS

§5.1 Applications and correspondence
involving national security.

(a) All correspondence in connection
with this part, including petitions,
should be addressed to: Mail Stop L&R,
Commissioner for Patents, P.O. Box
1450, Alexandria, Virginia 22313-1450.
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(b) Application as used in this part
includes provisional applications filed
under 35 U.S.C. 111(b) (§1.9(a)(2) of this
chapter), nonprovisional applications
filed under 35 U.S.C. 111(a) or entering
the national stage from an inter-
national application after compliance
with 35 U.S.C. 371 (§1.9(a)(3)), or inter-
national applications filed under the
Patent Cooperation Treaty prior to en-
tering the national stage of processing
(§1.9(b)).

(c) Patent applications and docu-
ments relating thereto that are na-
tional security classified (see §1.9(i) of
this chapter) and contain authorized
national security markings (e.g.,
“Confidential,” ‘‘Secret” or ‘“Top Se-
cret’’) are accepted by the Office. Na-
tional security classified documents
filed in the Office must be either hand-
carried to Licensing and Review or
mailed to the Office in compliance with
paragraph (a) of this section.

(d) The applicant in a national secu-
rity classified patent application must
obtain a secrecy order pursuant to
§5.2(a). If a national security classified
patent application is filed without a
notification pursuant to §5.2(a), the Of-
fice will set a time period within which
either the application must be declas-
sified, or the application must be
placed under a secrecy order pursuant
to §5.2(a), or the applicant must submit
evidence of a good faith effort to ob-
tain a secrecy order pursuant to §5.2(a)
from the relevant department or agen-
cy in order to prevent abandonment of
the application. If evidence of a good
faith effort to obtain a secrecy order
pursuant to §5.2(a) from the relevant
department or agency is submitted by
the applicant within the time period
set by the Office, but the application
has not been declassified or placed
under a secrecy order pursuant to
§5.2(a), the Office will again set a time
period within which either the applica-
tion must be declassified, or the appli-
cation must be placed under a secrecy
order pursuant to §5.2(a), or the appli-
cant must submit evidence of a good
faith effort to again obtain a secrecy
order pursuant to §5.2(a) from the rel-
evant department or agency in order to
prevent abandonment of the applica-
tion.

§5.2

(e) An application will not be pub-
lished under §1.211 of this chapter or
allowed under §1.311 of this chapter if
publication or disclosure of the appli-
cation would be detrimental to na-
tional security. An application under
national security review will not be
published at least until six months
from its filing date or three months
from the date the application was re-
ferred to a defense agency, whichever is
later. A national security classified
patent application will not be pub-
lished under §1.211 of this chapter or
allowed under §1.311 of this chapter
until the application is declassified and
any secrecy order under §5.2(a) has
been rescinded.

(f) Applications on inventions made
outside the United States and on in-
ventions in which a U.S. Government
defense agency has a property interest
will not be made available to defense
agencies.

[656 FR 54682, Sept. 8, 2000, as amended at 65
FR 57060, Sept. 20, 2000; 68 FR 14338, Mar. 25,
2003; 69 FR 29880, May 26, 2004]

§5.2 Secrecy order.

(a) When notified by the chief officer
of a defense agency that publication or
disclosure of the invention by the
granting of a patent would be detri-
mental to the national security, an
order that the invention be kept secret
will be issued by the Commissioner for
Patents.

(b) Any request for compensation as
provided in 35 U.S.C. 183 must not be
made to the Patent and Trademark Of-
fice, but directly to the department or
agency which caused the secrecy order
to be issued.

(c) An application disclosing any sig-
nificant part of the subject matter of
an application under a secrecy order
pursuant to paragraph (a) of this sec-
tion also falls within the scope of such
secrecy order. Any such application
that is pending before the Office must
be promptly brought to the attention
of Licensing and Review, unless such
application is itself under a secrecy
order pursuant to paragraph (a) of this
section. Any subsequently filed appli-
cation containing any significant part
of the subject matter of an application
under a secrecy order pursuant to para-
graph (a) of this section must either be
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§5.3

hand-carried to Licensing and Review
or mailed to the Office in compliance
with §5.1(a).

[24 FR 10381, Dec. 22, 1959, as amended at 62
FR 53203, Oct. 10, 1997; 65 FR 54683, Sept. 8,
2000]

§5.3 Prosecution of application under
secrecy orders; withholding patent.

Unless specifically ordered otherwise,
action on the application by the Office
and prosecution by the applicant will
proceed during the time an application
is under secrecy order to the point in-
dicated in this section:

(a) National applications under se-
crecy order which come to a final re-
jection must be appealed or otherwise
prosecuted to avoid abandonment. Ap-
peals in such cases must be completed
by the applicant but unless otherwise
specifically ordered by the Commis-
sioner for Patents will not be set for
hearing until the secrecy order is re-
moved.

(b) An interference or derivation will
not be instituted involving a national
application under secrecy order. An ap-
plicant whose application is under se-
crecy order may suggest an inter-
ference (§41.202(a) of this title), but the
Office will not act on the request while
the application remains under a se-
crecy order.

(c) When the national application is
found to be in condition for allowance
except for the secrecy order the appli-
cant and the agency which caused the
secrecy order to be issued will be noti-
fied. This notice (which is not a notice
of allowance under §1.311 of this chap-
ter) does not require reply by the appli-
cant and places the national applica-
tion in a condition of suspension until
the secrecy order is removed. When the
secrecy order is removed the Patent
and Trademark Office will issue a no-
tice of allowance under §1.311 of this
chapter, or take such other action as
may then be warranted.

(d) International applications under
secrecy order will not be mailed, deliv-
ered or otherwise transmitted to the
international authorities or the appli-
cant. International applications under
secrecy order will be processed up to
the point where, if it were not for the
secrecy order, record and search copies

37 CFR Ch. | (7-1-13 Edition)

would be transmitted to the inter-
national authorities or the applicant.

(Pub. L. 94-131, 89 Stat. 685)

[43 FR 20470, May 11, 1978, as amended at 53
FR 23736, June 23, 1988; 62 FR 53203, Oct. 10,
1997; 69 FR 50002, Aug. 12, 2004; 77 FR 46629,
Aug. 6, 2012]

§5.4 Petition for rescission of secrecy
order.

(a) A petition for rescission or re-
moval of a secrecy order may be filed
by, or on behalf of, any principal af-
fected thereby. Such petition may be in
letter form, and it must be in dupli-
cate.

(b) The petition must recite any and
all facts that purport to render the
order ineffectual or futile if this is the
basis of the petition. When prior publi-
cations or patents are alleged the peti-
tion must give complete data as to
such publications or patents and
should be accompanied by copies there-
of.

(c) The petition must identify any
contract between the Government and
any of the principals, under which the
subject matter of the application or
any significant part thereof was devel-
oped, or to which the subject matter is
otherwise related. If there is no such
contract, the petition must so state.

(d) Appeal to the Secretary of Com-
merce, as provided by 35 U.S.C. 181,
from a secrecy order cannot be taken
until after a petition for rescission of
the secrecy order has been made and
denied. Appeal must be taken within
sixty days from the date of the denial,
and the party appealing, as well as the
department or agency which caused the
order to be issued, will be notified of
the time and place of hearing.

[24 FR 10381, Dec. 22, 1959, as amended at 62
FR 53204, Oct. 10, 1997]

§5.5 Permit to disclose or modification
of secrecy order.

(a) Consent to disclosure, or to the
filing of an application abroad, as pro-
vided in 35 U.S.C. 182, shall be made by
a ‘“‘permit” or ‘“‘modification’ of the se-
crecy order.

(b) Petitions for a permit or modi-
fication must fully recite the reason or
purpose for the proposed disclosure.
Where any proposed disclosee is known
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to be cleared by a defense agency to re-
ceive classified information, adequate
explanation of such clearance should be
made in the petition including the
name of the agency or department
granting the clearance and the date
and degree thereof. The petition must
be filed in duplicate.

(c) In a petition for modification of a
secrecy order to permit filing abroad,
all countries in which it is proposed to
file must be made known, as well as all
attorneys, agents and others to whom
the material will be consigned prior to
being lodged in the foreign patent of-
fice. The petition should include a
statement vouching for the loyalty and
integrity of the proposed disclosees and
where their clearance status in this or
the foreign country is known all de-
tails should be given.

(d) Consent to the disclosure of sub-
ject matter from one application under
secrecy order may be deemed to be con-
sent to the disclosure of common sub-
ject matter in other applications under
secrecy order so long as not taken out
of context in a manner disclosing ma-
terial beyond the modification granted
in the first application.

(e) Organizations requiring consent
for disclosure of applications under se-
crecy order to persons or organizations
in connection with repeated routine op-
eration may petition for such consent
in the form of a general permit. To be
successful such petitions must ordi-
narily recite the security clearance
status of the disclosees as sufficient for
the highest classification of material
that may be involved.

[24 FR 10381, Dec. 22, 1959, as amended at 62
FR 53204 Oct. 10, 1997]

§§5.6-5.8 [Reserved]

LICENSES FOR FOREIGN EXPORTING AND
FILING

§5.11 License for filing in a foreign
country an application on an inven-
tion made in the United States or
for transmitting an international
application.

(a) A license from the Commissioner
for Patents under 35 U.S.C. 184 is re-
quired before filing any application for
patent including any modifications,
amendments, or supplements thereto
or divisions thereof or for the registra-

§5.11

tion of a utility model, industrial de-
sign, or model, in a foreign patent of-
fice or any foreign patent agency or
any international agency other than
the United States Receiving Office, if
the invention was made in the United
States and:

(1) An application on the invention
has been on file in the United States
less than six months prior to the date
on which the application is to be filed,
or

(2) No application on the invention
has been filed in the United States.

(b) The license from the Commis-
sioner for Patents referred to in para-
graph (a) would also authorize the ex-
port of technical data abroad for pur-
poses relating to the preparation, filing
or possible filing and prosecution of a
foreign patent application without sep-
arately complying with the regulations
contained in 22 CFR parts 121 through
130 (International Traffic in Arms Reg-
ulations of the Department of State),
15 CFR parts 730-774 (Regulations of
the Bureau of Industry and Security,
Department of Commerce) and 10 CFR
part 810 (Foreign Atomic Energy Pro-
grams of the Department of Energy).

(c) Where technical data in the form
of a patent application, or in any form,
are being exported for purposes related
to the preparation, filing or possible
filing and prosecution of a foreign pat-
ent application, without the license
from the Commissioner for Patents re-
ferred to in paragraphs (a) or (b) of this
section, or on an invention not made in
the United States, the export regula-
tions contained in 22 CFR parts 120
through 130 (International Traffic in
Arms Regulations of the Department of
State), 156 CFR parts 730-774 (Bureau of
Industry and Security Regulations, De-
partment of Commerce) and 10 CFR
part 810 (Assistance to Foreign Atomic
Energy Activities Regulations of the
Department of Energy) must be com-
plied with unless a license is not re-
quired because a United States applica-
tion was on file at the time of export
for at least six months without a se-
crecy order under §5.2 being placed
thereon. The term ‘‘exported” means
export as it is defined in 22 CFR part
120, 15 CFR part 734 and activities cov-
ered by 10 CFR part 810.
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§5.12

(d) If a secrecy order has been issued
under §5.2, an application cannot be ex-
ported to, or filed in, a foreign country
(including an international agency in a
foreign country), except in accordance
with §5.5.

(e) No license pursuant to paragraph
(a) of this section is required:

(1) If the invention was not made in
the United States, or

(2) If the corresponding United States
application is not subject to a secrecy
order under §5.2, and was filed at least
six months prior to the date on which
the application is filed in a foreign
country, or

(3) For subsequent modifications,
amendments and supplements con-
taining additional subject matter to, or
divisions of, a foreign patent applica-
tion if:

(i) A license is not, or was not, re-
quired under paragraph (e)(2) of this
section for the foreign patent applica-
tion;

(ii) The corresponding United States
application was not required to be
made available for inspection under 35
U.S.C. 181; and

(iii) Such modifications, amend-
ments, and supplements do not, or did
not, change the general nature of the
invention in a manner which would re-
quire any corresponding United States
application to be or have been avail-
able for inspection under 35 U.S.C. 181.

(f) A license pursuant to paragraph
(a) of this section can be revoked at
any time upon written notification by
the Patent and Trademark Office. An
authorization to file a foreign patent
application resulting from the passage
of six months from the date of filing of
a United States patent application may
be revoked by the imposition of a se-
crecy order.

[49 FR 13461, Apr. 4, 1984, as amended at 56
FR 1928, Jan. 18, 1991; 62 FR 53204, Oct. 10,
1997; 70 FR 56129, Sept. 26, 2005]

§5.12

(a) Filing of an application for patent
for inventions made in the TUnited
States will be considered to include a
petition for license under 35 U.S.C. 184
for the subject matter of the applica-
tion. The filing receipt will indicate if
a license is granted. If the initial auto-
matic petition is not granted, a subse-

Petition for license.

37 CFR Ch. | (7-1-13 Edition)

quent petition may be filed under para-
graph (b) of this section.

(b) A petition for license must in-
clude the fee set forth in §1.17(g) of this
chapter, the petitioner’s address, and
full instructions for delivery of the re-
quested license when it is to be deliv-
ered to other than the petitioner. The
petition should be presented in letter
form.

(35 U.S.C. 6, Pub. L. 97-247)

[48 FR 2714, Jan. 20, 1983, as amended at 49
FR 13462, Apr. 4, 1984; 62 FR 53204, Oct. 10,
1997; 656 FR 54683, Sept. 8, 2000; 69 FR 56546,
Sept. 21, 2004]

§5.13 Petition for license;
responding application.

no cor-

If no corresponding national or inter-
national application has been filed in
the United States, the petition for li-
cense under §5.12(b) must also be ac-
companied by a legible copy of the ma-
terial upon which a license is desired.
This copy will be retained as a measure
of the license granted.

[62 FR 53204, Oct. 10, 1997]

§5.14 Petition for license; cor-

responding U.S. application.

(a) When there is a corresponding
United States application on file, a pe-
tition for license under §5.12(b) must
also identify this application by appli-
cation number, filing date, inventor,
and title, but a copy of the material
upon which the license is desired is not
required. The subject matter licensed
will be measured by the disclosure of
the United States application.

(b) Two or more United States appli-
cations should not be referred to in the
same petition for license unless they
are to be combined in the foreign or
international application, in which
event the petition should so state and
the identification of each TUnited
States application should be in sepa-
rate paragraphs.

(c) When the application to be filed
or exported abroad contains matter not
disclosed in the United States applica-
tion or applications, including the case
where the combining of two or more
United States applications introduces
subject matter not disclosed in any of
them, a copy of the application as it is
to be filed in the foreign country or
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international application which is to
be transmitted to a foreign inter-
national or national agency for filing
in the Receiving Office, must be fur-
nished with the petition. If however,
all new matter in the foreign or inter-
national application to be filed is read-
ily identifiable, the new matter may be
submitted in detail and the remainder
by reference to the pertinent United
States application or applications.

(Pub. L. 94-131, 89 Stat. 685)

[43 FR 20471, May 11, 1978, as amended at 49
FR 13462, Apr. 4, 1984; 62 FR 53204, Oct. 10,
1997]

§5.15 Scope of license.

(a) Applications or other materials
reviewed pursuant to §§5.12 through
5.14, which were not required to be
made available for inspection by de-
fense agencies under 35 U.S.C. 181, will
be eligible for a license of the scope
provided in this paragraph. This license
permits subsequent modifications,
amendments, and supplements con-
taining additional subject matter to, or
divisions of, a foreign patent applica-
tion, if such changes to the application
do not alter the general nature of the
invention in a manner which would re-
quire the United States application to
have been made available for inspec-
tion under 35 U.S.C. 181. Grant of this
license authorizing the export and fil-
ing of an application in a foreign coun-
try or the transmitting of an inter-
national application to any foreign
patent agency or international patent
agency when the subject matter of the
foreign or international application
corresponds to that of the domestic ap-
plication. This license includes author-
ity:

(1) To export and file all duplicate
and formal application papers in for-
eign countries or with international
agencies;

(2) To make amendments, modifica-
tions, and supplements, including divi-
sions, changes or supporting matter
consisting of the illustration, exem-
plification, comparison, or explanation
of subject matter disclosed in the ap-
plication; and

(3) To take any action in the prosecu-
tion of the foreign or international ap-
plication provided that the adding of
subject matter or taking of any action

§5.15

under paragraphs (a)(l) or (2) of this
section does not change the general na-
ture of the invention disclosed in the
application in a manner which would
require such application to have been
made available for inspection under 35
U.S.C. 181 by including technical data
pertaining to:

(i) Defense services or articles des-
ignated in the United States Munitions
List applicable at the time of foreign
filing, the unlicensed exportation of
which is prohibited pursuant to the
Arms Export Control Act, as amended,
and 22 CFR parts 121 through 130; or

(ii) Restricted Data, sensitive nuclear
technology or technology useful in the
production or utilization of special nu-
clear material or atomic energy, dis-
semination of which is subject to re-
strictions of the Atomic Energy Act of
1954, as amended, and the Nuclear Non-
Proliferation Act of 1978, as imple-
mented by the regulations for Unclassi-
fied Activities in Foreign Atomic En-
ergy Programs, 10 CFR part 810, in ef-
fect at the time of foreign filing.

(b) Applications or other materials
which were required to be made avail-
able for inspection under 35 U.S.C. 181
will be eligible for a license of the
scope provided in this paragraph. Grant
of this license authorizes the export
and filing of an application in a foreign
country or the transmitting of an
international application to any for-
eign patent agency or international
patent agency. Further, this license in-
cludes authority to export and file all
duplicate and formal papers in foreign
countries or with foreign and inter-
national patent agencies and to make
amendments, modifications, and sup-
plements to, file divisions of, and take
any action in the prosecution of the
foreign or international application,
provided subject matter additional to
that covered by the license is not in-
volved.

(c) A license granted under §5.12(b)
pursuant to §5.13 or §5.14 shall have the
scope indicated in paragraph (a) of this
section, if it is so specified in the li-
cense. A petition, accompanied by the
required fee (§1.17(g) of this chapter),
may also be filed to change a license
having the scope indicated in para-
graph (b) of this section to a license
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§§5.16-5.17

having the scope indicated in para-
graph (a) of this section. No such peti-
tion will be granted if the copy of the
material filed pursuant to §5.13 or any
corresponding United States applica-
tion was required to be made available
for inspection under 35 U.S.C. 181. The
change in the scope of a license will be
effective as of the date of the grant of
the petition.

(d) In those cases in which no license
is required to file the foreign applica-
tion or transmit the international ap-
plication, no license is required to file
papers in connection with the prosecu-
tion of the foreign or international ap-
plication not involving the disclosure
of additional subject matter.

(e) Any paper filed abroad or trans-
mitted to an international patent
agency following the filing of a foreign
or international application which
changes the general nature of the sub-
ject matter disclosed at the time of fil-
ing in a manner which would require
such application to have been made
available for inspection under 35 U.S.C.
181 or which involves the disclosure of
subject matter listed in paragraphs
(a)(3)(1) or (ii) of this section must be
separately licensed in the same manner
as a foreign or international applica-
tion. Further, if no license has been
granted under §5.12(a) on filing the cor-
responding United States application,
any paper filed abroad or with an inter-
national patent agency which involves
the disclosure of additional subject
matter must be licensed in the same
manner as a foreign or international
application.

(f) Licenses separately granted in
connection with two or more United
States applications may be exercised
by combining or dividing the disclo-
sures, as desired, provided:

(1) Subject matter which changes the
general nature of the subject matter
disclosed at the time of filing or which
involves subject matter listed in para-
graph (a)(3) (i) or (ii) of this section is
not introduced, and

(2) In the case where at least one of
the licenses was obtained under
§5.12(b), additional subject matter is
not introduced.

(g) A license does not apply to acts
done before the license was granted.

37 CFR Ch. | (7-1-13 Edition)

See §5.25 for petitions for retroactive
licenses.

[49 FR 13462, Apr. 4, 1984, as amended at 56
FR 1928, Jan. 18, 1991; 62 FR 53204, Oct. 10,
1997; 69 FR 56546, Sept. 21, 2004]

§§5.16-5.17 [Reserved]

§5.18 Arms, ammunition, and imple-
ments of war.

(a) The exportation of technical data
relating to arms, ammunition, and im-
plements of war generally is subject to
the International Traffic in Arms Reg-
ulations of the Department of State (22
CFR parts 120 through 130); the articles
designated as arms, ammunitions, and
implements of war are enumerated in
the U.S. Munitions List (22 CFR part
121). However, if a patent applicant
complies with regulations issued by the
Commissioner for Patents under 35
U.S.C. 184, no separate approval from
the Department of State is required
unless the applicant seeks to export
technical data exceeding that used to
support a patent application in a for-
eign country. This exemption from De-
partment of State regulations is appli-
cable regardless of whether a license
from the Commissioner for Patents is
required by the provisions of §§5.11 and
5.12 (22 CFR part 125).

(b) When a patent application con-
taining subject matter on the Muni-
tions List (22 CFR part 121) is subject
to a secrecy order under §5.2 and a pe-
tition is made under §5.5 for a modi-
fication of the secrecy order to permit
filing abroad, a separate request to the
Department of State for authority to
export classified information is not re-
quired (22 CFR part 125).

[62 FR 53205, Oct. 10, 1997]

§5.19 Export of technical data.

(a) Under regulations (15 CFR
734.3(b)(1)(v)) established by the De-
partment of Commerce, a license is not
required in any case to file a patent ap-
plication or part thereof in a foreign
country if the foreign filing is in ac-
cordance with the regulations (§§5.11
through 5.25) of the U.S. Patent and
Trademark Office.
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(b) An export license is not required
for data contained in a patent applica-
tion prepared wholly from foreign-ori-
gin technical data where such applica-
tion is being sent to the foreign inven-
tor to be executed and returned to the
United States for subsequent filing in
the U.S. Patent and Trademark Office
(15 CFR 734.10(a)).

[70 FR 56129, Sept. 26, 2005]

§5.20 Export of technical data relating
to sensitive nuclear technology.

Under regulations (10 CFR 810.7) es-
tablished by the United States Depart-
ment of Energy, an application filed in
accordance with the regulations (§§5.11
through 5.25) of the Patent and Trade-
mark Office and eligible for foreign fil-
ing under 35 U.S.C. 184, is considered to
be information available to the public
in published form and a generally au-
thorized activity for the purposes of
the Department of Energy regulations.

[62 FR 53205, Oct. 10, 1997]

§5.25 Petition for retroactive license.

(a) A petition for a retroactive li-
cense under 35 U.S.C. 184 shall be pre-
sented in accordance with §5.13 or
§5.14(a), and shall include:

(1) A listing of each of the foreign
countries in which the unlicensed pat-
ent application material was filed,

(2) The dates on which the material
was filed in each country,

(3) A verified statement (oath or dec-
laration) containing:

(i) An averment that the subject
matter in question was not under a se-
crecy order at the time it was filed
aboard, and that it is not currently
under a secrecy order,

(ii) A showing that the license has
been diligently sought after discovery
of the proscribed foreign filing, and

(iii) An explanation of why the mate-
rial was filed abroad through error
without the required license under
§5.11 first having been obtained, and

(4) The required fee (§1.17(g) of this
chapter).

(b) The explanation in paragraph (a)
of this section must include a showing
of facts rather than a mere allegation
of action through error. The showing of
facts as to the nature of the error
should include statements by those

§§5.31-5.33

persons having personal knowledge of
the acts regarding filing in a foreign
country and should be accompanied by
copies of any necessary supporting doc-
uments such as letters of transmittal
or instructions for filing. The acts
which are alleged to constitute error
should cover the period leading up to
and including each of the proscribed
foreign filings.

(c) If a petition for a retroactive 1li-
cense is denied, a time period of not
less than thirty days shall be set, dur-
ing which the petition may be renewed.
Failure to renew the petition within
the set time period will result in a final
denial of the petition. A final denial of
a petition stands unless a petition is
filed under §1.181 within two months of
the date of the denial. If the petition
for a retroactive license is denied with
respect to the invention of a pending
application and no petition under
§1.181 has been filed, a final rejection of
the application under 35 U.S.C. 185 will
be made.

[49 FR 13463, Apr. 4, 1984, as amended at 56
FR 1929, Jan. 18, 1991; 62 FR 53206, Oct. 10,
1997; 69 FR 56546, Sept. 21, 2004; 77 FR 48826,
Aug. 14, 2012]

GENERAL
§§5.31-5.33 [Reserved]
PART 6—CLASSIFICATION OF

GOODS AND SERVICES UNDER
THE TRADEMARK ACT

EDITORIAL NOTE: Part 6 is placed in the
separate grouping of parts pertaining to
trademarks regulations.

PART 7—RULES OF PRACTICE IN
FILINGS PURSUANT TO THE PRO-
TOCOL RELATING TO THE MA-
DRID AGREEMENT CONCERNING
THE INTERNATIONAL REGISTRA-
TION OF MARKS

EDITORIAL NOTE: Part 7 is placed in the
separate grouping of parts pertaining to
trademarks regulations.
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INDEX |—RULES RELATING TO PATENTS

EDITORIAL NOTE: This listing is provided for informational purposes only. It is compiled and
kept current by the Department of Commerce. This index is updated as of July 1, 2013.

Section
A
Abandoned applications:
Abandonment by failure to ProsSecCute......ccoviiiiiiiiiii 1.135
Abandonment during interference ........ooovvv it 41.127(b)
Abandonment for failure to pay iSSUE fE€ ...ovriiiriiiiii s 1.316

BExXpPress abandonment . ... e aas 1.138
T aAVOid PUDIICATION .ottt e as 1.138(c)
Referred to in issued Patents....coiii i 1.14
REVIVAL OF .ttt e e e st et et e et e e et et e et e enaans 1.137
When open for public INSPECTION ...ivviriuiiiiiii e 1.14

Abandonment of application. (See Abandoned applications)

Abstract of the disclosure.(content, physical requirements) .......cccocevviviiiiiinnnen. 1.72
Separate sheet required for commencement of ...................ooeenile 1.52(b)(4), 1.72(b)
Arrangement in overall application .........ccoviiiiiiiiiiiiii e 1.77, 1.163

Access to pending applications (limited) ..........

Action by applicant....coooiiiriiiiiii s 1.111-1.116, 1.121-1. 138

Address, Correspondence, only one recognized by Office .......ccocevevviiiiiiiiinnn. 1.33(c)

Address for notice to Director of appeal to Fed. Cir

Address of SOLiCitor’s OffiCe ..ouviiiiriiiiii e 1. 1(a)(3)

Address of the Patent and Trademark OffiCe.......ccocoeviiiiiiiiiiiiiiiiiiiieieieieeeeeaeans
Mail Stop Assignment Recordation Services ........cooeviviiiiiiiiiiiininnnnnn 1.1(a)4), 3.2’7
Mail StOP DOCUMENT SEIVICES tuuiuiriiniiiiiniiieeie e ee e eeaeaenes 1.1(a)4)
Mail Stop EX Parte ReeXamMm....coouiiiiiiiiiiiiiieie ittt eaeeaens 1.1(c)(1)
Mail Stop Inter Partes REeXamm ....ouviuiuiiiniiiiiiiiieieee et ea 1.1(c)(2)
Mail Stop Interference 41.10(b)
Mail STOD OED ...iuiiiiiiiiiiie ettt e et e e e e e e e eaans 1.1(a)(5), 4.6
Mail Stop Patent EXT ..o e e e 1.1(e)
Mail STOD PO T ittt e e e e e et e e e e 1.1(b)

Adjustment of patent term. (See Patent term adjustment)
Administrator, executor, or other legal representative may make appli-

cation and receive PaAtent ... e, 1.42,1.43
In an international application ..ot 1.422
Oath OF AECLATATION t.ivitit i et e e e e e e e e e aeaaaaas 1.64

Admission to practice. (See Attorneys and agents)
Affidavit (see also Oath in patent application):

ATTOT ADDCAL ..t aaas 41.33(d)
In support of application fOr reisSSUe.....ccovviiiiii e 1.175
To disqualify commonly owned patent as prior art..... ...1.130
To overcome cited patent or publication.........ccoiiiiiiiiiiiiiiiiiceceeens 1.131
Traversing grounds Of rejeCtion.......coooiiiiiiiiiii e 1.132
Agents. (See Attorneys and agents)
Allowance and issue of patent:
Amendment after allowance (before or with issue fee)......ococveviviviiiiininininnnn.. 1.312
Deferral Of ISSUATICE .ouiuiiiii ettt e e e e e e e as 1.314
Delivery Of DAt eIt ..o i et e 1.315
Failure to pay 1SSUE € ...iiiniiiiiiii e 1.187(c), 1.316
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ISSUANCE Of DAL ..ot e e et aas 1.314
Notice 0f AllOWANCE....ceuiuiiiiiiiiiieiieieire e ieeeaeeneans ...1.311
Patent to issue upon payment of issue fee ...1.314
Patent to lapse if issue fee isnot paidin full ..o, 1.317
RBASOIS FOT L.ttt et et e e e et e et et e e e ans 1.104(e)
WiIithdrawal frOM I8SUE ..iui ittt e e e e e e e e e enenenens 1.313
Amendment:

Adding or substituting Claims ....oovveviiiiiii e 1.111, 1.121
DN A Tc) -1 0] 0 1=T: 1 TS 1.116, 41.33, 41.63
After decision on appeal, based on new rejection of Patent Trial and

ADPDEAL BOATA .eniiiiiitiiiit e et e aaaas 41.50(b)
After final aCtioN ..o e 1.116, 41.33
After final action (transitional procedures) ................
After notice of allOWaNCe......ccovvvviiiiiiiiiiiiiieieeeeaeaes
By DAtent OWIEeT ....c.oiiiiiiiiiiiiierre e
Copying claim of another application for interference
Copying claim of issued patent ........ocoeveviiiiiiiiniiiiiiniiineeeeans
Deletions and insertions
Drawings.....ccocevevevivinennnnns
Manner Of MaKING .. ..ottt e e aaas 1.121
B =R o To I T L0 =16 TSP 1.121
New matter prohibited......ccoiiiiriiiiii e 1.121(f), 1.173(a)
NUMDEring Of ClaimiS . .o r ittt e eee et e e e e e ereaearenans 1.126
[0 F= s =) a6 hia 013 0 11~ SN 1.121
(eI F= 0 00 o 1< T OO UPRPRURPINt 1.111, 1.121
[ s BT (o 1) b o SN 1.121
OF AraWITIG cetiniii ettt e e et e et e et e e e e e e e e eaeanan 1.121(d)
OF SPECITICATION ettt et e e e e e e e e e e 1.121
Paper and Writing ..o et e e ans 1.52
Petition from refusal to admit ........coveveveviviiiiiinnnn ... 1127
D =Y B 0B 0 i PN 1.115
Proposed during interference.........ovviiiiiiiiiiiiii e 41.121, 41.208
Provisional appliCcation ......ccoiiiiiiiiiii e 1.53(c), 1.121(k)
Reexamination proceedings ....cooovviiiiiiiiiiiiiiieiceiceeieeaeeennen 1.121(j), 1.530, 1.941
RIS U cu it 1.121(i), 1.173(b)
Requisites Of oo 1.33(b), 1.111, 1.116, 1.121, 1.125
Right to amend ......ccoovvininiiiiiiieeceee s 1.111, 1.114, 1.116, 1.121, 1.127
SIGTIA LU DO cuiiitiii i e e e e e e 1.33(b)
Substitute SPeCIfiCaAtION .oc.iviiii e 1.125
8 0 LI o) PPN 1.134
To applications in interference...........coooeiiiiiiiiiiiiiiiccceeee 41.121, 41.208
TO COrreCt INACCUTACIES .oviuininiiiti e a e e e e aaes 1.121(e)
To correspond to original drawing or specification.............cooiviiiiiinnn, 1.121(e)
O T L C 1] BT PN 1.121(1), 1.173
To save from abandonmMeEnt.....cc.vuvuieiiiiii e 1.135

America Invents Act Post-Grant Proceedings (See Inter parte review, post-grant
review, covered business method review, and derivation proceeding)

Amino Acid Sequences. (See Nucleotide and/or Amino Acid Sequences)

Appeal to Patent Trial and Appeal Board:

Decision by Board...........ccocvvvinininnnn.
Examiner’s answer

) 5 L<F B b oY= o AP
New grounds for rejecting a claim....
NOTICE OF ADDEAL ..ttt e et e e e e e e e as
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Reexamination, inter partes ProCeeding ......cocvevriiiiriiiiniiiei it eeieeeeeenenens 1.959
RENEATING .ouiviiniiiiiiiiii e ...41.52
Reopening after decision ...1.198
D=y o] R o) L= S 41.41
Statement of grounds for rejecting, by Patent Trial and Appeal
270} 1 o PPN 41.50
Appeal to Court of Appeals for the Federal Circuit:
Fee provided DY rules Of COUTT ..ot e eas
From Patent Trial and Appeal Board...........ccooevvvviiiiiiienninnnn..
Notice and reasons of apPeaAl ......coevriiiiiiiiiii i
Reexamination, inter partes proceeding .........
TIime fOr .o
Applicant for patent.........coooveviiiiiiiiiiiiin,
[0 4820 4 ¥=y OO PY
Deceased or legally incapacitated inventor....
Executor or administrator.........ccooeevvinininnn.
Informed of application number ....
Joint changed t0 SOle .....ovvveiiiiiiiiiii e

Letters for, sent to attorney or agent............

May be represented by patent practitioner

Must be represented by patent practitioner if juristic entity..........coeeiiiiiiis 1.31

Personal attendancCe UNNeCESSaATY .ouuer it iiietet et eieet et eteieereieaneaeaseneeneasareneananen 1.2

Required to conduct business with decorum and COUrtesy .....ccovevvvvivieriinnenennnn. 1.3

Required to report assistance reCeived.....ocovviiiiiiiiiiiiii e, 1.4(g)

Sole changed t0 aNOtREr SOLE ....cuiiiiniiiiii e eeeeens 1.48, 1.497(d)

Sole changed to joint..................... e, 1.48, 1.497(d)
Application daba SHEet ..o 1.76

Application for patent (see also Abandoned applications, Claims, Drawing, Exam-
ination of application Reissues, Provisional applications, Specification):

o= T TN ] TP 1.14
Acknowledgement Of filing ...c.ooiviiriiiiiiii s 1.54(b)
Alteration after eXeCULION ..o e 1.52(c)
Alteration before eXeCULION ....oouiiii i e 1.52(¢c)
ADDIICAN ettt ettt et e et e et a e e ans 1.42
Application number and filing date ......cooveiiiiiiiii e 1.54
ATTANGEINENIT couitiiiiiiii ettt e e e et e e e e e e e eneaeanan 1.77, 1.1564, 1.163
Continuation or division, reexecution not required
Continued Prosecution Application (CPA), DeSign .....cccoveviiiiiiiiiiiiiiniiiinnanns 1.53(d)
Copies of, furnished to apPliCants ..cccvviiiiiii e e, 1.59(c)
Cross-references of related applications.........
Deceased or legally incapacitated inventor
INternNatioNal DRaSE ..ouii ittt aaaaaan 1.422
Declaration in lieuw Of 0abh ..o e 1.68
DULY Of QIS CLOSUTE .vuitiniitiiit ittt ettt ettt ettt ea s e e s eneaseneaseneaseneasenensenens 1.56
Elements of, order and arrangement of .........ccccoeviiiiiiiiiiiiiiiiiininnnnnn 1.77, 1.154, 1.163
Filed apparently without all figures of drawing:
Petition asserting all figures of drawing were filed ..........ccoeviviviiiiininnnnn.. 1.53(e)
Petition and filing of missing figures seeking new filing date..................... 1.182
Filed apparently without all pages of specification, petition asserting
all PAZES WETe fIleA . .uiiitiiit i e e e e 1.53(e)
Filed apparently without any drawing, petition asserting drawing was
filed, or was not necessary, or adding drawing and seeking new fil-
B F sz 1 v PP 1.53(e)
Filed by other than inventor........ccooiiiiiiiiiiii s 1.42, 1.43, 1.46
International PRASE . ..ot e 1.421(c), 1.422
Filing and national fEES .....coviiiiriiiii s 1.16, 1.445, 1.492
) BB s F= N o T U TUUSPTP 1.53
International apPliCation .......coiiiiiiiiii e 1.431(b)
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Foreign language oath or declaration...........coooiiiiiiiiiiiiiiiiii e 1.69
Formulas and BaD1eS ..ttt e e e e aaeas 1.58
(€ SN Tey = A Yo b ) A T S PN 1.51
Identification required in letters CONCErNing .......ccooviiiiiiiiiiiiiiiiiiiice e 1.5
Incomplete application not forwarded for examination...............ccoeeeviiiiinnnn. 1.53
Interlineations, etc., to be indicated......cocoeviiiiiiiiiiiiiiiiiee s 1.52(c)(1)
Language, paper, Writing, mMargin .....cccoviiiiiiiiiiie e e e e eaeaens 1.52
Later filing of oath and filing fee ..ot 1.53(f)
Must be made by actual inventor, with exceptions..........cccoeevveninnn.. 1.42, 1.46, 1.64
Names of all inventors required.........ccooviiiiiiiiiiiiii e 1.41, 1.53
Non-English 1anguUage...c.ouueuiiniiiiiiiieeiniie et ee e ee e eie e eeaneenans 1.52(b)(1)(11)
Nonprovisional filed without at least one claim, filing of petition to

convert to a provisional application ......cccocveviviiiiiiiniiinininiireeeeeas 1.53(¢c)(2)
Nonprovisional application forwarded for examination only when com-

0 () o1 PP 1.53
OWNed DY GOVEITIMENT ..ottt ettt e e e r e eneneaaans 1.103(f)
Papers forming part of original disclosure not to be expunged................ 1.59(a)(2)
Parts filed SEDaralely ..our i e aaaaaas 1.54
Parts of application desirably filed together .......ccoviiiiiiiiiiiiie e, 1.54
Parts of complete appliCation ....oooveiiiiiiiii s 1.51
e oY TT TSy b A o (<Y< O PPN 1.17
Provisional application........ccoeeveviiiiniiiiininiininennnn, 1.9(a)(2), 1.51(c), 1.53(c), 1.121(k)
Publication. (See Publication of applications)

Relating t0 atomiC ENeTZY c.vuuiuiiiiiii e e e e e e aeneas 1.14(d)
Reservation for future application not permitted.......c.coveviviviiiiinininnnnininnnnn. 1.79
N TT6) 1o o) i L= PPN 5.1-5.5
Tables aNd fOTIULAS ...ouirii ettt ee e e e e et e e e e e eaeaeneneaaaenans 1.58
To be made to Director of the U.S. Patent and Trademark Office................... 1.51
To claim one independent and distinct invention .............cooiiiiiiiiiiiiiiinnn, 1.141
Two or more by same party with conflicting claims.........ccceiiiiiiiiiiinninnns. 1.78(e)
ApPPLication NUMDET ... e eeaeas 1.5(a), 1.53(a), 1.54(b)
ADPPLICATION SIZE FEE .inviriiiii i e 1.16(s), 1.52(f)
Arbitration award fIlIng .. ..ooo i e 1.335

Arbitration in interference ..........c.cocevvvviiiinnnn.
Assertion of micro entity status
Assertion of small entity status ..oovviiiiiiiii 1.27(c)
Assignee:
Correspondence held with assignee of entire interest................coooiiini. 3.71, 3.73
BEstablishing OWINeTrSID cuiiiiiii i e et eee e e e e e aaaaans 3.73(b)
If of entire interest, patent may issue to....ccooiviiiiiiiiiiiii e 1.46, 3.81
If of undivided part interest, correspondence will be held with inven-
1770 N 1.33
If of undivided part interest, must assent to application for reissue of
02 A 7Y 1 VOO 1.172
If of undivided part interest, patent may issue jointly ....
May conduct prosecution of application.........ccoeviiiiiiiiiiiiiiiiiirieeene 3.71, 3.73

May take action in interference
Assignments and recording:

Abstracts of title, fee fOr ..o 1.19(b)
Conditional assignments........cccoeveveveiinenenenen..
Correction of Cover Sheet errors
Cover Sheet required ........ccoovvviviiiiiiiiniiennnnn
Date of receipt is date of record.....................
Effect of recording.........cccoovviiiiiiiiiiiiiiinn,
S ittt e e aaaas 1.21(h), 3.41
If recorded before payment of issue fee, patent may issue to as-

3= <Y IS 3.81
Impact on entitlement to micro entity status.....ccoveiiiiiiiiiiii 1.29
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Impact on entitlement to small entity status ......cocoviiiiiiiii 1.27
May serve as inventor?s oath or declaration.............ccooeiiiiiiiiiiiiiiiininnnenn.. 1.63(e)
Must be recorded in Patent and Trademark Office to issue patent to
2R K= 4 L= N 3.81
Must identify patent or appliCation .....cccviiiviiiiiiiiiiii s 3.21
Orders fOT COPIES Of ...t ettt e e e e e e e eaans 1.12
Patent may iSSue 10 aSSIZTIEE ..iuiiiniiii i 3.81
Recording of asSignments. ..o e 3.11
Records open to public inSPeCtion ......coviiiiirii e 1.12
Requirements for reCOrding .....ocv it 3.21-3.41
What will be accepted for reCOr@iNng ....c.ovivriiiiiiii e eeeaaen 3.11
Atomic energy applications reported to Department of Energy .........cccevvvvnennen. 1.14
Attorneys and agents:
Acting in a representative capacCity ....ccooviiiiiiiiiiiiii e 1.33, 1.34
Assignment will not operate as a revocation of pPOWer.........c.cevviiiiiiiiiiinnenn, 1.36
Certificate of 200d SEANAING . ..iuiiiiiiiiii e 1.21(a)(4)
Fee 0N admisSIomN. . iuii it e e e e aans 1.21(a)
Office cannot aid in SeleCtion Of.....c.oiiiiiiiiiiiii e 1.31
Personal interviews with eXaminers..........cooiiiiiiiiiiiiiiiiii e 1.133
POWET Of A bl 0T Y vttt e e e e aaeaaas 1.32
Representation in international application ..........cooviiiiiiiiiiiiiiiiiiiiiieeens 1.455
Representative capacCity .ooovvivviiiiiiiic s ..1.33, 1.34
Required to conduct business with decorum and COUTrtesSY ....cocvviviiriiiiriieineninnnn. 1.3
ReVOCATION Of POW T . it e et e et e e neaas 1.36(a)
WAL AWAL OF .ot e et enenenes 1.36(b), 41.5
Authorization of agents. (See Attorneys and agents)
Award in arbitration. ... e 1.335
B
Balance in deposit @CCOUNT ..o..iuiiiiii i e e e e e aanes 1.25
Basie fIlINg 00 .t a e 1.16
Basic national fee ...1.492
Benefit of earlier appliCation ....ooeviiiiiiiiiii e 1.78

Bill in equity. (See Civil action)

Biological material. (See Deposit of Biological material)

Board of Patent Appeals and Interferences (renamed as Patent Trial and Appeal
Board). (See Appeal to Patent Trial and Appeal BoardPatent Trial and Appeal
Board, Inter Partes Review, Post-Grant Review, Derivation Proceeding, Pat-
ent Trial Practice and Procedure, and Interferences)

Briefs:
In Petitions $0 DireCtOT .ot e aas 1.181
On appeal to Patent Trial and Appeal Board.......ccoceeviviiiininiiiineiiininiiiineennenns 41.37
Business to be conducted with decorum and COUrteSY ..ocvviiiriiiiiiiiiiiiieieeeneenanss 1.3
Business to be transacted in writing ...........coeeviiiniiin, 1.2
C
Certificate Of COTrTeCtION c.iii i e 1.322, 1.323
B i et ans 1.20(a)
MistaKkes NOL COTTECEEA ..unuiiiiiiiit it a e e 1.325
Certificate of mailing (as first class mail) or transmission...............ccoeeviviiininn.. 1.8
Certificate, reexamination ......ccoiiiiiiiiiii e 1.570
Certified copies of records, papers, etc .... ...1.4(f), 1.13
Fee for CertifiCation . .coovv i e 1.19(b)
Chemical and mathematical formulas and tables ........cccvviviiiiiiiiiiiiiiiieeeeeanns 1.58
Citation of prior art in patent ..o 1.501
Citation of references by eXamMINer .......coiiriiiiiiiiiiiieeieeeeeeee e eeenens 1.104(d)
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(038741 = Xe’ 1 (o ) s SR PP 90.1-90.3
Claims (see also Examination of applications):
Amendment Of ... e aa 1.121
Conflicting, same appPliCant OF OWIET.......ccoiriiiitiiii e eeeeieene e eeaenenas 1.78
Date of INVeNtion Of ..o e 1.110
D 1C)015) 10 =) 4 L v PN 1.75

Design patent ..1.153

In an international application ...1.436
May be in dependent fOTI .....o.iieiii e 1.75
More than one Permitted. ..o e ens 1.75
MUultiple AePEINAEIIT c.uvuieiii i ettt e et e e e e et e e e e e aans 1.75

Must conform to invention and specification ........ccccovvviiiiiiiiiiniiiininiiinens 1.75
Notice of rejection of ..1.104

Numbering of ......cccoveviviviviiiviinnnnn. ...1.126
Part of complete application ....1.51
Plant Datent ..o s 1.164
Rejection of ....1.104(c)
AT 0B =T TS 1.75
Separate Sheet required for commencement of claim(s) ................. 1.52(b), 1.75(h)
Twice or finally rejected before appeal ........ccooevriiiiiiiiiiiiiiiiiiiieiieeeeene 41.31(a)
Classification of application suggested by applicant ..........cccoveviviiiiiiininnnn. 1.76(b)(3)
[070) o) e b iz A4 b o = PO PP PPN 1.84(a)(2)
COLOT PROTOZTADIS . outiniiiiie it et e et e e e e et e e ae e eneananes 1.84(b)(2)
Commissioner of Patents and Trademarks. (See Director of the USPTO)
Common Ownership, statement by assignee may be required.........ccccovevvvenennnn. 1.78
Compact disc submissions:
Computer Program LIS ings (v e e 1.96
RIS ottt e ettt et aaas 1.52(e)

Sequence listings
=T 0] LT PP

Complaints against examiners, how presented ........cocooeviiiiiiiiiiiiiiiiiiiceeeees 1.3
Composition of matter, specimens of ingredients may be required .................... 1.93
Computer Program LIS ings (oo e 1.96
Concurrent office proceedings ...1.565
Conduct of ex parte reexamination Proceedings .....coevvveiiiiriiininiinineieineieeineneans 1.550
Conflicting claims, same applicant or owner in two or more applica-

172 (0 ) 1S S PPN 1.78
Continued examination, request fOr .....ocoiiiiiiiiiiii e 1.114
Continued Prosecution Application (CPA), DeSign ......ccovviiiiiiiiiiiiiiiiiiieenenns 1.53(d)
Continuing application for invention disclosed and claimed in prior ap-

0] BT ez 1 v Ko ) o B PSRN 1.53(b)
Copies of patents, published applications, records, etC.......ccecevvvvenenn.n. 1.11,1.12, 1.13
CoPies Of FECOTAS, FEOS . ittt et aenaes 1.19(b), 1.59
Copyright notice IN AraWings ..o e e aens 1.84(s)
Copyright notice in specification......... L 1.71(d)
Corrected publication of appliCation ........ccveiiiiiiiiiiiii s 1.221
Correction, CertifiCate Of ... 1.322, 1.323
Correction of INVENTOTSNID .ivuiuiiiiiiii e aenes 1.48, 1.324
Correspondence:

Address, only ONe reCOZNIZEA ..viiiriiiiiiiiieiiit e e e eeeenen 1.33(c)
Addresses for non-trademark correspondence .............

Business with the Office to be transacted by...............

Discourteous communications not entered ....................

Double, with different parties in interest not allowed

Facsimile tranSmisSSiomnS . .o s 1. 6(d)
Held with attorney Or agent.....ociniiiiiiiiii e eeaes 1.33
Identification of application or patent in letter relating to.........ccccceveveiiininnn. 1.5
Involving National SECUTITY .ovviiiiii i e eaas 5.1
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May be held exclusively with assignee of entire interest..........ccooovviiiiiiini. 3.711
DA = = 0 At 1.4
Patent owners in reexamination .........ccooviiiiiiiiiiiiii e 1.33(c)
Receipt Of 1etTers and DaDerS .oovini it e aaaaaas 1.6
Rules for conducting in eneral.........ccoiiiiiiiiiiiiiiire e s 1.1-1.8
Separate letter for each subject or iNQUITY ....covviriiiiiiiiii e, 1.4(c)
SigNature requUIremMENTS. ..o aeas 1.4(d)
When no attorney Or agenl.....o.viiiiiiiiii e 1.33
With attorney or agent after power or authorization is filed ............cceeveninnnin 1.33

Court of Appeals for the Federal Circuit, appeal to. (See Appeal to Court of Ap-
peals for the Federal Circuit)

CPA (Continued Prosecution Application), Design ......ccccovvviiiiiiiiiiiiiiiinennnn, 1.53(d)
Credit CaArd PaAYINIEII . ... ettt et e, 1.23
Customer Number:
DO ITIBA .ottt e a e e aaaas 1.32(a)()
Required to establish a Fee AQAreSS ...cvuviuiiriiiniiiiriiiiineieieineeineeieeneieaneneans 1.363(c)

Covered Business Method Patent Review. (See also Patent Trial Practice and Pro-
cedure; Post-Grant Review):

(€= A=) = T S
Procedure; pendency
Definitions....ccocvevviviiinninennanns
Who may petition..................
Time for filing .........ccovvnenennn.
Content Of PetitiON . e e
D
Date of invention of subject matter of individual claims.............cccoeeeiiiininn.. 1.110
Day for taking any action or paying any fee falling on Saturday, Sun-
day, or Federal NOIIAaY ...ccoveieiiriniiiiiieiie et e 1.7, 1.9(h)
Daytime teleDNone MU .. ..ottt e eee e e aaanans 1.33(a)
Death or legal incapacitation of inventor............ccooiiiiiiiiiiiii e 1.43
In an international appliCation ......cccooiviiiiiiiiiiiii s ...1.422
Decision on appeal by the Patent Trial and Appeal Board .................en.n.n. ...41.50
Action fOlloOWING AECISIOMN vttt ee e e aeens 41.54
Declaration (See also Oath in patent application).
N O) eh e sz B T o =X = PSPPI 1.69
IN JHEU Of OA . et et aaas 1.68
In patent apPliCalion. ..o e 1.68
Requirements to enter the U.S. national phase.........ccoceviiiiiiiiiiiiiiiiiieenns 1.497
Deferral of exXamination.....coiiiiii e 1.103
Definitions:
DN ) o) b T2 1 o 1 rF PP 1.42
ASSIGTIINIEIIT Lottt et e et e e e ane 3.1
CUSTOMET NUIMNDET ..ttt e et ee e e e e aeaeenanaans 1.32(a)(b)
DOCUIMIENIT ittt et e et e ettt e et e et a et e anans 3.1
Effective filing date of a claimed invention ............cooiiiiiiiiiiiiiiii, 1.109
Federal holiday within the District of Columbia .......ccceevvveviiiiiiiiiiiiiinennn, 1.9(h)
B aRvZS) AN vTo ) i1 a1 o F PPN 1.9(d), 1.41
Joint Research Agreement .......oooiuiiiiiiiiiiii e 1.9(e)
B B Tea o T =) 0 v v v PN 1.29
National and international appliCations .......ccoeviiiiiiiiiiiiiiiiiieec s 1.9
National security Classified .....cooiiiiiiiiiii e 1.9(3)
Nonprofit organization(for small entity purposes) .....ccceeveveveveiieniiinnnennnns 1.27(a)(3)
Nonprovisional appliCation......ccciiiiiiiii e, 1.9(a)(3)
220 01 PP PPN 1.9(k)
Person (for small entity DUIDOSES) couviriiiiiiiiii et aeas 1.27(a)(1)
POWET Of QtT0TTIOY ouiniininiiiii et aeaas 1.32(a)(2)
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) 200 R Loy ) o}z 1 O PS 1.32(a)(3)
Provisional appliCabion ........co.iiiiiiiiiiiiiee e aas 1.9(a)(2)
Published appliCation ..o e e 1.9(c)
ReCOrded QOCUIMENT . ..uiti it e e e e e e e e teaeaeaeaeaeaanananas 3.1
REVOCATION . 1.32(a)(4)
Service of process ..156 C.F.R. Part 15
Small business concern (for small entity PuUrpoSes)....cccvevvivviriieinineeninnnn.. 1.27(a)(2)

SMaAll NIty ceiiiniii s
Terms under Patent Cooperation Treaty.....................
Delivery of patent .
DEPOSIE ACCOUIITS . tvuititiiii ittt et e et e e e e et e et e et et aneananeneananes 1.25
DT P PSPPSR 1.21(b)
Deposit of computer program liStingsS....coovviiiiii e 1.96
Deposit of biological material:
Accentable AeDOSI O Y vt 1.803
Biological material.........................e. ...1.801
Examination procedures ...1.809
Furnishing of samplesS.....ccoeviiiiiiiiiiiiiiiiiiecceeeeeeees ...1.808
Need or Opportunity to make a deposit ...1.802
Replacement or supplemental deposit.........ccceeevvininne. ...1.805
Y s o 6 1Y oS A v N 1.806
Time of making original deposit .....coooiiiiiiiiii e 1.804
Viability Of AeDOSIT .ouuinitiiiiiii e e et e e e e ans 1.807
Depositions (See also Testimony in interferences):
Certificate of officer t0 aCCOMPANY .....ovuiuiiiiiiiiiiiiiiiiieie e e enas 41.157(e)
Formalities to be observed in Preparing ......ccooveiiiiiiiiiiiiieeeieeeeeieeans 41.157
Person before Whom GaKeI .....ouiuiuiiniiiii e 41.157
Description of invention. (See Specification)
Design Patent Applications:
Arrangement of specification .
[07F= 15§ o NPT 1.153(a)
I DICTSTe) o) vh Lo ) s EOE PPN 1.153(a)
D)z A4 o = OO PTEPTI 1.152
Expedited Examination ....................
Filing fee
Issue fee ..............
Oath . i
B A0 B TSN o) o) B e 1 o ) L T S 1.151
1 v PN 1.153(a)
Determination of request for exr parte reexamination.............ccoooeeviiiiiiiiiininnn. 1.515

Derivation Proceeding (See also Patent Trial Practice and Procedure)
[ A= = PPN
Procedure; pendency
Definitions......cocovevivivinininnnn,
Who may petition..................
Time for filing ..........coevenennns
Derivation Fee........coevvnennnen.
Content of petition................
Service of petition.................
Filing date ...coooiiiiiiiii
Institution of derivation proceeding.................
After Institution........ccooiiiiiiiiii
Settlement agreement
Arbitration ..o
Common interests in the iNVention ........coooiiiiiiiiiiiiie s
Public availability of Board records
Director of the USPTO (See also Petition to the Director):
AQATESS OF ettt ettt et a e aens 11
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Availability Of AeCISIOMS DY ettt e et aaeaaas 1.14

Cases decided by Board reopened only by ...1.198

Initiates ex parte reexamination ........ooiiiiiiiiii s 1.520
Disclaimer, statutory:

DUring INBer ereNCe . .. it 41.127(b)

BB ittt et e e aaaaans 1.20(d)

Requirements of

Terminal......ccoooviiiiiiiiiiiiiiiiiieeeeens
DiSCOVETY 1N AN eI EIEIICES o iuitiniititiit ettt er et eeenenees
Division. (See Restriction of application)
Division Of PAtent ON TEISSUE .i.iiiiniiiiiiii e e e e ans 1.177
DOCUMENT SUDDLY 0O tuitiiiiit ittt e e e e et e et e e eneaaaneaeananns 1.19
Drawing:
Amendment Of ... e 1.121(d)
ANNOtAted A aWINZS. . oueiiii ittt e anes 1.121(d)
Arrangement Of VieW S .ottt 1.8431)
ATTOWS tiiiiiiiiiieieinienens ...1.84(r)
[0 4%: 0 =N o7=) o il s L= PN 1.84(1)
[676) o) U OO 1.84(a)(2)
(07} s vy L vl o ile bz R e b o Y= O U 1.83
Conventional fEATUTES . ..o e 1.83(a)
COPYTIGNE NOTICE ittt et e e e e e 1.84(s)
(0703 4=Te1 11 Lo ) s BT U PP PPN 1.84(w), 1.85(c), 1.121(d)
COST OF COPIES OF 1eniniiiiiiiii et e e et e e e e et e e e e eneaeneanans 1.19
Description, brief and detailed . ....cccooiiiiiiiiiiiiiiiii s 1.74
DesiZN aPDliCATION .ot e aas 1.152
Figure for front Dage....co i s 1.76(b)(3), 1.84(j)
Filed with appliCation .o et e naaas 1.81
GraphicsS.....coovveiiiiiiiiiiianns
Hatching and shading ....
HolesS i
DG v i = 3 o ) NS 1.84(c)
If of an improvement, must show connection with old structure. ................ 1.83(b)

..... 1.437
.................... 1.84(a)(1)
........................... 1.84(q)
........................... 1.84(0)
| ITC) 7117 < PP 1.84(p)
LOCATION Of TMAINIES . tuitiniiiii e e e e e e e e e e e e e e e e e e anan 1.84(c)
5 PPN 1.84(g)

Must show every feature of the invention............cooiiiiiiiiiiiiiien, 1.83(a)
I\ IR =] 0 b B0 ) G =) (Y- T SO PS 1.85(b)
NUMDErING Of SO ES .ttt e e e et eeaes 1.84(t)
JARO R4 oY o1c) o=l o) M VA To) T TP 1.84(u)
NUITID BT ettt ettt et e et e et e et et e e e et et e et e et e e et eneaaneaeananes 1.84(p)
Original should be retained by applicant.................. ...1.81(a)
D220 0 1< PP PRSPPIt 1.84(e)
Part of appliCation DaDEIS. ...uu ittt et aeaeaeaeaeneneneaenenens 1.52(b)
) 2 aTe ) o] =0 =1 ) o 1< PP 1.84(b)
Plant patent appliCation ... 1.81, 1.165
Printed and published by the Office when patented...........ccovviiiiiiiiiiiiiiinnnnn. 1.84
Reference letters, numerals, and characters...........cccceveeennnn. ...1.74, 1.84(p)
2SS = PPN 1.173(a)(2)
Release Not Permitted .. c.oiiniiiriii e e 1.85(b)
ReDIaCemMENt AraWin g S . vttt e et e e nearenens 1.121(d)
Required by law when necessary for understanding

N TeT 1 L PP P PPN 1.84(k)
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NTCTeab b Ao 0 0 F: B e b 0Ty TS 1.84(v)
Y0 B Ko I =P 1.84(m)
3o o ) i) o 1= T v PPt 1.84(f)
Standards fOr AraWITIES ..ooeiiii it e ettt ee ettt asereeereneereseneneanen 1.84
720010 1o) IS I OO 1.84(n)
AV =) U PRPTUPINt 1.84(h)
When necessary, part of complete application ........cccoeviiiiiiiiiiiiiiiiiiiiiceeaeaens 1.51

DUDIICATE CODIES tauininiininiii it e e e e et e e e et e e et e e ene e e esaaneneanans 1.4(b)

DUty Of QISCLOSUTE ..vuiniiiiiiii e e e e e e eaeans 1.56, 1.555, 1.933
Patent term eXtemSIon ..o e 1.765

E

Early publication of appliCation.....ccciiiiiiiiiiiiiiiiiii e e e ans 1.219

Eighteen-month publication of applications. (See Publication of applications)

D RCTel ni o) o B o ilE] 01T LT T PR 1.146

Electronic AOCUIMENTS t.iuiuieii it e et e e e aans 1.52(e)
ADPDPLication SIiZe £ ..o 1.16(s), 1.52(f)
Non-eleCtronicC filing fee .....oiiiiiiii e et 1.16(t)

Electronic filing of apphcatlon ..................................................... 1.6(a)4), 1. 52(a)(5)

Establishing micro entity status

Establishing small entity status .oooooveiiiiiii e 1.27, 1.28

Evidence. (See Testimony in interferences)
Ex parte reexamination. (See Reexamination)
Examination of applications:

Advancement of examination ... 1.102
BN I o I 0 ) s 4 PPt 1.104(a)(1)
Citation Of TEfETEIICES (uiuniniii e e e 1.104(d)
Completeness of examiner’s aCtion .......ovviiiiiiiiiiiiii e 1.104(b)
DEfEITAL OF . oneiii e et a e e 1.103
EXaminer’s aClion ..o.oviuiriiiiii e 1.104(a)
International-type SEATrCh ... ..ottt 1.104(a)(3)
Nature of examination ... 1.104(a)
Prioritized examination ....1.102(e)
Reasons fOr QllOWAIICE ....viiiiiiiiiii e e e e e e e e e e e enanas 1.104(e)
Reconsideration after rejection if requested ........cooviviiiiiiiiiiiiiiiiinieans 1.111
D2 S = PP PP 1.176
ReJeCtIioN Of CLAIIMIS ..vuinitiii ittt e e e e e e aens 1.104(c)
Request for continued examination(RCE) .....ccciiiiiiiiiiiiiiiiieceece s 1.114
Requirement for information by eXaminer.......cccocoiviviiiiiiiiiiiiiiiiieieieeieeaeaeans 1.106
Suspension of action by the OffiCe.....c.coviiiiiiiiiii s 1.103
Examiners:
ANSWETS OI ADDPEAL «onriniitiiiit ittt ettt et et ete e et eteeaneasareasenensaraneans 41.39
CompPlaints AgaINSt ..o et a e 1.3
INEerVIEWS Wit oo e 1.133, 1.560
BB CUTOTS L.ttt ettt a e aens 1.42, 1.64, 1.422
Exhibits. (See Models and exhibits)
Expedited examination of design applications .........cccvviviiiiiiiiiiiiiiiiiiieenes 1.155
Export of technical dabta .....cooouiiiiiiiiiiii i e aas 5.19, 5.20
BExXpress abandonIment ... e aaaas 1.138
T0 aAVOid PUDBIICATION ..ot e e e aaas 1.138(c)
1 5:q 0 SIS IR 4 0 - i PP P PPN 1.10
Date Of reCeIDT Of e e e ettt 1.6
Petition in reZard B0 ..o.o i aas 1.10
Expungement of information ........ooiiiiiiiiiiiii s 1.59
Extension of patent term. (See also Patent term adjustment):
Due to examination delay under the URAA (35 U.S.C.154)...ccccevviniiviinnininnnn. 1.701

Due to regulatory review period (35 U.S.C. 156):
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P2N o) 0] B TeT= 1 0 L v o) U 1.730
P2 ) o) B Tet: 1 va Ko ) B o) U 1.740
Calculation of term:
AnNimal Drug Produch .. ..o e 1.778
Food or cOlor ad@itive .o.ouiuieiiii e 1.776
Human drug product
Medical deviCe.....cvvvuvieniineniinenennanens
Veterinary biological ProAuCh....ccocviiiiiiiiiiiiiiieiie e 1.779
(O15) b Lo PO PPN 1.780
CONAITIONS FOT 1oniniiiiiii e e e e e e et e e e e e e e e e eaaanan 1.720
Determination of eligibility...cccoveviviviniviiiviiiiiiiiiinns
DUty Of QISCIOSULE .ouiuininiiiiieieieieeee e
Filing date of application ........cccoovviiiiiiiiiiiiiiiiiieeeens
Formal requirements .........oooeiiiiiiiiiiiiiiiece s
Incomplete application ......coviiiiiiiiiiiiiie e
Interim exXtensioNn . ....ovii i
Multiple applicationS ...ccooveiiiiiiiiiiie e
Patents subject t0 ..oviviiiiii
Signature requirements for application.........................
Withdrawal of application
Extension of time

Interference proceedings..................
Reexamination ProCeeadingS oot aaas 1.550(c)
F
Facsimile transmisSSIionsS . co.v it 1.6(d), 1.8
Federal Holiday, time for taking action ...........cocooiiiiiiiiiiiiiiicns 1.7, 1.9(h)
FEDERAL REGISTER, publication of rules in.......ccoovviiiiiiiiiiiiiiiinienieeeeeans 1.351
Fees and payment of money:
(03 =10 bR o721 ¢ E PP PPPRS 1.23(b)
D IC) 0 Jo 1S3 AvE= XeTeTo )t b o L vH PP 1.25
DOCUIM N SU DD fES .t ittt et e e et e e e e e e e e e a et e e neneneaans 1.19
EXUension Of CIIme .. .o 1.17(a)
Fee on appeal to the Court of Appeals for the Federal Circuit provided
DY PULES OFf COUT D ottt e ettt ettt e e e e aaenenas 90.2
Fees payable in advance ...1.22(a
Foreign filing license petition ......oooiiiiiiiiiii s 1.17(g)
For international-type search report........ccoiiiiiiiiiiiiiiiiieceee s 1.21(e)
TEemization reqQUITed ....c.oiiriiii e e e aeas 1.22(b)
Method Of PATIMENT ..eovieiii e e e re e e e e e e e e eaeaeaans 1.23
Money by mail at risk of SENAer ......oveiiiiiiiii s 1.23(a)
Money paid by mistake Or 1N €XCESS ...ttt eeaans 1.26
Necessary for application to be COmMPIETe ....o.iviiiniiiiiiiiii e eeeaeaens 1.561
Petition fees. .o 1.17(g), 1.17(h), 41.20(a)
Prioritized examination ...ocoviiiiiiiiiiii e 1.17(c)
PrOCES ST FOOS ittt e 1.17(1)
Publication of application ........ccoeiiiiiiiiiiii s 1.18(d), 1.211(e)
Reexamination TeQUEST . .ocovi i 1.20(c)
20 0 1o £ PSPPI 1.26, 1.28
Relating to international applications.......cccocvviiiiiiiiiiiiiiiin, 1.445, 1.492
Schedule of fees and CRATZES ...c.vuiiiiriii e e eee et e e aenenaes 1.16-1.21
Files open 10 the PUDLIC c.ivuinieiiiii e et e e e 1.11,1.14
Filing date of appliCation....ciuiiiiii e 1.53
Filing, search and examination fEesS.......coiiviiiiiiiiiiiiiiiii s 1.16
Filing of interference settlement agreements........ccccoveiiiiiiiiiiiiiiiiiiiiiieecenns 41.205

Final rejection:
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P2\ ) 1< 1 B i 0 ) 4 NPT

Response to.....cccevvenennnn..

When and how given
B S A O = F S LY - 5 N 1.8
Foreigmn apDliCatiom ..o i e e, 1.55

LiCENSE B0 fIl .ttt aas 5.11-5.25
Foreign country:

TaKING 0TI I11 1ottt ettt e et e e e et a e ans 1.66

Taking testimoOny N ..o.iiuiiiiii e eeaas 41.156, 41.157
Foreign mask work protection

Evaluation of request ...........cceevenni.

Definition ....cocvviviiiiiiiiiiiiiiieens

Duration of proclamation.................

Initiation of evaluation....................

Mailing addressS.....ccoeeveveeriieineneenennnnn.

Submission of requests ..coovviiiiii s
Formulas and tables in patent applications
Fraud practiced or attempted on Office ........ccoovvviviviiinninin.n. 1.27(h), 1.56, 1.555, 1. 765
Freedom of INformation ACT ....couiuiiiiiiiii e Part 102

Gazette. (See Official Gazette)

General authorization to charge deposit account .........ccoeveviiiiiiiiiiiiiiiiiiieennns 1.25
General information and COrresSpONAENCe.....c.vuviniriiiniiriiiiineeinieieineneanens 1.1-1.8, 1.10
Government acquisition of foreign patent rights ........cccocveviiviiiiiniiiinininnn.. Part 501
Government employee INVENtION ..ooovvviiiiiiiiiii e Part 501
Government interest in patent, recording of ...........cccovevviiiiiinn. 3.11, 3.31, 3.41, 3.58
GovernmMeNntal Te IS e S . i e 3.58

H

Hearings:
Before the Patent Trial and Appeal Board
Fee for appeal hearing ........cccooeveiiiiiiiiiiiiiiiiiiieceeeenees
In disciplinary proceedings
Of motions in interferences

Holiday, time for action expiring on

I

Identification of application, patent or registration..............ccoooiiiiiiiiiiiiin, 1.5
Incorporation DY ReferenCe ... it eeaes 1.57
Information disclosure statement:

At time of filing apPliCation .....ocviiiiiiiiii s 1.51(d)

Content Of ..o

Not permitted in provisional applications .

2ACTC) €z haa b a -1 Lo ) B PP PPN 1.555, 1.902

To comply with duty of diSCIOSUTE ..cuiniriiiiiii e e e aens 1.97
Information, PUDBLiC....cc.iiiiii e Part 102

Inter partes reexamination. (See Reexamination)
Interferences. (See also Depositions, Notice, Statement in interferences, Testi-
mony in interferences):
Abandonment of the CONteST ...ovviviiiiiiiii e
Access t0 applicationsS....coccvevervineiiniinnineninnns
Action by examiner after interference
Addition of Nnew PArtY DY JUAZE ..ouinininiiiiiii s
Amendment AUTING ...ooooeiiiiiii i aaas .
Appeal to the Court of Appeals for the Federal Circuit
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DN ) ) BTtz o L v 10 Lo LTS v R URS 41.202
Arbitration........ccceeeviieinnn,

Burden of proof ...
(03072 1 - 1e) i Lo ) s RN 90.1-90.3
(070} aTeTCISISh o) a Mo} il 0) i Ko i 1 v 2N PN
Correspondence .......cceveeeereienneneenennnnns

Decision on motions...............
Declaration of interference....
Definition ......cooeviiiiiiiiiiiiiieens
Disclaimer to avoid interference
D) T eT0 )2 PP PP PTNN 41.150

EXTenSIONS Of TIINE .ouiniiiiiii e e ans 41.4
Identifying claim from patent.........ooooiiiiiiiii s 41.202
In what Cases AeClaATEA....c.vuiiiiiiii i 41.203

Inspection of cases of OPPOSING PATTIES t.vvirinininiiiiiiiir e 41.109
Interference with a patent ... s 41.202
18 0 1 £ 0'a =) o L vE PPN 41.127
Junior party fails to overcome filing date of senior party........ccccocevevveninn...

Jurisdiction of interference
Manner of service of papers
D o)1 Lo} o T

Notice and access to applications of opposing parties .......coceveviviiiiininininnnnn, 41.109
Notice of basis for relief ......cooviiiiiiiiiiii s ....41.120, 41.204
Notice of reexamination, reissue, protest or litigation..........ccoocveviiviniiiinininnn. 41.8
Notice to file CIVII ACTIOM .ouiuititi i aeaeas 90.2
Oral ATlZUINENT ot et e e ans 41.124
Ownership of applications or patents involved .........cccoeeviiiiiiiiiiiiiiiiiieeenn, 41.206

3 72 () £ OO PP 41.3
Preparation fO .. .o s 41.202
Priority Statement. ..o e 41.204
ProSeCUtioN DY ASSIZTIEE ..uiuiitiiit ittt ettt et aaaaaas 41.9
Recommendation by Patent Trial and Appeal Board..........ccceeeveviniiiininnenns 41.127

Record and exXNibhits ..o e 41.106, 41.154

Records of, when open t0 PUDLIC.....oiiiiiiiiiieeee e e eaeaas 1.11, 41.6
Reissue filed by patentee during .........coceveveveiiiiiinininineniinenenn..

Request by appliCant...cocoiviiiiiiiiiiiiiieeie e

Return of unauthorized papers.....cccocvveviviiiiiiiiiiiiiieeeeenen

Review of decision by Civil aCtion ...ccciiiiiiiiiiiiiiiirrr e

Nz B 0 e TSR 0 Y- 1 i 7 PP
Sanctions for failure to comply with rules or order..................

Sanctions for taking and maintaining a frivolous position

SECTECY O AT CASES tertnritintinenteteteeae et eneasateaseneaseseasaneasareaseneaseseaseneasenensenenes 5.3(b)
N1y ava e To R o il 071 0 1<) &~ RO PP 41.106
Status of claims of defeated applicant after interference......... 41.127
Statutory disclaimer by patentee during ............coceveviiiiiiininnnn. 41.127(b)
Suggestion of claims for interference ............ 41.202
Suspension of other proceedings .................... 41.103
Testimony COPIes ..vvviviiviiiiiiiiiiiieeeeie e 41.157
Time period for completion..........ccoeeveenenenene. 41.200
Times for discovery and taking testimony ....... 41.150, 41.156, 41.157

Translation of document in foreign language
International application. (See Patent Cooperation Treaty)

International BUTEat ....c..o.iuiuiriii ettt e e ee e ae e e e e aaaaans 1.415
International Preliminary Examining Authority, United States as ...1.416
International Searching Authority, United States as......cccvevviiiiiiiiiiiiiiniiinnn,. 1.413
I O VI W U I A Y . ettt ittt ettt et et et et et e e et et e e et eeeseneesensaseneeseneesensenensarenens 1.133
Interviews With eXaminer . ..ot aas 1.133, 1.560

Inter Partes Review. (See also Patent Trial Practice and Procedure):
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[ = 0= = PPN
Procedure; pendency..............
Who may petition..................
Time for filing ............ocooeenei.
Fee i
Content of petition................
Service of petition.................
Filing date.......cccocevvvviieninnn..
Preliminary response.............
Instituting a review ....................
After INstitubion. ...
) g AT ey s h o ) Loy i = 1s) 0100 4 1L S PP
Motion to amend ...............c.eees
Mulitple proceedings; joinder...
Supplemental INfOrmation .......ccoiiiiiiiiii e
Invention promotors:
CompPlaints TEZATAINE ..vuiuiniiiii et e e et e e e e e e eneneaneneaanas 4.1-4.6
Publication of
Reply t0.ivveniniininianens
Submission of
Withdrawal of
BB 7S5 80 3 e ) R N 4.
Inventor (see also Oath in patent application):
Death or legal inCapaCity Of ... et 1.43
In international apPliCation .....ccoiiiiiiiiii s 1.422,
May apPly fOr DATEN ... e e 1.42
Unavailable or refuses to sign application ........cocoviiiiiiiiiiiiiiiieeceeene 1.64
Inventor’s certificate priority benefit.......ccooiiiiiiiiiii 1.55
Inventorship and date of invention of the subject matter of individual
(60 =1 0 S PN 1.110
ST LI T N 1.18
Issue of patent. (See Allowance and issue of patent)
J
Joinder of inventions in one application ........cccoviviiiiiiiiiiiiiiiiieee 1.141-1.146
JOINt INVENTOTS .iviviiiiiii e 1.45, 1.47, 1.48, 1.324, 1.421(b)
Joint patent to inventor and asSigNeEe ......oeviviieiiiiiiiiiii e 1.46, 3.81
Jurisdiction:
After decision by Patent Trial and Appeal Board.........ccceeveviiiiinenenennnnn. 1.197, 1.198
After NOtIiCe Of AllOWANICE . .uuiuiiinieiiiiiei et e e e et e ene e eeaeaeneans 1.312, 1.313
Of involved files in contested CASE ...o.iuininiiiii e 41.103
L
LiaPSEA PATEIITS vttt anan 1.137, 1.317
Legal representative of deceased or incapacitated inventor................ 1.42, 1.43, 1.64
In international application .......cooiiiiiiii e 1.422
| ITCT ez B B d e TeT ot oo I PPN Part 104
Legibility of papers which are to become part of the permanent Office
DS 0 6 £ N 1.52(a)
Letters to the Office. (See Correspondence)
LiDrary SETVICE £ .ottt ettt e e ae e aaananas 1.19(c)
License and assignment of government interest in patent ...3.11, 3.31, 3.41
License for foreign filing ..o e 5.11-5.15
List of U.S. Patents classified in a subclass, cost of ....ooviiiiiiiiiiiiiniiinnnn, 1.19(d)
Local delivery DOX IFental...c.o.iiiriiiieiii it ee et eee e aeaeaaans 1.21(d)
L0 1S v i 0 S PP PP TP PP T PTPPUTPINt 1.251
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M
Mail Stops
Mail Stop Assignment Recordation Services ........coovviviiiiiiiiiiiiininnannn 1.1(a)4), 3.27
Mail StOP DOCUMENT SEIVICES tuuvuiriininiiiiniiiiieeieieieieee et eeetneneaeeneaeananes 1.1(a)4)
Mail Stop EX Parte REEXaAIM ...cviriiiiiii ettt eaeeaens 1.1(c)(1)
Mail Stop Inter partes REEXaAIM . ...c.viuiiiiiiieiiiiieeie e ee e eneaeenees 1.1(c)(2)
Mail Stop Interference ..........cceeviivvinininnen. 41.10(b)
Mail STOD OED ..ttt e e e e et e e e e e e e eneanans 1.1(a)(5), 4.6
Mail Stop Patent EXD ..o e 1.1(e)
Mail SEOD PO .. 1.1(b), 1.417, 1.434(a), 1.480(b)
LY BB R R T=) 2 e LTI AT PPN 1.20(e)-(i)
Acceptance of delayed paymMent Of.......cccoiviiiiiniiiiiiiiiii e 1.378
Address for payments and COrreSPONAEINCE ....ivevrineiriiiireiereieereieereieereneenenannns 1.1(d)
) TR 1o [0 T S () PO PPN 1.363
Review of decision refusing to acCept....ovivriiiiiiii e ... 1.377
SUDIMISSION OF L.iuitiitiiii e e e et e e e e e e aa e eneanans ...1.366
Time for PaATIMENt Of ..o e et aas 1.362
Mask work notice in specification .......ccocevviviiiiiiiiiiniiiiiii e .. 1.71(d)
Mask WOTrK NOtIiCe ON AraWilg ..uvvriniiriiiitiiii ettt et e ereee e neeneanan 1.84(s)
Mask Work protection, fOreigm.....ccciiviiiiiiiiiiiiiieere e e e Part 150
Microorganisms. (See Deposit of Biological Material)
Minimum balance in deposit ACCOUNTS ..i.vviiiiiiiiiiiii e aeaes 1.25
Misjoinder of INVENTOT . ..oviiiiriii e 1.48, 1.324, 1.497(d)
Missing pages when application filed
Petition alleging there were N0 MiSSING PAZES..ccuriiiiriieiriieiiieieieeeeeeeaeenanns 1.53(e)
Petition with new oath or declaration and later submission of missing
pages seeKing new filing date ....c.ovviiiiiiiiiii e 1.182
Mistake in patent, certificate thereof issued .......cccoveiviviiiiiiiiiniiininennnn.. 1.322, 1.323
Models and exhibits:
[070) o3 (ST o ) AR PP P PPN 1.95

Disposal unless return arrangements made ...
In contested CaASES ..ovivirviiniiiiiiiiiiieiieeieeaens
May be required if deemed necessary in examination of applica-

172 (0 ) s L PO P PP PR 1.91(b)
Model not generally admitted as part of application or patent ....................... 1.91
Not to be taken from the Office except in custody of sworn em-

) Lo =T PP 1.95
RETUIIL OF e et et e e e e e e e e e e e e aaaas 1.94
Working model may De required .....c.ouvviiriiiiriiiiiee e eeeneanes 1.91(b)

Money. (See Fees and payment of money)
Motions in InterferencCe . ...ccoveveiiiiiiiiie e 41.121, 41.155, 41.208

To take testimony in foreign country .......cocevviviviiiiiiniiiinniineeenen, 41.156, 41.157

N
Name Of ADDIICANT .o e e e aaas 1.41
New matter inadmissible in application.........cccoeviiiiiiiiiiiiiiiiinieeeeennns 1.53(b), 1.121(f)
New matter inadmissible in reexamination ........cccoceeviviviiiiinininenennn. 1.530(d), 1.552(b)
New matter inadmissible INn FeiSSUe . ..cciiiiiiii e 1.173
Non-English language specification fee.......cooiiiiiiiiiiiiiiiie e 1.17(3)
Nonprofit organization:

Definition (for small entity PUIDOSES) . cu it aans 1.27(a)(3)
NONPUDLICATION TEQUEST...iuiiitiii et e e et e e e e e e eaans 1.213
Notice:

Of allowance Of APPLICATION .ouivniniiiiniiii e eaes 1.311

Of appeal to the Court of Appeals for the Federal Circuit......................... 90.1-90.3

OFf arbitration QWA .. .oc.vuiiii et et e e e e e e e enees 1.335
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Of defective reexamination request . .....ccoviiiiiiiiiiii s 1.510(c)
[0 LT =) =) A LT SN 41.101, 41.203
Of oral hearings on appeals before Board of Patent Appeals and Inter-
) o 01 PPN 41.47
Of rejection of an apPliCation .....covviiiiiii e 1.104(a)
Nucleotide and/or Amino Acid Sequences:
AMENAINENITS D01ttt et e it e et e et et e et a et e e 1.825
Disclosure in patent appliCation....coccvviiiiiiiiiiriiiirir e eas 1.821
Form and format for computer readable fOrm..........cooevvviiiiviiiiiniiiinininiennnne. 1.824
Format for sequence data ...1.822
Replacement of .........coooiiiiiiiiiiininnnn, ...1.825
B Yoo R A=) 0 0 ) o L v S 1.823
Submission on compact diSC ...ovvviiiiriiiiiiii e 1.52, 1.821, 1.823
(0]
Oath or declaration (inventor?s) in patent application:
ASSIgNIMENT MAYT SEIVE QS tuvuiiiiiieieietieiieieteteteteteteteteeeteeeeneeeeeneneneaeaeaans 1.63(e)

Apostilles
Before whom taken in foreign countries
Before whom taken in the United States .....cooviiiiiiiiiiiiieeeens 1. 66
By administrator or eXecutor .......ccooovviiiiiiiiiiii 1.42, 1.63, 1.64, 1.497(b)
Certificate of Officer adminisStering ......ccoooiiiiiiiiii s 1.66
ContinUaAtION-IN-DATT ...t e 1.63(e)
Declaration in lieu of oath
FOreign 1anguage . ..oo.ve et
Identification of specification to which it is directed........cccoveviiviiiiiiiiiiinnann. 1.63
International application, National Stage .......cccoeviiiiiiiiiiiiiiiiiieceeeee e 1.497
INVentor’s CertifiCate . oo s 1.63
Made by INVEeNtOr ..ovvvniniiiiiiiiiiireeeeeieeeeans ...1.41,1.63, 1.64
Officers authorized to administer 0aths.....cccvviviviiiiiiii s 1.66
Part of complete apPliCation. ..o 1.51
DLy gsTo) i 0'0 P21 0 = PPN 1.63, 1.64
Plant patent appliCation......coooviiiiiiiii e 1.162
ReQUITEIM NS Of et e ettt e aaaas 1.63
RiIibboned t0 OTNET DADETS t.ovuiniiiinitiieeei ettt e e e e e e et eneteaneneanenes 1.66
N1 T2 =T PPN 1.66
SIGNATUTE B0 tenininiiii i 1.4, 1.63, 1.64, 1.67
Substitute Statement ... ..o 1.64
SUPDLEINEIITAL ..ottt et e e e et et et et e e b e et e e e et an e aanas 1.67
To acknowledge duty Of AISCIOSUTE ...coviniiriiitiiii i ee e eaeeaaenans 1.63
When taken abroad t0 S€al all DADEIS . ...iuiuiiiiiiiiiieeeeeeeeeeeereeereaesereaesenanenes 1.66
Oath or declaration in reissue application ..........cccooiviiiiiiiiiiiiiiiiiiien, 1.172, 1.175
Object Of the INVENTION. ...ttt e e e e e aens 1.73
Office aCtion Time fOr FeDLY cuirini i et ee e e e aas 1.134
Office fees. (See Fees and payment of money)
Official action, based exclusively upon the written record ............ccevivivniiiininn... 1.2
Official business, should be transacted in Writing ..........cccoeeiiiiiiiiiiiiiiiiien 1.2
Official Gazette:
Amendments to rules published in ........coooiiiiiiiiiiii e 1.351
Announces request for reexamination.............ccooeiiiiiiiiiiiiinnn 1.11(c), 1.525, 1.904
Notice of filing application to nonsigning inventor...............ccceeviiiiiiiiiiininnn, 1.47
Notice of issuance of ex parte reexamination certificate.................ooooeeniis 1.570(f)
Notice of issuance of inter partes reexamination certificate...............coceeeiii 1.997
Service Of NOTICES T1.uuuiiiiieii e aas 41.101
Oral STATEINEIITS c.enitii it et e e e e ans 1.2
[(0) 0 1Sy o I (= T=) ¢z 5 0 s B b o U= ST 1.525
Ownership, statement establishing by assi@Nee.....cccocveveviiiiiiiiiiiiiiiiieieieiennns 3.73(b)
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P
Paper, definition Of ... e e e 1.9(k)
Papers (requirements to become part of Office permanent records) ................... 1.52
Handwritten, no longer permitted ........c.coooiiiiiiiiiiiiiiiiiiceees ...1.52(a)
Papers not received on Saturday, Sunday or holidays ....cccoveviiiiiiiiiiiiiiiieiienennnn.. 1.6
Patent application. (See Application for patent and Provisional patent applica-
tions)
Patent application publication. (See Published application)
Patent attorneys and agents. (See Attorneys and agents)
Patent Cooperation Treaty:
Amendments and corrections during international processing ...................... 1.471
Amendments during international preliminary examination ..... ...1.485
Applicant for international appliCation .........cocoiiiiiiiiiiiiiiiiiirrr e 1.421
Changes in person, name and address, where filed ................ccooeenene.. 1.421(f), 1.472
Commencement of the national Stage ....c.ccoviviiiiiiiiiiiiiiii e 1.491(a)
Conduct of international preliminary examination .............cccoveviiiiiniiininnnen.. 1.484
Definition Of TEIINS ..o e ans 1.401
Delays in meeting time limits........coooviiiiiiiiiiiiin.. ...1.468
Demand for international preliminary examination ...............coooeiviiiiiiiinin.n, 1.480
DesiZnation Of STales oot e e 1.432
E1eCtion Of States v e 1.480(d)
Entry into national STage ....ccoovveiiiiiiiiii s 1.491(b), 1.495
Examination at national STage ......coiiiiiiiiiii s 1.496
Fees:
Due within one month of filing international application....................... 1.431(c)
Failure to pay results in withdrawal of application.... ...1.431(d), 1.432
Filing and ProCeSSING fEES .ouuiu ittt ettt e e e e e e 1.445
International preliminary examination..........cccocvviiiiiiiiiiiiiiinieienennnnn 1.481, 1.482
A v Lo Fz B B oF- K U 1.492
R UIAS ittt 1.26, 1.446, 1.480(c)
Filing by other than inventor.......c.cviiiiiiiii e 1.421(c), 1.422
International application requirements .......ccoooeiiiiiiiiiiiiii s 1.431
N 015 7 = o v PP PPN 1.438
Claims ...1.436
DD ICTSTe) i 0173 Ko ) o B U 1.435
B 2 0 = PP PP PPN 1.437
Physical requirements.... ...1.433
Request ....cooevviiiiininni. ...1.434
INternational BUTEAU ....c.ouviiiiiiiiiiie et e e e ee e e e e eaaeanas 1.415
INVENTOT AECEASEM . euinieiniiiii ettt e et e e e eneans 1.422, 1.497
Inventor insane or legally incapacitated........cocooviiiiiiiiiiiiiiiiiiieens 1.497
INVEentors, JOIN. .o s 1.421(b), 1.497
Inventorship, correction in national PhaSe ......cccevviriiiiiiiiiiiiiiiieieeeeen 1.497(d)
National stage examination ........coooiiiiiiiiiiiii e ans 1.496
Oath or declaration at national STAZEe .....ccoviiiiriiiiiii s 1.497
Priority, Claim fOr .o e 1.451, 1.452
Record copy to International Bureau, Transmittal procedures...................... 1.461
Representation by attorney or agent.......cooiiiiiiiiiiiii s 1.455
Time limits for processing applications ........ccocveviviiiiiiniiiiiiiiiiineeans 1.465, 1.468
Translation:
Of international application for U.S. national phase.........ccccoeveviiiiiiinininnnnn. 1.495
Of publication of international application for provisional rights .............. 1.417
United States as:
Designated or BElected OffiCe ....coiuviiriiiiiiiii e 1.414
International Preliminary Examining Authority ......ccooveviiiiiiiiiiiiiiiinnnnnn, 1.416
International Searching AUtNOrity ....ccoviiiiiiiiiiiiii e, 1.413
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ReCEIVING OffiCe onriiiiiiiii e e e e et aaaas 1.412
Unity of invention:
Before International Searching Authority .....cccooovviiiiiiiiiiiiiiiiinnn, 1.475, 1.476
Before International Preliminary Examining Authority..............ocoooviieini 1.488
NATIONAL STAZE ..euiiinitiii e e e e et e e e e eae e aneans 1.475, 1.499
Protest t0 1aCK Of ..o 1.477, 1.489
Withdrawal of international application, designations, priority claims,
demands and €1eCtionS.....ccviuviiiiiiiiiinii e 1.421(g), 1.431(d)
Patent term adjustment due to examination delay ........cccooeveiiiiiiniininnnn, 1.702-1.705
ADPDPLICATION FO . .t aas 1.705
Determination .......c.cooveviiiiiiiinininnn, ...1.705
Grounds fOr ....ouveniiiireiiieiiieieieieeaens ...1.702
Period of adjustment ...........ccceeuennes ...1.703
Reduction of period of adjustment ...1.704
Patent term extension due to examination delay ........ccocovviiiiiiiiiiiiiiiininininenen. 1.701

Patent term extension due to regulatory review period. (See Extension of patent
term due to regulatory review period (35 U.S.C. 156))

Patentee notified of interference........cooovviiiiiiiiiiiiiiiiiiie s 41.101, 41.203
Patents. (see also Allowance and issue of Patent):
Available for license or sale, publication of NOtiCe .....ccceevevviiiiiiiniiinininninns 1.21(1)
Certified CODIES OF 1uiuiiiiniiiiiiii e e e e e e et e et e e e eae e eneanenaanens 1.13
Correction Of errors 1M ..cocvvveieiiiii e 1.171, 1.322, 1.323, 1.324
BB TCY 7= 7 0 ) PN 1.315
Disclaimer
Identification required in letters concerning

Lapsed, for nonpayment of issue fee.........coceeevviienninns.
Obtainable by Civil ACtioN ...ooevviiiiiiiii e
Price of COPIes ot
Records of, open to public ......ccooevviviiniiininnn...
Reissuing of, when defective.............cceeeeenen.
Payment of fees....ccoviviiiiiiiiniiiniiini e
Person, definition for small entity purposes
Personal attendanCe UNNECESSATY «.uuuui i iririrtrtrtrieteteteteteteteteteteneneneneneneneneneneeneenen 1.2
Petition fOr TEISSUE . it 1.171, 1.172
Patent Trial and Appeal Board. (See Appeal to Patent Trial and Appeal
BoardPatent Trial and Appeal Board, Inter Partes Review, Post-Grant Re-
view, Derivation Proceeding, Patent Trial Practice and Procedure, and Inter-
ferences)

Patent Trial Practice and Procedure (see also inter partes review, post-grant re-
view, covered business method patent review, and derivation proceeding)

[ S A=) = 1 PP 42.1-42.14

) 200 ) b 12O

DD IS o ) 1 N
Jurisdiction .....
Notice of trial
Conduct of the proceeding
Filing of documents, including exhibits; service...
Management of the record
Mandatory notices.................

Action by patent owner .........
COoUNSEL.cuiuiiiiiiiiiiri s
Duty of candor .........
Sanctions .........ceeeeeninl
Citation of authority ..
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Notice of basis fOr relief. ...
Content of petitions and motions
OPPOSITIONS ANA FEPIIES tuintiriit i ettt e ereeeenenens
Page limits for petitions, motions, oppositions and replies............ccecevnnenen 42.24
Default filing tIme S . .o e e
Testimony and Production.....................
DiSCOVETY eriniiiiiiiiiiicee e eeeenens
Compelling testimony and production...
Taking testimony ....
Protective order.........ccevviviviniiinininnenenn.
Confidential information in a petition
Expungement of confidential information.....................

AdmIsSIDIIITY tuininii

Applicability of the Federal Rules of Evidence..............

Form of eVIdencCe . ..ocvvviiiiiiiiiiiiie e

Objection; motion to exclude; motion in limine

Expert testimony; tests and data............ccoooeieiiiiiiinn
Oral Argument, Decision, and Settlement ........................

Oral argUMENt ..o e

Decision on petitions or motions

Termination Of trial.......cooiiiiiiii e aas

JUAGTINEIIT oottt e e et e e a e

Settlement
(072 b o= 1 o TP PPN

Petition to the Director:

DT PPN 1.17
For delayed payment Of iSSUE £ ..ottt 1.137
For license for foreign filing .......coooiiiiiiiii e 5.12
For the revival of an abandoned application
From formal objections or requirements.......cccooeveiriiiiiiiiiiiiiiiieeeeens 1.113, 1. 181
From requirement for restriction........coooiiiiiiiiiiiiii s 1.129, 1.144
General FeQUITrEIMEIITS . ittt e aas 1.181
B80T o) 4 ) ) T OO 41.3
In reexamination . ... e 1.515(c)
On refusal of examiner to admit amendment ..........ccoviiiiiiiiiiniiiininiiineene, 1.127
Petition to accept an unintentionally delayed claim for domestic pri-

[0 0 8 PPN 1.78
Petition to accept an unintentionally delayed claim for foreign pri-

[0 5 7 2N 1.55
Questions not specifically provided for ...1.182
Suspension of rules .........coviviiiiiiiniinn.n, ...1.183
To exercise supervisory authority ...oocoi i 1.181
TO MNAKE SPECIAL ...ttt e ettt et et e e aearaneas 1.102

Plant patent applications:
PN ) ) B e T: N o L H PSPPSR 1.42, 1.162
Claim .ovveiniiiieie s
Declaration.......cccovveviiviiiininiiiinininnns
Description .oooovveviviviiiiniiiniens
Drawings...ccoveveniiiiiininniinnreeeeeaans
Examination ......cccooovviininininnnn,

Fee for copies ...
Filing fee

ST £ i

Latin named genus and SPECIES ...cvvviiiriiiiiiiiiriiieeieeeieenenns ...1.76(b)(3), 1. 163(0)(4)
(.72 1 v o S

D A0 TN o) o) B etz M o) [ T TS 1.161
Specification ...1.163
N 1ST6 b 0 S A T P PP U PR PRPPTPIN 1.166
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POST IS U AIICE S ittt e 1.20
Post Office receipt as filing Aate ....ocoouiiiiiiiiiiiiii s 1.10
Postal emergency or interruption . ....coooiviiiiiii e 1.10(g)-(1)

Post-Grant Review. (See also Patent Trial Practice and Procedure):

[ = 0= = PPN
Procedure; PeNAeNnCY ...cevviriiiiriieineieineieineneenenenns
Who may petition ......ccoviiiiiiiiins
Time for filing .....cooiviiiiiiii s
Bl i
Content of petition .......cocoeviiiiiiiiiiiiiiiiiie
Service of petition .....covviiiviiiiiiniiiiiiinens
Filing date ooveviiiiiiniiie s
Preliminary responsSe....cocvveieiinieneiieeieneenens

Instituting a review .....cccocvviiiiiiininniiiinnneeens

After Institution.......ccooviiiiiiiiiiiiin
Patent OWner reSpOnSe...ccceveereieieeieeneieineneanennnns
Motion to amend .....cccoeveviviiiiiiiiiiiieeeee e
Mulitple proceedings; joinder..........cccceeevvenennnn.
Supplemental information ................cocooeeninnn.
DD ET o) (Y PO

Power of attorney. (See Attorneys and agents)

Preliminary amendments .o e ans 1.115

Preserved in confidence, appliCationS....cccvieiiriiiiiiiiineieniieeieeeieeeeaneneanes 1.12,1.14
Exceptions (status, access or copies available) ......covcviviiviiiiiiiiiiniiiininineeens 1.14

Prior art citation in patent files .....ooovviiiiiii e 1.501

Prior art statement:

(0703 21773 1 v o ) N 1.98

In reexamination ....1.555, 1.933

To comply With duty Of AiSCIOSUTE ..ouvnviniitiiit e e eaeaans 1.97

Prior art submission by third party:

In patent appliCation (..o e 1.290

In patent file ..o .

In protest against pending unpublished application

Prior Invention, affidavit or declaration of, to overcome rejection
Prior public disclosure, affidavit or declaration of, to overcome rejec-

173 (0 ) s R PP PPN 1.130
Prioritized examination ......coooiiiiiiiiiiiii i e 1.102(e)
Priority, international appliCationsS .....cccooiiiiiiiiiiiiiiiie e 1.451
Priority, right of, under treaty Or 1aW .....ccoiiiiiiiiiiiiiirr s 1.55

Priority statement in interferences:

(0700 o7=3 0 L 1 I 0 Y
Correction of statement on MoOtioN . .....c.coiiiiiiiii s
Effect of statement .. ..o s
Failure to file ..o

In case of motion to amend interference
May be amended if defective .......ccoevvvininenennn..
Reliance on prior application.........................
Requirement for.......ccocvevviviiiiiiiiiiiniiinceens
Service on opposing parties.........coceeeveiininnnnn.

When opened t0 inSpection .......coviiiiiiiiiiiiiii e

Proclamation as to protection of foreign mask works

Protests to grant of Datent. ..o e 1.291

Provisional patent applications:
Claiming the benefit Of ... e e eaeaeas 1.78
Converting a nonprovisional to a provisional ............cccceiviiiiiiiiiiiiiiininnnn. 1.53(c)(2)
Converting a provisional to a nonprovisional ............cccoeeviiiiiiiiiiiiiiinenann 1.53(c)(3)
) B B s F= N o T USSP 1.53
B B b o T (T O PP PP PRTUTPIN 1.16(d)
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General QUL TS ottt e e e e 1.51(c)
Later filing of filing fee and cover sheeb........cooiiiiiiiiiiie e, 1.53(g)
Names of all inventors required.......ccooevevriiiiiiiiii e eceeeeeaeas 1.41, 1.53(¢c)
NO Pight Of PriOTity coviniiriii e aas 1.53(c)(4)
NO eXaAMINATION cuieiti i e e e aeaaas 1.53(@1)
Papers concerning, must identify provisional applications as such, and
DY apPlication NUMDET ..ot e e e e 1.5(f)
Parts of complete provisional application .......ccccvveviiiiiiiiiiiiiniiininneens 1.51(c)
) O TS BT (1= TP PPN 1.17(1)
REVIVAL OF .ttt et e e et e et et et et e e et et e e e e aeaneaaans 1.137
AL aTC) A= o= b aTe Lo a U= 1o PPN 1.53(1)
Public information.... ..Part 102
- N 1.17(3)
Publication:
Of reexamination certificate .......coooveiiiiiiiiiiii 1.570(f), 1.997(f)
Publication of application
BEarly publication......cocoiiiiiiiiiiiii e
Express abandonment to avoid publication
DT P PP PPTPN
Nonpublication request........cc.ceeueenens
Publication of redacted copy
Republication ........cocevviiiiniiiiniiinninnns, .
Voluntary PublICATION ...vvuieiiiiiii et e e e e e e ans 1.221
Published application
G e T¢I o J PPN 1.11,1.14
Certified copies
Contents.................
Definition ......oooiviiiiiiiiii,
Records of, open to public...
Republication of ......ccccovviviiiiiiinninns.
Third party submMISSION QN c.iuiiiiiiii e e 1.290
R
RCE (Request for continued examination) .....ccceviveviiiniiinininiiiiiiieeeeeeeeeaes 1.114
Reasons fOr QlIOWATICE ..cuiuininiiiiiieii ettt e e e e et e e s e e eaenes 1.104(e)
Reconsideration of Office aCtion.......coiiiiiiiiiii e 1.112
Reconstruction of 108t files ..o 1.251
Recording of assignments. (See Assignments and recording)
Records of the Patent and Trademark Office .........cccovviiiiiiiiiiiiiiiiiiiiinieienns 1.11-1.156
Redacted publication of appliCation ......coviiiiiiiiiiii e 1.217
Reexamination:
Amendments, manner of MaKING .....c.coviiiiiiiiiiiii e 1.121(c)
Announcement in OffiCiAl GAZELLE .......oveueeeeiniiiiii e, 1.11(c)
Correction of inventorship
COrreSPONAEIICE AATESS . euutueninentitnetetneneienetetenetaenetrteneteenetetnenetnenernenenaenens 1.33(¢c)
Ex parte proceedings
Amendments, manner of MaKING .....c.cooiviiiiiiiiiiiiiiieieieeeee e 1.21(j), 1.530
ADPDPEAL 0 BOATA .ouviiiiiiiiii i e
Appeal 10 C.LAF.C. oo
Civil action under 35 U.S.C. 145 ... i aeas
Concurrent with interference, reissue, other reexamination, litiga-
tion or office ProCeeAINES(S) . iuiiririit it ee e eee e neenaaes 1.565
(0703416 10 Lo vl o) AP 1.550
DUty Of AISCIOSUTE TM cuuiitiiiii ettt eer e e aaeneaaanas 1.5565
Examiner’s determination to grant or refuse request for.....................oo.ee. 1.515
BEXtensions Of TIme ..o s 1.550(c)
Initiated DY the DireChOr. ..ot e e ae e e naaes 1.520
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B AR TTC) v S T o PPN 1.560
Issuance of certificate at conclusion Of.......ccocviviiiiiiiiiiiiiiiiiin e, 1.570
Order for reexamination DY eXamiNer ......cccouiiiiiiiiiiiiie e enenaes 1.525
Patent owner’s statement ......coooiiiiiiiiiiiii 1.530, 1.540
Processing of prior art citations during.........coovviiiiiiiiiiiiiiicece s 1.502
Reply to patent owner’s statement to third party requester.............. 1.5635, 1.540
) R To Lo TS v o ) O 1.510
Scope Of covvvvviniininnnn.
Service of papers

Examiner’s action.........ccocoeeviiiiiiininnnn..

B i

Fee charged to deposit account
Identification in letter

INter PATTES PrOCEEAIINIES c.ouriiit ittt et i ettt te ettt et eesereeeeneaseneneanenaanan 1.902-907
Amendments, manner of makKing.........ocoovvviiiiiiiiiiiiiiiiiiinnenn, 1.121(j), 1.530, 1.941
Appeal to Board .........ccceeeviiiiiiiiinninnnnn. .

Appeal to C.A.F.C
Civil action under 35 U.S.C. 145 not available
Concurrent with interference, reissue, other reexamination, litiga-

tion or office ProCeedingS(S) .ivv it eeaes 1.565, 1.985
(0703416 A5 Lo v o) NPT 1.937
Duty Of AiSCIOSUTE TN .iuiniiiiiiiiiiii et e e e aeans 1.555, 1.933
Examiner’s determination to grant or refuse request for.................... 1.923-1.927
Extensions of time
Filing date of request fOT ..o 1.919
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