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§ 1.103 Suspension of action by the Of-
fice. 

(a) Suspension for cause. On request of 
the applicant, the Office may grant a 
suspension of action by the Office 
under this paragraph for good and suf-
ficient cause. The Office will not sus-
pend action if a reply by applicant to 
an Office action is outstanding. Any 
petition for suspension of action under 
this paragraph must specify a period of 
suspension not exceeding six months. 
Any petition for suspension of action 
under this paragraph must also in-
clude: 

(1) A showing of good and sufficient 
cause for suspension of action; and 

(2) The fee set forth in § 1.17(g), unless 
such cause is the fault of the Office. 

(b) Limited suspension of action in a 
continued prosecution application (CPA) 
filed under § 1.53(d). On request of the 
applicant, the Office may grant a sus-
pension of action by the Office under 
this paragraph in a continued prosecu-
tion application filed under § 1.53(d) for 
a period not exceeding three months. 
Any request for suspension of action 
under this paragraph must be filed 
with the request for an application 
filed under § 1.53(d), specify the period 
of suspension, and include the proc-
essing fee set forth in § 1.17(i). 

(c) Limited suspension of action after a 
request for continued examination (RCE) 
under § 1.114. On request of the appli-
cant, the Office may grant a suspension 
of action by the Office under this para-
graph after the filing of a request for 
continued examination in compliance 
with § 1.114 for a period not exceeding 
three months. Any request for suspen-
sion of action under this paragraph 
must be filed with the request for con-
tinued examination under § 1.114, speci-
fy the period of suspension, and include 
the processing fee set forth in § 1.17(i). 

(d) Deferral of examination. On request 
of the applicant, the Office may grant 
a deferral of examination under the 
conditions specified in this paragraph 
for a period not extending beyond three 
years from the earliest filing date for 
which a benefit is claimed under title 
35, United States Code. A request for 
deferral of examination under this 
paragraph must include the publication 
fee set forth in § 1.18(d) and the proc-
essing fee set forth in § 1.17(i). A re-

quest for deferral of examination under 
this paragraph will not be granted un-
less: 

(1) The application is an original util-
ity or plant application filed under 
§ 1.53(b) or resulting from entry of an 
international application into the na-
tional stage after compliance with 
§ 1.495; 

(2) The applicant has not filed a non-
publication request under § 1.213(a), or 
has filed a request under § 1.213(b) to re-
scind a previously filed nonpublication 
request; 

(3) The application is in condition for 
publication as provided in § 1.211(c); and 

(4) The Office has not issued either an 
Office action under 35 U.S.C. 132 or a 
notice of allowance under 35 U.S.C. 151. 

(e) Notice of suspension on initiative of 
the Office. The Office will notify appli-
cant if the Office suspends action by 
the Office on an application on its own 
initiative. 

(f) Suspension of action for public safe-
ty or defense. The Office may suspend 
action by the Office by order of the Di-
rector if the following conditions are 
met: 

(1) The application is owned by the 
United States; 

(2) Publication of the invention may 
be detrimental to the public safety or 
defense; and 

(3) The appropriate department or 
agency requests such suspension. 

[65 FR 50104, Aug. 16, 2000, as amended at 65 
FR 57056, Sept. 20, 2000; 67 FR 523, Jan. 4, 
2002; 69 FR 49999, Aug. 12, 2004; 69 FR 56542, 
Sept. 21, 2004; 78 FR 11057, Feb. 14, 2013] 

§ 1.104 Nature of examination. 

(a) Examiner’s action. (1) On taking up 
an application for examination or a 
patent in a reexamination proceeding, 
the examiner shall make a thorough 
study thereof and shall make a thor-
ough investigation of the available 
prior art relating to the subject matter 
of the claimed invention. The examina-
tion shall be complete with respect 
both to compliance of the application 
or patent under reexamination with 
the applicable statutes and rules and to 
the patentability of the invention as 
claimed, as well as with respect to 
matters of form, unless otherwise indi-
cated. 
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(2) The applicant, or in the case of a 
reexamination proceeding, both the 
patent owner and the requester, will be 
notified of the examiner’s action. The 
reasons for any adverse action or any 
objection or requirement will be stated 
in an Office action and such informa-
tion or references will be given as may 
be useful in aiding the applicant, or in 
the case of a reexamination proceeding 
the patent owner, to judge the pro-
priety of continuing the prosecution. 

(3) An international-type search will 
be made in all national applications 
filed on and after June 1, 1978. 

(4) Any national application may also 
have an international-type search re-
port prepared thereon at the time of 
the national examination on the mer-
its, upon specific written request there-
for and payment of the international- 
type search report fee set forth in 
§ 1.21(e). The Patent and Trademark Of-
fice does not require that a formal re-
port of an international-type search be 
prepared in order to obtain a search fee 
refund in a later filed international ap-
plication. 

(b) Completeness of examiner’s action. 
The examiner’s action will be complete 
as to all matters, except that in appro-
priate circumstances, such as 
misjoinder of invention, fundamental 
defects in the application, and the like, 
the action of the examiner may be lim-
ited to such matters before further ac-
tion is made. However, matters of form 
need not be raised by the examiner 
until a claim is found allowable. 

(c) Rejection of claims. (1) If the inven-
tion is not considered patentable, or 
not considered patentable as claimed, 
the claims, or those considered 
unpatentable will be rejected. 

(2) In rejecting claims for want of 
novelty or for obviousness, the exam-
iner must cite the best references at 
his or her command. When a reference 
is complex or shows or describes inven-
tions other than that claimed by the 
applicant, the particular part relied on 
must be designated as nearly as prac-
ticable. The pertinence of each ref-
erence, if not apparent, must be clearly 
explained and each rejected claim spec-
ified. 

(3) In rejecting claims the examiner 
may rely upon admissions by the appli-
cant, or the patent owner in a reexam-

ination proceeding, as to any matter 
affecting patentability and, insofar as 
rejections in applications are con-
cerned, may also rely upon facts within 
his or her knowledge pursuant to para-
graph (d)(2) of this section. 

(4)(i) Subject matter which would 
otherwise qualify as prior art under 35 
U.S.C. 102(a)(2) and a claimed invention 
will be treated as commonly owned for 
purposes of 35 U.S.C. 102(b)(2)(C) if the 
applicant or patent owner provides a 
statement to the effect that the sub-
ject matter and the claimed invention, 
not later than the effective filing date 
of the claimed invention, were owned 
by the same person or subject to an ob-
ligation of assignment to the same per-
son. 

(ii) Subject matter which would oth-
erwise qualify as prior art under 35 
U.S.C. 102(a)(2) and a claimed invention 
will be treated as commonly owned for 
purposes of 35 U.S.C. 102(b)(2)(C) on the 
basis of a joint research agreement 
under 35 U.S.C. 102(c) if: 

(A) The applicant or patent owner 
provides a statement to the effect that 
the subject matter was developed and 
the claimed invention was made by or 
on behalf of one or more parties to a 
joint research agreement, within the 
meaning of 35 U.S.C. 100(h) and § 1.9(e), 
that was in effect on or before the ef-
fective filing date of the claimed inven-
tion, and the claimed invention was 
made as a result of activities under-
taken within the scope of the joint re-
search agreement; and 

(B) The application for patent for the 
claimed invention discloses or is 
amended to disclose the names of the 
parties to the joint research agree-
ment. 

(5)(i) Subject matter which qualifies 
as prior art under 35 U.S.C. 102(e), (f), 
or (g) in effect prior to March 16, 2013, 
and a claimed invention in an applica-
tion filed on or after November 29, 1999, 
or any patent issuing thereon, in an ap-
plication filed before November 29, 
1999, but pending on December 10, 2004, 
or any patent issuing thereon, or in 
any patent granted on or after Decem-
ber 10, 2004, will be treated as com-
monly owned for purposes of 35 U.S.C. 
103(c) in effect prior to March 16, 2013, 
if the applicant or patent owner pro-
vides a statement to the effect that the 
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subject matter and the claimed inven-
tion, at the time the claimed invention 
was made, were owned by the same per-
son or subject to an obligation of as-
signment to the same person. 

(ii) Subject matter which qualifies as 
prior art under 35 U.S.C. 102(e), (f), or 
(g) in effect prior to March 16, 2013, and 
a claimed invention in an application 
pending on or after December 10, 2004, 
or in any patent granted on or after 
December 10, 2004, will be treated as 
commonly owned for purposes of 35 
U.S.C. 103(c) in effect prior to March 16, 
2013, on the basis of a joint research 
agreement under 35 U.S.C. 103(c)(2) in 
effect prior to March 16, 2013, if: 

(A) The applicant or patent owner 
provides a statement to the effect that 
the subject matter and the claimed in-
vention were made by or on behalf of 
the parties to a joint research agree-
ment, within the meaning of 35 U.S.C. 
100(h) and § 1.9(e), which was in effect 
on or before the date the claimed in-
vention was made, and that the 
claimed invention was made as a result 
of activities undertaken within the 
scope of the joint research agreement; 
and 

(B) The application for patent for the 
claimed invention discloses or is 
amended to disclose the names of the 
parties to the joint research agree-
ment. 

(6) Patents issued prior to December 
10, 2004, from applications filed prior to 
November 29, 1999, are subject to 35 
U.S.C. 103(c) in effect on November 28, 
1999. 

(d) Citation of references. (1) If domes-
tic patents are cited by the examiner, 
their numbers and dates, and the 
names of the patentees will be stated. 
If domestic patent application publica-
tions are cited by the examiner, their 
publication number, publication date, 
and the names of the applicants will be 
stated. If foreign published applica-
tions or patents are cited, their nation-
ality or country, numbers and dates, 
and the names of the patentees will be 
stated, and such other data will be fur-
nished as may be necessary to enable 
the applicant, or in the case of a reex-
amination proceeding, the patent 
owner, to identify the published appli-
cations or patents cited. In citing for-
eign published applications or patents, 

in case only a part of the document is 
involved, the particular pages and 
sheets containing the parts relied upon 
will be identified. If printed publica-
tions are cited, the author (if any), 
title, date, pages or plates, and place of 
publication, or place where a copy can 
be found, will be given. 

(2) When a rejection in an application 
is based on facts within the personal 
knowledge of an employee of the Of-
fice, the data shall be as specific as 
possible, and the reference must be 
supported, when called for by the appli-
cant, by the affidavit of such employee, 
and such affidavit shall be subject to 
contradiction or explanation by the af-
fidavits of the applicant and other per-
sons. 

(e) Reasons for allowance. If the exam-
iner believes that the record of the 
prosecution as a whole does not make 
clear his or her reasons for allowing a 
claim or claims, the examiner may set 
forth such reasoning. The reasons shall 
be incorporated into an Office action 
rejecting other claims of the applica-
tion or patent under reexamination or 
be the subject of a separate commu-
nication to the applicant or patent 
owner. The applicant or patent owner 
may file a statement commenting on 
the reasons for allowance within such 
time as may be specified by the exam-
iner. Failure by the examiner to re-
spond to any statement commenting 
on reasons for allowance does not give 
rise to any implication. 

[62 FR 53191, Oct. 10, 1997, as amended at 65 
FR 14872, Mar. 20, 2000; 65 FR 54671, Sept. 8, 
2000; 65 FR 57056, Sept. 20, 2000; 70 FR 1823, 
Jan. 11, 2005; 70 FR 54266, Sept. 14, 2005; 72 FR 
46841, Aug. 21, 2007; 74 FR 52690, Oct. 14, 2009; 
78 FR 11057, Feb. 14, 2013] 

§ 1.105 Requirements for information. 

(a)(1) In the course of examining or 
treating a matter in a pending or aban-
doned application filed under 35 U.S.C. 
111 or 371 (including a reissue applica-
tion), in a patent, or in a reexamina-
tion proceeding, the examiner or other 
Office employee may require the sub-
mission, from individuals identified 
under § 1.56(c), or any assignee, of such 
information as may be reasonably nec-
essary to properly examine or treat the 
matter, for example: 
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