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(i) Commercial databases: The exist-
ence of any particularly relevant com-
mercial database known to any of the 
inventors that could be searched for a 
particular aspect of the invention. 

(ii) Search: Whether a search of the 
prior art was made, and if so, what was 
searched. 

(iii) Related information: A copy of 
any non-patent literature, published 
application, or patent (U.S. or foreign), 
by any of the inventors, that relates to 
the claimed invention. 

(iv) Information used to draft applica-
tion: A copy of any non-patent lit-
erature, published application, or pat-
ent (U.S. or foreign) that was used to 
draft the application. 

(v) Information used in invention proc-
ess: A copy of any non-patent lit-
erature, published application, or pat-
ent (U.S. or foreign) that was used in 
the invention process, such as by de-
signing around or providing a solution 
to accomplish an invention result. 

(vi) Improvements: Where the claimed 
invention is an improvement, identi-
fication of what is being improved. 

(vii) In use: Identification of any use 
of the claimed invention known to any 
of the inventors at the time the appli-
cation was filed notwithstanding the 
date of the use. 

(viii) Technical information known to 
applicant. Technical information 
known to applicant concerning the re-
lated art, the disclosure, the claimed 
subject matter, other factual informa-
tion pertinent to patentability, or con-
cerning the accuracy of the examiner’s 
stated interpretation of such items. 

(2) Requirements for factual informa-
tion known to applicant may be pre-
sented in any appropriate manner, for 
example: 

(i) A requirement for factual infor-
mation; 

(ii) Interrogatories in the form of 
specific questions seeking applicant’s 
factual knowledge; or 

(iii) Stipulations as to facts with 
which the applicant may agree or dis-
agree. 

(3) Any reply to a requirement for in-
formation pursuant to this section that 
states either that the information re-
quired to be submitted is unknown to 
or is not readily available to the party 

or parties from which it was requested 
may be accepted as a complete reply. 

(b) The requirement for information 
of paragraph (a)(1) of this section may 
be included in an Office action, or sent 
separately. 

(c) A reply, or a failure to reply, to a 
requirement for information under this 
section will be governed by §§ 1.135 and 
1.136. 

[65 FR 54671, Sept. 8, 2000, as amended at 69 
FR 56542, Sept. 21, 2004; 72 FR 46841, Aug. 21, 
2007; 74 FR 52690, Oct. 14, 2009; 77 FR 48821, 
Aug. 14, 2012] 

§§ 1.106–1.108 [Reserved] 

§ 1.109 Effective filing date of a 
claimed invention under the Leahy- 
Smith America Invents Act. 

(a) The effective filing date for a 
claimed invention in a patent or appli-
cation for patent, other than in a re-
issue application or reissued patent, is 
the earliest of: 

(1) The actual filing date of the pat-
ent or the application for the patent 
containing a claim to the invention; or 

(2) The filing date of the earliest ap-
plication for which the patent or appli-
cation is entitled, as to such invention, 
to a right of priority or the benefit of 
an earlier filing date under 35 U.S.C. 
119, 120, 121, or 365. 

(b) The effective filing date for a 
claimed invention in a reissue applica-
tion or a reissued patent is determined 
by deeming the claim to the invention 
to have been contained in the patent 
for which reissue was sought. 

[78 FR 11057, Feb. 14, 2013] 

§ 1.110 Inventorship and ownership of 
the subject matter of individual 
claims. 

When one or more joint inventors are 
named in an application or patent, the 
Office may require an applicant or pat-
entee to identify the inventorship and 
ownership or obligation to assign own-
ership, of each claimed invention on its 
effective filing date (as defined in 
§ 1.109) or on its date of invention, as 
applicable, when necessary for purposes 
of an Office proceeding. The Office may 
also require an applicant or patentee to 
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identify the invention dates of the sub-
ject matter of each claim when nec-
essary for purposes of an Office pro-
ceeding. 

[78 FR 11058, Feb. 14, 2013] 

ACTION BY APPLICANT AND FURTHER 
CONSIDERATION 

AUTHORITY: Secs. 1.111 to 1.113 also issued 
under 35 U.S.C. 132. 

§ 1.111 Reply by applicant or patent 
owner to a non-final Office action. 

(a)(1) If the Office action after the 
first examination (§ 1.104) is adverse in 
any respect, the applicant or patent 
owner, if he or she persists in his or her 
application for a patent or reexamina-
tion proceeding, must reply and re-
quest reconsideration or further exam-
ination, with or without amendment. 
See §§ 1.135 and 1.136 for time for reply 
to avoid abandonment. 

(2) Supplemental replies. (i) A reply 
that is supplemental to a reply that is 
in compliance with § 1.111(b) will not be 
entered as a matter of right except as 
provided in paragraph (a)(2)(ii) of this 
section. The Office may enter a supple-
mental reply if the supplemental reply 
is clearly limited to: 

(A) Cancellation of a claim(s); 
(B) Adoption of the examiner sugges-

tion(s); 
(C) Placement of the application in 

condition for allowance; 
(D) Reply to an Office requirement 

made after the first reply was filed; 
(E) Correction of informalities (e.g., 

typographical errors); or 
(F) Simplification of issues for ap-

peal. 
(ii) A supplemental reply will be en-

tered if the supplemental reply is filed 
within the period during which action 
by the Office is suspended under 
§ 1.103(a) or (c). 

(b) In order to be entitled to recon-
sideration or further examination, the 
applicant or patent owner must reply 
to the Office action. The reply by the 
applicant or patent owner must be re-
duced to a writing which distinctly and 
specifically points out the supposed er-
rors in the examiner’s action and must 
reply to every ground of objection and 
rejection in the prior Office action. The 
reply must present arguments pointing 

out the specific distinctions believed to 
render the claims, including any newly 
presented claims, patentable over any 
applied references. If the reply is with 
respect to an application, a request 
may be made that objections or re-
quirements as to form not necessary to 
further consideration of the claims be 
held in abeyance until allowable sub-
ject matter is indicated. The appli-
cant’s or patent owner’s reply must ap-
pear throughout to be a bona fide at-
tempt to advance the application or 
the reexamination proceeding to final 
action. A general allegation that the 
claims define a patentable invention 
without specifically pointing out how 
the language of the claims patentably 
distinguishes them from the references 
does not comply with the requirements 
of this section. 

(c) In amending in reply to a rejec-
tion of claims in an application or pat-
ent under reexamination, the applicant 
or patent owner must clearly point out 
the patentable novelty which he or she 
thinks the claims present in view of 
the state of the art disclosed by the 
references cited or the objections 
made. The applicant or patent owner 
must also show how the amendments 
avoid such references or objections. 

[46 FR 29182, May 29, 1981, as amended at 62 
FR 53192, Oct. 10, 1997; 65 FR 54672, Sept. 8, 
2000; 69 FR 56542, Sept. 21, 2004; 70 FR 3891, 
Jan. 27, 2005] 

§ 1.112 Reconsideration before final 
action. 

After reply by applicant or patent 
owner (§ 1.111 or § 1.945) to a non-final 
action and any comments by an inter 
partes reexamination requester (§ 1.947), 
the application or the patent under re-
examination will be reconsidered and 
again examined. The applicant, or in 
the case of a reexamination proceeding 
the patent owner and any third party 
requester, will be notified if claims are 
rejected, objections or requirements 
made, or decisions favorable to patent-
ability are made, in the same manner 
as after the first examination (§ 1.104). 
Applicant or patent owner may reply 
to such Office action in the same man-
ner provided in § 1.111 or § 1.945, with or 
without amendment, unless such Office 
action indicates that it is made final 
(§ 1.113) or an appeal (§ 41.31 of this 
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