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(h) The filing of an information dis-
closure statement shall not be con-
strued to be an admission that the in-
formation cited in the statement is, or 
is considered to be, material to patent-
ability as defined in § 1.56(b). 

(i) If an information disclosure state-
ment does not comply with either this 
section or § 1.98, it will be placed in the 
file but will not be considered by the 
Office. 

[57 FR 2034, Jan. 17, 1992, as amended at 59 
FR 32658, June 24, 1994; 60 FR 20226, Apr. 25, 
1995; 61 FR 42805, Aug. 19, 1996; 62 FR 53190, 
Oct. 10, 1997; 65 FR 14872, Mar. 20, 2000; 65 FR 
54670, Sept. 8, 2000] 

§ 1.98 Content of information disclo-
sure statement. 

(a) Any information disclosure state-
ment filed under § 1.97 shall include the 
items listed in paragraphs (a)(1), (a)(2) 
and (a)(3) of this section. 

(1) A list of all patents, publications, 
applications, or other information sub-
mitted for consideration by the Office. 
U.S. patents and U.S. patent applica-
tion publications must be listed in a 
section separately from citations of 
other documents. Each page of the list 
must include: 

(i) The application number of the ap-
plication in which the information dis-
closure statement is being submitted; 

(ii) A column that provides a space, 
next to each document to be consid-
ered, for the examiner’s initials; and 

(iii) A heading that clearly indicates 
that the list is an information disclo-
sure statement. 

(2) A legible copy of: 
(i) Each foreign patent; 
(ii) Each publication or that portion 

which caused it to be listed, other than 
U.S. patents and U.S. patent applica-
tion publications unless required by 
the Office; 

(iii) For each cited pending unpub-
lished U.S. application, the application 
specification including the claims, and 
any drawing of the application, or that 
portion of the application which caused 
it to be listed including any claims di-
rected to that portion; and 

(iv) All other information or that 
portion which caused it to be listed. 

(3)(i) A concise explanation of the 
relevance, as it is presently understood 
by the individual designated in § 1.56(c) 

most knowledgeable about the content 
of the information, of each patent, pub-
lication, or other information listed 
that is not in the English language. 
The concise explanation may be either 
separate from applicant’s specification 
or incorporated therein. 

(ii) A copy of the translation if a 
written English-language translation 
of a non-English-language document, 
or portion thereof, is within the posses-
sion, custody, or control of, or is read-
ily available to any individual des-
ignated in § 1.56(c). 

(b)(1) Each U.S. patent listed in an 
information disclosure statement must 
be identified by inventor, patent num-
ber, and issue date. 

(2) Each U.S. patent application pub-
lication listed in an information disclo-
sure statement shall be identified by 
applicant, patent application publica-
tion number, and publication date. 

(3) Each U.S. application listed in an 
information disclosure statement must 
be identified by the inventor, applica-
tion number, and filing date. 

(4) Each foreign patent or published 
foreign patent application listed in an 
information disclosure statement must 
be identified by the country or patent 
office which issued the patent or pub-
lished the application, an appropriate 
document number, and the publication 
date indicated on the patent or pub-
lished application. 

(5) Each publication listed in an in-
formation disclosure statement must 
be identified by publisher, author (if 
any), title, relevant pages of the publi-
cation, date, and place of publication. 

(c) When the disclosures of two or 
more patents or publications listed in 
an information disclosure statement 
are substantively cumulative, a copy of 
one of the patents or publications as 
specified in paragraph (a) of this sec-
tion may be submitted without copies 
of the other patents or publications, 
provided that it is stated that these 
other patents or publications are cu-
mulative. 

(d) A copy of any patent, publication, 
pending U.S. application or other infor-
mation, as specified in paragraph (a) of 
this section, listed in an information 
disclosure statement is required to be 
provided, even if the patent, publica-
tion, pending U.S. application or other 
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information was previously submitted 
to, or cited by, the Office in an earlier 
application, unless: 

(1) The earlier application is properly 
identified in the information disclosure 
statement and is relied on for an ear-
lier effective filing date under 35 U.S.C. 
120; and 

(2) The information disclosure state-
ment submitted in the earlier applica-
tion complies with paragraphs (a) 
through (c) of this section. 

[65 FR 54671, Sept. 8, 2000, as amended at 65 
FR 57055, Sept. 20, 2000; 68 FR 38628, June 30, 
2003; 69 FR 56542, Sept. 21, 2004] 

§ 1.99 [Reserved] 

EXAMINATION OF APPLICATIONS 

AUTHORITY: Secs. 1.101 to 1.108 also issued 
under 35 U.S.C. 131, 132. 

§ 1.101 [Reserved] 

§ 1.102 Advancement of examination. 
(a) Applications will not be advanced 

out of turn for examination or for fur-
ther action except as provided by this 
part, or upon order of the Director to 
expedite the business of the Office, or 
upon filing of a request under para-
graph (b) or (e) of this section or upon 
filing a petition or request under para-
graph (c) or (d) of this section with a 
showing which, in the opinion of the 
Director, will justify so advancing it. 

(b) Applications wherein the inven-
tions are deemed of peculiar impor-
tance to some branch of the public 
service and the head of some depart-
ment of the Government requests im-
mediate action for that reason, may be 
advanced for examination. 

(c) A petition to make an application 
special may be filed without a fee if the 
basis for the petition is: 

(1) The applicant’s age or health; or 
(2) That the invention will materi-

ally: 
(i) Enhance the quality of the envi-

ronment; 
(ii) Contribute to the development or 

conservation of energy resources; or 
(iii) Contribute to countering ter-

rorism. 
(d) A petition to make an application 

special on grounds other than those re-
ferred to in paragraph (c) of this sec-

tion must be accompanied by the fee 
set forth in § 1.17(h). 

(e) A request for prioritized examina-
tion under this paragraph must comply 
with the requirements of this para-
graph and be accompanied by the 
prioritized examination fee set forth in 
§ 1.17(c), the processing fee set forth in 
§ 1.17(i), and if not already paid, the 
publication fee set forth in § 1.18(d). An 
application for which prioritized exam-
ination has been requested may not 
contain or be amended to contain more 
than four independent claims, more 
than thirty total claims, or any mul-
tiple dependent claim. Prioritized ex-
amination under this paragraph will 
not be accorded to international appli-
cations that have not entered the na-
tional stage under 35 U.S.C. 371, design 
applications, reissue applications, pro-
visional applications, or reexamination 
proceedings. A request for prioritized 
examination must also comply with 
the requirements of paragraph (e)(1) or 
paragraph (e)(2) of this section. 

(1) A request for prioritized examina-
tion may be filed with an original util-
ity or plant nonprovisional application 
under 35 U.S.C. 111(a) that is complete 
as defined by § 1.51(b), with any fees due 
under § 1.16 paid on filing. If the appli-
cation is a utility application, it must 
be filed via the Office’s electronic filing 
system. The request for prioritized ex-
amination in compliance with this 
paragraph must be present upon filing 
of the application. 

(2) A request for prioritized examina-
tion may be filed with or after a re-
quest for continued examination in 
compliance with § 1.114. If the applica-
tion is a utility application, the re-
quest must be filed via the Office’s 
electronic filing system. The request 
must be filed before the mailing of the 
first Office action after the filing of the 
request for continued examination 
under § 1.114. Only a single such request 
for prioritized examination under this 
paragraph may be granted in an appli-
cation. 

(36 U.S.C. 6; 15 U.S.C. 1113, 1123) 

[24 FR 10332, Dec. 22, 1959, as amended at 47 
FR 41276, Sept. 17, 1982; 54 FR 6903, Feb. 15, 
1989; 60 FR 20226, Apr. 25, 1995; 62 FR 53191, 
Oct. 10, 1997; 65 FR 54671, Sept. 8, 2000; 69 FR 
56542, Sept. 21, 2004; 76 FR 59054, Sept. 23, 
2011; 76 FR 78569, Dec. 19, 2011] 
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