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appeal from the decision of the exam-
iner to the Board by filing a notice of 
appeal accompanied by the fee set 
forth in § 41.20(b)(1) within the time pe-
riod provided under § 1.134 of this title 
for reply. 

(2) Every owner of a patent under ex 
parte reexamination filed under § 1.510 
of this title before November 29, 1999, 
any of whose claims has been twice re-
jected, may appeal from the decision of 
the examiner to the Board by filing a 
notice of appeal accompanied by the 
fee set forth in § 41.20(b)(1) within the 
time period provided under § 1.134 of 
this title for reply. 

(3) Every owner of a patent under ex 
parte reexamination filed under § 1.510 
of this title on or after November 29, 
1999, any of whose claims has been fi-
nally (§ 1.113 of this title) rejected, may 
appeal from the decision of the exam-
iner to the Board by filing a notice of 
appeal accompanied by the fee set 
forth in § 41.20(b)(1) within the time pe-
riod provided under § 1.134 of this title 
for reply. 

(b) The signature requirements of 
§§ 1.33 and 11.18(a) of this title do not 
apply to a notice of appeal filed under 
this section. 

(c) An appeal, when taken, is pre-
sumed to be taken from the rejection 
of all claims under rejection unless 
cancelled by an amendment filed by 
the applicant and entered by the Office. 
Questions relating to matters not af-
fecting the merits of the invention may 
be required to be settled before an ap-
peal can be considered. 

(d) The time periods set forth in 
paragraphs (a)(1) through (a)(3) of this 
section are extendable under the provi-
sions of § 1.136 of this title for patent 
applications and § 1.550(c) of this title 
for ex parte reexamination proceedings. 

[69 FR 50003, Aug. 12, 2004, as amended at 76 
FR 72296, Nov. 22, 2011] 

§ 41.33 Amendments and affidavits or 
other Evidence after appeal. 

(a) Amendments filed after the date 
of filing an appeal pursuant to 
§ 41.31(a)(1) through (a)(3) and prior to 
the date a brief is filed pursuant to 
§ 41.37 may be admitted as provided in 
§ 1.116 of this title. 

(b) Amendments filed on or after the 
date of filing a brief pursuant to § 41.37 
may be admitted: 

(1) To cancel claims, where such can-
cellation does not affect the scope of 
any other pending claim in the pro-
ceeding, or 

(2) To rewrite dependent claims into 
independent form. 

(c) All other amendments filed after 
the date of filing an appeal pursuant to 
§ 41.31(a)(1) through (a)(3) will not be 
admitted except as permitted by 
§§ 41.39(b)(1), 41.50(a)(2)(i), and 
41.50(b)(1). 

(d)(1) An affidavit or other Evidence 
filed after the date of filing an appeal 
pursuant to § 41.31(a)(1) through (a)(3) 
and prior to the date of filing a brief 
pursuant to § 41.37 may be admitted if 
the examiner determines that the affi-
davit or other Evidence overcomes all 
rejections under appeal and that a 
showing of good and sufficient reasons 
why the affidavit or other Evidence is 
necessary and was not earlier pre-
sented has been made. 

(2) All other affidavits or other Evi-
dence filed after the date of filing an 
appeal pursuant to § 41.31(a)(1) through 
(a)(3) will not be admitted except as 
permitted by §§ 41.39(b)(1), 41.50(a)(2)(i), 
and 41.50(b)(1). 

[69 FR 50003, Aug. 12, 2004, as amended at 76 
FR 72296, Nov. 22, 2011] 

§ 41.35 Jurisdiction over appeal. 

(a) Beginning of jurisdiction. Jurisdic-
tion over the proceeding passes to the 
Board upon the filing of a reply brief 
under § 41.41 or the expiration of the 
time in which to file such a reply brief, 
whichever is earlier. 

(b) End of jurisdiction. The jurisdic-
tion of the Board ends when: 

(1) The Director or the Board enters 
a remand order (see §§ 41.35(c), 41.35(e), 
and 41.50(a)(1)), 

(2) The Board enters a final decision 
(see § 41.2) and judicial review is sought 
or the time for seeking judicial review 
has expired, 

(3) An express abandonment which 
complies with § 1.138 of this title is rec-
ognized, 

(4) A request for continued examina-
tion is filed which complies with § 1.114 
of this title, 
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(5) Appellant fails to take any re-
quired action under §§ 41.39(b), 
41.50(a)(2), 41.50(b), or 41.50(d), and the 
Board enters an order of dismissal, or 

(6) Appellant reopens prosecution 
pursuant to § 41.40(b) or in response to a 
new ground of rejection entered in a 
decision of the Board (see § 41.50(b)(1)). 

(c) Remand ordered by the Director. 
Prior to the entry of a decision on the 
appeal by the Board (see § 41.50), the Di-
rector may sua sponte order the pro-
ceeding remanded to the examiner. 

(d) Documents filed during Board’s ju-
risdiction. Except for petitions author-
ized by this part, consideration of any 
information disclosure statement or 
petition filed while the Board possesses 
jurisdiction over the proceeding will be 
held in abeyance until the Board’s ju-
risdiction ends. 

(e) Administrative remands ordered by 
the Board. If, after receipt and review 
of the proceeding, the Board deter-
mines that the file is not complete or 
is not in compliance with the require-
ments of this subpart, the Board may 
relinquish jurisdiction to the examiner 
or take other appropriate action to 
permit completion of the file. 

[76 FR 72297, Nov. 22, 2011] 

§ 41.37 Appeal brief. 

(a) Timing. Appellant must file a brief 
under this section within two months 
from the date of filing the notice of ap-
peal under § 41.31. The appeal brief fee 
in an application or ex parte reexam-
ination proceeding is $0.00, but if the 
appeal results in an examiner’s answer, 
the appeal forwarding fee set forth in 
§ 41.20(b)(4) must be paid within the 
time period specified in § 41.45 to avoid 
dismissal of an appeal. 

(b) Failure to file a brief. On failure to 
file the brief within the period speci-
fied in paragraph (a) of this section, 
the appeal will stand dismissed. 

(c) Content of appeal brief. (1) Except 
as otherwise provided in this para-
graph, the brief shall contain the fol-
lowing items under appropriate head-
ings and in the order indicated in para-
graphs (c)(1)(i) through (v) of this sec-
tion, except that a brief filed by an ap-
pellant who is not represented by a reg-
istered practitioner need only substan-
tially comply with paragraphs (c)(1)(i), 

(c)(1)(ii), (c)(1)(iv), and (c)(1)(v) of this 
section: 

(i) Real party in interest. A statement 
identifying by name the real party in 
interest at the time the appeal brief is 
filed, except that such statement is not 
required if the named inventor or in-
ventors are themselves the real party 
in interest. If an appeal brief does not 
contain a statement of the real party 
in interest, the Office may assume that 
the named inventor or inventors are 
the real party in interest. 

(ii) Related appeals, interferences, and 
trials. A statement identifying by appli-
cation, patent, appeal, interference, or 
trial number all other prior and pend-
ing appeals, interferences, trials before 
the Board, or judicial proceedings (col-
lectively, ‘‘related cases’’) which sat-
isfy all of the following conditions: in-
volve an application or patent owned 
by the appellant or assignee, are 
known to appellant, the appellant’s 
legal representative, or assignee, and 
may be related to, directly affect or be 
directly affected by or have a bearing 
on the Board’s decision in the pending 
appeal, except that such statement is 
not required if there are no such re-
lated cases. If an appeal brief does not 
contain a statement of related cases, 
the Office may assume that there are 
no such related cases. 

(iii) Summary of claimed subject matter. 
A concise explanation of the subject 
matter defined in each of the rejected 
independent claims, which shall refer 
to the specification in the Record by 
page and line number or by paragraph 
number, and to the drawing, if any, by 
reference characters. For each rejected 
independent claim, and for each de-
pendent claim argued separately under 
the provisions of paragraph (c)(1)(iv) of 
this section, if the claim contains a 
means plus function or step plus func-
tion recitation as permitted by 35 
U.S.C. 112(f), then the concise expla-
nation must identify the structure, 
material, or acts described in the speci-
fication in the Record as corresponding 
to each claimed function with ref-
erence to the specification in the 
Record by page and line number or by 
paragraph number, and to the drawing, 
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