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§41.39

if any, by reference characters. Ref-
erence to the patent application publi-
cation does not satisfy the require-
ments of this paragraph.

(iv) Argument. The arguments of ap-
pellant with respect to each ground of
rejection, and the basis therefor, with
citations of the statutes, regulations,
authorities, and parts of the Record re-
lied on. The arguments shall explain
why the examiner erred as to each
ground of rejection contested by appel-
lant. Except as provided for in §§41.41,
41.47 and 41.52, any arguments or au-
thorities not included in the appeal
brief will be refused consideration by
the Board for purposes of the present
appeal. Each ground of rejection con-
tested by appellant must be argued
under a separate heading, and each
heading shall reasonably identify the
ground of rejection being contested
(e.g., by claim number, statutory basis,
and applied reference, if any). For each
ground of rejection applying to two or
more claims, the claims may be argued
separately (claims are considered by
appellant as separately patentable), as
a group (all claims subject to the
ground of rejection stand or fall to-
gether), or as a subgroup (a subset of
the claims subject to the ground of re-
jection stand or fall together). When
multiple claims subject to the same
ground of rejection are argued as a
group or subgroup by appellant, the
Board may select a single claim from
the group or subgroup and may decide
the appeal as to the ground of rejection
with respect to the group or subgroup
on the basis of the selected claim
alone. Notwithstanding any other pro-
vision of this paragraph, the failure of
appellant to separately argue claims
which appellant has grouped together
shall constitute a waiver of any argu-
ment that the Board must consider the
patentability of any grouped claim sep-
arately. Under each heading identi-
fying the ground of rejection being con-
tested, any claim(s) argued separately
or as a subgroup shall be argued under
a separate subheading that identifies
the claim(s) by number. A statement
which merely points out what a claim
recites will not be considered an argu-
ment for separate patentability of the
claim.
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(v) Claims appendizr. An appendix con-
taining a copy of the claims involved
in the appeal.

(2) A brief shall not include any new
or non-admitted amendment, or any
new or non-admitted affidavit or other
Evidence. See §1.116 of this title for
treatment of amendments, affidavits or
other evidence filed after final action
but before or on the same date of filing
an appeal and §41.33 for treatment of
amendments, affidavits or other Evi-
dence filed after the date of filing the
appeal. Review of an examiner’s refusal
to admit an amendment or Evidence is
by petition to the Director. See §1.181
of this title.

(d) Notice of non-compliance. If a brief
is filed which does not comply with all
the requirements of paragraph (c) of
this section, appellant will be notified
of the reasons for non-compliance and
given a time period within which to file
an amended brief. If appellant does not,
within the set time period, file an
amended brief that overcomes all the
reasons for non-compliance stated in
the notification, the appeal will stand
dismissed. Review of a determination
of non-compliance is by petition to the
Chief Administrative Patent Judge. See
§41.3.

(e) Extensions of time. The time peri-
ods set forth in this section are extend-
able under the provisions of §1.136 of
this title for patent applications and
§1.550(c) of this title for ex parte reex-
amination proceedings.

[69 FR 50003, Aug. 12, 2004, as amended at 76
FR 72297, Nov. 22, 2011; 77 FR 46630, Aug. 6,
2012; 78 FR 4291, Jan. 18, 2013; 78 FR 17107,
Mar. 20, 2013]

§41.39 Examiner’s answer.

(a) Content of examiner’s answer. The
primary examiner may, within such
time as may be directed by the Direc-
tor, furnish a written answer to the ap-
peal brief.

(1) An examiner’s answer is deemed
to incorporate all of the grounds of re-
jection set forth in the Office action
from which the appeal is taken (as
modified by any advisory action and
pre-appeal brief conference decision),
unless the examiner’s answer expressly
indicates that a ground of rejection has
been withdrawn.
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(2) An examiner’s answer may in-
clude a new ground of rejection. For
purposes of the examiner’s answer, any
rejection that relies upon any Evidence
not relied upon in the Office action
from which the appeal is taken (as
modified by any advisory action) shall
be designated by the primary examiner
as a new ground of rejection. The ex-
aminer must obtain the approval of the
Director to furnish an answer that in-
cludes a new ground of rejection.

(b) Appellant’s response to new ground
of rejection. If an examiner’s answer
contains a rejection designated as a
new ground of rejection, appellant
must within two months from the date
of the examiner’s answer exercise one
of the following two options to avoid
sua sponte dismissal of the appeal as to
the claims subject to the new ground of
rejection:

(1) Reopen prosecution. Request that
prosecution be reopened before the pri-
mary examiner by filing a reply under
§1.111 of this title with or without
amendment or submission of affidavits
(§§1.130, 1.131 or 1.132 of this of this
title) or other Evidence. Any amend-
ment or submission of affidavits or
other Evidence must be relevant to the
new ground of rejection. A request that
complies with this paragraph will be
entered and the application or the pat-
ent under er parte reexamination will
be reconsidered by the examiner under
the provisions of §1.112 of this title.
Any request that prosecution be re-
opened under this paragraph will be
treated as a request to withdraw the
appeal.

(2) Maintain appeal. Request that the
appeal be maintained by filing a reply
brief as set forth in §41.41. Such a reply
brief must address as set forth in
§41.37(c)(1)(iv) each new ground of re-
jection and should follow the other re-
quirements of a brief as set forth in
§41.37(c). A reply brief may not be ac-
companied by any amendment, affi-
davit (§§1.130, 1.131 or 1.132 of this of
this title) or other Evidence. If a reply
brief filed pursuant to this section is
accompanied by any amendment, affi-
davit or other Evidence, it shall be
treated as a request that prosecution
be reopened before the primary exam-
iner under paragraph (b)(1) of this sec-
tion.

§41.40

(c) Extensions of time. Extensions of
time under §1.136(a) of this title for
patent applications are not applicable
to the time period set forth in this sec-
tion. See §1.136(b) of this title for ex-
tensions of time to reply for patent ap-
plications and §1.550(c) of this title for
extensions of time to reply for ex parte
reexamination proceedings.

[69 FR 50003, Aug. 12, 2004, as amended at 76
FR 72298, Nov. 22, 2011]

§41.40 Tolling of time period to file a
reply brief.

(a) Timing. Any request to seek re-
view of the primary examiner’s failure
to designate a rejection as a new
ground of rejection in an examiner’s
answer must be by way of a petition to
the Director under §1.181 of this title
filed within two months from the entry
of the examiner’s answer and before
the filing of any reply brief. Failure of
appellant to timely file such a petition
will constitute a waiver of any argu-
ments that a rejection must be des-
ignated as a new ground of rejection.

(b) Petition granted and prosecution re-
opened. A decision granting a petition
under §1.181 to designate a new ground
of rejection in an examiner’s answer
will provide a two-month time period
in which appellant must file a reply
under §1.111 of this title to reopen the
prosecution before the primary exam-
iner. On failure to timely file a reply
under §1.111, the appeal will stand dis-
missed.

(c) Petition mot granted and appeal
maintained. A decision refusing to
grant a petition under §1.181 of this
title to designate a new ground of re-
jection in an examiner’s answer will
provide a two-month time period in
which appellant may file only a single
reply brief under §41.41.

(d) Withdrawal of petition and appeal
maintained. If a reply brief under §41.41
is filed within two months from the
date of the examiner’s answer and on
or after the filing of a petition under
§1.181 to designate a new ground of re-
jection in an examiner’s answer, but
before a decision on the petition, the
reply brief will be treated as a request
to withdraw the petition and to main-
tain the appeal.

(e) Extensions of time. Extensions of
time under §1.136(a) of this title for
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