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nine months after the date of the grant 
of the patent; 

(2) If the patent is a patent that is 
not described in section 3(n)(1) of the 
Leahy-Smith American Invents Act, 
the date of the grant of the patent; or 

(3) If a post-grant review is instituted 
as set forth in subpart C of this part, 
the date of the termination of such 
post-grant review. 

(b) The Director may impose a limit 
on the number of inter partes reviews 
that may be instituted during each of 
the first four one-year periods in which 
the amendment made to chapter 31 of 
title 35, United States Code, is in effect 
by providing notice in the Office’s Offi-
cial Gazette or FEDERAL REGISTER. Pe-
titions filed after an established limit 
has been reached will be deemed un-
timely. 

[77 FR 48727, Aug. 14, 2012, as amended at 78 
FR 17874, Mar. 25, 2013] 

§ 42.103 Inter partes review fee. 
(a) An inter partes review fee set forth 

in § 42.15(a) must accompany the peti-
tion. (b) No filing date will be accorded 
to the petition until full payment is re-
ceived. 

§ 42.104 Content of petition. 
In addition to the requirements of 

§§ 42.6, 42.8, 42.22, and 42.24, the petition 
must set forth: 

(a) Grounds for standing. The peti-
tioner must certify that the patent for 
which review is sought is available for 
inter partes review and that the peti-
tioner is not barred or estopped from 
requesting an inter partes review chal-
lenging the patent claims on the 
grounds identified in the petition. 

(b) Identification of challenge. Provide 
a statement of the precise relief re-
quested for each claim challenged. The 
statement must identify the following: 

(1) The claim; 
(2) The specific statutory grounds 

under 35 U.S.C. 102 or 103 on which the 
challenge to the claim is based and the 
patents or printed publications relied 
upon for each ground; 

(3) How the challenged claim is to be 
construed. Where the claim to be con-
strued contains a means-plus-function 
or step-plus-function limitation as per-
mitted under 35 U.S.C. 112(f), the con-
struction of the claim must identify 

the specific portions of the specifica-
tion that describe the structure, mate-
rial, or acts corresponding to each 
claimed function; 

(4) How the construed claim is 
unpatentable under the statutory 
grounds identified in paragraph (b)(2) 
of this section. The petition must 
specify where each element of the 
claim is found in the prior art patents 
or printed publications relied upon; and 

(5) The exhibit number of the sup-
porting evidence relied upon to support 
the challenge and the relevance of the 
evidence to the challenge raised, in-
cluding identifying specific portions of 
the evidence that support the chal-
lenge. The Board may exclude or give 
no weight to the evidence where a 
party has failed to state its relevance 
or to identify specific portions of the 
evidence that support the challenge. 

(c) A motion may be filed that seeks 
to correct a clerical or typographical 
mistake in the petition. The grant of 
such a motion does not change the fil-
ing date of the petition. 

§ 42.105 Service of petition. 
In addition to the requirements of 

§ 42.6, the petitioner must serve the pe-
tition and exhibits relied upon in the 
petition as follows: 

(a) The petition and supporting evi-
dence must be served on the patent 
owner at the correspondence address of 
record for the subject patent. The peti-
tioner may additionally serve the peti-
tion and supporting evidence on the 
patent owner at any other address 
known to the petitioner as likely to ef-
fect service. 

(b) Upon agreement of the parties, 
service may be made electronically. 
Service may be by EXPRESS MAIL® or 
by means at least as fast and reliable 
as EXPRESS MAIL®. Personal service 
is not required. 

§ 42.106 Filing date. 
(a) Complete petition. A petition to in-

stitute inter partes review will not be 
accorded a filing date until the peti-
tion satisfies all of the following re-
quirements: 

(1) Complies with § 42.104; 
(2) Effects service of the petition on 

the correspondence address of record as 
provided in § 42.105(a); and 
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