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§7.21

(e) Procedure for response. To be con-
sidered timely, a response must be re-
ceived by the International Bureau be-
fore the end of the response period set
forth in the International Bureau’s no-
tice. Receipt in the Office does not ful-
fill this requirement. Any response
submitted through the Office for for-
warding to the International Bureau
should be submitted as soon as pos-
sible, but at least one month before the
end of the response period in the Inter-
national Bureau’s notice. The Office
will not process any response received
in the Office after the International
Bureau’s response deadline.

[68 FR 55769, Sept. 26, 2003, as amended at 69
FR 57186, Sept. 24, 2004; 73 FR 67776, Nov. 17,
2008]

Subpart C—Subsequent Designa-
tion Submitted Through the
Office

§7.21 Subsequent designation.

(a) A subsequent designation may be
filed directly with the International
Bureau, or, if it meets the require-
ments of paragraph (b) of this section,
submitted through the Office.

(b) The Office will grant a date of re-
ceipt to a subsequent designation that
is either filed through TEAS, or typed
on the official paper form issued by the
International Bureau. The subsequent
designation must contain all of the fol-
lowing:

(1) The international registration
number;

(2) The serial number of the U.S. ap-
plication or registration number of the
U.S. registration that formed the basis
of the international registration;

(3) The name and address of the hold-
er of the international registration;

(4) A statement that the holder is en-
titled to file a subsequent designation
in the Office, specifying that holder: Is
a national of the United States; has a
domicile in the United States; or has a
real and effective industrial or com-
mercial establishment in the United
States. Where a holder’s address is not
in the United States, the holder must
provide the address of its U.S. domicile
or establishment;

(5) A list of goods and/or services that
is identical to or narrower than the list
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of goods and/or services in the inter-
national registration;

(6) A list of the designated Con-
tracting Parties. If the goods and/or
services in the subsequent designation
are not the same for each designated
Contracting Party, the holder must list
the goods and/or services covered by
the subsequent designation that per-
tain to each designated Contracting
Party;

(7) The U.S. transmittal fee required
by §7.6;

(8) If the subsequent designation is
filed through TEAS, the subsequent
designation fees (see §7.7); and

(9) If the subsequent designation is
filed through TEAS, an e-mail address
for receipt of correspondence from the
Office.

(c) If the subsequent designation is
accorded a date of receipt, the Office
will then forward the subsequent des-
ignation to the International Bureau.

(d) If the subsequent designation fails
to contain all the elements set forth in
paragraph (b) of this section, the Office
will not forward the subsequent des-
ignation to the International Bureau.
The Office will notify the holder of the
reason(s). If the holder paid the subse-
quent designation fees (see §7.7)
through the Office, the Office will re-
fund the subsequent designation fees.
The Office will not refund the trans-
mittal fee.

(e) Correspondence to correct any
irregularities in a subsequent designa-
tion must be made directly with the
International Bureau.

[68 FR 55769, Sept. 26, 2003, as amended at 69
FR 57186, Sept. 24, 2004]

Subpart D—Recording Changes to
International Registration

§7.22 Recording changes to inter-
national registration.

Except as provided in §§7.23 and 7.24,
requests to record changes to an inter-
national registration must be filed
with the International Bureau. If a re-
quest to record an assignment or re-
striction of a holder’s right of disposal
of an international registration or the
release of such a restriction meets the
requirements of §7.23 or 7.24, the Office
will forward the request to the Inter-
national Bureau. Section 10 of the Act
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and part 3 of this chapter are not appli-
cable to assignments or restrictions of
international registrations.

§7.23 Requests for recording assign-
ments at the International Bureau.

A request to record an assignment of
an international registration may be
submitted through the Office for for-
warding to the International Bureau
only if the assignee cannot obtain the
assignor’s signature for the request to
record the assignment.

(a) A request to record an assignment
submitted through the Office must in-
clude all of the following:

(1) The international
number;

(2) The name and address of the hold-
er of the international registration;

(3) The name and address of the as-
signee of the international registra-
tion;

(4) A statement that the assignee: Is
a national of the United States; has a
domicile in the United States; or has a
real and effective industrial or com-
mercial establishment in the United
States. Where an assignee’s address is
not in the United States, the assignee
must provide the address of its U.S.
domicile or establishment;

(5) A statement that the assignee
could not obtain the assignor’s signa-
ture for the request to record the as-
signment;

(6) An indication that the assignment
applies to the designation to the
United States;

(7) A statement that the assignment
applies to all the goods and/or services
in the international registration, or if
less, a list of the goods and/or services
in the international registration that
have been assigned that pertain to the
designation to the United States; and

(8) The U.S. transmittal fee required
by §7.6.

(b) If a request to record an assign-
ment contains all the elements set
forth in paragraph (a) of this section,
the Office will forward the request to
the International Bureau. Forwarding
the request to the International Bu-
reau is not a determination by the Of-
fice of the validity of the assignment
or the effect that the assignment has
on the title of the international reg-
istration.

registration

§7.24

(c) If the request fails to contain all
the elements set forth in paragraph (a)
of this section, the Office will not for-
ward the request to the International
Bureau. The Office will notify the as-
signee(s) of the reason(s). If the as-
signee paid the fees to record the as-
signment (see §7.7) through the Office,
the Office will refund the recording fee.
The Office will not refund the trans-
mittal fee.

(d) Correspondence to correct any
irregularities in a request to record an
assignment must be made directly with
the International Bureau.

[68 FR 55769, Sept. 26, 2003, as amended at 69
FR 57186, Sept. 24, 2004]

§7.24 Requests to record security in-
terest or other restriction of hold-
er’s rights of disposal or release of
such restriction submitted through
the Office.

(a) A party who obtained a security
interest or other restriction of a hold-
er’s right to dispose of an international
registration, or the release of such a
restriction, may submit a request to
record the restriction or release
through the Office for forwarding to
the International Bureau only if:

(1) The restriction or release:

(i) Is the result of a court order; or

(ii) Is the result of an agreement be-
tween the holder of the international
registration and the party restricting
the holder’s right of disposal, and the
signature of the holder cannot be ob-
tained for the request to record the re-
striction or release;

(2) The party who obtained the re-
striction is a national of, is domiciled
in, or has a real and effective industrial
or commercial establishment in the
United States; and

(3) The restriction or release applies
to the holder’s right to dispose of the
international registration in the
United States.

(b) A request to record a restriction
or the release of a restriction must be
submitted by the party who obtained
the restriction of the holder’s right of
disposal and include all the following:

(1) The international registration
number;

(2) The name and address of the hold-
er of the international registration;

333



		Superintendent of Documents
	2013-09-18T10:28:45-0400
	US GPO, Washington, DC 20401
	Superintendent of Documents
	GPO attests that this document has not been altered since it was disseminated by GPO




