AUTHENTICATED
U.S. GOVERNMENT
INFORMATION

GPO

§7.40

Act, deficiencies may be corrected be-
fore the end of this filing period with-
out paying a deficiency surcharge. De-
ficiencies may be corrected after the
end of this filing period with payment
of the deficiency surcharge required by
section 71(c) of the Act and §7.6.

(2) Correcting deficiencies in affidavits
or declarations filed during the grace pe-
riod. If the affidavit or declaration is
filed during the six-month grace period
provided by section 71(a)(3) of the Act,
deficiencies may be corrected before
the expiration of the grace period with-
out paying a deficiency surcharge. De-
ficiencies may be corrected after the
expiration of the grace period with
payment of the deficiency surcharge
required by section 71(c) of the Act and
§7.6.

(d) If the affidavit or declaration is
not filed within the time periods set
forth in section 71 of the Act, the reg-
istration will be cancelled.

[75 FR 35977, June 24, 2010, as amended at 76
FR 69133, Nov. 8, 2011]

§7.40 Petition to Director to review re-
fusal.

(a) A response to the examiner’s ini-
tial refusal to accept an affidavit or
declaration is required before filing a
petition to the Director, unless the ex-
aminer directs otherwise. See §7.39(b)
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for the deadline for responding to an
examiner’s Office action.

(b) If the examiner maintains the re-
fusal of the affidavit or declaration,
the holder may file a petition to the
Director to review the examiner’s ac-
tion. The petition must be filed within
six months of the date of issuance of
the action maintaining the refusal, or
the Office will cancel the registration.

(c) A decision by the Director is nec-
essary before filing an appeal or com-
mencing a civil action in any court.

[68 FR 55769, Sept. 26, 2003, as amended at 73
FR 67776, Nov. 17, 2008]

Subpart G—Renewal of Inter-
national Registration and Ex-
tension of Protection

§7.41 Renewal of international reg-
istration and extension of protec-
tion.

(a) Any request to renew an inter-
national registration and its extension
of protection to the United States
must be made at the International Bu-
reau in accordance with Article 7 of the
Madrid Protocol.

(b) A request to renew an inter-
national registration or extension of
protection to the United States sub-
mitted through the Office will not be
processed.
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Section
A
Abandonment of application or mark:
During inter partes ProCEEAINE ....c.ieiriiii ittt eee e e e e aeeeaans 2.135
ExXpPress abandonment. . ... e aaas 2.68
For failure to respond or to respond completely to official action.............. 2.65(a)
For failure to timely file a statement of USe .....ccoviiiiiiiiiiiiiiiiiiieee, 2.65(¢c)
Revival of abandoned application ..
Acceptance of affidavit UNAer SEC. 8.....iiiiiiiiiiiiiiee e e aas 2. 163
Access:
To applications, and all proceedings relating thereto, after publication
(o) =10 131 = 1 v (0 ) s PP 2.27(d)
To applications prior to publication .......cccooiiiiiiiiiiiiii s 2.27(b)
TO ASSIGNMENT FECOTAS . vttt ettt e e e aeereaeeneneaaenans 2.200
To decisions of Director and the Trademark Trial and Appeal
270 = 1 o PO 2.27(c)
To materials filed under seal pursuant to a protective order ......... 2.27(e); 2.126(c)
To pending trademark application indeX ........cocviiiiiiiiiiiiiii s 2.27(a)
Acknowledgment of receipt of affidavit or declaration:
FIled UNAer SEC. B ot et aaaas 2.163
FIled UNAET SEC. L ciniiiiiniiiii ettt ettt e e et et et et e et s e en et e eaeeneneas 7.39
Act, The, Aefined ..o et e e e e e e e e e aa e aeaeaaaes 2.2(a)
Action by assignee of reCOrd OF OWIET ... ...c.vviviriririiiieieieieieieeeeeeeeeenanes 3.71(d), 3.73
Action by Examiner on appliCation ......c.cooiiiiiiiiiiii s 2.61
Adding party to an INterferenCe .. .ocovuii i 2.98
Address for correspondence with U.S. Patent and Trademark Office................ 2.190
Additional specimens:
Bases fOr filing ..o e 2.34(a)(1)(iv)
SDECITIIEIIS euitinitii ittt ettt et et e e e e et e e et et e et e e et et e et et e e e e et e aans 2.56(a)
oI 0 o) oW o) A=Y €z 10 01 1<) GO PRS 2.61(b)
Amendment 0 AllEeZE TS ..uuiuiininiiiiiiiieie et e a e e e aenas 2.76(b)(2)
Application may include multiple ClasSeS....ccceveiriiiiriiiiriiiieiieeiienenenns 2.86(a)(3), (b)
Filing statement of use after notice of allowance ..............ccooeveviviieninnn. 2.88(b)(2)
Requirements for a complete affidavit or declaration of continued use
OT €XCUSADIE TIOTIUSE .uvniiiniiiiiiiiii ettt et et e e e e e eanens 2.161(g), (h)
Amendment of registration .........ccooiiiiiiiii 2.173(b)(3), (4)
Requirements for a complete affidavit or declaration of use in com-
METCe OF EXCUSADIE TMOTNIUSE ..veneiriiiiriiit et et eteieereieareeeaeneaseneanenns 7.37(g), (h)
Admissions, request for (discovery):
Motion to determine sufficiency of response.......ccocvvviiiiiiiiiiiiiiiiiieiennns 2.120(h)
IINITIE OF et ettt e e et e et a e e anas 2.120(a)
Use Of A SIOm .. .t aas 2.120(3)
When to file copy of request with Trademark Trial and Appeal
270} o PP 2.120(3)(8)
Advertising by attorneys and others, restricted ..........cccviiiiiiiiiiiiiiiiiiiins 11.702
Affidavit or declaration:
Claiming benefits of Act of 1946 under SeC. 12(C) ..uiuiuininiiiniiiiiiiiieieieeeieeeneneans 2.153
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Combined SeCS. 8 ANA 15 ...t 2.168(a)
Combined SECS. 9 AN 15 .oouiuiiiiiiiiiiie e e 2.168(b)
For incontestability Under SEC. 15 ..ot e 2.167
Of use in commerce or excusable nonuse under SeC. 8.......cccvvvvveveenininrnnnnns 2.160-166
Of use in commerce or excusable nonuse under sec. T1l......ccceeveviviiinininnnnn.. 7.36-7.40
Reconsideration of, Under SEC. 8 ... 2.163-2.165
Reconsideration of, UNder SEC. Tl ...oiiiiiiiiiiiiiiieieiee e eee e e ans 7.39, 7.40
To avoid cancellation of registration under sec. 8........ccooevvvviiiiiiiininnnn.. 2.160-2.166
To avoid cancellation of registration under sec. T1........cccooeviiiiiiiiiiininannn.. 7.36-7.40
Agent. (See Attorneys and other representatives)
Allegations in application or registration not evidence on behalf of ap-
plicant or registrant in inter partes proceeding.........cccoveveviveiinenennenens 2.122(b)(2)
AlloWance, NOTICE OF ... e 2.81(b), 2.88
Amendment of application:
AfEer fINal ACTION .o 2.64(b)
After puUbLiCatION ..ovuieiii s 2.35(b)(2), 2.84(b)
Between notice of allowance and statement of Use........cocvviiiiiiiiiiiiiiiiinen, 2.77
Description or drawing of MarK ......ooeiriiiiiii i e 2.712
Form of amendment......o.oniiiiiiie e e e e e 2.74
Involved in inter partes ProCEEAINES ..o ir ittt eeee e eeeeeneens 2.133
NI N Y=y b F] R PO 2.76
To change to different regiSter ..o eeans 2.75
TO COrrect INfOrmMalities . .ociuii i et e e e eanens 2.71
To seek concurrent use regisStration ......cocoiiviiiiiiiiiiiiii s 2.73
Amendment of pleadings in inter partes proceedings:
(072 5 aTe7=) B =1 72 (o ) s D PP PeS 2.115
[©)/0) 00153 71 1o ) s B U PURPRU 2.107
Amendment of registration:
During inter partes ProCEEAINES ..uuuieir ittt eee e teaeeeaearenans 2.133

ATl o) il i 1 5 s F =PTSRS PP 2 76(a)
WItIRATAWAL OF ot et e e e e e enes 2.76(h)
Answer to pleadings in opposition and cancellation proceedings............. 2.106, 2.114
Contents Of ANSWETr. ..o.iuiiiii e 2.106(b)(1), 2.114(b)(1)
Corresponds to answer in court proceeding .........coveviiiiiiiiiiiiiiiiiiieeieenenens 2.116(c)
(07030 hiahot=y e F= 0 b'a o N 2.106(0b)(2), 2.114(b)(2)
Failure to timely anSWeT . ...c.c.iiiiiiiii e aes 2.106(a), 2.114(a)
Answer to notice instituting concurrent use proceeding............ccceiveiviniinnen. 2.99(d)

Failure 0 AnSWeT ..ot ettt e e aans 2.99(d)(3)
Who needs to answer and WHhem ......o.vuiiiniiininiiireiei e eenes 2.99(d)(2)
Appeal to Court and Civil ACTI0N...ci.vi it e 2.145
Appeal to Court from decision of Director.......cccooviiiiiiiiiiiiiiiiiirrrreeeeenes 2.145

Appeal to Court from decision of Trademark Trial and Appeal
2 70 T2 1 ¢ PN 2.145
Appeal to U.S. Court of Appeals for the Federal Circuit.............coceeieninnn 2.145(a)
(038741 = e’ v (o ) s O PPN 2.145(c)
Extensions of time t0 aPDeAl c...viniriniiiiii s 2.145(e)
Notice of appeal t0 COUrT ..ot e aees 2.145(c)(4)
Notice of appeal to U.S. Court of Appeals for the Federal Circuit ............. 2.145(b)

Notice of election by appellee to proceed by civil action after appeal
to U.S. Court of Appeals for the Federal circuit..........ccceeeveviininnn.n.. 2.145(c)(3)
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Time for appeal or Civil ACtION ...iviiriii i 2.145(d)
Appeal to Trademark Trial and Appeal Board:
Appropriate response to final refusal or second refusal on the same

F 0] 0 1 £ PP 2.64(a), 2.141
Briefs 01N aDDeal .uoe i e 2.142(b)
Compliance with requirements not on appeal .......ccooevviiiiriiiiiiiiiiiiiiieenenns 2.142(c)
Failure of appellant to file brief........coiiiiiiiiieees ...2.142(b)(1)
Introduction of new evidence after filing of appeal...........ccoeviviiiiiiiiniinn.. 2.142(d)
Oral hearing on appeal ....2.142(e)
Reconsideration of decision 0n appPeal......ccceviiiiiiiiiiiiiiiiiiiieiieieieieie e eeeans 2.144
Remand to Examiner re new issue prior to decision ...........cccoceeviviiiiininnnnn.. 2.142(f)
Reopening of examination of application after decision on appeal............ 2.142(g)
Time and manner of filing appPeal.......ccoiiiiiiiiiiiiiiirrrr s 2.142(a)

Applicant:

D0} =) = PP PP P PP 2.24, 2.34(a)(3)
May be represented by an attorney ..o.ooveiriiiiiiiii s 2.11
DAz 0 TSI o) AP 2.21(a)(1), 2. 32(a)(2)
Signature and oath or declaration..............

Application for registration ... s 2.21—2.47
Access 1o pending appliCations ..ot s 2.27
Amendment of. See Amendment of application.

Basis fOr fIlIng .oeuieiiii e 2.34, 2.36
CertifiCation MATK .. ..o e e e e et e e e e e e a e e enenenenans 2.45
COLIECTIVE TNATK .. euitiiiiiiii ettt e et e e e e et et et et et eae e e saaneseanenennens 2.44
(0703 o) eI E: 158 2's Ui b o KPP PPN 2.52(b)(1)
CONCUTTENT TS ottt e et e e e e e e e eaens 2.42, 2.73, 2.99
Conflicting marks, co-pending applications for ..

Description of Mark ..o

Different classes may be combined

Dividing of applications ........ccceevveviiiiinininnnn,

D)z At R e Tl 10 L0 B 1o D PPN 2.51
Extension of protection of international registration to TUnited

YA T S OIS 7.25-7.41
Filing-date requirements
Form of apPliCation ...ouvininiiiiii e e 2.32-2. 47
For international registration. See International registration, application for
Must be In ENGLISH .. e 2.32(a)
Principal R g S T oottt e e e et 2.46
Priority claim based on foreign application...........ccocevviiiiiiiininnn.n, 2.34(a)(4), 7.27
Prior registrations should be identified 2.
Requirements for drawings.........ccceevvvvnennnn.

Requirements for written application .........oooviiiiiiiiiiiiiiii e, 2.32-2.34
N TS) v (TS0 1 0 - 1 - 2.43
3T ea 1 Fz A b b <3 o ) OO 2.32(b), 2.33
Specimens filed With. ... e, 2.56, 2.59
Supplemental RegiSter . ..o 2.47
VerifiCation Of c..o. i e 2.32(b), 2.33

Assignee:

Certificate of registration may be issued t0 ....cooviviiiiiiiiiiiiiiii s 3.85
New certificate of registration may be issued to

JA\fo) e o) a'a b a3 B = Ta B B N U0 PO PP 3.61
Right to take action when assignment is recorded or proof of assign-

ment has been submitted......ccovviiiiiiiiiii 3.71(d), 3.73

Assignment of registered marks or marks subject to pending applica-

102 10} 0 £ T PO 3.1-3.85, 7.23
Cover sheet required £0 reCOTA. . ..c.ovviniieirii i e 3.28, 3.31
BfeCt Of POCOTAIIIG .. .ottt e e et naenans 3.54
Electronically filed requests to record .........ccoceeviviiiiiiinineninnnnn. 3.25(¢c)(1), 3.31(a)(7)
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Extension of protection of international registration to U.S., assign-

B0 015) 01 v o PP PP PPR 7.22, 7.23
Original documents should not be submitted for recordation.............. 3.25, 3.34(b)
RECOTAING FOS 1uuininiiiiiii e e et et e et e e e e e e e e e ae e enaananns 3.41
Recording in U.S. Patent and Trademark Office of assignments or

other instruments relating to suCh marks........ocooviviiiiiiiininiiiinnirneeienes 3.11
Recording of changes to International registrations or applications not

F3 0] o) R TeT: 1 o) [ TP 7.22
Records open to public insSpection ......coviiiiiiiiiii e 2.200, 2.201
Requirements for reCording .......ccoovivriiiiriiiiie i 3.25-3.31, 3.41

Assignment of trial dates in inter partes proceedings .........ccevvevenenennn. 2.120(a), 2.121
Consolidated ProCeedingS. ..oouvu it eeeeneaeaan 2.121(b)(2)
Counterclaim ...2.121(b)(2)
BB BT To VA Y v 011 i o Y IR PPN 2.120(a)
Extending, Rescheduling......cocoeviviiiiiiinininininiiininininenieeneenes 2.120(a), 2.121(a) (c), (d)
UNCTSIn b ale) ah Al o 1<) i Lo 16 I I PPN 2.121
Trial order mailed with notice of institution............cocovviiiiiiiiiniiinnnn. 2.120(a)

Attorney conflict of interest ......ccooviveiiviiiiiiiiiiinns 2.61(c), 11.107, 11.108, 11.111

Attorneys and other representatives ..........cccoviviiiiiiiiiiinnn.. 2.11, 2.17-2.19, 2.119(d

Attorneys fees:

UNAVAILADLE .ottt e e e ettt et aaaas 2.127(f)
Authentication of copies of assignment records..........ccoovviviiiiiiiiiiiininninnn 2.200(a)(2)
B
Basis for filing an appliCation ......cooeieiiiiiii i e 2.34, 2.35
Bona fide intention to use.............. 2.34(a)(2), 2.34(a)(3)(1), 2.34(a)(4)(B)(ii), 2.89(a)(3),

2.89(b)(3)
Briefs:
At final hearing in iNLer DATEES CASE ..uvveir ittt eae e aaeneneens 2.128
Failure of appellant to file brief on appeal........cccoevvvviviiiininiininnn.. ...2.142(b)(1)
Failure of inter partes plaintiff to file brief at final hearing........... ...2.128(a)(3)
Failure to file brief on inter partes MOTION ......ovvivviiiniiiiiiiiiiiiiirreeeeieeeans 2.127(a)
On appeal to Trademark Trial and Appeal Board..........cccooeveviiiiiiiinennnnnnn 2.142(b)
On MOotions IN INter PATLES CASES ceuvuniniiiii ittt e eieeneeaeanes 2.127(a), (e)(1)
On petitions t0 DireChoOr ..o e 2.146(c), (e)
Burden of proof in an interferencCe .......coivviiiiiiiiiiiiiii e 2.96
Business with U.S. Patent and Trademark Office to be conducted with
AECOTUIM ANA COUTTEST 1 euitnininiiiniieinit ettt et tetetren et teeteteenetaeenerntneraenensanenenaensn 2.192

Business with U.S. Patent and Trademark Office transacted in writ-

BT PP P PPN 2.191

C

Cancellation of registrations (See also International Registration, cancellation
of):

By cancellation proceeding; pleadings and procedure ..........coceveveereneeneneenennnns 2.111
(See also Petition for Cancellation)

By registrant ..o e 2.134, 2.172

For failure to file affidavit or declaration of use under sec. 8................ 2.160-2.166

For failure to file affidavit or declaration of use under sec. 71 ................. 7.36-7.40

During cancellation proCeeding.......cveviviiiniininiiiiiiiinieieineieirei e e e eaanes 2.134(b)
Cases not specifically defined in rules, petition to the Director ............... 2.146(a)(4)
Certificate of correction of registration.............coooeiiiiiiiiiii i, 2.174, 2.175
Certificate of mailing by first class mail.......c.ccoiiiiiiiiiiiiii e 2.197
Certificate of registration:

As evidence in inter partes proceeding ......cccovveveiiiiiiiiiiininiieiienennnn.. 2.122(b), (d), (e)

(070 011230 L 1S T TP PP P PPN 2.151

342



Index Il

In Registered extension of protection of international registration to

UNITEA ST ittt e e e e et e et e e e e e e e aaas 7.28
Issuance of new certificate to assignee .
When and DOW ISSUEA c.uiuiniiiiiiiii e ee e e e e aeaaes 2.81, 2.82, 2.151

Certificate Of tranSmMISSION (i e 2.197
Certification MATK....ccoiiiiiii i e et 2.45, 2.56(a)(b)
Certification of international application .............
Certified copies of registrations and records
Citizenship of apPliCant ..o e 2. 32(a)(3)
Civil action:
From decision Of DireCtOr. ...oiv it ee s 2.145(c)
From decision of Trademark Trial and Appeal Board .............ccooevevinininennn. 2.145(c)
Notice of election by appellee to proceed by civil action after appeal

to U.S. Court of Appeals for the Federal Circuit ..........ccoeevvviieiinnin. 2.145(c)(3)
Notice to Trademark Trial and Appeal Board of election to commence

civil action for review of Board deciSion .........cccoeeviiiiiiiiiiinininininenen.. 2.145(¢c)(4)
Suspension of action in application pending outcome
Suspension of inter partes proceedings pending outcome ...........coeevivviniininn.n. 2. 117
Time for commencing civil action from decision of Director or Trade-

mark Trial and Appeal BOArd ......c.ovviriiiiniiiiii e enenaes 2.145(d)
Waiver of right to proceed by civil action in ex parte case ..................... 2.145(¢c)(2)

Civil Procedure, Federal Rules of, applied to inter partes proceedings ......... 2.116(a),
2.120(a)
Claim of benefits of Act of 1946 for marks registered under prior
&) 11 T PPN 2.1563-2.156
Classification of 200dSs ANd SEIVICES ...iuiuiuiiiii it teeeaeaeaeaeaans 2.85
Application limited to single class
Combined appliCations ...c.cviieiiiiiii e
Schedules of ClasSes....cuiviiiiiiiiiiiiiiceeeieeeeene,
[076) B ECTel niAvZcTn 1 0 ¥= ) 4 - PPt 2.44, 2. 56(a)(3)
Color claim:
In application for registration in United States .....ccccvvviviiiiiiiiiinninn, 2.52(b)(1)
In application for international registration ...............ocoeeviiiiinnnn. 7.11(a)(4), 7.12
Combined apPPliCatioNS .ouiui it e 2.86
Combined inter partes proceedings:
CANCEILIATION Luiniiiiiii et et e e e e 2.112(b)
[0 0] 00153 £ Lo ) s H PPN 2.104(b)
Commencement of cancellation ......ccoovuviiiiiiiiiii s 2.111(a)
Commencement of OPPOSITION .ovriniiniii e 2.101(a)
Communication with attorney or other representative........ccccoviiiiiiiiiiinninnn.. 2.18
Complaints against U.S. Patent and Trademark Office employees ................... 2.192
Compliance of applicant with Other 1aWs .....c.ooiviiiiiiiii e eceeeans 2.69
Compliance with discovery order of Trademark Trial and Appeal
) 2107z 1 ¢ PO PPt 2.120(g)
Compulsory counterclaim .........cccoeveviiiiiiiiiiiiiiiiiiiieeeenenes 2.106(b)(2)(1), 2.114(b)(2)(1)
Concurrent use registration.....cooviiiiiiiii e 2.42, 2.99
AMendmeEnD 0 SEEK...iuiuiii i e a e e ans 2.73
Answer to notice of concurrent use proceeding, by whom and

12 0= 0 PP PR 2.99(d)

Application requirements ................

Based upon court determination

Burden of proving entitlement t0 ......ccoiiiiiiiiiii e 2.99(e)
Consideration and determination by Trademark Trial and Appeal

270} 1 o RPN 2.99(h), 2.133(c)
Examination by EXaminer ......cccooviiiiiiiiii i eeeaeens 2.99(a), (b)
Intent-to-use applications, when subject to ....ccoveviiiiiiiiiiiiiiiiiiienns 2.73. 2.99(g)
Mark must first be published for opposition PUrpPoSes ....ccovvvevviiiiriiiiniienenens 2.99(b)
Notice of concurrent use ProCeeding ........ceeuvuviiuriiniiniiiininiieineierineeanens 2.99(c), (d)
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Registrations and applications to register on Supplemental Register

and registrations under Act of 1920 not subject to....ccovevviriiiiiiiiiinnninn, 2.99(g)
Request to divide application during concurrent use proceeding............. 2.87(c)(1)
Conduct of PracCtitioners....cco i s 11.101-11.901
Conference, pre-trial, in inter PATteS CaASES ..o.iiviiie it eieeeeeenanns 2.120(i)(2)
Conference, telephone, in inter PATLES CASES ...vvvriiiietiiereiiiereeiererereerenenananans 2.120(i)(1)
Confidential Matters.....cciviiiiiiiii s 2.27(e), 2.125(e), 2,126(c)
Conflict of interest, attorney ......cocoevveviiiiiiiiiiiiiiinininaens 2.61(c), 11.107, 11.108, 11.111
Conflicting marks, co-pending applications for.........ccoceevviviiiinininininiinenenn.. 2.83, 2.91
Consent of applicant or authorized representative to withdrawal of oppo-

SITI0T A T AT S WO .ttt e 2.106(c)
Consent of opposer to abandonment of application or mark ............cccoceevenennnn.. 2.135
Consent of petitioner to surrender or voluntary cancellation of registra-

173 0 ) PP 2.134
Consent of registrant or authorized representative to withdrawal of can-

Cellation after AN SWET ... 2.114(c)
Consolidated inter partes proceedings:

Filing consolidated petition to cancel..........coovviiiiiiiiiiiiiiiiieeeeees 2.112(b)
Filing consolidated OpPOSItIoN ...ociiniiiiiei e 2.104(b)
Times for filing briefs.................. ...2.128(a)(2)
Times for taking testimony ...2.121(b)(2)

Constructive use, entry of judgment subject to establishment of in inter
DATLES PrOCEEAITIZS . uvuitininiiiiteie ettt ettt et et et e et e eneanenetneneneanenernenes 2.129(d)
Contested Or iNter PATLES CASES ..uviiiriiie ittt it er i eteteereieareeaseeaaenens 2.116 et seaq.

Copies of registrations and reCOTAS.....cviviiiiiiiiriiiiii e eeanas 2.6, 2.201
Correction of informalities by amendment........ccoooeiiiiiiiiiiiiiii e, 2.711
Correction of mistake in certificate of registration:
Mistake by U.S. Patent and Trademark Office.......cccoovviiiiiiiiiiiiiiiiiiiieens 2.174
Mistake by registrant........cccovviviiiiiiiniiiiiniinnenns .
Mistake in international registration....
Correspondence, addresses for ........c.coevvvvenennn..
Correspondence, with whom held ......................
Counterclaim in opposition and cancellation........................... 2.106(b)(2), 2.114(b)(2)
Court determination as basis for concurrent use registration ........................ 2.99(f)
Courtesy and decorum in dealing with U.S. Patent and Trademark Of-
i [T TP 2.192
Court of Appeals for the Federal Circuit, U.S., appeal to....
D
Date of first use and first use in commerce:
AMENndmENT OF ... ettt a e aaas 2.71(c)
Required in amendment t0o allege USE ....cevvvriiiiiiiiiiiiiieiiieieenenannn. 2.76(b)(1)(i1), (c)
Required in statement of USe .......oeovvviiiiiiiiiiiiiiiinie e 2.88(b)(1)(i1), (c)
Required in use applications under sec. 1(a) ....cccevevviiinininnnnnn. 2.34(a)(1)(ii) and (iii)
Date of use allegation in application or registration not evidence on be-

half of applicant or registrant in inter partes case ........cccvvvvevviveiinnnnnn. 2.122(b)(2)
Declaration in lieu of oath or verification ............cooiiiiiiiiiiiiieee 2.20
Declaration Of INTerferenCe ..o 2.91
Default judgment for failure to offer evidence in inter partes pro-

(o110 b B = PR EN 2.132(a)
Delay in responding to official aCtion........ccoooiiiiiiiiiiii e 2.66
Deposit accounts for paying fEes ..o 2.208
Depositions, discovery, in inter partes cases:

D Je) 0s T=ts v Lo 0 F- 1 i 7/ PPN 2.120(b)
Foreign party or representative .....cocoveviiiiiiiiiiiii s 2.120(c)
Motion to compel attendance ....2.120(e)
BA\[0) 8N o2 B i v PP PPN 2.120(b)
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A 0s T o ) G vF- 1 o = PP 2.120(a)
L O o) PP PTPPRP 2.120(j)
When to file with Trademark Trial and Appeal Board.............ccceevennenn.. 2.120(3)(8)
Depositions, discovery or trial testimony, upon written questions................... 2.124
Depositions, trial teStim Oy ..ouie i e e 2.123
Before whom BaKem.....o.ouiiiiiii e 2.123(d)
Certification and filing e 2.123(f)
Corresponds to the trial in court proceedings ......ccoevevriviiriiiiriiiiiiieiieenenens 2.116(e)
Effect of errors and irregularities ....ocooviiiiiiiii s 2.123(3)
Examination Of WitnesSSes oottt eeaeans 2.123(e)
Filing and service of testimony transcript.....cc.coovvviiiiiiiiiiiiiiniinrieeeeenen 2.125
FOrm Of dePOSItIONS ciuinitiiii it a e ans 2.123(g)
Inspection Of AePOSITIONS .ottt aas 2.27(d), 2.123(1)
Manner Of BaKING ..ouvu i e 2.123(a)
By QDTS v 0TI i 1 =T PP 2.123(h)
o) v FeTc N o) il v7- 1 - 0 = PP 2.123(c)
Protective order relating to transcript or exhibits .....ccoovviiiiiiiiiiiiiin, 2.125(e)
Raising of obJeCtioNS c.oviiiriiiie s ...2.123(e), (i), (k)
Stipulations COMCETIMING ....iviiiirii i et eens 2.123(b)
Taken in foreign COUMIY ..ot et eaenan 2.123(a)(2)
I 6B B Y= OO PT PPN 2.121
Description of mark in application .........ccooviiiiiiiiiiiiiiiiiens 2.37, 2.52(b)(5)
AMENAINEIIT B0ttt et e et e et e et a et e et e e eaans 2.72
Designation of representative by foreign applicant, registrant, or party:
DN o) 0] B¢z 1 i Lo 4 DR PPN 2.24
ASSIGIIIMNENT ottt ettt aaas 3.61
In inter PArtes PrOCEEAITIIE .. ittt ittt i ettt e et e teeseieeteeeneneasenaananas 2.119(d)
Diligence, requirement for .......cooiiiiiiiiiii s 2.66(a)(2), 2.146(i)

Director of United States Patent and Trademark Office:

May suspend certain rules ...2.146(a), 2.148

D 21 7 £ ) s B v o S 2.146
DisCiplinary ProCeedings .ottt eaaas 11.19 -11.62
Disclaimer:

DUTING INTET DATTES CASES .evneniniinin ettt ettt et ettt e e et e et e easaeneaaanes 2.133

In part, of registered MATK ......ccoiiiiii e 2.173
Disclosures:

EXPErt AISCLOSUTES .euiniiiiiieieieiee e et e e e eeaens 2.120(a)(2)

Failure $0 MaRe ..ottt aeas 2.120(e)

Filing With BOArd ....cc.oviniiiiiiiiiiie et e e e e e aaees 2.120(3)(5), (8)

INitial AISCLOSUTES vttt e e e e e e e e enanas 2.120(a)(2), (3)

JLY Ko} vh Ko} B e T eTo ) 1 0 1 =) IS 2.120(e)

) S oY= Tel A v o) ¢ <) TS 2.120(f)

Tz B Tel vy o) o < PP PRPN 2.120(g)(2)
Discovery depositions. See Depositions, discovery, in inter partes cases.

DiSCOVETY DPIOCEAUTE . vuvirititititetet ittt e et saeeae st saseaesasasasasesesasasananns 2.120

Automatic disclosure and discovery provisions of Federal Rules of

Civil Procedure appliCable.....coiviiiiiiiiiiiiiiiiieeie e 2.120(a)

DiSCOVETY CONTOIEIICE ..uivuinitiiiniitiie ettt ettt ee et et et e eteeneneteneaeenensananeaaanan 2.120(a)

Discovery deposition of Aomestic PArTY ...covviiiiiiiiiiiiiiirrrrrere s 2.120(b)

Discovery deposition of foreign party....ccccvoviiiiiiiiiii i 2.120(c)

Discovery provisions of Federal Rules of Civil Procedure apply except

aS Otherwise ProVIAEd ..o e e e eeas 2.120(a)

Failure to comply with discovery order of Trademark Trial and Appeal

270 Tz 1 ¢ I PP 2.120(g)

) RARVTe) i oT=y: N o) (=TS R PSP 2.120(d)(1)

Motion for order to compel diSCOVErY..coiviviiiiiiiiiiiiiiiiiiieninnnne. 2.120(d)(1), 2.120(e)

Motion for a protective Order.....ccoviiiiiiiii s 2.120(f)

Place of production of documents and things..........cccoeveviiiiiiiiiiinininininn, 2.120(d)(2)
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Pre-trial CONTErenCe .. ..o 2.120(1)(2)
Proceeding suspended pending decision on motion to compel................ 2.120(e)(2)
Request for admisSionS. ..o e 2.120(h)
Sanctions for failure to comply with discovery order of Trademark

Trial and AppPeal BOAT .....c.oiiriiiiriiiii et eneaes 2.120(g)
TelePNONE CONTETEIICE ..ouiuininininiiiieieie e e e et e et e et et e e etetenenesenenenananas 2.120(i)(1)
THIME fOT QIS C OV T cuininiiiiii ettt et e et e e e e e e e eananes 2.120(a)
Use of discovery deposition, answer to interrogatory, or admission .......... 2.120(j)
When to file discovery materials with Trademark Trial and Appeal

D270}z 1 o PPt 2.120(3)(8)

Dismissal:

For failure to file brief on appeal to Trademark Trial and Appeal

270} 1 o P 2.142(b)(1)
For failure to take testimony or offer other evidence in inter partes

L2 PPN 2.132

Distinctiveness under sec. 2(f), proof of
Dividing an application

Dividing a registration ..o 2.171(b)
Domestic representative of foreign applicant, registrant, or party:
DN o) ] B¢z 1 Lo 4 D PP PT PPN 2.24

PLNSTS Ry 010 0 1<) 0 1 vH PN 3.61
In inter PArtes PrOCEEAIIIE .. vttt ittt et ie et ereteeteseaeieareeananan 2.119(d)

Domicile Of aPPlICANT ..vuiuieiii i e e 2.32(a)(3)

DD 2 o F= TS 2.51-2.54
Amendment t0 MATK 11 ..ot ans 2.72
(0703 o) i b o H PPN 2.52(b)(1)
Drawings TEQUITEM ..ouuiniriiiiiiiie et e e e e et et et et et et e eaeseneaaeneneaneneanans 2.51
Electronically filed ...2.52(c), 2.53
)220 015 PRSPPSO 2.54
Requirements for drawing ettt et ereeteitetereeneieeteieeneieareieareiaaaas 2.52-2.54
Standard character AraWiNg .....ccovviiiirii i ee e aeaans 2.52(a)
Typed drawing. See Standard character drawing

Duplicate registrations, Office does NOL ISSUE .....iuviriiviiiiiiiiiiiiiiieiee e 2.48

Duration of registration:
Cancellation for failure to file affidavit or declaration of use under sec.

< PPN 2.160
Cancellation for failure to file affidavit or declaration of use under sec.

L PN 7.36
RENEWAL. ..ttt et e et e aanan 2.181-2.186, 7.41
Term of original registrations and renewals ........ccccceviiiiiiiiiiiiiiiiicieeeeans 2.181

E

Electronic filing with Trademark Trial and Appeal Board ................ccceuenee. 2.126(b)
Emergencies or interruptions in United States Postal Service..................... 2.195(e)
CENBILY ™, AefINed. cn i 2.2(b)

Entry of judgment, in inter partes proceeding, subject to establishment
OFf CONSTITUCTIVE TS 1uieiiiiiiii et e e e e e e e 2.129(d)
Evidence in ex parte appeal after notice of appeal.........ccoiviiiiiiiiiiiiiiinninn... 2.142(d)
Evidence in inter partes ProCeeding .......cuueuiiiiiiiiiiiiieiiieeeeeeeeeeeeaeaeaeanas 2.122-2.125
Affidavits, stipulated testimony, and stipulated facts.........ccceeevviiiiiinnnnn. 2.123(b)
Allegations of use and specimens in applications and registrations ...... 2.122(b)(2)
DD Yo A A v =TS 010 0 1L S S 2.120(3)
Exhibits attached t0 Pleadings . oo iiniiiiiiiiiiieeeee e ae e eaeaeaaes 2.122(c)

Files of applications or registrations which are subject matter of pro-

[e7CToT0 b s F = U PP PPN 2.122(b)(1)
[0 a3 = A T 6T ) 6 £ PPN 2.122(e)
Printed publiCations ..o et ans 2.122(e)
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Registration owned by any party to proceeding.........cccoeeveviiiiiiiinninnnnnn, 2.122(d)(2)
Registration pleaded by opposer or petitioner ...2.122(d)(1)
RULES Of EVIABIICE vttt e e ettt ettt e et e e eeereaeanenens 2.122(a)
Testimony from other proceedings between parties .......cocovevvviiiiiiiiiiinnnnen. 2.122(f)
Testimony upon oral examination.........cooiiiiiiiiiiii s 2.123
Testimony upon written questions... ...2.124
Evidence of AiStInCTIVENESS (.iuuiniuiii it aeaas 2.41
Examination of appliCations ....ociriiiriiiiii e 2.61
Examination of witnesses in inter partes proceeding..........coeevuvivenvineiinenennenn. 2.123(e)
Examiner’s appearance at ex parte appeal oral hearing ...............ocevevennnnn. 2.142(e)(2)
Examiner’s brief 0N apDeal ..ot e 2.142(b)
Examiner’s jurisdiction over an application .......cccooviiiiiiiiiiiiiiiiiiiiiiiiireeeenes 2.84
Exhibits attached to pleadings as eVidencCe ......c.oeviiiiiiiiiiiiiiiiieceeceeeas 2.122(c)
Forwarded to defendant by Trademark Trial and Appeal Board ........... 2.105, 2.113
Exhibits, testimony, filing and service Of ..o 2.125
Ex parte appeal. (See Appeal to Trademark Trial and Appeal Board)
Ezx parte matter disclosed but not tried in inter partes case ........cocevevevriviininennnn. 2.131
Express abandonment of application or mark:
During examination ProCEAUTE .. ..ottt et e e eaans 2.68
During inter partes proceeding .........ccecveveuvenenvinenennenenn. ..2.136

“ExpressMail”’ procedure for filing of papers and fees.... ..2.198

Express surrender or cancellation of registration:

During inter partes ProCEEAINE ....cuvin ittt ee e e e eeneaneneaeanes 2.134
ReQUITEIM NS FOT .o e ettt aas 2.172
Extension of protection of international registration to TUnited
I o7 v S 7.25-7.41
Affidavit of continued use or excusable nonuse required after registra-
172 1 ) s LN 7.36-7.40

ASSIGNIMENT OF Leiiiiiiii e e e aans 7.23
Basis for registration ... 2.34(a)(b), 2.35(a)
Certificate of registration ...cocoivviiiiiiiiii s 2.151, 7.28
Definitions Of BOTIS . cuiniiii e e e eaaas 7.1
Effect of cancellation or expiration of international registration................... 7.30
DO B B s F= N o T PPN 7.26
Not registrable on Supplemental Register.......... e, 2.47(c), 2.75(c)
Part 2 rules appliCable ... e 7.25(a)
Part 3 rules do not apply
Priority claim .....................
RBIMEWAL . ettt ettt et e e et a e e e et a et aaaes 7. 41
Registered extension of protection cannot be amended under Section 7

OF B8 A CT et e e eaans 7.25(a)

Replacement of U.S. registration by
Trademark Rules of Practice applicable to

Transformation to U.S. application ........ccooeviiiiiiiiiiiiiiiiiiceee, 2.195(d)(b), 1. 31
Extension of time for discovery and testimony ........... ...2.120(a), 2.121(a), (c), (d)
Extension of time for filing opPOSItioNn....cccoiiiii e 2.102
Extension of time for filing statement of use

Fee for filing request for.......cccoveviiiiiiiiiiinnn.n.

Good cause showing, when necessary................ ...2.89(b)(4), (d)

Request filed with statement of US€....c.oviiiiiiiiiiii s 2.89(e)

F
Facsimile transmission, certificate of.......ccoiiiiiiiiiiiiiiiiiiieeeees 2.197, 7.4(e)
Facsimile transmission of certain correspondence to U.S. Patent and
Trademark OffiCe .....cooviviiiiiiiiiiiiiiiiie s 2.195(a)(3), (¢), (d), 7.4(d)
Facsimiles a8 SO CIIMIEIIS. ..ttt ittt e e ettt et et eeeseeaaenennenenans 2.56(c)
Failure by appellant to file brief on ex parte appeal ........ccceeveveviviiiinininnnnn. 2.142(b)(1)
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Failure by Plaintiff to file brief at final hearing in inter partes pro-

TeTCTT6 b L= PSPPI 2.128(a)(3)
Failure to answer OPPOSItION .ttt 2.106(a)
Failure to answer petition for cancellation ..........cccooeiiiiiiiiiiiiiiiiiceen, 2.114(a)
Failure to comply with diSCOVEry Order .....ccoviriiiiriiiiiiiiiiieeeeeceeeeeneans 2.120(g)
Failure to comply with order relating to confidential testimony or ex-

L0003 v TSROt 2.125(e)
Failure to file affidavit of use under sec. 8 or renewal application for reg-

istration in inter partes proceeding ....2.134(b)
Failure to file brief on motion....c..cviiiiiiiii e 2.127(a)
Failure to offer evidence other than U.S. Patent and Trademark Office

B TeTo) 0 T PP TP PPt 2.132(b)
Failure to respond to official aCtion .......coviiiiiiiiiiiiiir s 2.65
Failure to take testimony or offer other evidence...........cccoevvviiiiiiiiiiininininn. 2.132(a)
Failure to timely file a statement of US€.....c.covvviiiiiiiiiiiiiiireens 2.88(h)
Fax transmission, certificate Of ..o 2.197
Fax transmission of certain correspondence to U.S. Patent and Trade-

MATK OffiCe.. it 2.195(a)(3), (c), (d)
Federal Rules of Civil ProCedure.......cooivuiiiiiiiiiiiiiiieeie e 2.116(a), 2.122(a)
Federal Rules Of BVIAEIICE .ouiriiiriiiiiiiie ettt nenees 2.122(a)
Fees and Charges. oo 2.6, 2.206-2.209, 7.6, 7.7

For filing an appliCation.. ... 2.6(a)(1)
For TEAS Plus application ....2.6(a)(1)({ii), 2.21, 2.22
Payable to International BUI€aU ......coviiiiiiiiiiniiiiiiieieiieeeie e eean e eaeeneneanans N
Fees, insufficient amount submitted:
BEN0) =1 0] o) B o3z v 1o ) s B PSPPI 2.21(a)(b)
For petition for cancellation ......covviviiiiiiiiii e 2.111(c)
FOT €T DATTE QDDEAL. ... et ettt aas 2.141(b)
B EN0) e} 0 0o 1) A v Ko ) s H PPN 2.101(d)
For renewal appliCation....cooieiiiiii i 2.183
Fees, payment of ... ...2.6, 2.206-2.207, 7.6, 7.7
To International BUTEat.....c.cuiiiiiiiiiiiiiieie e e e e e e e e eeeenens 7.7
Filing an amendment 10 @lleZe TS ...oviriiiriiiiiii et eeaenans 2.76
Filing an extension of protection under 66(a) .........cccevvvvriiiiiiiiieiiieieenenns 2.34(a)(b)
Filing an ODPOSITION . ...ttt a e ane 2.101
Filing and service of trial teStimONY . ...couviiiiiiiiiiii e 2.125
FIiling DY CD ROIM.uuiniiiiiiiiiiii et e e e e et et e et e e et e e ene e e eaeaneneanas 2.126(b)
Filing date, effective, after amendment of sec. 1(b) application to Supple-

MeENtAL REGISTOT .ouiniiii e 2.75(b)
Filing date of appliCation ....ccouiiiriiiiii s 2.21, 7.26
Filing of confidential PADErS .....ccoviriiiiiiii e 2.125(e), 2.126(d)
Filing of papers €leCtroniCally ....cocviiiiriiiiiii e ens 2.126(c)
Filing of papers and fees by EXpress Mail......coooviiiiiiiiiiiiiiiiiiiieiieeceeeeeean 2.198
Filing petition for cancellation .......ccooiviiiiiiiiiii e .. 2111
Filing requests for extensions of time for filing statement of use...................... 2.89
Filing statement of use after notice of allOWaNCEe.........cevviiiiiiiiiiiiiiiiieieieieienenenns 2.88
Filing substitute SPECIMEIIS (.iuiiniiiiiiii et e e e e e e eaeaeneanans 2.59
Final refusal of appliCation . .c..cviiiiiiiii e e 2.64

Filing amendment to allege use during final action response pe-
o Yo PP PPN 2.64(c)
Reconsideration of ...2.64(a)
Final hearing, briefs at (inter partes proceeding) .....ccccveveiiiiiiiiiiiiiiiiiiiiieeennns. 2.128

Foreign applicant, registrant, or party, designation of domestic rep-

TESENEA LIV i e 2.24, 2.119(d), 3.61
Foreign application, priority claim based on ........ccccoevevviiiiiiiiiniiinninnnn. 2.34(a)(4), 7.27
Foreign registration:

Application based on, Under SEC. 44 .....ccovviiiriiiiriiiiiiiiieieeens 2.34(a)(3), 2.47(b)
[00) o)X o) AP PP U PP PP PRPIN 2.34(a)(3)(11)
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Necessary before publication........coooiiiiiiiiiiiiii e 2.34(a)(3)(ii1)
Form of amendment to appliCation......ocooiiriiiiiiiiii e e 2.74
Form of submissions $0 T T AB ..ot e e e e e e e e e eneans 2.126

G
General information and corresSpondence ........ccoevevriieiriiieniieeneneenennnnn. 2.190-2.198, 7.4
Goods and/or services identification of:

Additions NOt PErMItEEA .ouvuieiiiii e 2.71(a)

AMeEndmeEnt Of ... e aaas 2.71(a)

Amendment of, filed with statement of US€......ccoiiiiiiiiiiiiiieens 2.88(i)

In affidavit or declaration filed under sec. 8 ....2.161(e)

In affidavit or declaration filed under secC. Tl......cocvvuiriiiiiiiiiiiiiiiiiieierenenes 7.37(e)

In international apPliCation. ....ccoeiiiiiii e 7.11(a)(7)

In written appliCation .oo.ov i e 2.32(a)(6)

Multiple goods or services comprised in single class or multiple class-

............ 2.32(a)(6), 2.34(a)(1)(v), 2.86

Required in amendment t0 allege USE ....ivviriiiiriiiiiiiiiiieieieeeeeeeeenenas 2.76(b)(1), (c)

Required in request for extension of time to file statement of use ....2.89(a)(3), (f)

Required in statement of US€.....ccoiviiiiiiiiii 2.88(b)(1), (¢), (1)
Good cause, showing necessary for extension of time to file statement of

L0 PP 2.89(b)(4), (d)
H

Hearing, oral:
At final hearing in inter partes ProCeeding ......ccveveiriiiiriiiiiiiiieeiereeeneeens 2.129
On appeal to Trademark Trial and Appeal Board
On motion in inter partes proceedings

On Petition 10 DireCtOT .ot e e eaas 2.146(f)
I
Identification of goods and/or services. (See Goods and/or services identification
of)
Identification of pending application or registered mark in correspond-

13 0 o= N 2.194
Identification of prior registrations.....ccovv i s 2.36
Incontestability of right to use mark:

AffIdavil UNAET SEC. L1h. . ittt et e e e e e e e 2.167
Freedom from interference proceeding .......ccoeveviiiiiiiiiiiiiiiiiiiiiieieeieeeenns 2.91(b)
Informalities, amendment t0 COTTECT ....ouviviiiiiiii e 2.711
Intent-to-use applications under sec. 1(b):
Abandonment for failure to timely file a statement of use ..........c.ccevveninnins 2.65(c)
Amendment 0 AllEZE TS c.uiuuiniuiiiiiei ettt et e et e et aeneaeeaans 2.76
Amendments between notice of allowance and statement of use..................... 2,77
Basis for filing appliCation .....ovu i s 2.34
Bona fide intention to use mark in commerce necessary.......c.coceeven... 2.34(a)(2)(1)
CertifiCation MATK ... e e e e e e ae e e aeaas 2.45
(01 ) B L=Telni A v/ oI 0 = 1 o - PP 2.44
B 6 =Y 2.87
Drawing required ...2.32(¢c), 2.51
Extensions of time for filing statement of US€.......covvvviviiiiiiiiiii 2.89
Filing-date requirements ..o e e 2.21
NOTICE OF AlIOWAIICE 1.ttt ettt e e et e e aeaeaeaeaeaeaeneaeaeaens 2.81(b)
Requirements for written application .......cccoeviiiiviiiiiiniiiininiininiennns 2.32, 2.34(a)(2)
Revival of application abandoned for failure to timely file a statement
[0 R ST T TP PPN 2.66
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Specimens filed with amendment to allege use or statement of

10T PP PT PN 2.56, 2.76, 2.88
StatemMENt Of TS oo e 2.88
When eligible for concurrent USe .......oooeveiiiiiiiiiiiiiiie e e, 2.42, 2.73, 2.99(g)
When eligible for amendment to Supplemental Register................. 2.47(d), 2.75(b)

Interlocutory motions, inter partes ProCeeding .....cccvvvivivineniriririiiniiennieiienenenenns 2.127
B A i C) =) 0 Lo PPN 2.91-2.93, 2.96, 2.98
Adding Party to interference
Burden of proof......cccoeviiiiiiiii s

Conflicting marks, co-pending applications for ..
Declaration of interference .........cooeveiiiiiiiiiiiiiiiie s
Declared only on petition to Director............
Institution of interference ...............cccoeeenneni.
D S PP PPt
Marks must otherwise be deemed registrable ...
Notice of interference .........c.coevvviviiviniiiineninnnnn.
Preliminary to interference................c.cenen....
Registrations and applications on the Supplemental Register, registra-

tions under the Act of 1920, and registrations of incontestable

marks not subject to interference..........cooviiiiiiiiiiiii 2.91(b)
Request to divide application during interference.............ccocovvvviiiininnn.n. 2.87(c)(1)
International apPliCation ...ccoviiiiii e aas 7.11-7.14
Address for Mailing PaADET ..vcuiiriii i e 2.190(a), 7.4(b)
Cannot be filed DY faX..c.oiiiiiiiiiiiiie s 2.195(d)(b), 7.4(d)
Certificate of mailing or transmission does not apply ................. 2.197(a)(2), 7.4(e)

Certification of....
Claim of color in
Correspondence, receipt of
Definitions of terms
Feesfor...cocoovvvviinnan.
Hand delivery of

Irregularities 11 ..o 7.4(b)(2), 7 14
Must be filed through TEAS or on International Bureau’s form ................. 7.11(a)
Must be in English

Requirements for.................

Subsequent designation .. ..o e 7. 21
International Bureau...7.1, 7.7, 7.11, 7.13, 7.14, 7.21, 7.22, 7.23, 7.24, 7.26, 7.27, 7.30, 7.31,
7.36, 7.41, 11.9

Payment Of £8ES8 $0 .uuiuiii i e e 7.7

International register, recording changes in. See also International reg-
B0 173 (0 ) s PP PP PPP 7.22-7.24

International registration .......cooiviiiiiiiii e 7.1-7.41

Application for. See International application.

ASSIENIMEIIE Of .o e et aaaaaas 7.23

Cancellation Of.....ccoiiiiiiiiiiini s

Correspondence must be in English

Definitions Of BOTIMS . cuiniiii e aaas 7 1

Extension of protection to United States. See Extension of protection of inter-
national registration to United States

Priority CLaIIm coeeeie i ettt r e e aaas 7.27

Recording changes in.........ccooeeviviiiiiiinninnns,

Renewal of............ccuill

Replacement

Restriction on holder’s right to dispose of

Subsequent designation.. ..o e 7. 21
INEeT PATTES PIrOCEAUTE ..ue it ittt ettt et e s et et e ereeesereaseneaseneaseneaeens 2.116-2.136
INter PATLes PrOCEEAIIIES c.iuv ittt ettt eneaaenan 2.91-2.136

CANCEIIATION L.ininiiiii e e 2.111-2.115
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(070016100 i = 0 N v D £ PP 2.99
Failure of plaintiff to file brief at final hearing............cccoeviiiiiiinnann. 2.128(a)(3)
Failure of plaintiff to take testimony ....cccovvriiiiiiii e 2.132
INEEr ETrENCE e 2.91-2.93, 2.96, 2.98
[0)/0) 0015 A 1o ) s KU PPN 2.101-2.107
ProCeAUIE 11 .o e aan 2.116-2.136
INterrogatories (AISCOVETY) .uuu ittt ittt et e e it e ete e ea e e enean e eaaenenaans 2.120
Motion for an order to compel AanSWeT ......covvveveriininirrieniinenenenen 2.120(d)(1), 2.120(e)
Numerical 1ImMiIt O ..o et e e e ans 2.120(d)(1)
15000 B = o) PPN 2.120(a)
U S Of A S OIS 1e ittt ittt ettt ettt e e e e e et e e e et et eaeaeneneaenenenenenenan 2.120(j)
When to file copy of interrogatories and answers thereto with Trade-
mark Trial and Appeal BOard.......ccouiiiiiiiiiiiiiiiieiieice e e eeeneaes 2.120(3)(8)
Interruptions or emergencies in United States Postal Service ..................... 2.195(e)

Irregularities in application for international registration. (See International ap-
plication, irregularities in)

Issue date of the notice Of AllOWANCE ....o.iviuiiiniiiiiii e enes 2.81(b)
J
Judgment by default:
Failure by plaintiff to file brief at final hearing ..............cccooeviiiiiiinin.n. 2.128(a)(3)
Failure to answer Cancellation ... .ocoviiiiiiiirininiire s 2.114(a)
Failure to answer notice of concurrent use proceeding ...........cccoceeeevenenn. 2.99(d)(3)
Failure to answer ODPPOSITION ..ot 2.106(a)
Failure to take testimony or offer other evidence ..........cccoevviviiiiiiiiinininnn.. 2.132
Judgment, entry of in inter partes proceeding subject to establishment of
CONSEUCTIVE TS .ttt ettt ettt es et e e s ee e eneanenas 2.129(d)
Jurisdiction over published appPliCations .....ccviiiiriiiiiiiii e 2.84

Amendment after publication of mark
Amendment during inter partes proCeeding ........cccveviiiiiiiiiiiiiiiiiiiiiiiieeieeereeanss 2.133
Remand to Examiner by Trademark Trial and Appeal Board ............... 2.130, 2.131
L
Lawyers. (See Attorneys)

Letter, separate for each distinct subject of inquiry ......cocoevviiiiniiinninnnn. 2.193(h)
Letters, address for mailing to U.S. Patent and Trademark Office................... 2.190
M

Madrid Protocol. (See International registration, international application)
Mailing, certifiCcato Of ... 2.197
Mailing address for correspondence with U.S. Patent and Trademark Of-

b (¢ T P PP PPN 2.190, 7.4(b)
Marks on Supplemental Register published only upon registration................... 2.82
Marks registered under 1905 Act. claiming benefits of 1946 Act................. 2.153-2.156
Marks under sec. 12(c) not subject to opposition; subject to cancella-

173 (0 ) s TP PP TP PTRRN 2.156
Matters in evidence in inter partes cases ...2.122
Mistake in registration incurred through fault of applicant............................. 2.175
Mistake in registration incurred through fault of U.S. Patent and Trade-

TNATK OFfIC .. initiiii it e e e s 2.174
Money, PAYMENt Of ... 2.206-2.209, 7.6, 7.7
Motions in inter partes proceedings:

B3 i 1T ST o) o N 2.127(a), 2.127(e)(1)
(070 01123 s L 1 SO PPN 2.127(a)
Failure to respond t0 MOtION ....coeiiiiiiiii e 2.127(a)
FOr @ ProteCtiVe OTAer .. uuiuiiin ittt e e eeaes 2.120(f)
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For judgment for failure to take testimony ........cccooevviiiiiiiiiiiiiiiiieeen 2.132
For summary JUAZIMENt .....ooiuiiiiiiiiei ittt e e et ee e aenees 2.127(e)
Interlocutory motions and requests, who may act on .........ccoeeevviviininnennen. 2.127(c)
Request for reconsideration of decision on motion ..............ceiviiiiiiinin., 2.127(b)
Suspension pending determination of motion potentially dispositive of
0] oY e1=TT0 R T U PO 2.127(d)
To add application t0 iNLerferencCe......ccoovviiiiiiii e 2.98
TO COMPEL AISCOVETY .vniniiininiiiiieiet it eeee e et eeteaneneaneeneanas 2.120(d)(1), 2.120(e)
To determine sufficiency of answer or objection to request for admis-
1531 ) s LN 2.120(h)
To extend diSCOVETrY DETIOM . uuiuiuiininiiein ittt e et e et e eaean e eananeneanas 2.120(a)
To extend times for taking testimony upon written questions.............. 2.124(d)(2)
To extend trial PErioAS ..o e e eas 2.121(a), (c)
OIS ES) 015 o Lo PRSPPI 2.117
To take oral deposition abroad...........ceeviiiiiiiiiiiiiiiiienen.. 2.120(c)(1), 2.123(a)(2)
To use testimony from another proceeding between parties ...................... 2.122(f)
TUnavailable FeMEAIes .ottt e e et e ete e e eananeneanans 2.127(f)
Multiple class applications ...ocoooviveiiiiiiiii s 2.32(a)(6), 2. 34(a)(1)(v)
D14 1 T o ) PP
Multiple goods or services comprised in single class or multiple class-
1= PP PP PP 2.86
BB ) A a K6 b= o ) PR 2.87
N
New certificate on change of OWNership ...o.ocoiviiiiiiiiiii e 2.171

Notice by publication, undelivered Office notices
Notice of AllOWANCE.....ovvviiiiiiiiii e,
Filing statement of use after
Issue date Of couiiiiii e

Notice of claim of benefits 0f 1946 ACt.....c.iuiiiiiiiiiiiir s 2.153-2.156
Notice of election by appellee to proceed by civil action after appeal to

U.S. Court of Appeals for the Federal Circuit..........cccevevviiiiiiiiinn.. 2.145(c)(3)
Notice of interference ........cccoeeviviiiiiiiiiiiiininininenn..
Notice of publication under sec. 12(c)
Notice Of relianNCe ON AISCOVEIY uiuiiriniiriietii ettt ettt ereieereaeeneieerenseneneanens 2. 120(])
Notice of reliance on printed publications and official records..................... 2.122(e)
Notice to Trademark Trial and Appeal Board of civil action.................... 2.145(c)(4)
Notice, where address of registrant in cancellation proceeding is un-

20} 14 4 NPT PP PTRRN 2.118
Notification of acceptance of or deficiency in amendment to allege

L0 T PPN 2.76(), (2)
Notification of acceptance of or deficiency in statement of use ............... 2.88(%), (g)
Notification of filing of petition for cancellation.........ccocvviviiiiiiiiiiiiiiiiininin.. 2.113
Notification of grant or denial of request for an extension of time to file

a Statement Of TS ..o e, 2.89(g)
Notification of OPPOSITION . ccie i e e ans 2.105

(0]

Oath, declaration in 1ieU Of ... e aes 2.20
Oaths, before whom and when made in testimonial deposition................. 2.123(e)(b)

Official Gazette contents:
Claim of benefits under sec. 12(c) for marks registered under 1905
PN e VOO 2.154
First filed of applications for conflicting marks..........cccooeiviiiiiiiiiiiiiiiiiiieenne. 2.83
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Marks on Principal Register published for opposition........ccceveviiiiiiiiiiinnann, 2.80
Marks on Supplemental Register published when registered..............ccccceneenen. 2.82
Official records, reliance on in inter partes proceeding ........ccceveveiiiieiinnennnnnn, 2.122(e)
Omission of matter from response to Examiner’s action...........cccooeveviienninnnn, 2.65(b)
Opposition to registration of mark on Principal Register: ....................... 2.101-2.107
Amendment of OPPOSITION ..euiiiiiii e 2.107
BN 0S4 N 2.106
Commencement 0f OPPOSITION .euvuiniiiiniiiiiiiri e eeaeanes 2.101(a)
Consolidated OPPOSITIONS ..iuiiir it e 2.104(b)
Contents Of OPPOSITION ..iuiii i e e e e 2.104
Corresponds to complaint in a court proceeding ........cceeevviviiiiiinniiinninennennns 2.116(c)
B ST €10 V2 ) PN 2.120
Documents NOt returnable ... 2.25
Extension of time for filing an oppPOSitioN....ccooeiiiiiii s 2.102
Failure 10 timely A SWeT ..ot eas 2.106(a)
Filing am ODDOSItI0M . et e e aan 2.101
IS UL I C eI £ o init it e e e e 2.101(d)
Notification of OPPOSIEION ... e 2.105
Procedure, iMLeT DATTES ..vunen ettt e e e e e aens 2.116-2.136
Request to divide application during opposition......c.ccvvvvviiivininiinininnanns 2.87(c)(1)
SUSPENSION Of PrOCEEAINES tuiviininiiiiniitiieiei ettt e e et enerneneaeeeaerneneans 2.117
Time for filing OPPOSIEION ..t e aeas 2.101(c)
Who may file OPPOSITION c.iviiiii e 2.101(b)
Withdrawal of OPPOSIEION . ..ci i eeeaes 2.106(c)
Oral argument at final hearing in inter partes proceeding .........cccceeveveveiienennnnn. 2.129
Oral hearing:
EX DATTE QDDEAL . euiiiii ittt ettt e e ans 2.142(e)
Inter partes ProCeediNGS ..o.vuu ittt eieereereneanenens 2.116(f), 2.127(a), 2.129
On petition to Director
Oral promise, stipulation, or understanding...........cccooeviiiiiiiiiiiiiiiiieieeeene 2.191
Ownership, prior registrations, identification in application ..............cocevvvnennnnn. 2.36
P
Payment of MONeY .....ooviriiiiiii e 2.6, 2.206-2.209, 7.6, 7.7
Pending application INAeX . ...t a e e ans 2.27
Period for response to Office actions
Personal appearanCe U ECESSATY «uuueuunenerneneneeneneneeneneeneneretnenetaeneastenesnesmeenenenns 2. 191
Persons who may practice before the U.S. Patent and Trademark Office
IN EradeIMATR CASES .iininiiiiiiiii ettt ettt e et e et e e ea e e e et e e eneaenees 11.14
Petition for cancellation ......cooiiiiiiiiii e 2.111-2.115
Amendment of Petition ..o e 2.115
B 817 S 2.114
Commencement of cancellation proceeding .........cccveveviviiiiiiiiiiinininininnnnnnne. 2.111(a)
Contents Of PEtITION ..ot e s 2.112
Corresponds to complaint in a court proceeding .........ccceevvviviviiiiiinenann.. 2.116(c)
D YT ) 2 7P 2.120
Failure t0 timely Al SWeT . ittt e et e e e e e e e ans 2.114(a)
Filing petition for cancellation .......coiiiiiiiiiiiii e 2.111
INSULTICIENT £OES 1uuininiii ettt e e e e e eaans 2.111(c)
Notification of cancellation ProCceeding .......ccoveveiiiiiriiiiiiiiii e eeeans 2.113
Procedure, iMLeT DATTES ..vuuen ettt e e e e ee e aeas 2.116-2.136
SUSPENSIioN Of ProCEEAINES ooviuiitiiiiiii ittt ee e neaaenens 2.117
Time for filing Petition ... e 2.111(b)
Who may file Petition .o e e 2.111(b)
Withdrawal Of Petition ...ocviieiiiii e 2.114(c)
Petition for rehearing, reconsideration or modification of decision:
Decision in inter partes ProCeeding ......couviiiiiiiiiiiiiiiiiiieeeeeeeeeaeaeaeaeaeaes 2.129(c)
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Decision On ex PArTte ADPEAL .....uiniirii i aaas 2.144
Decision on interlocutory motion in inter partes proceeding...................... 2.127(b)
Petition to revive abandoned appliCation .......ccoeviiiiiiiiiiiiie e 2.66
Petition 10 the DireClOr. .o i e e e e e e eaens 2.146
Any case not specifically defined and provided for by rules................... 2.146(a)(4)
Contents of PetITION ... s 2.146(c)
Delegation of authority to act on petitions ......ccoovviiiiiiiiiiiiins 2.146(h)
Diligence, requirement fOr . ....ooi i s 2.146(i)
Extraordinary situation requiring suspension or waiver of requirement
(o) g 1 =T T PO PPN 2.146(a)(5)
B it e a s 2.6, 2.146(c)
From denial of request for extension of time to file statement of
1T PSPPI 2.89(2)
From grant or denial of request for extension of time to oppose ........... 2.146(e)(1)
From interlocutory order of Trademark Trial and Appeal Board .......... 2.146(e)(2)
Invoke supervisory authority ..ocooovviiiiiiii e 2.146(a)(3)
Oral hearing on petition
Reconsideration of decision on petition.......cccoiiiiiiiiiiiiiii 2.146(3)
Reconsideration of refusal to accept sec. 8 affidavit or declaration........... 2.165(b)
Refusal of renewal of reg@istration .........cooiiiiiiiiiiiii s 2.186
Relief from repeated formal requirement of Examiner............... 2.63(b), 2.146(a)(1)
Review of adverse action on correction, disclaimer, surrender, etc. of
BT S 1 -0 v L0 s B PP PP PTPRNN 2.176
Stays time in appeal, inter partes proceeding, or reply to Office action
only when stay is specifically requested and granted ..........cccevevenennn 2.146(g)
Subject matter for petitions ....ocoviiiiii e 2.146(a), (b)
Time t0 file Petition oot e 2.146(d), (e)
To accord filing date as of date of deposit as Express Mail ..........ccevvvvininnnn.n. 2.198
Pleading, amendment Of ... e 2.107, 2.115
Position of parties in inter partes proceedings .......cccevevvvveveenennnn. 2.96, 2.99(e), 2.116(b)
Postal Service, United States, interruptions or emergencies in ................... 2.195(e)
Post NOtiCe Of AllOWAINCE ..ouviniitiiiie e et eenaas 2.88, 2.89
) SLoTS1 vl o]0 N 0] BT e: A v Ko ) o N USRI 2.81
Power of attorney or authorization of other representative ....................... 2.17, 2.19
Practice before the U.S. Patent and Trademark Office, individuals enti-

171 (=T B o T PP PPN 11.14
Predecessor in title or related cCOmMpany, USE DY ..cceeiiiiierinininiiininininininenerinenannnns 2.38
Pre-trial conference, inter partes proceeding .......coovvevviiiiiiiiiiiiiiiiiiniaiineenens 2.120(1)(2)
) G B aTea oF: A A S AeT e £ v PP 2.46

Amendment to or from Supplemental Register ......cooviiiiiiiiiiiiiiiiiiieens 2.75
Printed publications, as evidence in inter partes proceedings ............cceeeevenenn. 2.122(e)
Prior acts, status of prior registrations .......ccooviiiiiiiiiii 2.158
Priority claim based on foreign application.........cccoceviviiiiiiiiiiiiinninnnn, 2.34(a)(4), 7.27
Prior registrations, ownership, identification in application ..................oevenin. 2.36
Procedure in inter DATEES CASES .uuiuiriie ittt ettt ereeeerereerenrereneanens 2.116-2.136
Production of documents and things, request for (discovery) .......ococvevivivininnnnn. 2.120

Place of production.......ccoeveveiiviiiiininininenineneane. ...2.120(d)(2)

Motion for an order to compel Production.......cccoeveviiiiiiiiiiiiiiiieeeeereaennes 2.120(e)

1500 = o) PPN 2.120(a)
Professional conduct of attorneys.................. 11.101-11.901
Proof of distinctiveness under SeC. 2(F) ...ciiiiiiiiiiiiiiiirrre e 2.41
ProOf Of SO VICE it 2.119(a)
Protective order:

Access to materials filed UNAer.........coviiiiiiiiiii e 2.27(e)

Form of filing materials UNAeT .......oovriiiiiiii e e eeeneens 2.126(c)

Relating $0 QIS COVEI Y cuineiiiiiitii e e e e e 2.120(f)

Relating t0 teStimONY oo e 2.125(e)

Sanctions for violation.....cocovviiiiiiiii e 2.120(g), 2.125(e)
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Publication and post publiCation .......cccoiiviiiiiiiiiiiii s 2.80-2.84
Publication in Official Gazette:
Jurisdiction over published appPliCations .....cociviiiiiiiiiiii e aeaees 2.84
Of claim of benefits under sec. 12(¢c) for marks registered under 1905
A O e et 2.154
Of first filed of applications for conflicting marks .......ccccoevvviiiiiiiiiiiiiiiininnenn, 2.83
Of mark on Principal Register for opposition after approval...................ceuene. 2.80
Of marks on Supplemental Register when registered ........c.ocoevviviviiiniiiinininnn, 2.82
Publication, notice by, undelivered Office notices to registrant in inter
DATTES PrOCEEAIIIG . ettt ittt ettt ettt et e e e e e e e et ee e e eeenenens 2.118
R
Rebuttal teSTImMONY w.vuiuiiiiii e 2.121(b)(1), (c)
Receipt of papers and fEeS .....oiviviiiiiiiiiii i 2.195-2.198, 7.4
Recognition of attorneys or other authorized person ...........ccceeevvviiieninnnn. 2.17,11.14
Reconsideration:
Of affidavit or declaration of use under sec. 8.......cceoeveviiiviiininnnnn.. 2.163(b), 2.165(a)
Of decision after final hearing in inter partes proceeding............ccccevvevenenen. 2.129(c)
Of decision On ex PATLE APPEAL .o.virineieii ittt er e eaens 2.144
Of decision on petition t0 DireCtor ....ocoviiiiriiiiii e 2.146(3)
Of decision on petition £0 reVIVE. ..o s 2.66(f)
@ 6 4= B o) v (o) o AP PPN 2.64(b)
Of order or decision on interlocutory motion.........cccoeveviiiiiiiiininininininnnnnnn.. 2.127(b)
Records of documents in Assignment Services Division of U.S. Patent
and Trademark OffiCe ....coui i et e e aens 3.11-3.56
Records and files of the U.S. Patent and Trademark Office....................... 2.27, 2.200
Reexamination of appliCation .....ccveiuiiiiiiiii e 2.63
Reexamination of application after remand by the Trademark Trial and
APDPEAL BOATMA .ovvniiiiiiiiiiiiee e 2.130, 2.131, 2.142
Refund of money paid to U.S. Patent and Trademark Office...........cccceeieiini. 2.209
Refusal of affidavit or declaration of use under sec. 8........ccceiviiiiiiiiiiininininn.. 2.163
Refusal of affidavit or declaration of use under sec. Tl ......cccoeviviiiiiiiiininininininennnes 7.39
Refusal of re@istralion ..o 2.61
RefUsal Of FEIMEWAL .viuieii ittt e e et e e e e e e aeaaaanaaas 2.184
Refusal of request for extension of time to file a statement of use ................ 2.89(g)

Registered extension of protection. (See Extension of protection of international
registration to United States)
Registrability of marks in plurality of classes (combined applica-

173} 1S PP PPN 2.86
Registrant claiming benefits of 1946 ACE ....c.oviniiiiiiiieceeeeeens 2.153-2.156
Registration as evidence in inter partes proceeding:

File of registration which is the subject of the proceeding .................... 2.122(b)(1)
Registration owned by any party to proceeding.............ccceeveviviiiinininnn.. 2.122(d)(2)
Registration pleaded by opposer or petitioner ...2.122(d)(1)

Registration records open to public inspection ...........

Registrations, printed copies available .......ccooviiiiiiiiiiiiii e 2.201

Related company or predecessor, USE DY .o.viiiiiiiiiiiie e eeeeeeenanas 2.38

Remand to Examiner:
After decision in inter PATLES CASE ...ovvvir ittt aas 2.131
During appeal from refusal of registration .............coooeiiiiiiiiiiiii, 2.142(f)
DUTING INLET DATEES CASE ceuevnininiie ettt et e e e et e et e ea e e eneaenes 2.130

Renewal of registration........ccooiiiiiiii e 2.181-2.186, 7.41
Application for renewal, requirements .........coooeiiiiiiiiiiiiiie e 2.183
Failure to renew registration involved in inter partes proceeding .............. 2.134(b)
Of international registration ....ocoiiiiiiiiiii e 7.41
Period in which to file ...2.182
Refusal Of TENEWAL ..ot e et e e e eneans 2.184
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Review of Examiner’s refusal by DireCtor ......cooeiiiriiiiiiiiiiiiiiieiceieceeeeeeens 2.186
Term of original registrations and renewals ........cccoeviiiiiiiiiiiiiiiiiieieeeeens 2.181
) Y 0] F= N o100 0 1Y o L v PN 7.28, 7.29
Reply briefs in inter partes ProCeeAINES ...ovivriiiiriiiiriii i eeieeieeieereneenenas 2.127(a)
Representation DY atlormey ..o e 2.11
Representation of others before the U.S. Patent and Trademark Of-
b2 (¢ T P PP PT TP 2.11,11.14
Representative, domestic or U.S. (See Domestic representative)
Representation, recognition fOr .......ccoviiiiiiiiiiiiiiiiii e 2.17,11.14
Republication of marks registered under prior actS......cocveveveverinineninnnnnnnns 2.153-2.156

Request for admissions (discovery). (See Admissions, request for)

Request for Extension of protection of international registration to United
States. (See Extension of protection of international registration to United
States)

Request for extension of time for discovery and testimony. (See Extension of time
for discovery and testimony)

Request for extension of time to file opposition. (See Extension of time for filing
opposition)

Request for extension of time to file statement of use. (See Extension of time to
file statement of use)

Request for information, exhibits, affidavits, declarations, and addi-

tional specimens by EXaminer .....ccoooiiiiiiiiiiiii e e 2.61(b)
Request for production (discovery). (See Production of documents and things, re-
quest for)
Request for reconsideration. See Reconsideration.
REQUEST fOT TECOTAS . tuieiiiiiii ettt et e e e e et e et e e et et e eananenans 2.201

Request for registrabion......cooiviiiiii e 2.32(a)(1)

Request to divide an appliCation . ...c.c.viiiiiiiiiii i e 2.87
Request to divide a registration .....ccccviiiiiiiiiiiiiiiii e 2.171(b)
Requirements for receiving a filing date .... ..2.21, 7.26
Requirements for written application ........covviviiiiiiiiiiiiiiiiiiiiin e 2.32-2.34
Registration of marks registered under prior acts .......ccoeeveviiiiiiiiiiiiiiiiiieeens 2.158
Response t0 OffiCial ACTIOM cuuiuiniuiii it e e e aaaes 2.62
Restriction on holder’s right to dispose of international registration................ 7.24
Review by Director:
For relief from repeated formal requirement by Examiner ......................... 2.63(b)
Of adverse action on correction, disclaimer, surrender, etc. of registra-
172 0 ) 0 PPN 2.176
Of refusal of affidavit or declaration of use under sec. 8.........cceceevviviniininenrnnnns 2.165
Of refusal of affidavit or declaration of use under sec. Tl.........ccceviiiiiiiiiienannn. 7.40
Of refusal of renewal apPliCaAtION ..ivviuiiiiiii e 2.186
Petitions t0 the DireCtor ..o 2.146
Revival of abandoned appliCations ....coviiiiiiiiniiiiiiree e e eaeanes 2.66
Revocation of POWeEr Of atlorney ...oeriniiri s 2.19
Rules of evidence in inter partes cases ... ....2.122(a)
Rules of practice in trademark cases:
Suspension, petition t0 DIirector .....c.ccocveviiviiiiiiiiiiiiiinn s 2.146(a)(5), 2.148
Waiver, petition to Director ......cooiviiiiiiiiiii e 2.146(a)(b), 2.148
S
Sanction for failure to comply with discovery order..........ccocevevivivininnnnnnnnnns 2.120(g)
Sanction for failure to comply with protective order relating to testi-
baaL0) 0 17/ PP P PRSPPI 2.125(e)
Saturday, Sunday, or Federal holiday, time for taking action expiring
[0} B PP PP PPN 2.195, 2.196
Schedule of classes of 200ds and SErVICES...cciiiiiiiiiiiiiiiii e, 2.85, 6.1-6.4
Schedule of time for discovery and trial periods..........cccceveviiiininannn.. 2.120(a), 2.121
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Sec. 2(f), Proof of AIstinCtivVeNESS. .o e, 2.41
Sec. 8 affidavit or declaration Of USE .....cccvuviiiiiiiiiiiiirr e aaens 2.160-2.166
Sec. 44, application based on:
Amendment to change application to different register............cccooeiiiinins 2.75(a)
Amendment to description or drawing in marK ........cccceveiiiiiiiiiiiiiiiiieeenenn 2.72(c)
B Ez RSy SR (o) il i 1 6 = TS 2.34
CertifiCation ALK ..o e e aaas 2.45(b)
[07e) BNCTel ri A 740 0 0¥z ) - PPN 2.44(b)
Drawing required.................
Filing-date requirements . oo e 2.21
Goods or services identified may not exceed scope of those in foreign
application or registration.......ccocviiiiiiiiiiii 2.32(a)(6)
Priority Cladiml .o 2.34(a)(4)
Requirements fOr AraWingS oot ae e aeaes 2.52-2.54
Requirements for written application ........ccoiiiiiiiiiiiiiiiiiii e, 2.32-2.34
Supplemental RegiSter. ..o e 2.47(b)
Sec. 71 affidavit or declaration Of USe......cccvvviiiiiiiiiii e 7.36-7.40
Service charge for filing renewal application during grace period.............. 2.6, 2.185
1o A (eI 0 F2 1 o - € TP PPP 2.43
SpPecimens OF faCSIIMILES .o s 2.56(c)
Service of Copies Of TeS IO Y c.vriniir i s 2.125
Service and SIZNING Of PADET'S ..uueuiuiuiiniiiiitiei ettt e e e e aeeneneaneneaaanas 2.119
Signature and certificate of attorney ...11.18
Signature Of APDIICANT . ...ouui i e e 2.33
Signature of electronically-filed document..........ccoviviiiiiiiiininiiiniiieeeeienens 2.193(c)
Single certificate for one mark registered in a plurality of classes................ 2.86(c)
Ny o LeTeh a0 =) o S PP 2.56, 2.59
Electronically-filed .....cccooeiiiiiiiiiiiie e 2.66(d)(4), 2.161(2)(3)
Facsimiles in lieu Of SPECIMEIIS .. .uiuiit ittt eae e e enaes 2.56(c)
Not evidence on behalf of applicant or registrant in inter partes pro-
(S 110 B = TP PPUPUR: 2.122(b)(2)
Of ST VICE TN K .ottt e e e et et et e e aaenans 2.56(a)(2)
Requirement of filing with affidavit or declaration of use under sec.
< P PP PP PPPRPPIN 2.161(g)
Requirement of filing with affidavit or declaration of use under sec.
PP PP PP 7.37(g)
Requirement of filing with amendment to allege use .................... 2.76(b)(2), (e)(2)
Requirement of filing with statement of use ............coiviiiininn. 2.88(b)(2), (e)(2)
Support of amendment to application .......cccoviviiiiiiiiiiiii e 2.71, 2.72
Support of amendment to registration
S LA LEIMNIEIIT OFf TS o uiiinii i et e et et e et aaaas 2.88
Amendments to description or drawing of mark after filing ................... 2.72(b)(1)
Amendments to dates of use after filing ........cooevviiiiiiiiiiii 2.71(c)(2)
Extensions of time t0 1€ ... e 2.89
Fee for filing .......cccooeviiiiiiiiiiiiinn,
May not be withdrawn ......................
Minimum requirements for filing
Requirements for .........ccovevvininnnnnn.
Time fOr filing....cooviiiiiiiiiire e
Status of application after ex parte appPeal ......ccvveveiiiiiiiiiiiiiiiiiie i eeeieans 2.142(g)
Status of application on termination of inter partes proceedings .............cc.o...... 2.136
Stipulated evidence, INter PATLES CASES ...iur ittt it eieteiee et ieereeaeeieaseeaans 2.123(b)
Stipulation to extend discovery and/or trial periods................. ...2.120(a), 2.121
Subsequent AdeSignation....c.o.iiiiiii i e, 7.21
Address for Mailing PaADET .o.oeiriiiii et , 2.190(a), 7.4(b)
Cannot be filed DY faX..o.oiiiiiiiiiiiii s 2.195(d)(b), 7.4(d)
Certificate of mailing or transmission does not apply ................. 2.197(a)(2), 7.4(e)
B S 0T e e 7.7, 7.21(b)(8)
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Must be filed through TEAS or on International Bureau’s form ................. 7.21(b)
Substitute specimens, filing Of ... e, 2.59
Summary judgments in inter partes proceedingsS......coveveeeiriieiniieeneneenennnnn. 2.127(e)(1)
Sunday, Saturday, or Federal holiday, time for taking action expiring

103 T O 2.195, 2.196
Supplemental Register:

Amendment from Principal Register.........cccoiiiiiiiiiiiiiiiiiiiiiieeens 2.47(c), 2.75(c)

APPLICaAtioN TeQUITEINEIITS t.ivuinitiii ittt e e e e e et e eaeaneneanans 2.47

DN 0] 0) 01 2= 1 PP PT PPN 2.82

[0 5 aTe2=1 N =1 v o ) s PPN 2.111

Certificate Of registration .. ..o aeas 2.82

Intent-to-use applications, when eligible.....cccocvviviiiiiiiiiiiiiieeans 2.47(d)

Marks published when registered .....occooviiiiiiiiii e aeas 2.82

Marks in request for extension of protection of international registra-

tion Not registrable ON.. ..o 2.47(c), 2.75(c)
Surrender of certificate of registration
During inter partes ProCEEAINE ....uuie ittt eaaas 2.134
Suspension of action in application by U.S. Patent and Trademark Of-
b2 (¢ TP PP P PPN 2.67
Suspension from practice before U.S. Patent and Trademark Office ....... 11.11; 11.25
Suspension of later filed conflicting application ........cccocvevviviiiiviiiiiiniiiininininen... 2.83
Suspension of inter partes proceedings by Trademark Trial and Appeal Board:
For good cause upon motion or stipulation ........ccocevvviviiiiniiiininiiiininnnnen... 2.117(c)
Pending disposition of motion potentially dispositive of case ................ 2.127(d)
Pending disposition of motion to compel.........cocovvviiiiiiiininiiininninen... 2.120(e)(2)
Pending disposition of motion to test sufficiency of response to re-
QUEST fOr AdMISSION ouuiuitii it 2.120(h)(2)
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