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U.S. Patent and Trademark Office, Commerce § 1.121 

made in an inter partes reexamination 
proceeding after the right of appeal no-
tice under § 1.953 except as provided in 
§ 1.981 or as permitted by § 41.77(b)(1) of 
this title. 

(2) Notwithstanding the provisions of 
paragraph (b) of this section, an 
amendment made after a final rejec-
tion or other final action (§ 1.113) in an 
ex parte reexamination filed under 
§ 1.510, or an action closing prosecution 
(§ 1.949) in an inter partes reexamination 
filed under § 1.913 may not cancel 
claims where such cancellation affects 
the scope of any other pending claim in 
the reexamination proceeding except 
as provided in § 1.981 or as permitted by 
§ 41.77(b)(1) of this title. 

(e) An affidavit or other evidence 
submitted after a final rejection or 
other final action (§ 1.113) in an applica-
tion or in an ex parte reexamination 
filed under § 1.510, or an action closing 
prosecution (§ 1.949) in an inter partes 
reexamination filed under § 1.913 but 
before or on the same date of filing an 
appeal (§ 41.31 or § 41.61 of this title), 
may be admitted upon a showing of 
good and sufficient reasons why the af-
fidavit or other evidence is necessary 
and was not earlier presented. 

(f) Notwithstanding the provisions of 
paragraph (e) of this section, no affi-
davit or other evidence can be made in 
an inter partes reexamination pro-
ceeding after the right of appeal notice 
under § 1.953 except as provided in 
§ 1.981 or as permitted by § 41.77(b)(1) of 
this title. 

(g) After decision on appeal, amend-
ments, affidavits and other evidence 
can only be made as provided in §§ 1.198 
and 1.981, or to carry into effect a rec-
ommendation under § 41.50(c) of this 
title. 

[69 FR 49999, Aug. 12, 2004] 

§§ 1.117–1.119 [Reserved] 

§ 1.121 Manner of making amendments 
in applications. 

(a) Amendments in applications, other 
than reissue applications. Amendments 
in applications, other than reissue ap-
plications, are made by filing a paper, 
in compliance with § 1.52, directing that 
specified amendments be made. 

(b) Specification. Amendments to the 
specification, other than the claims, 

computer listings (§ 1.96) and sequence 
listings (§ 1.825), must be made by add-
ing, deleting or replacing a paragraph, 
by replacing a section, or by a sub-
stitute specification, in the manner 
specified in this section. 

(1) Amendment to delete, replace, or add 
a paragraph. Amendments to the speci-
fication, including amendment to a 
section heading or the title of the in-
vention which are considered for 
amendment purposes to be an amend-
ment of a paragraph, must be made by 
submitting: 

(i) An instruction, which unambig-
uously identifies the location, to delete 
one or more paragraphs of the speci-
fication, replace a paragraph with one 
or more replacement paragraphs, or 
add one or more paragraphs; 

(ii) The full text of any replacement 
paragraph with markings to show all 
the changes relative to the previous 
version of the paragraph. The text of 
any added subject matter must be 
shown by underlining the added text. 
The text of any deleted matter must be 
shown by strike-through except that 
double brackets placed before and after 
the deleted characters may be used to 
show deletion of five or fewer consecu-
tive characters. The text of any deleted 
subject matter must be shown by being 
placed within double brackets if strike- 
through cannot be easily perceived; 

(iii) The full text of any added para-
graphs without any underlining; and 

(iv) The text of a paragraph to be de-
leted must not be presented with 
strike-through or placed within double 
brackets. The instruction to delete 
may identify a paragraph by its para-
graph number or include a few words 
from the beginning, and end, of the 
paragraph, if needed for paragraph 
identification purposes. 

(2) Amendment by replacement section. 
If the sections of the specification con-
tain section headings as provided in 
§ 1.77(b), § 1.154(b), or § 1.163(c), amend-
ments to the specification, other than 
the claims, may be made by submit-
ting: 

(i) A reference to the section heading 
along with an instruction, which un-
ambiguously identifies the location, to 
delete that section of the specification 
and to replace such deleted section 
with a replacement section; and 

VerDate Sep<11>2014 10:45 Oct 28, 2014 Jkt 232145 PO 00000 Frm 00107 Fmt 8010 Sfmt 8010 Y:\SGML\232145.XXX 232145w
re

ie
r-

av
ile

s 
on

 D
S

K
5T

P
T

V
N

1P
R

O
D

 w
ith

 C
F

R


		Superintendent of Documents
	2020-01-29T14:34:26-0500
	US GPO, Washington, DC 20401
	Superintendent of Documents
	GPO attests that this document has not been altered since it was disseminated by GPO




