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under § 1.64 is not required pursuant to 
§ 1.63(d), submission of the copy of the 
previously executed oath, declaration, 
or substitute statement under 
§ 1.63(d)(1) is required to comply with 35 
U.S.C. 371(c)(4). 

(c) If an oath or declaration under 
§ 1.63, or substitute statement under 
§ 1.64, meeting the requirements of 
§ 1.497(b) does not also meet the re-
quirements of § 1.63 or § 1.64, an oath, 
declaration, substitute statement, or 
application data sheet in accordance 
with § 1.76 to comply with § 1.63 or § 1.64 
will be required. 

[77 FR 48824, Aug. 14, 2012] 

§ 1.499 Unity of invention during the 
national stage. 

If the examiner finds that a national 
stage application lacks unity of inven-
tion under § 1.475, the examiner may in 
an Office action require the applicant 
in the response to that action to elect 
the invention to which the claims shall 
be restricted. Such requirement may be 
made before any action on the merits 
but may be made at any time before 
the final action at the discretion of the 
examiner. Review of any such require-
ment is provided under §§ 1.143 and 
1.144. 

[58 FR 4347, Jan. 14, 1993] 

Subpart D—Ex Parte 
Reexamination of Patents 

SOURCE: 46 FR 29185, May 29, 1981, unless 
otherwise noted. 

CITATION OF PRIOR ART AND WRITTEN 
STATEMENTS 

§ 1.501 Citation of prior art and writ-
ten statements in patent files. 

(a) Information content of submission: 
At any time during the period of en-
forceability of a patent, any person 
may file a written submission with the 
Office under this section, which is di-
rected to the following information: 

(1) Prior art consisting of patents or 
printed publications which the person 
making the submission believes to 
have a bearing on the patentability of 
any claim of the patent; or 

(2) Statements of the patent owner 
filed by the patent owner in a pro-

ceeding before a Federal court or the 
Office in which the patent owner took 
a position on the scope of any claim of 
the patent. Any statement submitted 
under this paragraph must be accom-
panied by any other documents, plead-
ings, or evidence from the proceeding 
in which the statement was filed that 
address the written statement, and 
such statement and accompanying in-
formation under this paragraph must 
be submitted in redacted form to ex-
clude information subject to an appli-
cable protective order. 

(3) Submissions under paragraph 
(a)(2) of this section must identify: 

(i) The forum and proceeding in 
which patent owner filed each state-
ment; 

(ii) The specific papers and portions 
of the papers submitted that contain 
the statements; and 

(iii) How each statement submitted is 
a statement in which patent owner 
took a position on the scope of any 
claim in the patent. 

(b) Explanation: A submission pursu-
ant to paragraph (a) of this section: 

(1) Must include an explanation in 
writing of the pertinence and manner 
of applying any prior art submitted 
under paragraph (a)(1) of this section 
and any written statement and accom-
panying information submitted under 
paragraph (a)(2) of this section to at 
least one claim of the patent, in order 
for the submission to become a part of 
the official file of the patent; and 

(2) May, if the submission is made by 
the patent owner, include an expla-
nation of how the claims differ from 
any prior art submitted under para-
graph (a)(1) of this section or any writ-
ten statements and accompanying in-
formation submitted under paragraph 
(a)(2) of this section. 

(c) Reexamination pending: If a reex-
amination proceeding has been re-
quested and is pending for the patent 
in which the submission is filed, entry 
of the submission into the official file 
of the patent is subject to the provi-
sions of §§ 1.502 and 1.902. 

(d) Identity: If the person making the 
submission wishes his or her identity 
to be excluded from the patent file and 
kept confidential, the submission pa-
pers must be submitted anonymously 
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without any identification of the per-
son making the submission. 

(e) Certificate of Service: A submission 
under this section by a person other 
than the patent owner must include a 
certification that a copy of the submis-
sion was served in its entirety upon 
patent owner at the address as pro-
vided for in § 1.33 (c). A submission by a 
person other than the patent owner 
that fails to include proper proof of 
service as required by § 1.248(b) will not 
be entered into the patent file. 

[77 FR 46626, Aug. 6, 2012] 

§ 1.502 Processing of prior art cita-
tions during an ex parte reexamina-
tion proceeding. 

Citations by the patent owner under 
§ 1.555 and by an ex parte reexamination 
requester under either § 1.510 or § 1.535 
will be entered in the reexamination 
file during a reexamination proceeding. 
The entry in the patent file of citations 
submitted after the date of an order to 
reexamine pursuant to § 1.525 by per-
sons other than the patent owner, or an 
ex parte reexamination requester under 
either § 1.510 or § 1.535, will be delayed 
until the reexamination proceeding has 
been concluded by the issuance and 
publication of a reexamination certifi-
cate. See § 1.902 for processing of prior 
art citations in patent and reexamina-
tion files during an inter partes reexam-
ination proceeding filed under § 1.913. 

[72 FR 18905, Apr. 16, 2007] 

REQUEST FOR Ex Parte REEXAMINATION 

§ 1.510 Request for ex parte reexam-
ination. 

(a) Any person may, at any time dur-
ing the period of enforceability of a 
patent, file a request for an ex parte re-
examination by the Office of any claim 
of the patent on the basis of prior art 
patents or printed publications cited 
under § 1.501, unless prohibited by 35 
U.S.C. 315(e)(1) or 35 U.S.C. 325(e)(1). 
The request must be accompanied by 
the fee for requesting reexamination 
set in § 1.20(c)(1). 

(b) Any request for reexamination 
must include the following parts: 

(1) A statement pointing out each 
substantial new question of patent-
ability based on prior patents and 
printed publications. 

(2) An identification of every claim 
for which reexamination is requested, 
and a detailed explanation of the 
pertinency and manner of applying the 
cited prior art to every claim for which 
reexamination is requested. For each 
statement of the patent owner and ac-
companying information submitted 
pursuant to § 1.501(a)(2) which is relied 
upon in the detailed explanation, the 
request must explain how that state-
ment is being used to determine the 
proper meaning of a patent claim in 
connection with the prior art applied 
to that claim and how each relevant 
claim is being interpreted. If appro-
priate, the party requesting reexamina-
tion may also point out how claims dis-
tinguish over cited prior art. 

(3) A copy of every patent or printed 
publication relied upon or referred to 
in paragraph (b) (1) and (2) of this sec-
tion accompanied by an English lan-
guage translation of all the necessary 
and pertinent parts of any non-English 
language patent or printed publication. 

(4) A copy of the entire patent includ-
ing the front face, drawings, and speci-
fication/claims (in double column for-
mat) for which reexamination is re-
quested, and a copy of any disclaimer, 
certificate of correction, or reexamina-
tion certificate issued in the patent. 
All copies must have each page plainly 
written on only one side of a sheet of 
paper. 

(5) A certification that a copy of the 
request filed by a person other than the 
patent owner has been served in its en-
tirety on the patent owner at the ad-
dress as provided for in § 1.33(c). The 
name and address of the party served 
must be indicated. If service was not 
possible, a duplicate copy must be sup-
plied to the Office. 

(6) A certification by the third party 
requester that the statutory estoppel 
provisions of 35 U.S.C. 315(e)(1) or 35 
U.S.C. 325(e)(1) do not prohibit the re-
quester from filing the ex parte reexam-
ination request. 

(c) If the request does not include the 
fee for requesting ex parte reexamina-
tion required by paragraph (a) of this 
section and meet all the requirements 
by paragraph (b) of this section, then 
the person identified as requesting re-
examination will be so notified and 
will generally be given an opportunity 
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