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(b) Discovery shall not be authorized 
under paragraph (a) of this section of 
any matter which: 

(1) Will be used by another party 
solely for impeachment; 

(2) Is not available to the party under 
35 U.S.C. 122; 

(3) Relates to any other disciplinary 
proceeding; 

(4) Relates to experts except as the 
hearing officer may require under para-
graph (e) of this section; 

(5) Is privileged; or 
(6) Relates to mental impressions, 

conclusions, opinions, or legal theories 
of any attorney or other representative 
of a party. 

(c) The hearing officer may deny dis-
covery requested under paragraph (a) 
of this section if the discovery sought: 

(1) Will unduly delay the disciplinary 
proceeding; 

(2) Will place an undue burden on the 
party required to produce the discovery 
sought; or 

(3) Consists of information that is 
available: 

(i) Generally to the public; 
(ii) Equally to the parties; or 
(iii) To the party seeking the dis-

covery through another source. 
(d) Prior to authorizing discovery 

under paragraph (a) of this section, the 
hearing officer shall require the party 
seeking discovery to file a motion 
(§ 11.43) and explain in detail, for each 
request made, how the discovery 
sought is reasonable and relevant to an 
issue actually raised in the complaint 
or the answer. 

(e) The hearing officer may require 
parties to file and serve, prior to any 
hearing, a pre-hearing statement that 
contains: 

(1) A list (together with a copy) of all 
proposed exhibits to be used in connec-
tion with a party’s case-in-chief; 

(2) A list of proposed witnesses; 
(3) As to each proposed expert wit-

ness: 
(i) An identification of the field in 

which the individual will be qualified 
as an expert; 

(ii) A statement as to the subject 
matter on which the expert is expected 
to testify; and 

(iii) A statement of the substance of 
the facts and opinions to which the ex-
pert is expected to testify; 

(4) Copies of memoranda reflecting 
respondent’s own statements to admin-
istrative representatives. 

§ 11.53 Proposed findings and conclu-
sions; post-hearing memorandum. 

Except in cases in which the respond-
ent has failed to answer the complaint 
or amended complaint, the hearing of-
ficer, prior to making an initial deci-
sion, shall afford the parties a reason-
able opportunity to submit proposed 
findings and conclusions and a post- 
hearing memorandum in support of the 
proposed findings and conclusions. 

§ 11.54 Initial decision of hearing offi-
cer. 

(a) The hearing officer shall make an 
initial decision in the case. The deci-
sion will include: 

(1) A statement of findings of fact 
and conclusions of law, as well as the 
reasons or bases for those findings and 
conclusions with appropriate ref-
erences to the record, upon all the ma-
terial issues of fact, law, or discretion 
presented on the record, and 

(2) An order of default judgment, of 
suspension or exclusion from practice, 
of reprimand, of probation or an order 
dismissing the complaint. The order 
also may impose any conditions 
deemed appropriate under the cir-
cumstances. The hearing officer shall 
transmit a copy of the decision to the 
OED Director and to the respondent. 
After issuing the decision, the hearing 
officer shall transmit the entire record 
to the OED Director. In the absence of 
an appeal to the USPTO Director, the 
decision of the hearing officer, includ-
ing a default judgment, will, without 
further proceedings, become the deci-
sion of the USPTO Director thirty days 
from the date of the decision of the 
hearing officer. 

(b) The initial decision of the hearing 
officer shall explain the reason for any 
default judgment, reprimand, suspen-
sion, exclusion, or probation, and shall 
explain any conditions imposed with 
discipline. In determining any sanc-
tion, the following four factors must be 
considered if they are applicable: 

(1) Whether the practitioner has vio-
lated a duty owed to a client, to the 
public, to the legal system, or to the 
profession; 
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(2) Whether the practitioner acted in-
tentionally, knowingly, or negligently; 

(3) The amount of the actual or po-
tential injury caused by the practi-
tioner’s misconduct; and 

(4) The existence of any aggravating 
or mitigating factors. 

[73 FR 47689, Aug. 14, 2008, as amended at 78 
FR 20201, Apr. 3, 2013] 

§ 11.55 Appeal to the USPTO Director. 

(a) Within thirty days after the date 
of the initial decision of the hearing of-
ficer under §§ 11.25 or 11.54, either party 
may appeal to the USPTO Director. 
The appeal shall include the appel-
lant’s brief. If more than one appeal is 
filed, the party who files the appeal 
first is the appellant for purpose of this 
rule. If appeals are filed on the same 
day, the respondent is the appellant. If 
an appeal is filed, then the OED Direc-
tor shall transmit the entire record to 
the USPTO Director. Any cross-appeal 
shall be filed within fourteen days after 
the date of service of the appeal pursu-
ant to § 11.42, or thirty days after the 
date of the initial decision of the hear-
ing officer, whichever is later. The 
cross-appeal shall include the cross-ap-
pellant’s brief. Any appellee or cross- 
appellee brief must be filed within thir-
ty days after the date of service pursu-
ant to § 11.42 of an appeal or cross-ap-
peal. Any reply brief must be filed 
within fourteen days after the date of 
service of any appellee or cross-appel-
lee brief. 

(b) An appeal or cross-appeal must 
include exceptions to the decisions of 
the hearing officer and supporting rea-
sons for those exceptions. Any excep-
tion not raised will be deemed to have 
been waived and will be disregarded by 
the USPTO Director in reviewing the 
initial decision. 

(c) All briefs shall: 
(1) Be filed with the USPTO Director 

at the address set forth in § 1.1(a)(3)(ii) 
of this subchapter and served on the 
opposing party; 

(2) Include separate sections con-
taining a concise statement of the dis-
puted facts and disputed points of law; 
and 

(3) Be typed on 81⁄2 by 11-inch paper, 
and comply with Rule 32(a)(4)–(6) of the 
Federal Rules of Appellate Procedure. 

(d) An appellant’s, cross-appellant’s, 
appellee’s, and cross-appellee’s brief 
shall be no more than thirty pages in 
length, and comply with Rule 28(a)(2), 
(3), and (5) through (10) of the Federal 
Rules of Appellate Procedure. Any 
reply brief shall be no more than fif-
teen pages in length, and shall comply 
with Rule 28(a)(2), (3), (8), and (9) of the 
Federal Rules of Appellate Procedure. 

(e) The USPTO Director may refuse 
entry of a nonconforming brief. 

(f) The USPTO Director will decide 
the appeal on the record made before 
the hearing officer. 

(g) Unless the USPTO Director per-
mits, no further briefs or motions shall 
be filed. 

(h) The USPTO Director may order 
reopening of a disciplinary proceeding 
in accordance with the principles that 
govern the granting of new trials. Any 
request to reopen a disciplinary pro-
ceeding on the basis of newly discov-
ered evidence must demonstrate that 
the newly discovered evidence could 
not have been discovered by due dili-
gence. 

(i) In the absence of an appeal by the 
OED Director, failure by the respond-
ent to appeal under the provisions of 
this section shall result in the initial 
decision being final and effective thirty 
days from the date of the initial deci-
sion of the hearing officer. 

§ 11.56 Decision of the USPTO Direc-
tor. 

(a) The USPTO Director shall decide 
an appeal from an initial decision of 
the hearing officer. On appeal from the 
initial decision, the USPTO Director 
has authority to conduct a de novo re-
view of the factual record. The USPTO 
Director may affirm, reverse, or mod-
ify the initial decision or remand the 
matter to the hearing officer for such 
further proceedings as the USPTO Di-
rector may deem appropriate. In mak-
ing a final decision, the USPTO Direc-
tor shall review the record or the por-
tions of the record designated by the 
parties. The USPTO Director shall 
transmit a copy of the final decision to 
the OED Director and to the respond-
ent. 

(b) A final decision of the USPTO Di-
rector may dismiss a disciplinary pro-
ceeding, reverse or modify the initial 
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