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37 CFR Ch. I (7–1–14 Edition) § 41.45 

§ 1.116 of this title for amendments, af-
fidavits or other evidence filed after 
final action but before or on the same 
date of filing an appeal and § 41.33 for 
amendments, affidavits or other Evi-
dence filed after the date of filing the 
appeal. 

(2) Any argument raised in the reply 
brief which was not raised in the ap-
peal brief, or is not responsive to an ar-
gument raised in the examiner’s an-
swer, including any designated new 
ground of rejection, will not be consid-
ered by the Board for purposes of the 
present appeal, unless good cause is 
shown. 

(c) Extensions of time. Extensions of 
time under § 1.136(a) of this title for 
patent applications are not applicable 
to the time period set forth in this sec-
tion. See § 1.136(b) of this title for ex-
tensions of time to reply for patent ap-
plications and § 1.550(c) of this title for 
extensions of time to reply for ex parte 
reexamination proceedings. 

[69 FR 50003, Aug. 12, 2004, as amended at 76 
FR 72298, Nov. 22, 2011] 

§ 41.45 Appeal forwarding fee. 
(a) Timing. Appellant in an applica-

tion or ex parte reexamination pro-
ceeding must pay the fee set forth in 
§ 41.20(b)(4) within the later of two 
months from the date of either the ex-
aminer’s answer, or a decision refusing 
to grant a petition under § 1.181 of this 
chapter to designate a new ground of 
rejection in an examiner’s answer. 

(b) Failure to pay appeal forwarding 
fee. On failure to pay the fee set forth 
in § 41.20(b)(4) within the period speci-
fied in paragraph (a) of this section, 
the appeal will stand dismissed. 

(c) Extensions of time. Extensions of 
time under § 1.136(a) of this title for 
patent applications are not applicable 
to the time period set forth in this sec-
tion. See § 1.136(b) of this title for ex-
tensions of time to reply for patent ap-
plications and § 1.550(c) of this title for 
extensions of time to reply for ex parte 
reexamination proceedings. 

[78 FR 17107, Mar. 20, 2013] 

§ 41.47 Oral hearing. 
(a) An oral hearing should be re-

quested only in those circumstances in 
which appellant considers such a hear-

ing necessary or desirable for a proper 
presentation of the appeal. An appeal 
decided on the briefs without an oral 
hearing will receive the same consider-
ation by the Board as appeals decided 
after an oral hearing. 

(b) If appellant desires an oral hear-
ing, appellant must file, as a separate 
paper captioned ‘‘REQUEST FOR 
ORAL HEARING,’’ a written request 
for such hearing accompanied by the 
fee set forth in § 41.20(b)(3) within two 
months from the date of the examiner’s 
answer or on the date of filing of a 
reply brief, whichever is earlier. 

(c) If no request and fee for oral hear-
ing have been timely filed by appellant 
as required by paragraph (b) of this sec-
tion, the appeal will be assigned for 
consideration and decision on the 
briefs without an oral hearing. 

(d) If appellant has complied with all 
the requirements of paragraph (b) of 
this section, a date for the oral hearing 
will be set, and due notice thereof 
given to appellant. If an oral hearing is 
held, an oral argument may be pre-
sented by, or on behalf of, the primary 
examiner if considered desirable by ei-
ther the primary examiner or the 
Board. A hearing will be held as stated 
in the notice, and oral argument will 
ordinarily be limited to twenty min-
utes for appellant and fifteen minutes 
for the primary examiner unless other-
wise ordered. 

(e)(1) Appellant will argue first and 
may reserve time for rebuttal. At the 
oral hearing, appellant may only rely 
on Evidence that has been previously 
entered and considered by the primary 
examiner and present argument that 
has been relied upon in the brief or 
reply brief except as permitted by 
paragraph (e)(2) of this section. The 
primary examiner may only rely on ar-
gument and Evidence relied upon in an 
answer except as permitted by para-
graph (e)(2) of this section. 

(2) Upon a showing of good cause, ap-
pellant and/or the primary examiner 
may rely on a new argument based 
upon a recent relevant decision of ei-
ther the Board or a Federal Court. 

(f) Notwithstanding the submission 
of a request for oral hearing complying 
with this rule, if the Board decides that 
a hearing is not necessary, the Board 
will so notify appellant. 
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U.S. Patent and Trademark Office, Commerce § 41.50 

(g) Extensions of time under § 1.136(a) 
of this title for patent applications are 
not applicable to the time periods set 
forth in this section. See § 1.136(b) of 
this title for extensions of time to 
reply for patent applications and 
§ 1.550(c) of this title for extensions of 
time to reply for ex parte reexamina-
tion proceedings. 

[69 FR 50003, Aug. 12, 2004, as amended at 76 
FR 72298, Nov. 22, 2011] 

§ 41.50 Decisions and other actions by 
the Board. 

(a)(1) Affirmance and reversal. The 
Board, in its decision, may affirm or 
reverse the decision of the examiner in 
whole or in part on the grounds and on 
the claims specified by the examiner. 
The affirmance of the rejection of a 
claim on any of the grounds specified 
constitutes a general affirmance of the 
decision of the examiner on that claim, 
except as to any ground specifically re-
versed. The Board may also remand an 
application to the examiner. 

(2) If a substitute examiner’s answer 
is written in response to a remand by 
the Board for further consideration of a 
rejection pursuant to paragraph (a)(1) 
of this section, the appellant must 
within two months from the date of the 
substitute examiner’s answer exercise 
one of the following two options to 
avoid sua sponte dismissal of the ap-
peal as to the claims subject to the re-
jection for which the Board has re-
manded the proceeding: 

(i) Reopen prosecution. Request that 
prosecution be reopened before the ex-
aminer by filing a reply under § 1.111 of 
this title with or without amendment 
or submission of affidavits (§§ 1.130, 
1.131 or 1.132 of this title) or other Evi-
dence. Any amendment or submission 
of affidavits or other Evidence must be 
relevant to the issues set forth in the 
remand or raised in the substitute ex-
aminer’s answer. A request that com-
plies with this paragraph (a) will be en-
tered and the application or the patent 
under ex parte reexamination will be 
reconsidered by the examiner under the 
provisions of § 1.112 of this title. Any 
request that prosecution be reopened 
under this paragraph will be treated as 
a request to withdraw the appeal. 

(ii) Maintain appeal. Request that the 
appeal be maintained by filing a reply 

brief as provided in § 41.41. If such a 
reply brief is accompanied by any 
amendment, affidavit or other Evi-
dence, it shall be treated as a request 
that prosecution be reopened before the 
examiner under paragraph (a)(2)(i) of 
this section. 

(b) New ground of rejection. Should the 
Board have knowledge of any grounds 
not involved in the appeal for rejecting 
any pending claim, it may include in 
its opinion a statement to that effect 
with its reasons for so holding, and des-
ignate such a statement as a new 
ground of rejection of the claim. A new 
ground of rejection pursuant to this 
paragraph shall not be considered final 
for judicial review. When the Board en-
ters such a non-final decision, the ap-
pellant, within two months from the 
date of the decision, must exercise one 
of the following two options with re-
spect to the new ground of rejection to 
avoid termination of the appeal as to 
the rejected claims: 

(1) Reopen prosecution. Submit an ap-
propriate amendment of the claims so 
rejected or new Evidence relating to 
the claims so rejected, or both, and 
have the matter reconsidered by the 
examiner, in which event the prosecu-
tion will be remanded to the examiner. 
The new ground of rejection is binding 
upon the examiner unless an amend-
ment or new Evidence not previously of 
Record is made which, in the opinion of 
the examiner, overcomes the new 
ground of rejection designated in the 
decision. Should the examiner reject 
the claims, appellant may again appeal 
to the Board pursuant to this subpart. 

(2) Request rehearing. Request that 
the proceeding be reheard under § 41.52 
by the Board upon the same Record. 
The request for rehearing must address 
any new ground of rejection and state 
with particularity the points believed 
to have been misapprehended or over-
looked in entering the new ground of 
rejection and also state all other 
grounds upon which rehearing is 
sought. 

(c) Review of undesignated new ground 
of rejection. Any request to seek review 
of a panel’s failure to designate a new 
ground of rejection in its decision must 
be raised by filing a request for rehear-
ing as set forth in § 41.52. Failure of ap-
pellant to timely file such a request for 
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