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not indicate that further action is re-
quired. 

Hearing means consideration of the 
trial. 

Involved means an application, pat-
ent, or claim that is the subject of the 
proceeding. 

Judgment means a final written deci-
sion by the Board, or a termination of 
a proceeding. 

Motion means a request for relief 
other than by petition. 

Office means the United States Pat-
ent and Trademark Office. 

Panel means at least three members 
of the Board. 

Party means at least the petitioner 
and the patent owner and, in a deriva-
tion proceeding, any applicant or as-
signee of the involved application. 

Petition is a request that a trial be in-
stituted. 

Petitioner means the party filing a pe-
tition requesting that a trial be insti-
tuted. 

Preliminary Proceeding begins with 
the filing of a petition for instituting a 
trial and ends with a written decision 
as to whether a trial will be instituted. 

Proceeding means a trial or prelimi-
nary proceeding. 

Rehearing means reconsideration. 
Trial means a contested case insti-

tuted by the Board based upon a peti-
tion. A trial begins with a written deci-
sion notifying the petitioner and pat-
ent owner of the institution of the 
trial. The term trial specifically in-
cludes a derivation proceeding under 35 
U.S.C. 135; an inter partes review under 
Chapter 31 of title 35, United States 
Code; a post-grant review under Chap-
ter 32 of title 35, United States Code; 
and a transitional business-method re-
view under section 18 of the Leahy- 
Smith America Invents Act. Patent 
interferences are administered under 
part 41 and not under part 42 of this 
title, and therefore are not trials. 

§ 42.3 Jurisdiction. 

(a) The Board may exercise exclusive 
jurisdiction within the Office over 
every involved application and patent 
during the proceeding, as the Board 
may order. 

(b) A petition to institute a trial 
must be filed with the Board consistent 

with any time period required by stat-
ute. 

§ 42.4 Notice of trial. 
(a) Institution of trial. The Board in-

stitutes the trial on behalf of the Di-
rector. 

(b) Notice of a trial will be sent to 
every party to the proceeding. The 
entry of the notice institutes the trial. 

(c) The Board may authorize addi-
tional modes of notice, including: 

(1) Sending notice to another address 
associated with the party, or 

(2) Publishing the notice in the Offi-
cial Gazette of the United States Pat-
ent and Trademark Office or the FED-
ERAL REGISTER. 

§ 42.5 Conduct of the proceeding. 
(a) The Board may determine a prop-

er course of conduct in a proceeding for 
any situation not specifically covered 
by this part and may enter non-final 
orders to administer the proceeding. 

(b) The Board may waive or suspend 
a requirement of parts 1, 41, and 42 and 
may place conditions on the waiver or 
suspension. 

(c) Times. (1) Setting times. The Board 
may set times by order. Times set by 
rule are default and may be modified 
by order. Any modification of times 
will take any applicable statutory 
pendency goal into account. 

(2) Extension of time. A request for an 
extension of time must be supported by 
a showing of good cause. 

(3) Late action. A late action will be 
excused on a showing of good cause or 
upon a Board decision that consider-
ation on the merits would be in the in-
terests of justice. 

(d) Ex parte communications. Commu-
nication regarding a specific pro-
ceeding with a Board member defined 
in 35 U.S.C. 6(a) is not permitted unless 
both parties have an opportunity to be 
involved in the communication. 

§ 42.6 Filing of documents, including 
exhibits; service. 

(a) General format requirements. (1) 
Page size must be 81⁄2 inch × 11 inch ex-
cept in the case of exhibits that require 
a larger size in order to preserve de-
tails of the original. 

(2) In documents, including affida-
vits, created for the proceeding: 
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(i) Markings must be in black or 
must otherwise provide an equivalent 
dark, high-contrast image; 

(ii) Either a proportional or 
monospaced font may be used: 

(A) The proportional font must be 14- 
point or larger, and 

(B) The monospaced font must not 
contain more than four characters per 
centimeter (ten characters per inch); 

(iii) Double spacing must be used ex-
cept in claim charts, headings, tables 
of contents, tables of authorities, indi-
ces, signature blocks, and certificates 
of service. Block quotations may be 1.5 
spaced, but must be indented from both 
the left and the right margins; and 

(iv) Margins must be at least 2.5 cen-
timeters (1 inch) on all sides. 

(3) Incorporation by reference; combined 
documents. Arguments must not be in-
corporated by reference from one docu-
ment into another document. Com-
bined motions, oppositions, replies, or 
other combined documents are not per-
mitted. 

(4) Signature; identification. Docu-
ments must be signed in accordance 
with §§ 1.33 and 11.18(a) of this title, and 
should be identified by the trial num-
ber (where known). 

(b) Modes of filing. (1) Electronic filing. 
Unless otherwise authorized, submis-
sions are to be made to the Board elec-
tronically via the Internet according to 
the parameters established by the 
Board and published on the Web site of 
the Office. 

(2)(i) Filing by means other than elec-
tronic filing. A document filed by means 
other than electronic filing must: 

(A) Be accompanied by a motion re-
questing acceptance of the submission; 
and 

(B) Identify a date of transmission 
where a party seeks a filing date other 
than the date of receipt at the Board. 

(ii) Mailed correspondence shall be 
sent to: Mail Stop PATENT BOARD, 
Patent Trial and Appeal Board, United 
States Patent and Trademark Office, 
PO Box 1450, Alexandria, Virginia 
22313–1450. 

(c) Exhibits. Each exhibit must be 
filed with the first document in which 
it is cited except as the Board may oth-
erwise order. 

(d) Previously filed paper. A document 
already in the record of the proceeding 

must not be filed again, not even as an 
exhibit or an appendix, without express 
Board authorization. 

(e) Service. (1) Electronic or other mode. 
Service may be made electronically 
upon agreement of the parties. Other-
wise, service may be by EXPRESS 
MAIL® or by means at least as fast and 
reliable as EXPRESS MAIL®. 

(2) Simultaneous with filing. Each doc-
ument filed with the Board, if not pre-
viously served, must be served simulta-
neously on each opposing party. 

(3) Counsel of record. If a party is rep-
resented by counsel of record in the 
proceeding, service must be on counsel. 

(4) Certificate of service. (i) Each docu-
ment, other than an exhibit, must in-
clude a certificate of service at the end 
of that document. Any exhibit filed 
with the document may be included in 
the certification for the document. 

(ii) For an exhibit filed separately, a 
transmittal letter incorporating the 
certificate of service must be filed. If 
more than one exhibit is filed at one 
time, a single letter should be used for 
all of the exhibits filed together. The 
letter must state the name and exhibit 
number for every exhibit filed with the 
letter. 

(iii) The certificate of service must 
state: 

(A) The date and manner of service; 
and 

(B) The name and address of every 
person served. 

§ 42.7 Management of the record. 
(a) The Board may expunge any paper 

directed to a proceeding or filed while 
an application or patent is under the 
jurisdiction of the Board that is not 
authorized under this part or in a 
Board order or that is filed contrary to 
a Board order. 

(b) The Board may vacate or hold in 
abeyance any non-Board action di-
rected to a proceeding while an appli-
cation or patent is under the jurisdic-
tion of the Board unless the action was 
authorized by the Board. 

§ 42.8 Mandatory notices. 
(a) Each notice listed in paragraph 

(b) of this section must be filed with 
the Board: 

(1) By the petitioner, as part of the 
petition; 

VerDate Sep<11>2014 10:45 Oct 28, 2014 Jkt 232145 PO 00000 Frm 00470 Fmt 8010 Sfmt 8010 Y:\SGML\232145.XXX 232145w
re

ie
r-

av
ile

s 
on

 D
S

K
5T

P
T

V
N

1P
R

O
D

 w
ith

 C
F

R


		Superintendent of Documents
	2020-01-29T14:37:37-0500
	US GPO, Washington, DC 20401
	Superintendent of Documents
	GPO attests that this document has not been altered since it was disseminated by GPO




