
UNITED STATES DISTRICT COURT
EASTERN DISTRICT OF TENNESSEE

AT KNOXVILLE

KEY COMPONENTS, INC., )
)

Plaintiff, )
)

v. ) No. 3:07-CV-224
) (JORDAN/SHIRLEY)

EDGE ELECTRONICS, INC., )
)

Defendant. )

MEMORANDUM AND ORDER

This civil action is before the Court pursuant to 28 U.S.C. § 636(b), the Rules of this Court,

and by the Order [Docs. 49, 53] of the Honorable R. Leon Jordan, Senior United States District

Judge, for disposition of the plaintiff’s Motion to Compel Discovery Disclosures [Doc. 48] and the

defendant’s Motion to Compel.  [Doc. 52]  On September 15, 2008, the parties appeared before the

Court for a hearing on the instant motions.  Attorney Kevin C. Stevens appeared on behalf of the

plaintiff and attorneys Joseph K. Christian and Linda Hamilton Mowles appeared on behalf of the

defendant.  After the hearing, the Court took the motions under advisement, and they are now ripe

for adjudication.  The Court will address each motion in turn.

I. Plaintiff’s Motion to Compel Discovery Disclosures [Doc. 48]  

The plaintiff moves the Court for the entry of an order compelling the defendant to revise

its responses to certain discovery requests so as to remove the “Attorney’s Eyes Only” designation

from certain produced documents, specifically, the documents produced in response to the following

requests for production: ¶¶ 3, 4, 6, 9, and 10.  During the hearing, the parties advised the Court that

the dispute over requests ¶¶ 9 and 10 had been resolved, leaving requests ¶¶ 3, 4, and 6 at issue.  The
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1Exhibit A, in turn, references two additional responsive exhibits, J and K, both of which
are also marked CONFIDENTIAL – ATTORNEY EYES ONLY.

2

Court sets forth each of the disputed requests, and the defendant’s response, below:

Request ¶ 3: “Please identify all manufacturers and/or supplies for all 16-volt batteries sold,
distributed, and advertised by Kinetik in the years 2006, 2007, and 2008.”

Response: “See response attached hereto as Exhibit A1 and marked CONFIDENTIAL –
ATTORNEY EYES ONLY.”

Request ¶ 4: “Please identify all battery specifications, including but not limited to cranking amps,
cold cranking amps, amp hour rating, reserve capacity, and battery weight, provided
to or received from any manufacturer and/or supplier related to the 16-Volt Batteries
sold, distributed, and advertised by Kinetik in the years 2006, 2007, and 2008.”

Response: “See response attached hereto as Exhibit A and marked CONFIDENTIAL –
ATTORNEY EYES ONLY.”

Request ¶ 6: “Please describe in detail all battery testing performed by Kinetic or at the request
of Kinetic on the 16-Volt Batteries sold, distributed, and advertised by Kinetic in the
years 2006, 2007, and 2008, including in this description the specific batteries tested,
the nature of the battery test performed, the person or entity performing such battery
tests, the dates of such battery tests, and the results of such battery tests.”

Response: “See response attached hereto as Exhibit A and marked CONFIDENTIAL –
ATTORNEY EYES ONLY.”

Thus, the answers to the three disputed discovery requests have been provided to the

plaintiff, but all have been identified as CONFIDENTIAL – ATTORNEY EYES ONLY.  The

Agreed Protective Order [Doc. 45] entered in this matter provides, in pertinent part, that:

Confidential and proprietary business information, such as
information related to new products and/or processes; information
constituting technical know-how; information relating to product
research, development, and marketing strategies, pricing schemes,
proprietary sales information, customer lists, suppliers and
independent sales representatives, proprietary production processes,
and technical data may be designated “CONFIDENTIAL –
ATTORNEY EYES ONLY” information.  Each page of the
document or thing shall be marked substantially as follows:
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CONFIDENTIAL – ATTORNEY EYES ONLY.  Only Qualified
Persons under Paragraph 2(a) and independent experts designated
under Paragraph 2(b) to whom it is necessary that the information be
disclosed for purposes of this action shall have access to information
designated CONFIDENTIAL – ATTORNEY EYES ONLY.

[Doc. 45 at ¶ 4] The term “Qualified Persons” is defined as:

(a) The Court, court personnel, jurors, and the attorneys and their law
firms of record in this action and any associated counsel, insurance
claims personnel, any party’s separate legal counsel, and
stenographic, clerical, or paralegal employees of the foregoing to
whom it is necessary that the information be disclosed for purposes
of this action.  Persons identified in this subparagraph (a) need not
physically sign the Confidentiality Agreement, the general form of
which is attached hereto as Exhibit A and incorporated by reference
herein.

(b) Independent experts or consultants employed by a party or its
attorneys of record in this action who agree in writing to be bound by
the terms of this Protective Order.  The independent expert or
consultant must read this Protective Order and complete and sign the
Confidentiality Agreement in the general form of Exhibit A, attached.
Any such form signed by an expert or consultant shall be kept in the
respective counsel’s file until the time for disclosure of such experts
and/or consultants, if applicable.

(c) Officers or employees designated specifically by each party in
good faith as necessary to receive designated information and who
agree, in writing, to be bound by the terms of this Protective Order.
The officers or employees must read this Protective Order and
complete and sign the Confidentiality Agreement in the general form
of Exhibit A, attached.

(d) Any other person who is designated as a Qualified Person by
Order of the Court, after notice to all parties, or who, by agreement
of the parties, is designated as a Qualified Person.  Any person
designated under this subparagraph must read this Protective Order
and complete and sign the Confidentiality Agreement in the general
form of Exhibit A, attached.

[Doc. 45 at ¶ 2]

The plaintiff moves the Court to remove the Attorney’s Eyes Only designation, arguing that
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the results of testing on the batteries at issue and the manufacturer specifications of those batteries

do not qualify for such designation.  The defendant disagrees, arguing that the information is

proprietary and that the defendant should not be required to disclose such information to the

plaintiff, one of the defendant’s direct competitors.  

As a court in the Western District of Tennessee explained:

Federal Rule of Civil Procedure 26 provides that “the court may, for
good cause, issue an order to protect a party or person from
annoyance, embarrassment, oppression, or undue burden or
expense. . . .”  Fed. R. Civ. P. 26(c)(1).  To determine whether good
cause exists, and the proper level of protection, the court “must
balance the requesting party’s need for discovery against the resisting
party’s claimed harm that will result from disclosure. . . .”  In general,
courts utilize attorneys’ eyes only” protective orders when especially
sensitive information is at issue or the information is to be provided
to a competitor.

Westbrook v. Charlie Sciara & Son Produce Co., Inc., No. 07-2657 Ma/P, 2008 U.S. Dist. LEXIS

24649, at *10-11 (W.D. Tenn. Mar. 27, 2008) (citations omitted).  

In addressing this issue, the Court finds the case of Caldon, Inc. v. Advanced Measurement

& Analysis Group, Inc., No. CA 04-1951, 2007 U.S. Dist. LEXIS 94506 (W.D. Penn. Dec. 27,

2007), instructive.  In Caldon, a case involving a claim of unfair competition involving ultrasonic

measuring devices, the plaintiff moved the court to determine whether certain information about the

devices could be designated “Attorney Eyes Only.”  The Caldon court summarized the issue as

follows:

Caldon wants to use three individuals as experts or consultants:
Calvin Hastings, founder and former CEO of Caldon and Ernest
Hauser, Caldon’s former senior executive in charge of sales to the
nuclear power industry, both of whom are now employed by
Cameron, and Herbert Estrada, a consultant to Caldon who is now
retired but continues to act as an outside consultant to Caldon.
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Caldon distinguishes between  information about how a flow meter
works (such as design specifications, software codes, internal wiring
and circuitry, electronic components, processing methods, and
proprietary algorithms), which it agrees should be given Attorney
Eyes Only protection, and information about how well it works (such
as test results and analyses, records of field performance, and
information, data and analysis supporting or contradicting claims of
accuracy). . . .

Caldon argues that information relating to the performance of the
flow meters should not be designated as Attorney Eyes Only, and
asserts that such information will be sufficiently protected by a
designation as “confidential.”  This designation permits the
information to be disclosed to a broader group, including Plaintiff’s
experts and consultants Hastings, Hauser, and Estrada.

Defendants’ Protective Orders are designed to prevent what we will
call this “performance” information from being divulged to Hastings,
Hauser, and Estrada by designating that information as Attorneys
Eyes Only.  Westinghouse argues that the parties are in direct
competition with one another in the sale of ultrasonic flow meters,
and that much sensitive trade secret data will be exchanged during
discovery which could give Caldon a competitive advantage.
Defendants also argue that Caldon simply doesn't want to spend the
money for an outside expert, and that others are available to fill this
role.

Id. at *3-5.  The Caldon court went on to hold that:

Under Rule 26(c)(7), a protective order may issue to protect trade
secrets or other confidential research, development, or commercial
information.  Smith v. Bic Corp., 869 F.2d 194, 199 (3d Cir. 1989).
The party seeking protection bears the burden of showing that it is
entitled to the protection being sought.  Gulf Oil Co. v. Bernard, 452
U.S. 89, n. 16 (1981).  A party seeking to protect trade secrets must
demonstrate good cause for the order it seeks.  Pansy v. Borough of
Stroudsburg, 23 F.3d 772, 787 (3d Cir. 1994). “Good cause is
established on a showing that disclosure will work a clearly defined
and serious injury to the party seeking closure.  The injury must be
shown with specificity.”  Publicker Indus., Inc. v. Cohen, 733 F.2d
1059, 1071 (3d Cir. 1984). “Broad allegations of harm,
unsubstantiated by specific examples or articulated reasoning” do not
establish good cause.  Cipollone v. Liggett Group, Inc., 785 F.2d
1108, 1121 (3d Cir. 1986).
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In determining good cause, the Third Circuit balances the requesting
party's need for information against the injury that might result if
uncontrolled disclosure is compelled.  Pansy, 23 F.3d at 787.

A district court has wide discretion in weighing any relevant factors
and deciding whether to grant a motion for a protective order. Pansy,
23 F.3d at 787; Glenmede Trust Co. v. Thompson, 56 F.3d 476, 483
(3d Cir. 1995).

Defendants in this case bear the burden of showing why information
on the performance of its flow meters should be given the heightened
protection it seeks and be designated as Attorney Eyes Only, and why
current or former Caldon employees or consultants should not be
permitted to see this information in their capacity as experts to the
Plaintiff.

In deciding the appropriate scope of a protective order, we are
required to balance Caldon’s interest in using the experts of its choice
and having them have access to Defendants’ testing data, against the
Defendants’ need to protect this information from being known to
and used by competitors.  We conclude that the Defendants have not
shown good cause why their interests will not be protected if such
information is designated as “confidential,” and have not met their
burden of showing why this particular information should be marked
Attorneys Eyes Only.  They have not shown that a clearly defined
and serious injury will result from permitting the access to this
information that Plaintiff seeks.

Accordingly, we will enter the protective order proposed by the
Plaintiff, in the form attached to Doc. 39 as “Exhibit A,” as the
protective order in this case.

We are confident that the proposed order addresses Defendants’ very
real concerns.  Plaintiff’s proposed order includes provisions
designed to prevent the disclosure of confidential or Attorney Eyes
Only information, either deliberately or inadvertently, to those not
covered by the order.  Hastings and Hauser will also agree not to
share any confidential information with Cameron or with anyone
else employed by Cameron.

While we are sympathetic to Defendants’ concern that their trade
secrets may used to the advantage of a competitor, we believe, on
balance, that Plaintiff should be permitted to pursue its claims and
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prepare for trial with the experts and consultants it chooses, and we
will approve Caldon’s proposed protective order.  The order we adopt
does not permit uncontrolled discovery, since it has safeguards built
in to prevent Hastings, Hauser and Estrada from improperly
disclosing proprietary information to anyone, including Cameron.
Plaintiff’s proposed order also distinguishes between information
relating to how the AMAG product is designed and operates, trade
secrets which will still be protected as Attorney Eyes Only, and a
much narrower category of performance-related information, such as
testing results.  Only the latter cannot be designated as Attorney Eyes
Only.

Caldon,  2007 U.S. Dist. LEXIS 94506, at *5-8.  Thus, the Caldon court found that performance-

related information, such as testing results, did not qualify for Attorney’s Eyes Only protection.  The

Court finds the Caldon court’s analysis persuasive, and adopts the same herein.

In the instant case, the Court finds that, with one exception, the defendant has not carried

their burden as to the need for Attorney’s Eyes Only protection for the information at issue, nor has

the defendant shown that the disclosure of the requested information would result in an injury or

competitive disadvantage for the defendant.  The Court also finds that the plaintiff has shown a need

for access to this information, though such access shall be limited only to a limited number of

necessary individuals and only for use in the instant litigation.  However, the Court finds that the

identity of the manufacturer(s) and/or supplier(s) of the batteries falls outside the scope of the

information needed by the plaintiff at this stage of the litigation, and, given the nature of the

competition between the parties, that such information should remain flagged as Attorney’s Eyes

Only.

Accordingly, the plaintiff’s motion [Doc. 48] is GRANTED in part, to the extent that the

plaintiff shall be allowed to designate a limited number of necessary individuals who may access

the information at issue subject to the terms of the Protective Order as it pertains to material
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designated as Confidential, and DENIED in part, to the extent that the plaintiff shall not be allowed

to access the identity of the manufacturer(s) and/or supplier(s) of the batteries at issue.  The parties

are DIRECTED to meet and confer as to the number and identity of necessary individuals whom

shall be allowed access as described above.  Should the parties prove unable to agree, the parties

shall contact chambers to schedule a telephone conference on the issue.

II. Defendant’s Motion to Compel [Doc. 52] 

The defendant moves the Court to compel the plaintiff to respond to approximately twenty

outstanding discovery requests relating to the plaintiff’s battery specifications, manufacturers and

supplies, testing, and advertising.2  The defendant contends that this information is relevant to a

unclean hands defense to be raised by the defendant.  The plaintiff opposes the motion, arguing that

the information at issue is not relevant to any claim or defense asserted in the litigation and that,

because the defendant has failed to raise an unclean hands defense in its answer, it has waived any

such defense.

The Sixth Circuit has held that: 

Failure to raise an affirmative defense by responsive pleading does
not always result in waiver.  The purpose of Fed. R. Civ. P. 8(c) is to
give the opposing party timely notice of the affirmative defense and
the opportunity to respond.  The defendants raised their defense as
soon as the defense became available.  It is inconsequential that they
raised it in briefing a dispositive motion instead of in an amended
pleading.  Belluardo and Middleton have had notice of the defense.
No legitimate purpose would be served by requiring a remand to the
district court for the defendants to amend their answer to add a
defense that has already been briefed.
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Belluardo v. Cox Enters., 157 Fed. App’x 823, 830 (6th Cir. 2005).

In the instant case, the Court finds that, given the early stage of the litigation, and given the

notice plaintiff has received of the defendant’s intent to rely on an unclean hands defense, the

plaintiff is sufficiently on notice as to the unclean hands defense and that the defendant has not

waived such a defense.  The Court further finds that the subject of whether the defendant made

literally false statements in its advertising remains at issue.  In light of such a finding, the Court

further finds that the accuracy of the plaintiff’s own advertising is relevant to an unclean hands

defense, Cytosport, Inc. v. Nature’s Best, Inc., No. CIV S-06-1799 DFL EFB, 2007 U.S. Dist.

LEXIS 29039, *10-12,  (E.D. Cal. Apr. 4, 2007), and thus the discovery at issue should be allowed,

subject to Confidential and Attorney’s Eyes Only designations consistent with the Protective Order

[Doc. 45] and the Court’s ruling above.  The Court further finds that there has been no showing as

to the relevance of conduct by the plaintiff after the instigation of the instant lawsuit, nor does the

Court find such evidence to be relevant, and thus the plaintiff shall not be required to respond to any

inquiries related to information placed on the plaintiff’s website after the commencement of the

instant suit.  However, given that the Federal Rules of Civil Procedure, not state law, govern

pleading requirements in federal cases, Ridgway v. Ford Dealer Computer Servs., 114 F.3d 94, 98

n. 4 (6th Cir. 1997), and given the Rule’s emphasis on properly pled defenses, Fed. R. Civ. P. 8, the

Court finds that the best course of action would be to allow the defendant, if it so chooses, to amend

its Answer to properly assert an unclean hands defense before requiring the plaintiff to respond.

Accordingly, the defendant’s motion [Doc. 52] is DENIED in part, to the extent that the

plaintiff shall not be required to respond to any inquires as to actions taken by the plaintiff after the

initiation of the instant suit, including any requests related to information placed on the plaintiff’s
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website after the initiation of the suit, and GRANTED in part, to the extent that, if the defendant

amends its Answer to assert an unclean hands defense, the plaintiff shall then be required to respond

to the remaining requests, subject to Confidential and Attorney’s Eyes Only designations in keeping

with the Protective Order and the Court’s ruling above.  The defendant shall have ten days from the

entry of this Order in which to amend its Answer, if it so chooses, and, in the event of such a filing,

the plaintiff shall have twenty days from the filing of an Amended Answer to supplement its

previous responses.

III. Summary

In summary, for the reasons and to the extent set forth more fully above, the plaintiff’s

motion [Doc. 48] is GRANTED in part and DENIED in part, and the defendant’s motion [Doc.

52] is GRANTED in part and DENIED in part.

IT IS SO ORDERED.

ENTER:

     s/ C. Clifford Shirley, Jr.     
United States Magistrate Judge  
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